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EXPLANATION  OF  NOTES. 


The  Text  of  (he  Opinion. 

Hie  text  of  the  opiiii<m  of  the  oonrt  is  taken  wholly  from  the  leooid,  and  not 
firom  the  official  reporter.  The  reason  for  this  is  that  the  record  is  the  original 
BOUTce  from  which  the  reporter  himself  obtains  his  matter ;  that  it  is  complete, 
no  eases  decided  by  the  oonrt  being  omitted  therefrom  ;  that  on  application  to 
the  cleik  of  the  conrt  for  a  certified  copy  of  an  opinion,  it  is  the  copy  of  the 
opinion  as  it  appean  in  the  xeeoid,  and  not  as  printed  in  the  official  report  that 
he  famishes. 


Prominent  among  the  advantages  seemed  by  printing  the  record,  is  the  fact 
that  the  statement  of  the  case,  involving  all  those  fhcts  which  the  conrt  consid- 
ers material  to  the  understanding  of  its  opinion  is  made  by  the  conrt  itself, 
strictly  in  view  of  its  decision,  concisely  and  judicially,  whereas  the  official  re- 
porters, Wallace  and  Otto,  have  omitted  whole  pages  of  the  statement  as  made 
by  the  court,  substituting  their  own,  or  have  so  amended  and  varied  the  court's 
statement  as  to  make  it  practically  a  new  one.  The  case  of  Powder  Qi.  v.  Pow- 
der Works,  reported  in  this  volume,  p.  201,  is  a  notable  example,  on  consult- 
ing which  the  foot-notes  appended  will  be  found  to  point  out  the  variation  of 
the  official  reporter  from  the  original  record. 


It  will  also  be  observed  that  this  practice  of  these  reporters  has  often  been  the 
cause  of  omitting  in  their  reports  the  introductory  part  of  the  opinion  as  given 
in  the  record,  supplying  it  from  their  own  point  of  view  and  actually  beginning 
the  report  of  the  opinion  at  an  intermediate  point  of  the  record. 


The  text  in  this  work  has  been  prepared  from  printed  certified  copies  of  the 
record,  and  has  undergone  a  second  comparison  while  in  type  before  printing 
made  directly  with  the  original  record  in  the  Supreme  Oonrt,  giving  an  assn* 
ranee  that  no  effi>rt  has  been  spared  to  secure  aocnracy. 


It  has  fhrther  been  compared  with  the  officially  published  leportB  anA  Ifts' 
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diveigenoes  of  the  latter  Arom  the  reoord  pointed  oat  in  foot-notes  to  each  caae 
where  they  occur,  in  justification  of  the  coarse  parsoed  by  the  editor,  and  for 
the  oonvenienoe  of  the  profeauon. 


The  Syllabi,  or  The  Head-Notea. 


The  head-notes  have  been  prepared  with  care  and  considerable  elaboration, 
the  editor  deeming  it  more  convenient  to  the  profession  that  he  should  err  on  the 
side  of  too  great  minutia  in  calling  their  attention  even  to  what  may  be  re- 
garded as  dicta  of  the  court.  At  the  end  of  each  head-note  will  be  foimd  be- 
tween brackets,  the  page  of  the  opinion  of  which  it  is  a  digest  The  head-notes 
are  numbered  consecutively  and  at  the  end  of  each  case  there  will  be  found  un- 
der the  corresponding  number  of  the  head-note  a  note  of  Supreme  Oourfi  Patent 
OnseSy  in  chronological  order,  relative  to  the  subject-matter  of  the  head-note. 


The  Annotations,  or  Notes  at  ending  of  Oase. 

Notes  at  ending  of  oaae  are  of  three  kinds :  those  in  the  form  of  notes 
to  the  head-notes ;  those  relating  to  the  patent  in  suit ;  and  those  relating  to 
cases  in  which  the  particular  case  reported  has  been  cited. 


Notes  to  the  head-notes.  These  consist  of  Supreme  Gourt  Patent  Gases, 
arranged  in  chronological  order,  in  which  the  substance  of  the  head-note  has 
been  restated,  affirmed,  or  applied,  as  the  case  may  be ;  these  have  been  brought 
down  to  the  latest  decisions  of  the  court  accessible  at  the  date  of  printing  the 
volume. 


The  patent  in  stdt  is  next  given  with  its  reissues,  if  any,  followed  by  a 
chronological  list  of  all  reported  Federal  salts  in  which  the  patent  has  been  in* 
volved. 


Oitations  of  the  partioolar  opinion.  Then  follows  a  list  of  those  cases 
in  which  the  opinion  reported  has  been  cited.  This  list  includes  Federal,  State, 
aiid  Canadian  Cases,  opinions  of  the  Attomey-Oeneral,  and  of  the  Commissioner 
of  Patents,  and  the  latest  text-books,  Curtis,  4th  Edit ,  Walker,  Merwin,  and 
Abbott 


All  the  lists  are  chronological  in  arrangement  and  in  the  list  of  citations  the 
dMes.aro  f^pended. 
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Additional  References,  Ac. 

To  facilitate  the  finding  of  any  case  appearing  in  the  notes,  not  only  ie  the 
original  report  given,  bnt  also  volnme  and  page  of  Robb,  Fisher,  Banning  and 
Aiden,  and  others  in  which  it  is  reprinted. 


Both  in  the  opinion  and  arguments  the  mle  has  been  followed  of  adding  the 
names  to  cases  cited  by  page  and  volune  only,  these  additions  to  the  text  being 
included  in  brackets. 

Blank  lined  spaces  after  each  note  and  a  blank  page  at  the  end  of  each  cafle 
are  left  for  the  insertion  of  additional  citations  and  of  general  notes. 

Tables. 

There  are  added  a  number  of  tables  and  two  indexes  for  ready  referenos. 
Theee  ai«  Table,  of  Cwee,  Beferenoe  Table  of  Cases,  Table  of  FAtente  in  8«dt, 
of  Gases  Cited,  of  Abbreviations,  of  Names  of  Justices,  of  Names  of  Obnnael,  as 
Index  Digest,  and  a  Digest  of  Notes. 

Reference  is  made  throughout  the  work  to  the  volume  and  page  of  the  £i»- 
l^h  cases  already  published  as  part  of  this  series,  wherever  they  ooeor. 

WOODBURY  LOWERT. 
Washington,  D.  C. 

March  1, 1869.  1 
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ALPHABETICAL  TABLE  OF  CASES. 

REPORTED  IN  THIS  VOLUME. 


PAGB 

ASHCROFT  V,  BOSTON  AND  LOWELL  RAILROAD  00.    »7  (7  Otto) 

U.  S.  18^808.    Oct  Term,  1877 1 

[Bk.  24,  L.  ed.  882  ;  1^  O.  G.  865.] 
Affirming  Ibid,  1  Holmes,  366. 

Particular  patent  coiuirued.  Efect  of  dUdaimer  in  patentee's 
foreign  patent.     Infringement. 

AVERY,  LEGGETT  v. 369 

BALL  V.  LANGLES.    102  (12  Otto)  U.  S.  128-182.    Oct  Term,  1880.  506 
[Bk.  26,  L.  ed.  104 ;  18  O.  G.  1405.] 

Particular  patent  construed.  Seiasue  for  different  intfention.  Con- 
clwivenesB  of  Commieaioner^e  decision  on  granting  reissue, 

BATES  V.  OOE.    98  (8  Otto)  U.  S,  81-50.    Oct  Term,  1878.     ....    160 

[Bk.  25,  L.  ed.  68  ;  15  O.  G.  337.] 

Notice  of  special  defences — haw  given.  Prior  publication.  Par^ 
ticular  patent  construed.  Sufficient  description.  Reissue. 
First  inventor.  Abandonment.  Infringement.  Ambi- 
guity, Oonstrudion  of  claims.  Reissue — original  in  evi- 
dence. Cknnbination  an  entiretg.  Novelty.  Substantial 
identity.  Prior  public  use.  Secret  invention.  Assign- 
ment of  error — defences  not  set  up  in  answer.  Joinder  of 
inventions.     Burden  of  proving  infringement. 

BIXBY,  SAWYER «. 332 

BLAKE,  FLETCHER  « 661 

BOOTH,  PARKS  r. 470 

BOSTON  AND  LOWELL  R,  R.  CO.,  ASHCROFT  v. 1 

BUERK,  IMHAEUSER  v 443 

BURNS  V.  MEYER.    100  (10  Otto)  U.  8.  671^72.    Oct  Term,  1879.  342 

[Bk.  25,  L.  ed.  738.] 

Partieulttr  patent  construed  and  held  not  infringed.  Construction 
of  claims. 

CALIFORNIA  POWDER  WORKS,  GIANT  POWDER  CO.  «.     ....    201 

CHICAGO  AND  NORTHWESTERN  RAILWAY  CO  v.  SAYLES.    97 

(7  Otto)  U.  a  564-665.    Oct  Term,  1878. 121 
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[Bk.  24,  L.  ed.  1063 ;  16  O.  G.  243.] 

Inventor  first  in  the  ati.     Improver.  Particular  patent  construed. 

Amendments  to  application.      Enlargement  of   original 

specifltntion. 

OOE,  BATES  V. 160 

CRAIG  V.  SMITH.    100  (10  Otto)  U.  S.  226-284.    Oet  Term,  1879.  301 

[Bk.  25,  L.  ed.  6T7  ;  17  O.  G.  145.] 

Affirming  Ibid,  4  DiU.  349. 

Transcript  of  record.  R.  S.  698  construed.  Transmission  of 
original  papers  on  appeal.  Bill  of  review — newly-discov- 
ered evidence — discretion  of  court.    Notice  of  special  matter. 

DAVIS,  GOODYEAR  D.  V.  CO.  c. 524 

DENSMORE  v.  SCOFIELD.     102  (12  Otto)  U.  8.  875-878.  Oct  Term, 

188a 573 

[Bk.  26,  L.  ed.  214 ;  19  O.  G.  289.] 

FarUcular  patent  construed  and  held  wanting  in  novelty,  utility, 

and  patentability.     Frivolous  invention.  Patents  are  prop^ 

erty. 

DENTAL  VULCANITE  00.     See  GOODYEAR  D.  V.  CO. 

DESPER,  WATER-METER  CO.  © 380 

DOZIER,  GARNEAU  v 545 

ELASTIC  FABRIC  CO.  v.  SMITH.    100  (10  Otto)  U.  8.  110-112.  Oct 

Term,  1870. 277 

[Bk.  25,  L.  ed.  547.] 

Affirming  Smith  v.  Glendale  EUutks  Fabric  Co.,  1  Holmes, 

340. 
Appeal.     Costs.     Diedaimer.    Divisional  reissue. 

FLETCHER  v.  BLAKR    Bk.  20,  L.  ed.  150.    Oct  Temi,  1880.  ...   661 
[19  O.  G.  221.] 
Particular  patent  construed  and  held  not  infringed. 

GARNEAU  V.  DOZIER.    102  (12  Otto)  U.  8.  280-285.    Oet  Term, 

1880. 645 

[Bk.  26,  L.  ed.  133  ;  19  O.  G.  61.] 

Particular  patent  construed.  Reissue  for  different  invenium. 
Construction  of  reissues  in  view  of  state  of  art  at  date  qf 
original. 

GARRATT  v.  SEIBERT.    08  (8  Otto)  U.  S.  75-79.    Oct  Term,  1878.  187 
[Bk  25,  L.  ed.  84  ;  15  O.  G.  383.] 

Interfering  patents.  Particular  patent  considered.  Prior  inventor. 
Act  1870,  sec.  58;  R.  S.  4918. 

GIANT   POWDER  CO.  v.  CALIFORNIA   POWDER  WORKa    98  (8 

Otto)  U.  S.  126-140.    Oct  Term,  1878. 201 

[Bk.  25,  L.  ed.  77 ;  15  O.  G.  289.] 
Bewdng  Ibid,  3  Sawy.  448. 
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Paoi. 
Process  and  product,     Beisstie  of  process  for  product.  Divisional 
reissue.     New  nuUter.    Act  1870,  sec.  53,  construed.  Par- 
ticular patents  construed.     Reissue.     Demurrer. 

GILB£BT  AND  BARKER  MNFG.  (».  v.  WALWORTH  MNFG.  CO. 
GILBERT  AND  BARKER  MNFG.  CO.  v.  COLEMAN  PNEU- 
MATIC GAS  WORKS  CO.    Not  elsewhere  reported.    Oet 

Term,  1879 281 

Affirming  Ibid,  2  Ban.  &  Aid.  271 ;  9  O.  G.  746. 

GOODYEAR  DENTAL  VULCANITE  CO.  ».  DAVIS.  102  (12  Otto)  U. 

S.222-280.  Oct  Term,  1880. 524 

TBk.  26,  L.  ed.  149 ;  19  O.  G.  543.] 
Affirming  Ihid,  3  Ban.  &  Aid.  115. 

Particular  patent  construed  in  view  of  prior  decision.  Infringe' 
ment.  Con^ruction  of  patents.  Reissue  for  matter  di^ 
claimed.     Claiming  e^ivalents. 

KARTELL  v.  TILGHMAN.    90  (9  Otto)  U.  S.  547-560.    Oct  Term, 

1878 250 

[Bk.  25,  L.  ed.  357.] 

Reveising  Tilghman  v.  Hartell,  2  Ban.  &  Ard.  260. 

Contract.    Jurisdiction.     Rescission  of  contract. 

HENDRIE  V.  SATLES.    98  (8  Otto)  U.  S.  54^-555.    Oct,  Term,  1878.  235 
[Bk.  25,  L.  ed.  176.] 

Assignment  of  invention  prior  to  patenting.  Assignment  of  ^^pain 
c»f,"  of  "  invewtion.^^ 

HYNDMAN  v.  ROOTS.    97  (7  Otto)  U.  8.  224^282.    Oct  Term,  1877,    SO 

[Bk.  24,  L.  ed.  975,  13  O.  G.  868.] 

Particular  patent  construed.  Infringement.  Substantial  equiva- 
lent. 

IMHAEUSER  v.  BUERK.     101  (11  Otto)  U.  S.  647-604.    Oct  Term, 

1879 443 

[Bk  25,  L.  ed.  945  ;  17  O.  G.  795.] 
Affirming  Buerk  v.  Imhaeuser,  1  Ban.  A  Aid.  337. 
Equivalents  defined.     Particular  patent  construed.     Nwetty.  In- 
fringement.     Combination  an  entirety.     Burden  of  proving 
infringement.     Evidence  of  infringement. 

KEITH,  WOODBURY  PATENT  PLANING-MACHINE  00.  t? 404 

KENTUCKY,  PATTERSON  r 106 

LANGLES,  BALL  v 508 

LEGGETT  r.  AVERY.  101  (11  Otto)  U.  S.  256>260.  Oct  Term,  1879.  369 
[Bk.  25,  L.  ed.  065  ;  17  O.  G.  445.] 

Particular  patent  construed.  Reissue  for  matter  previou^g  dis- 
claimed.     ^*  Inadvertence,  accident,  or  mistake." 

HARSH  V.  SEYMOUR.    97  (7  Otto)  U.  8. 848-860.    Oct  Term,  1877.    53 

[Bk  24,  L.  ed.  963  ;  13  O.  G.  723.] 
Affirming  Seymour  v.  Marsh,  6  Fish.  115. 
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Particular  patenU  canstrtied.  Novelty,  Abandoned  experiment. 
Infringement.  Reissue — permissible  change.  Invention. 
Mechanical  skill.     Compensatory  damages, 

METROPOLITAN    WASHING-MACHINE  CO.    v.    YOUNG.    Not  re- 
ported elsewhere.    Oct  Term,  1877 316. 

Affiiming  Ibid,  14  Blatch.  46  \  2  Ban  &  Ard.  460. 
MEYER,  BURNS© 342 

MNFG.  00.  V,  MNFG.  CO.  See  GILBERT  AND  BARKER  MNFG.  CO. 

V.  WALWORTH  MNFG.  CO 281 

MULFORD,  PEARCE  v 495 

MYERS,  TYSON  v 101 

PARKS  V.  BOOTH.    102  (12  Otto)  U.  S.  96-107.  Oct  Term,  1S79.    .    470 

[Bk.  26,  L.  ed.  54  ;  17  O.  G.  1089.] 
Affirming  Booth  v.  Parks,  1  Flipp.  381,  as  modified. 
Particular  patent    constrtted.     Sufficient    description.     NoneiUy, 
Prior  publication.     Joinder  of  inventions.   Defence.  Prior 
public  use  and  sale.     Profits  are  unliquidated  damages. 
Interest  on  profits, 

PATTERSON  v,  COMMONWEALTH  OF  KENTUCKY.  97  (7  Otto)  U. 

'      S.  601-509.    Oct  Term,  1878 106 

[Bk.  24,  L.  ed.  1115  ;  7  Reporter,  353.] 
State  law.    Police  regulation.    Sale  of  patented  article  subject  to 
State  police  regulation. 

PEARCE  V.  MULFORD.     102  (12  Otto)  U.  8.  112-118.    Oct  Term, 

1880.  .   .• 495 

LBk.  26,  L.  ed.  93 ;  18  O.  G.  1223.] 

Reversing  Mulford  v.  Pearce,  13  Blatch.  173,  and  Ibid,  14 

Blatch.  141. 
Particular  patent  construed.     Lack  of  invention.     Novelty.     Im- 
provement— when  invention, 
PHILLIPS,  TERHUNE17. 270 

PLANING-MACHINE  CO.  v.  KEITH 404 

POWDER  CO.  V.    POWDER  WORKS.     See  GIANT   POWDER  CO.  v, 

CALIFORNIA  POWDER  WORKS 201 

RAILWAY  CO.  V.  SAYLES 121 

ROOTS,  HYNDMANv.      29 

SAWYER  V.  BIXBY.    Not  reported  elsewhere.    Oct  Term,  1877.  .   332 
Affirming  Ibid,  9  Blatch.  361 ;  5  Fish.  283  ;  1  O.  G.  165. 

SAYLES,  CHICAGO  AND  NORTHWESTERN  RY.  CO.  «. 121 

SAYLES,  HENDRIE  r 235 

SCOFIELD.  DENSMORE  v 573 

SEIBERT,  GARRATT  v. 187 

SEYMOUR,  MARSH  V,     53 
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SMITH,  CRAIG  v 301 

SMITH,  ELASTIC  FABRIC  00.  r. 277 

STARKE,  WATT  v. 355 
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volume  many  drawings  and  specifications  which  are  not  found  in  the  Official 
Reports,  and  any  omission  in  the  consecutive  numbering  of  the  pages  can  be 
accounted  for  in  the  same  manner. 
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EDWARD    H.    ASHCROFT,    APPELLANT,     v.    THE 
BOSTON  AND  LOWELL  RAILROAD  COMPANY. 

07  (7  Otto)  U.  8. 189-203.    Oct.  Term,  1877. 

[Bk.  24,  L.  ed.  982;  13  O*  G.  865.] 

Affirming  Ibid,  1  Holmes,  866. 

Argued  April  17,  18,  1878.     Decided  May  6,  1878. 

Particuktr  patent  construed,      Eff^ect  of  disclaimer  in  patentee*9 

prior  foreign  patent.     Infringement. 

1.  Reissued  letters  patent  No.  3,727,  Wm.  Naylor,  November  9, 
1869,  (original  No.  68,962,  October  16,  1866,)  Steam  Safety 
Valve,  construed  in  view  of  a  disclaimer  made  in  his  prior  Eng- 
lish patent  for  the  same  invention,  although  such  disclaimer  was 
not  embodied  in  the  domestic  patent,  limited  to  the  particular 
devices  shown  in  the  specification  and  drawings  and  not  in- 
fringed by  the  device  constructed  under  letters  patent  No. 
58,294,  G.  W.  Richardson,  September  26,  1866,  Steam  Safety 
Yalve,  in  which  the  means  employed  by  the  respondent  to  ac- 
complish the  common  object  differ  both  in  construction  and 
mode  of  operation  from  those  of  the  patentee,     (p.  19.)^ 

*  See  Ezplanatioii  of  Notes,  page  TIL. 


2       ASHCROFT  v.  BOSTON  &  LOWELL  R.  CO.     [Sup.  Ct 

Statement  of  the  caae. 

2.  Where  in  the  English  patent  corresponding  to  the  domestic  one 
upon  which  suit  was  brought,  a  disclaimer  to  certain  general 
features  of  the  invention  was  entered,  heldy  that  it  was  made, 
presumably,  in  view  of  the  fact  that  such  features  had  already 
been  disclosed  by  an  antecedent  patentee,  and  that  the  Ameri- 
can patent,  to  be  valid,  must  be  likewise  limited  to  the  par- 
ticular means  set  forth,  even  though  it  did  not  contain  the  re- 
stricting disclaimer,     (p.  22.) 

Appeal  from  the  Circtiit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  case  is  stated  by  the  court. 

The  following  are  specifications  and  drawings  of  the 
Nay  lor  reissue  and  of  the  Richardson  letters  patent : 


E.  H.  ASHCROFT,  OF  BOSTON,  MASS.,  ASSIGNEE  OF 

WILLIAM  NAYLOR. 

Improvement  in  Steam  Safety-Valves. 

Specification  forming  part  of  Letters  Patent  No.  58,962,  dated  Oc- 
tober 16,  1866;  patented  in  England,  January  21, 1864  ;  Reissue 
No.  3,727,  dated  November  9  1869. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  William  Naylor,  of  57  Mildmay  Park, 
in  the  county  of  Middlesex  and  Kingdom  of  Great  Britain, 
have  invented  certain  new  and  useful  hnprovements  in 
Safety-Valves ;  and  I  hereby  declare  the  following  to  be 
free,  clear,  and  exact  description  of  the  same,  reference 
being  had  to  the  accompanying  drawing. 

This  invention  relates  to  spring  safety-valves,  and  is  ap- 
plicable to  locomotive  engine  boilers  and  stationary  and 
marine  engine  boilers. 

The  main  object  to  be  attained  by  this  invention  is  the 
counteracting  the  additional  load  uix>n  the  valve  as  it  is 


yCiiliian.  Jficylor, 
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raised  from  its  seat,  produced  by  the  increased  resistance  of 
the  spring.  This  is  accomplished  by  using  a  lever  of  the 
first  order,  one  end  resting,  by  a  suitable  pin,  upon  the 
safety-valve,  constructed  and  arranged  as  hereinafter  de- 
scribed, and  the  other  end  of  the  lever  resting  upon  the 
spring ;  but  in  lieu  of  having  this  lever  straight,  or  nearly 
so,  I  propose  to  bend  downward  that  end  wliich  is  acted 
upon  by  the  spring  to  an  angle  of  about  forty -five  degrees, 
so  that  when  the  valve  is  raised  by  the  steam  the  other  end 
of  the  lever  is  depressed  ui)on  or  against  the  spring  down- 
l¥ard,  and  at  the  same  time  is  moved  inward  toward  the  ful- 
crum, thus  virtually  shortening  that  end  of  the  lever,  and 
thereby  counteracting  the  additional  load  upon  the  valve  as 
it  is  raised  from  its  seat  by  the  greater  amount  of  compres- 
sion or  tension,  as  the  case  may  be,  which  is  put  upon  the 
spring ;  and  my  invention  also  consists  in  the  valve  C,  con- 
structed with  projecting  downward -curved  lip  or  periphery, 
and  in  the  annular  chamber  D,  surrounding  the  valve-seat, 
whereby,  as  the  spring  is  compressed  by  the  lifting  of  the 
valve,  the  projecting  lip  of  the  valve  and  the  annular  re- 
cess are  available  in  causing  an  increased  pressure  on  the 
valve  and  thus  overcome  the  increased  resistance  of  the 
spring,  due  to  its  compression,  as  hereinafter  more  fully  set 
forth. 

Figs.  1  and  2  of  the  annexed  sheet  of  drawings  represent, 
respectively,  a  vertical  section  and  front  elevation  of  a 
safety-valve  constructed  according  to  my  invention. 

A  is  the  main  thoroughfare,  leading  directly  from  the 
boiler ;  B,  a  lateral  branch  or  escape-passage  for  a  portion 
of  the  steam  after  it  has  passed  the  valve  C.  I  make  this 
valve  to  project  over  the  edges  of  the  exit-passage  A  and  to 
curve  its  projecting  edges  slightly  downward,  as  shown  in 
Pig.  1,  so  that  the  steam,  on  issuing  between  the  valve  and 
its  seat,  will  impinge  against  the  curved  projecting  i)ortion 
of  the  valve,  and  a  portion  of  it  will  be  directed  downward 
into  the  annular  chamber  D,  surrounding  the  central  pas- 
sage A,  and  communicating  with  the  exit-pipe  B,  while  the 
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tither  portioii  of  the  steam  ascends  past  the  edge  of  thd 
valve. 

^  is  my  improved  valve-lever,  working  on  a  fulcrum,  F, 
and  made  to  hold  down  the  valve  at  one  end,  through  the 
rod  or  spindle  6,  by  the  expansive  force  of  the  helical  spring 
H,  which  exerts  an  upward  pressure  against  the  opposite 
end,  a^  of  the  lever.  This  end  a  of  the  lever  is  bent  do\^Ti- 
waid  to  an  ai\gle  of  abput  forty-five  degrees,  and  is  acted 
upon  directly  by  the  upi)er  end  of  a  rod  or  spindle,  I,  sit- 
iiated  inside  the  coils  of  the  spring  H,  and  provided  with  a 
flaBge  or  collar,  6,  against  which  the  upper  end  of  the  spring 
bears,  the  lower  end  of  the  spring  resting  upon  a  cross-bar, 
S,  through  a  hole  in  the  center  of  which  the  lower  end  of 
the  spindle  I  is  guided  and  is  free  to  move  vertically. 

If  preferred^  the  rod  or  spindle  I  may  be  dispensed  with, 
the  upper  end  of  the  spring  H  being  turned  up  to  bear  di- 
rectly against  the  lever,  while  the  lower  end  may  either  lie 
in  a  sunk  bed  in  the  cross-head  or  be  turned  down  to  form 
&  contact  or  center-bearing  point. 

Fig.  3  is  a  detail,  showing  a  slight  modification  of  the 
fuode  of  fitting  or  adapting  the  spring  or  springs  H. 

ft  is  the  bent  end  of  the  lever  E.  (Shown  in  Fig.  1.)  b 
is  a  nij^ple  or  center  point,  which  is  pressed  against  the  end 
a  of  the  lever  by  one  or  more  springs,  H  H'.  The  lower 
ends  of  these  springs  bear  against  a  similar  nipple  or  center 
|)oiht,  c,  which  rests  in  a  counter-sink  in  the  cross-head  K, 
or  in  the  end  of  an  adjusting-screw,  rf,  passing  through  the 
tf  OSS-bat,  so  that  by  raising  or  lowering  the  screw  the  re- 
sistance of  the  spring  or  springs  may  be  regulated. 

L  L,  Fig.  2,  are  two  long  bolts  passing  through  corres- 
f>o]iding  sockets  M  M,  cast  on  the  valve-casing,  and  through 
corresponding  bolt-holes  near  each  end  of  the  cross-bar  K, 
which  is  thus  supported  entirely  by  the  two  bolts. 

By  tightening  more  or  less  the  bolts  L,  by  their  nuts,  the 
spring  H  may  be  compressed  to  any  desired  extent  between 
the  cross-bar  K  and  the  collar  or  flange  b  on  the  spindle  I. 

The  operation  of  the  peculiar  bent  lever  is  as  follows :  Sp 
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soon  aa  the  pressure  in  the  boiler  overcomes  the  resistamsei 
of  the  spring  H,  the  valve  is  lifted,  and  a  certain  extra  com- 
pression is  put  on  the  spring.  The  increasing  compressloiii 
of  the  spring  during  the  opening  of  the  valve  has  a  ten- 
dency, if  no  com])ensating  means  are  employed,  to  check 
the  full  opening  of  the  valve,  so  as  to  afford  an  eacape  on- 
fice  equal  in  area  to  that  of  the  passage  A  ;  but,  by  bend- 
ing down  the  lever,  as  shown  at  a,  the  lifting  of  the  vailve 
tends  to  draw  that  end  of  the  lever  toward  the  fulcmni^ 
thereby  virtually  shortening  that  end  of  the  lever.  Oonae^ 
quently  the  power  of  the  lever  to  compress  the  spring  is  ii^  • 
creased  in  proportion  as  the  valve  is  elevated,  or^  in  othw 
words,  the  resistance  of  the  spring  is  proixHtionately  dj- 
minished. 

When  the  api)aratus  is  properly  constructed  the  resdstance 
against  the  lifting  of  the  valve  will  be  uniform,  or  nearly 
so,  in  whatever  position  the  valve  may  be^ 

Pig.  4  represents  a  vertical  section  of  a  two-inch  locomo- 
tive boiler  safety-valve,  wherein  the  spring  operates  by  ten- 
sion in  lieu  of  by  compression,  as  in  the  previous  arrange* 
ment. 

The  same  letters  of  reference  indicate  the  corrasiX)ndtiig 
parts  of  those  shown  in  Pigs.  1  and  2, 

A  is  the  main  thoroughfare  from  the  boiler^  B  is  the 
exit-pipe  for  the  escape  steam ;  C,  the  valve  itself,  which . 
is  held  down  by  one  end  of  the  lever  E,  working  on  the  ful- 
crum P,  and  bearing  at  one  end  upon  a  rod  or  spindle^  O, 
while  its  opposite  end  is  bent  downward,  as  shown  at  a,  and 
is  connected,  by  the  knife-edged  link,  I,  with  the  lower  end 
of  the  helical  spring  H,  to  which  the  link  is  hooked^  Tim 
upper  end  of  this  spring,  which  is  inclosed  In  a  tubular 
casing  H',  is  hooked  into  the  adjustable  eye  R,  earned  by 
the  lower  end  of  the  adjusting  screw-spindle  L|  which  passea 
through  a  central  aperture  in  the  top  of  the  casing,  and  la 
prevented  from  rotating  by  a  key,  fitting  a  slotted  keyway, 
extending  longitudinally  down  one  side  of  the  screw-spmdle. 

M  is  a  nut  or  hand-wheel  working  on  the  screw-spindle, 
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by  tulning  which  the  screw  will  be  raised  or  lowered,  and, 
consequently,  more  or  less  tension  will  be  put  upon  the 
spring  and  a  corresponding  load  applied  to  the  valve-lever 
E.  N  is  a  circular  knife-edged  index  screwed  to  the  top  of 
the  screw-spindle ;  and  O  is  the  graduated  scale  attached  to 
the  nut  or  hand-wheel,  for  indicating  the  load  upon  the 
valve  i)er  square  inch. 

The  valve,  oji  being  lifted,  will  elevate  the  corresponding 
end  of  the  bent  lever  E,  and  depress  the  opposite  or  bent 
end,  a,  which  will  be  more  or  less  resisted  by  the  contractile 
power  of  the  spring  H ;  but  the  end  a,  on  being  depressed, 
will  at  the  same  time  be  drawn  toward  the  fulcrum,  thereby 
virtually  shortening  that  end  of  the  lever  and  compensating 
for  the  increased  resistance  of  the  spring. 

When  the  collar  of  K  reaches  the  top  of  the  casing  no  fur- 
ther load  can  be  put  on  the  valve,  and  thus  any  tampering 
with  the  valve  is  prevented. 

Fig.  6  represents  a  vertical  section  of  a  portion  of  a  five- 
inch  safety-valve,  adapted  for  large  marine  or  land  boilers, 
constructed  according  to  this  invention.  It  is  similar  in  all 
essential  details  to  the  smaller  arrangement  illustrated  at 
Pig.  4,  and  the  corresponding  parts  are  indicated  by  corres- 
ponding letters  of  reference. 

•  In  safety-valves  for  marine  boilers  I  prefer,  however,  to 
close  steam-tight  the  bottom  of  the  casing  containing  the 
helical  spring  H,  by  means  of  a  flexible  diaphragm,  P,  of 
vulcanized  India-rubber  or  other  suitable  material  capable 
of  withstanding  the  action  of  steam,  whereby  all  access  to 
the  spring  of  salt-water  thrown  through  the  safety-valve 
when  priming,  and  injurious  effect  thereof  upon  the  metal, 
are  prevented.  This  diaphragm  is  held  at  its  circumference 
between  the  Hanges  of  the  spring-casing  and  the  valve-cas- 
ing, while  its  center  is  nipped  between  the  annular  end  c  of 
the  link  i  and  the  shoulder/,  which  shoulder  has  a  square 
or  hexagonal  center  boss,  g^  formed  thereon,  and  fitting  a 
correspondingly-shaped  aperture  in  the  top  of  the  link  I. 
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h  is  nut  working  on  a  screw  in  the  center  of  the  boss  g^ 
and  serving  to  nip  the  diaphragm  between  the  parts  ef. 

The  valve-casing  is  of  cast-iron,  and  the  valve  and  seat  are 
of  gun-metal. 

Q  is  a  small  relieving-lever  for  easing  the  valve  when  re- 
quisite, its  inner  end  projecting  beneath  the  end  of  the 
safety-valve  lever,  as  shown,  while  its  outer  end  is  connected 
by  a  road  for  actuating  the  relieving-lever. 

QlaiTjfis. 

I  claim — 

1.  The  combination  and  arrangement,  with  the  hereinbe- 
fore described  safety-valve,  of  bent  levers  of  the  first  order 
and  the  spring  or  springs,  in  the  manner  substantially  as 
hereinbefore  set  forth. 

2.  The  safety-valve  C,  with  its  overhanging  downward- 
curved  lip  or  periphery  and  annular  recess  D,  substantially 
as  herein  shown  and  described,  and  for  the  purpose  set  forth. 

3.  ITie  annular  recess  D  surrounding  the  valve-seat,  sub- 
stantially as  herein  set  forth. 

4.  The  combination  of  the  valve  C  and  the  annular  recess 
D,  as  herein  set  forth,  and  for  the  purpose  described. 

WM.  NAYLOR. 
Witnesses : 

Edwin  P.  Alexaitdeb, 
Thos.  I.  Byrne, 

li7  lAncoVn^s  Inn  Fields. 


GEORGE  W.  RICHARDSON,  OP  TROY,  NEW  YORK. 
Improvement  in  Steam  Safety-valves. 

Specification  forming  part  of  Letters  Patent  No.  58^294^  dated 

September  25,  1866. 

To  all  whom  it  may  cmicern : 
Be  it  known  that  I,  George  W.  Richardson,  of  the  city  of 
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Ttoy,  in  the  county  of  Rensselaer,  in  the  State  of  New  York, 
have  invented  a  new  and  useful  Improvement  on  a  Safety- 
Valve  for  Steam-Generators ;  and  I  do  hereby  declare  that 
the  following  is  a  full,  clear,  and  exact  description  of  the 
construction  and  operation  of  the  same,  reference  being  had 
to  the  annexed  drawings,  making  a  part  of  this  specification, 
in  which — 

Fig.  1  is  an  end  view  of  my  improved  safety-valve  and  its 
seat  as  seen  from  the  bottom.  Fig.  2  is  an  end  view  of  the 
valve  alone  as  seen  from  the  bottom.  Fig.  3  is  a  vertical 
section  at  x  x^  Fig.  1,  of  the  valve  and  seat  in  position.  Fig. 
4  is  a  vertical  section  at  y  j/.  Fig.  2,  of  the  valve  alone. 

Similar  colors  and  letters  of  reference  indicate  correspond- 
ing parts  in  the  several  figures. 

A  A  is  the  head  of  the  safety-valve.  B  B  B  B  are  wings 
to  guide  the  valve  into  its  seat  E  E.  c  c  is  a  circular  or  an- 
nular flange  or  lip  extending  over,  slightly  below,  and  fit- 
ting loosely  around  the  outer  edge  of  the  valve-seat  EE. 
D  D  is  a  circular  or  annular  chamber,  into  which  the  steam 
immediately  passes  when  the  valve  lifts  from  its  seat  at  the 
ground  joint  F  F.  E  E  is  the  valve  seat.  F  F  is  the  ground 
joint  of  the  valve  and  seat.  P  is  the  counter-sink  or  center, 
ux)on  which  the  point  of  the  stud  extending  from  the  scale- 
lever  rests  in  the  usual  manner. 

The  nature  of  my  invention  consists  in  increasing  the  area 
of  the  head  of  the  common  safety-valve  outside  of  its 
ground  joint,  and  terminating  it  in  such  a  way  as  to  form 
an  increased  resisting-surface,  against  which  the  steam  es- 
caping from  the  generator  shall  ^,ct  with  additional  force 
after  it  has  lifted  the  valve  from  its  seat  at  the  ground-joint, 
and  so,  by  overcoming  the  rapidly  increasing  resistance  of 
the  spring  or  scales,  insure  the  lifting  of  the  valve  still 
higher,  thus  affording  so  certain  and  free  a  passage  for  the 
steam  to  escape  as  eflPectually  to  prevent  the  bursting  of  the 
boiler  or  generator,  even  when  the  steam  is  shut  off  and  the 
damper  left  open. 

To  enable  others  skilled  in  the  art  to  make  and  use  my 
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invention,  I  will  proceed  to  describe  its  construction  and 
oi)eration. 

To  the  head  of  the  common  safety-valve  indicated  by  all 
that  i)ortion  of  Fig.  2  lying  within  the  second  circle  from 
the  common  center  I  add  what  is  indicated  by  all  that  por- 
tion lying  outside  of  the  said  circle  in  about  the  proportion 
shown  in  the  figure.  A  transverse  vertical  section  of  this 
added  i)ortioii  is  indicated  in  Fig.  4  by  those  portions  of 
the  figure  lying  outside  of  the  dotted  \mesppppy  while  all 
that  portion  lying  within  the  dotted  lines  pppp  indicates 
a  transverse  vertical  section  of  the  common  safety-valve 
alone.  This  increased  area  may  be  made  by  adding  to  a 
safety-valve  already  in  use  or  by  casting'  the  whole  entire. 
I  terminate  this  addition  to  the  head  of  the  valve  with  a  cir- 
cular or  annular  flange  or  lip,  c  e,  which  projects  beyond 
the  valve-seat  E  E,  Fig.  3,  and  extends  slightly  below  its 
outer  edge,  fitting  loosely  around  it  and  forming  the  circu- 
lar or  annular  chamber  D  D,  whose  transverse  section  shown 
in  the  figure  may  be  of  any  desirable  form  or  size.  This 
flange  or  lip  c  c,  fitting  loosely  around  the  valve-seat  E  E,  is 
separated  froih  it  by  about  one  sixty-fourth  of  an  inch  for 
an  ordinary  spring  or  balance.  For  a  strong  spring  or  bal- 
ance this  space  should  be  diminished,  and  for  a  weak  spring 
or  balance  it  should  be  increased  to  regulate  the  escape  of 
the  steam  as  required.  Listead  of  having  the  flange  or  lip 
c  c  project  beyond  and  extend  below  and  around  the  outer 
edge  of  the  valve-seat,  as  shown  in  Fig.  3,  a  similar  result 
may  be  obtained  by  having  the  valve-seat  itself  project  be- 
yond the  outer  edge  of  the  valve-head,  and  terminating  it 
with  a  circular  or  annular  flange  or  lip  extending  slightly 
above  and  fitting  loosely  around  the  outer  edge  of  the  flange 
or  lip  c  c  of  the  valve-head ;  but  I  consider  the  construction 
shown  in  Fig.  3  preferable. 

With  my  improved  safety-valve  constructed  as  now  de- 
scribed, and  attached  to  the  generator  in  the  usual  way, 
the  steam  escaping  in  the  direction  indicated  by  the  arrows 
in  Fig.  3  first  lifts  the  valve  from  its  seat  at  the  ground- 
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joint  F  F,  and  then  passing  into  the  annular  chamber  D  D 
jicts  against  the  increased  surface  of  the  valve-head,  and  by 
this  means,  together  with  its  reaction  produced  by  being 
thi'own  downward  upon  the  valve-seat  E  E,  it  overcomes  the 
rapidly  increasing  resistance  of  the  spring  or  balance,  lifts 
the  valve  still  higher,  and  escapes  freely  into  the  open  air 
until  the  pressure  in  the  generator  is  reduced  to  the  degree 
desired,  when  the  valve  will  be  immediately  closed  by  the 
tension  of  the  spring  or  balance.  The  escape  of  the  steam 
by  means  of  this  safety-valve  is  so  certain  and  free  that  the 
pressure  of  the  steam  in  the  generator  or  boiler  will  not  in- 
crease beyond  the  point  or  degree  at  which  the  valve  is  set 
to  blow  off. 

What  I  claim  as  my  improvement,  and  desire  to  secure 
by  Letters  Patent,  is — 

A  safety-valve  with  the  circular  or  annular  flange  or  lip 
c  c,  constructed  in  the  manner,  or  substantially  in  the  man- 
ner shown,  so  as  to  operate  as  and  for  the  purpose  herein 
described. 

GEORGE  WM.  RICHARDSON. 

Witnesses : 

Geo.  Gould, 
Wm.  H.  Poor. 

Messrs.  Francis  Forbes^  James  B.  Hobby  and  Thomas 
William  Clarke^  for  appellant  : 

The  court  below  erred  in  giving  undue  weight  to  Nay- 
lor's  disclaimer  in  his  original  patent.  To  understand  why 
Naylor  made  the  disclaimer  in  his  complete  specification  of 
that  previously  claimed  in  the  provisional  specification,  it 
will  only  be  necessary  to  continue  the  recital  of  the  Eng- 
lish practice.  "  When  a  provisional  specification  is  left  and 
provisional  protection  thus  obtained,  there  is  noth'*** 
vent  another  provisional  specification  forasimila 
being  left."     Agnew,  p.  149. 

Both  Beyer  and  Naylor  left  provisional  specii 
the  Patent  Office.    That  having  been  done  it  wa 
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race  of  diligence  (there  being  no  fraud,)  as  to  who  should 
get  the  patent  ^r^^,  and  hold  the  invention.  Either  party 
could  have  proceeded  at  any  time  within  the  six  months, 
and  the  one  who  proceeded  would  have  obtained  the  patent. 
But  both  waited  the  six  months  allowed  by  law,  showing 
that  neither  has  suspicion  of  the  other's  invention. 

Beyer  obtained  his  patent  first  as  an  introducer  into  the 
Kingdom.  After  that  Nay  lor  was  absolutely  shut  out  from 
obtaining  a  patent  if  his  invention  was  the  same.  When  a 
patent  has  actually  been  sealed,  the  Crown  will  not  after- 
wards enter  into  the  question  whether  or  not  some  one  else 
who  has  previously  applied  was  a  prior  inventor,  arid 
will  in  no  case  give  a  stcbsequeni  grant  for  the  same  thing 
for  which  a  patent  had  already  been  granied.  Ex  parte 
Bates  and  Redgate,  L.  R.,  4  Ch.  517  ;  Ex  parte  Henry,  L. 
R.,  8  Ch.  169. 

There  is  another  rule  of  law,  which,  if  Beyer's  and  Nay- 
lor's  invention  was  the  same,  rendered  the  disclaimer  nec- 
essary— /.  e.,  if  a  patentee  claims  that  which  is  old  together 
with  that  which  is  new,  the  whole  patent  is  void,  the  new 
sharing  the  fate  of  the  old.  Carpenter  v.  Smith,  1  Web. 
Pat.  Cas.  640. 

We  think,  therefore,  that  in  view  of  these  facts,  and  that 
in  the  specification  of  Naylor's  original  American  patent  no 
disclaimer  was  inserted,  and  that  on  the  grant  of  the  reissue 
an  oath  of  invention  was  taken,  undue  weight  was  given  to 
the  disclaimer  in  the  English  specification.  It  was  merely 
the  work  of  an  agent  of  the  patentee  who  supposed  he  had 
found  an  anticipation  of  Naylor's  invention,  and  there- 
fore desired  by  the  disclaimer  to  save  the  other  inventions 
shown.  This  is  supported  by  the  fact  that  the  provisional 
specification  claims  the  invention  broadly. 

The  disclaimer  created  no  estoppel.  Allen  n.  Blunt,  2 
Wood.  &  M.  143. 

A  disclaimer  may  be  withdrawn  on  reissue.  Daniels  n. 
Chesterman,  Dec.  of  Com.  of  Pats.,  13  O.  G.  4;  Hussey  t?. 
Bradley,  2  Pish.  362, 
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The  difference  between  the  Naylor  and  defendant's  valve 
is  more  than  one  of  degree. 

The  comparison  between  the  valves  is  unfairly  made,  nn- 
less  the  disclaimer  of  Naylor  is  given  weight. 

The  reissued  American  i>atent  is  also  explicit,  and  if  a 
valve  was  made  according  to  it,  so  that  part  of  the  steam 
sliould  escape  upwards  around  the  lip,  the  ''annular  cham- 
ber into  which  the  steam  is  discharged,  on  leaving  the 
valve,"  would  be  "  a  conduit  of  the  steam,"  but  a  restricted 
conduit,  acting  in  precisely  the  same  manner  as  the  re- 
stricted conduit  (chamber)  of  the  defendant's  valve. 

The  operation  of  the  defendant's  valve  and  Naylor' s,  is 
precisely  the  same  excepting  perhaps  in  degree. 

(There  was  an  oral  argument,  and  examination  of  the 
counsel  by  the  Chief  Justice,  on  the  construction  of  the 
patents. ) 

Messrs,  J.  G.  Abbott  and  Benjamin  Dean^  for  appellee : 

A  safety-valve  that  would  certainly  prevent  the  increase 
of  pressure  in  the  boiler  beyond  a  given  point,  and  be  at  the 
same  time  suitable  and  convenient  to  be  carried  on  locomo- 
tives was  attempted  at  different  times,  and  by  different 
persons,  but  never  with  success,  until  the  invention,  by 
George  W.  RicharS.son,  of  the  valve  used  by  these  defend- 
ants ;  and  for  which  they  are  sued  as  infringers  in  this  case. 

Immediately  upon  the  Richardson  valve  being  brought  to 
the  attention  of  railroad  men,  it  went  into  general  use  all 
over  the  country;  and  there  is  no  pretence  that  any  valve 
such  as  is  described  in  the  plaintiff' s  patent  ever  was  in  use 
anywhere. 

Tliis  contest  between  the  Naylor  and  Richardson  valves 
does  not  have,  on  the  part  of  Ashcroft,  even  the  merit  of 
the  honest  belief  of  an  inventor  who  thinks  he  has  discov- 
ered that  he  builded  "better  than  he  knew."  It  is  the 
wicked  attempt  of  a  pirate  to  deprive  a  poor  and  honest  in- 
ventor of  the  fruits  of  his  industry  and  ingenuity. 

Mr.  Ashcroft  admits  that  he  went  deliberately  to  work  to 
find  something  that  could  be  useful  in  fighting  Mr.  Richard- 
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#on  and  his  patent,  and  tliat  he  for  that  purpose  went  to 
Europe  to  get  an  assignment  of  the  Naylor  patent. 

Having  obtained  his  patent,  the  plaintiffs  first  eflfort  is  to 
endeavor  to  claim  that  the  outer  annular  passage,  which  is 
ordinarily  used  on  the  Richardson  valve,  corresponds  with 
what  what  he  calls  the  annular  chamber  of  the  Naylor  valve. 
This  was  his  jyrimafdcie  case. 

Experiments  prove  that  the  mode  of  operation  in  the 
Naylor  and  Beyer  valves  is  substantially  alike,  independ- 
ent of  the  levers.  As  far  as  the  claim  in  the  Beyer  jmtent 
is  concerned,  it  is  broad  enough  to  cover  all  the  plaintiff 
daims. 

In  view  of  this  patent,  Naylor  could  do  nothing  else  than 
say,  *'But  I  wish  it  to  be  understood  that  I  lay  no  claim  to 
such  recoil  action,  nor  to  the  extension  of  the  valve  later- 
ally beyond  its  seat ;"  and  confine  his  patent  to  springs,  to 
take  the  place  of  weights. 

The  valve  of  the  defendants  is  substantially  different  from 
the  valve  described  in  the  plaintiff's  patent,  in  its  construc- 
tion and  mode  of  operation.  A  mere  inspection  shows  the 
difference  in  construction.  The  difference  in  the  mode  of 
operation  is  clearly  set  forth  in  the  testimony. 

The  reissue,  if  it  can  be  held  to  embrace  anything  beyond 
the  bent  levers  claimed  in  the  original  patent,  cannot  stand. 
The  Commissioner  could  not  hear  parol  testimony,  and 
could  only  reissue  for  the  original  invention. 

The  reissue  seeks  to  cover  what  was  not  indicated  as  the 
invention  of  Naylor,  but  was  expressly  disclaimed.  Sey- 
mour V.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290.] 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Causes  of  action  arising  under  the  patent  laws  are  origin- 
ally cognizable,  as  well  in  equity  as  at  law,  by  the  Circuit 
Courts,  or  the  District  Courts  having  the  power  and  juris- 
diction of  a  Circuit  Court,  subject  to  the  condition  that  the 
final  judgment  or  decree  in  such  a  case  may  be  removed 
here  for  re-examination. 

•7  U.S.  195. 
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Improvements  were  made  by  William  Naylor  in  steam 
safety-valves,  for  which,  on  the  16th  of  October,  1866,  he  ob- 
tained letters  patent  of  the  United  States ;  and  it  appears 
that  he  subsequently  assigned  the  patent  to  the  complain- 
ant, and  that  the  complainant,  as  such  assignee,  surrendered 
and  obtained  the  reissued  patent  which  is  the  foundation  of 
the  present  suit.  Wrongful  infringement  is  charged,  and 
the  complainant  prays  for  an  account  and  for  an  injunction. 
Service  was  made ;  and  the  respondents  appeared  and  set 
up  certain  defences  in  their  answer,  as  follows  :  (1)  That  the 
reissued  patent  is  not  for  the  same  invention  as  the  origi- 
nal. (2)  That  the  assignor  of  the  complainant  was  not  the 
original  and  first  inventor  of  the  improvement.  (3)  That 
the  reissued  patent  does  not  cover  and  embrace  the  safety- 
valve  used  by  the  respondents.  (4)  That  safety-valves  such 
as  are  used  by  the  respondents  were  described  and  patented 
in  letters  patent  granted  prior  to  the  patent  and  supposed 
invention  of  the  assignor  of  the  complainant,  as  alleged  in 
the  answer. 

Proofs  were  taken,  the  parties  heard,  and  the  Circuit 
Court  entered  a  final  decree  dismissing  the  bill  of  complain- 
ant. 

Due  appeal  was  taken  by  the  complainant,  and  he  assigns 
the  following  errors :  (1)  That  the  court  erred  in  giving 
weight  to  the  disclaimer  of  the  supposed  inventor,  as  set 
forth  in  his  English  patent.  (2)  That  the  court  erred  in 
ruling  that  the  patent  of  the  complainant  must  be  limited  to 
claims  for  a  combination  of  the  valve  described  in  the  speci- 
fication, with  the  annular  recess  surrounding  the  central 
chamber,  as  explained  in  the  court's  opinion.  (3)  That  the 
court  erred  in  deciding  that  the  assignor  of  the  complainant 
did  not  invent  the  overhanging,  downward  curved  lip,  and 
that  he  was  not  the  first  to  use  an  annular  chamber  sur- 
rounding the  valve-seat,  into  which  a  portion  of  the  steam 
is  deflected  as  it  issues  between  the  valve  and  the  seat.  (4) 
That  the  court  erred  in  deciding  that  the  valve  used  by  the 
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respondents  is  not  within  the  comp 
ent,  (5)  That  the  court  erred  in  de 
substantial  difference  between  the  vah 
ents  and  the  valve  described  in  the  c 
patent. 

Preliminary  to  the  investigation  of  1 
in  the  errors  assigned  by  the  appellai 
ent  to  ascertain  what  is  the  construct 
scribed  in  the  bill  of  complaint,  and 
been  infringed  by  the  respondents, 
suggests  that  these  two  matters  be  firt 
plain  reason  that,  if  the  proofs  fail  t 
of  infringement,  most  or  all  of  the  erro: 
immaterial  in  disposing  of  the  case. 

Persons  seeking  redress  for  the  i 
patent  are  obliged  to  allege  and  pre 
under  whom  they  claim  are  the  origii 
of  the  improvement  described  in  the 
same  has  been  infringed  by  the  party 
is  brought.  Both  of  those  allegation 
the  party  instituting  the  suit ;  but  w] 
patent  in  evidence,  it  affords  a  j)ri7 
that  the  first  alle^tion  is  true,  and 
controverted  in  the  answer  in  this  ca 
regard  must  be  in  favor  of  the  comph 

Suppose  that  is  so ;  still  the  chai 
denied  by  the  respondents,  which  iss 
torily  determined  without  first  ascert 
and  character  of  the  improvement  se< 
ant  in  his  reissued  letters  patent. 

Three  patents — one  in  England,  tTs 
— were  granted  to  the  complainant  < 
improvement  which  is  the  subject  of  tl 

Naylor,  it  is  claimed,  was  the  inv< 
improvement,  and  he  took  out  his  fi 
where  he  resided.    As  the  x)&tente€ 
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relates  to  certain  improvemenls  in  safety-valves,  and  con- 
sists, when  using  a  spring  for  resisting  the  valve  from  open- 
ing, in  the  employment  of  a  lever  of  the  first  order,  one  end 
resting  by  a  suitable  pin  upon  the  safety-valve,  and  the 
other  end  of  the  lever  resting  upon  the  spring,  the  end  rest- 
ing upon  the  spring  being  bent  downwards  ife  an  angle  of 
about  forty-five  degrees  from  the  fulcrum,  so  that  when  the 
valve  is  raised  by  the  steam  the  other  end  of  the  lever  is  de- 
pressed upon  the  spring  downwards,  and  at  the  same  time 
is  moved  inwards  towards  the  fulcrum,  thus  virtually  short- 
ening that  end  of  the  lever,  and  thereby  countel^acting  the 
additional  load  upon  the  valve  as  it  is  raised  from  its  seat 
by  the  greater  amount  of  compression  put  upon  the  spring. 

Exceptional  modifications  in  certain  features  of  the  im- 
provement are  subsequently  suggested  and  then  the  i)atentee 
proceeds  to  explain  the  functions  of  the  different  devices  by 
reference  to  the  drawings,  in  the  course  of  which  he  states 
that  he  prefers  to  make  the  valve  project  over  the  edges  of 
the  exit  passage  and  to  curve  the  projecting  edges  of  the 
valve  slightly  downwards,  so  that  the  steam  on  issuing  be- 
tween the  valve  and  its  seat  will  impinge  against  the  curved 
projecting  part  of  the  valve,  which  will  direct  a  portion  of 
it  downwards  into  the  annular  chamber  surrounding  the 
central  passage,  while  the  other  portion  of  the  steam  ascends 
past  the  edges  of  the  valves.  By  that  means  the  patentee 
states  that  he  is  enabled  to  avail  himself  of  the  recoil  action 
of  the  steam  against  the  valve,  for  the  purpose  of  facilitating 
the  further  lifting  of  the  valve  when  once  opened ;  but  he 
adds  what  it  is  important  to  notice:  that  he  wishes  it  to  be 
understood  that  he  lays  no  claim  to  such  recoil  action,  nor 
to  the  extension  of  the  valve  laterally  beyond  its  seat. 

Prior  to  that,  a  safety-valve  of  substantially  the  same 
mode  of  operation  had  been  patented  in  the  same  country 
to  Samuel  Beyer,  and  the  reasonable  presumption  is  that 
the  disclaimer  was  inserted  in  the  patent  subsequently 
granted,  because  it  had  been  previously  invented  by  another. 
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Letters  patent  to  Charles  Beyer  were  sealed  October  16, 
1863 ;  and  the  patentee  states  that  his  invention  consists  in 
forming  a  flange  round  the  valve,  commencing  at  the  outer 
edge  of  the  valve-facing,  which  flange  is  under-cut  and  con- 
cave in  shape,  and  that  the  concave  side  is  towards  the  seat- 
ing of  the  valve,  which  has  also  a  flange*  upon  it,  commenc- 
ing at  the  outer  edge  of  the  valve-seating,  but  that  the 
upper  surface  of  the  flange  is  convex,  and  corresponds  nearly 
to  the  concave  surface  of  the  flange  upon  the  valve.  There 
is  a  slight  space  between  the  concave  and  convex  surfaces 
of  the  two  fliknges,  which  diminishes  towards  the  outer  edge 
of  the  same.  When  the  steam  begins  to  escape  from  be- 
tween the  surfaces  of  the  valve,  it  gets  between  the  concave 
and  convex  surfaces  of  the  two  flanges,  and  thus  acts  upon 
a  larger  area,  and  reacts  upon  the  concave  surface  of  the  valve 
and  causes  it  to  open  to  a  greater  extent  than  the  ordinary 
safety-valve.  Such  a  valve,  the  patentee  states,  will  lift 
promptly  w^hen. the  required  pressure  is  obtained,  and  will 
open  to  a  much  greater  extent  than  the  valve  in  common  use 
prior  to  that  invention.  Extra  pressure  upon  the  valve  will 
readily  close  it  after  it  has  lifted,  but  it  does  not  shut  self- 
acting  till  the  pressure  in  the  boiler  has  diminished  several 
pounds  below  the  pressure  at  which  the  valve  was  lifted. 

AVithout  more,  these  suggestions  are  sufficient  to  show 
that  the  Bayer  patent,  which  antedates  the  invention  of  the 
complainant,  contains  substantially  the  same  mode  of  ope- 
ration to  produce  the  recoil  action  of  the  steam  as  that  dis- 
claimed in  the  English  patent,  and  shows  that  the  disclaimer 
was,  in  all  probability,  made  because  it  w^as  well  known 
to  the  patentee  and  to  the  officials  who  issued  the  letters 
patent  that  another  was  the  original  and  first  inventor  of 
the  patented  valve.  Nothing  of  the  kind  is  embraced  in 
the  claims  of  the  English  patent  granted  to  the  patentee,  nor 
is  there  anything  in  the  specification  which  has  any  ten- 
dency to  show  that  the  patentee  ever  supposed  that  he  in- 
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vented  that  feature  of  the  improved  valve  which  he  dis- 
claimed. 

Two  patents  for  the  improvement  have  been  granted  in 
this  country, — one,  the  original,  to  the  alleged  inventor,  and 
the  reissued  patent  to  the  complainant,  on  which  the  suit  is 
founded,  (a)  Neither  of  the  patents  granted  contain  (ft)  any 
disclaimer  of  the  kind  mentioned  in  the  English  patent, 
though  it  is  conceded  that  both  the  original  and  the  reis- 
sued patent  were  granted  for  the  same  invention  as  the  En- 
glish patent.  Nor  could  that  concession  properly  be  with- 
held, as  it  is  as  certain  as  truth  that  the  feature  of  the  steam 
valve  in  question  was  fully  and  clearly  described  in  that 
specification,  and  that  the  patentee  stated  that  he  wished 
it  to  be  understood  that  he  did  not  lay  any  claim  to  the  re- 
coil action,  nor  to  the  extension  of  the  valve  laterally  be- 
yond its  seat. 

Explicit  as  that  disclaimer  is,  still  it  is  assigned  for  error 
by  the  complainant  that  the  Circuit  Judge  erred  in  giving 
weight  to  it ;  but  the  court  here  is  of  the  opinion  that  there 
is  no  merit  in  that  objection.  Listead  of  that,  the  court  de- 
cides that  the  patent  in  suit,  in  order  that  it  may  be  held 
valid,  must  be  construed  in  view  of  the  disclaimer  contained 
in  that  patent,  and  be  limited  to  the  particular  devices  shown 
in  the  specification  for  effecting  such  recoil  action  of  the 
steam. 

Taken  as  a  whole,  the  facts  show  conclusively  that  the 
assignor  of  the  complainant  Was  not  the  first  person  to  de- 
vise means  for  using  the  recoil  action  of  steam  to  assist  in 
lifting  the  seat  of  the  steam  valve  for  the  purpose  described, 
and  it  follows  that  the  patent  in  suit  must  be  limited  to 
what  he  actually  invented,  which  is  the  devices  shown  in  the 
specification  and  drawings,  to  enable  the  party  to  avail 
himself  of  such  recoil  action. 

Decided  support  to  that  view  is  found  in  the  specification 
of  the  Beyer  patent,  which  shows  that  the  apparatus  in 
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qnestion  had  an  overhanging,  downward  curved  lip,  and  an 
annular  recess  into  which  the  steam  was  directed  down- 
wards on  issuing  between  the  valve  and  its  seat,  while  a 
portion  of  the  steam  impinged  against  the  projecting  part 
of  the  valve. 

Viewed  in  the  light  of  that  suggestion,  it  is  clear,  as  de- 
cided by  the  Circuit  Judge,  that  the  assignee  of  the  inven- 
tion in  controversy  cannot  claim  that  Naylor  was  the  origi- 
nal and  first  inventor  of  that  feature  of  the  improvement, 
nor  can  it  properly  be  claimed  that  he  invented  the  combina- 
tion in  a  spring  safety-valve  of  every  form  of  a  projecting, 
overhanging,  downward  curved  lip  in  such  a  device,  with 
the  annular  recess  surrounding  the  valve-seat,  into  which  a 
I)ortion  of  the  steam  is  directed  as  it  issues  between  the 
valve  and  its  seat.  Limited  in  that  way  as  the  patent  must 
be,  in  order  that  it  may  be  upheld  as  valid,  the  question  re- 
mains whether  it  has  been  infringed  by  the  respondents. 

Throughout,  the  steam  valve  used  by  the  respondents  is 
the  valve  patented  to  George  W.  Richardson,  whose  patent 
makes  a  part  of  the  record.  He  obtained  his  patent  Sep- 
tember 25,  1866,  nearly  a  month  earlier  than  the  date  of  the 
original  American  patent  granted  to  Naylor.  His  invention, 
as  he  describes  it,  consists  in  increasing  the  area  of  the  head 
of  the  common  safety-valve  outside  of  its  ground  joint,  and 
terminating  it  in  such  a  way  as  to  form  an  increased  resist- 
ing surface,  against  which  the  steam  escaping  from  the 
generator  shall  act  with  additional  force  after  lifting  the 
valve  from  its  seat  at  the  ground  joint,  and  so  by  overcom- 
ing the  rapidly  increasing  resistance  of  the  spring  or  scales 
will  insure  the  lifting  of  the  valve  still  higher,  thus  afford- 
ing so  certain  and  free  a  passage  for  the  steam  to  escape  as 
effectually  to  prevent  the  bursting  of  the  boiler  or  generator, 
even  when  the  steam  is  shut  off  and  the  damper  left  open. 

Safety-valves  previously  in  use  were  not  suited  to  accom- 
plish what  was  desired,  which  was  to  open  for  the  purpose 
of  relieving  the  boiler,  and  then  to  close  again  at  a  pressure 
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as  near  as  possible  equal  to  that  at  which  the  valve  oi)ened. 
Sufficient  appears  to  show  that  Richardson  so  far  accom- 
plished that  purpose,  as  to  invent  a  valve  which  would 
open  at  the  given  pressure  to  which  the  valve  was  adjusted, 
and  relieve  the  boiler  and  then  close  again  when  the  pres- 
sure was  reduced  about  two  and  one-half  pounds  to  the 
inch,  even  when  the  pressure  in  the  generator  was  one  hun- 
dred pounds  to  the  same  extent  of  surface,  which  made 
it  in  practice  a  useful  spring  safety-valve,  as  proved  by  the 
fact  that  it  went  almost  immediately  into  general  use. 

Other  inventors,  prior  in  date  to  the  Naylor  invention,  at- 
tempted to  make  the  desired  improvement  in  the  common- 
safety-valve,  and  it  is  evident  from  what  appears  in  the 
record  that  the  efforts  of  one  or  more  of  them  besides  Beyer 
were  attended  with  more  or  less  success ;  but  it  is  unneces- 
sary to  enter  into  those  details,  as  it  is  obvious,  from  what 
ax)i3ears  in  the  Beyer  patent,  that  Naylor  did  not  invent  the 
overhanging,  downward  curved  lip  of  the  improved  valve  ; 
nor  was  he  the  first  to  use  an  annular  chamber  surrounding 
the  valve-seat,  into  which  a  portion  of  the  steam  is  deflected 
as  it  issues  between  the  valve  and  its  seat ;  and  the  court 
here  concurs  with  the  Circuit  Judge  that  his  patent  must  be 
limited  to  the  combination  of  the  other  elements  with  such 
an  annular  recess  as  he  has  described,  and  operating  in  the 
described  manner,  so  far  as  such  recess  separately  consid- 
ered or  in  combination  differs  in  construction  and  mode  of 
operation  from  the  patented  steam-valves  which  preceded 
it,  as  shown  in  the  evidence  giving  the  antecedent  state  of 
the  art  (c).  Froni  which  it  follows  that  the  claims  of  the  re- 
issued patent  in  suit  cannot  be  held  to  cover  the  safety-valve 
used  by  the  respondents,  which  in  its  construction  and  mode 
of  operation  is  substantially  different,  as  appears  from  u 
comparison  of  the  models  and  an  inspection  of  the  drawings, 
as  well  as  from  the  description  given  of  the  same  in  respec- 
tive specifications. 
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Support  to  that  view,  of  a  decisive  character,  is  also  de- 
rived from  the  testimony  of  the  expert  witnesses  on  both 
sides.  Enough  appears  in  the  explanations  of  the  speeitica- 
tions  and  the  expert  testimony  to  satisfy  the  court  that  it 
was  the  intention  of  the  inventor  of  the  complainanf  s  valve 
to  use  the  impact  of  the  issuing  steam  upon  the  concave  lip 
of  the  valve  to  assist  in  lifting  it  without  other  aid,  except 
so  far  as  it  was  helped  by  the  diminution  of  atmospheric 
pressure  on  the  top  of  the  valve,  consequent  upon  the  issu- 
ing of  a  portion  of  the  steam  in  an  upward  direction  around 
the  periphery  of  the  valve,  the  annular  chamber  into  which 
the  steam  is  discharged  on  leaving  the  valve  serving  no 
other  purpose  than  that  of  a  conduit  for  the  steam,  if  the 
valve  is  constructed  in  accordance  with  the  drawings  of  the 
original  patent. 

Examined  in  the  light  of  these  suggestions,  it  is  plain 
that  the  steam  valve  used  by  the  respondents  cannot  be  held 
to  be  an  infringement  of  that  described  in  the  specification 
of  either  of  the  three  i)atents  representing  the  invention 
claimed  by  the  complainant. 

Coming  to  the  specification  that  describes  the  steam  valve 
used  by  the  resi)ondents,  it  will  at  once  be  seen  that  its  con- 
struction and  mode  of  operation  is  substantially  different 
in  important  particulars,  as  follows :  when  the  valve  opens, 
the  steam  expands  and  flows  into  the  annular  space  around 
the  ground  joint.  Its  free  escape,  which  might  otherwise 
be  too  free,  is  prevented  by  a  stricture  or  narrow  space 
formed  by  the  outer  edge  of  the  lip  and  the  valve  seat.  By 
these  means  the  steam  escaping  from  the  valve  is  made  to 
act,  by  its  expansive  force,  upon  an  additional  area  outside 
of  the  device,  as  ordinarily  constructed,  to  assist  in  raising 
the  valve,  the  stricture  being  enlarged  as  the  valve  is  lifted 
from  its  seat,  and  varying  in  size  as  the  quantity  of  the  issu- 
ing steam  increases  or  diminishes. 

Important  functions,  not  very  dissimilar  in  the  effect  pro- 
duced, are  performed  by  the  two  patented  valves  in  con- 
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txoversy;  but  the  means  shown  in  the  respective  specifica- 
tions, and  the  mode  of  operation  described  to  produce  the 
effect,  are  substantially  different  in  material  respects,  which 
shows  to  a  demonstration  that  the  complainant  cannot  pre- 
vail, unless  it  can  be  held  that  his  assignor  invented  the 
overhanging,  downward  curved  lip,  and  that  he  was  the 
first  to  use  an  annular  chamber  surrounding  the  valve  seat, 
into  which  a  portion  of  the  steam  is  deflected  as  it  issues 
between  the  valve  and  its  seat.  Neither  of  those  conditions 
can  be  found  in  favor  of  the  complainant,  and  of  course  it 
cannot  be  held  that  the  respondents  have  infringed  his 
patent. 

Confirmation  of  that  conclusion  of  the  most  conclusive  (d) 
character  is  found  in  the  testimony  of  the  experts,  which 
will  not  be  reproduced,  as  it  would  extend  the  opinion  be- 
yond a  reasonable  length. 

Experiments  almost  without  number  were  made  by  the 
experts,  and  the  court  is  furnished  with  very  many  exhibits 
intended  to  explain  the  construction  and  mode  of  operation 
of  the  different  steam  valves  described  in  the  various  patents 
given  in  evidence  in  the  case ;  but  the  court  has  not  found 
it  necessary  to  enter  into  those  details,  preferring  to  rest 
the  decision  upon  the  construction  of  the  complainant's 
patent  and  his  failure  to  show  that  it  has  been  infringed  by 
the  respondents. 

Decree  affi/rmed, 

Vt  17.  S.  203. 

Patent  In  0nlts 

No.  69,962.     Naylor,  William.     October  16,  1866.     Reissue 
No.  3,727.     November  9,  1869.     Steam  Safety  Valve. 


(d)  otto  subatitnteB  for  "conclusive,"  "decisiTc." 
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Notes  and  Gitationa 
Other  Suits  on  Same  Patent  : 

Afihcroft  V,  Boston  &  Lowell  R.  R.  Co.,  1874.     1  Holmes,  366;  1 
Ban.  &  Ard.  215. 


Olteds 

In  SnPBSKS  Ooubt  in  : 


Consolidated  Valve  Co.  v.  Crosby  Valve  Co.,  1885.     113  U.  S.  167; 
Bk.  28  L.  ed.  939. 


In  Cibcuit  Coubts  in  : 

Consolidated  Safety  Valve  Co.  v.  Crosby  Steam  Gauge  &  Valve 
Co.,  April,  1881.     7  Fed.  Rep.  768. 


In  Text-Books  : 
Merwin  on  Pat.  Invt.,  1883,  p.  233. 


28       ASHCROFT  v.  BOSTON  &  LOWELL  R  00.  [Sup.  Ot. 


Oct,  1877.]  HYNDMAN  v.  ROOTS.  29 

Syllabus. 


WILLIAM  G.  HYNDMAN,  APPELLANT,  v.  PHILAN- 
DER H.  ROOTS  ET  AL.* 

97  (7  Otto)U.  S.  ^SZ^28Q.    Oct.  Term,  1877. 

[Bk.  24,  L.  ed.  975 ;  13  O.  G.  868.] 
Argued  April  18,  1878.     Decided  April  29,  1878. 

Particular  patent  construed.    Infringement,     Substantial 

equivalent, 

1.  The  validity  of  reissued  letters  patent  No.  3,670,  granted  P. 
H.  &  F.  M.  Roots,  July  27, 1869,  (original  No.  81,010,  August 
11,  1868,)  for  a  Rotary  Blower  sustained. 

Claims  2  and  3  for  surface-coating  the  interior  of  a  blower 
case — i.  e.,  its  end  pieces  or  head-plates  and  the  concaves — with 
plaster-of-paris  or  equivalent,  so  that  the  revolving  pistons 
will  work  true  and  air-tight,  held  clearly  infringed  by  the  sub- 
stitution in  letters  patent  No.  106,166,  W.  G.  Hyndman,  August 
9,  1870,  Rotary  Blower — of  a  composition  of  litharge  and 
glycerine  for  the  plaster,  which  for  the  purposes  of  the  inven- 
tion is  the  substantial  equivalent  of  the  plaster,  and  its  use  a 
palpable  evasion  of  the  patent. 

Claim  4  wherein  the  concave  arcs  of  the  blower  are  made  of 
a  certain  size,  and  located  in  certain  relation  to  the  axes  of  the 
revolving  piston-sweeps,  so  that  the  entire  casing  might  be 
cast  in  one  piece,  and  yet  permit  the  ready  removal  of  the 
abutments  and  pistons  :  held  infringed  by  copying  the  pro- 
portions and  relative  position  of  the  arcs  even  though  the  re- 
spondent did  not  make  his  casing  in  one  piece,     (p.  41.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Ohio. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  Root  reissue  and 
of  the  Hyndman  patent  are  as  follows : 

«  See  Explanation  of  Notes,  page  III. 
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P.  H.  EOOTS  AND  F.  M.  ROOTS,  OF  CONNERSVILLE, 

INDIANA. 

Improvement  in  Cases  for  Rotary  Blowers. 

Specification  forming  part  of  Letters  Patents  No.   81,010,  dated 
August  11,  1868  ;  Reissue  No.  3^570^  dated  July  27,  1869. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  P.  H.  Roots  and  F.  M.  Roots,  of 
Connersville,  in  the  county  of  Fayette  and  State  of  Indiana, 
have  invented  certain  new  and  useful  improvements  in  cases 
or  shells  for  Rotary  Blowers ;  and  we  do  hereby  declare 
that  the  following  is  a  full,  clear,  and  exact  description  of 
the  construction  and  operation  of  the  same,  reference  being 
had  to  the  annexed  drawings,  making  part  of  this  specifi- 
cation, in  which — 

Fig.  1  represents  a  longitudinal  vertical  section  of  the 
blower  through  the  line  x  xoi  Fig.  2.  Fig.  2  is  a  vertical 
cross-section  of  Fig.  1  through  the  line  y  y. 

Similar  letters  of  reference  indicate  ox)rresponding  parts. 

The  objects  of  this  invention  are,  first,  to  avoid  the  neces- 
sity of  boring  out  the  interior  concave  surfaces  of  the  shell 
or  case  ;  secondly,  to  obviate  the  necessity  of  facing  oflf  or 
planing  the  end  or  head  plates  of  the  case ;  and,  thirdly, 
to  enable  us  to  cast  the  outside  casing  in  a  single  piece,  none 
of  which  were  accomplished  before  the  date  of  our  inven- 
tion. We  thus  obtain  a  case  of  greater  strength,  with  less 
material,  and  at  the  same  time,  by  our  method  of  fitting  up, 
hereinafter  more  fully  described,  we  obtain  a  case  of  greater 
accuracy  than  those  fitted  up  in  the  ordinary  manner,  and 
at  a  great  saving  of  labor  and  expense. 

Our  invention  or  means  of  obtaining  the  foregoing  results 
are,  first,  in  fitting  up  and  rendering  the  interior  of  the  esse 
(both  the  concave  arcs  and  the  ends  of  the  case)  true,  so  as 
to  accurately  fit  the  rotating  abutments,  by  the  use  of  plas- 
ter-of-paris  or  other  similar  substances,  which  may  be  ap- 
plied and  fitted  to  the  surfaces  while  in  a  plastic  or  liquid 


^jy^'j,s/o 


.NVVVvVVVVNXXVVVVV\XVX\VVXXVXVN-.->VWXX.\\\\\V\\\\ 


.i^^e 


Oct.,  1877.]  HYNDMAN  v.  ROOTS.  33 

Statement  of  the  case. 

condition,  but  which  afterward  hardens  or  sets  by  evapora- 
tion or  fixation  of  its  water — that  is,  ceases  to  be  plastic ; 
secondly,  in  the  use  of  secondary  or  inside  heads,  against 
which  the  ends  of  the  pistons  work ;  thirdly,  in  making  the 
arcs  B,  with  which  the  pistons  D  D  come  in  contact,  of  less 
than  half  a  circle ;  and,  fourthly,  in  the  use  of  the  project- 
ing guards  x  x^  at  the  terminations  of  the  concave  arcs  B  B, 
both  to  hold  and  protect  the  lining  of  plaster. 

A  is  the  case  or  shell,  with  two  accurately -described  arcs, 
B  B,  each  of  less  than  half  a  circle,  which  corresponds  with 
the  circumference  of  the  abutment-pistons.  C  C  represent 
the  revolving  abutments.  D  D  are  the  pistons.  E  E  repre- 
sent the  inner  abutment's  cylinders.  F'  represents  the  in- 
side  headfl  or  plates  used  in  making  the  ends  of  the  blower- 
case  true.  P  represents  the  end  of  the  case,  rendered  true 
with  a  facing  of  plaster-of-paris  alone. 

We  use  two  methods  of  making  the  inner  surface  of  the 
blower-head  true,  which  are  respectively  shown  in  the  dif- 
ferent ends  of  Fig.  1,  at  F  and  F'. 

Our  first  method  is  to  form  them  into  planes  at  right 
angles  to  the  shaft  of  the  abutments,  perfectly  parallel  with 
each  other,  and  equally  distant  in  all  their  parts,  by  giving 
the  inner  surface  of  the  end  plates  a  coating  of  plaster-of- 
paris,  hydraulic  cement,  or  other  material  having  the  prop- 
erties above  referred  to.  This  method  is  well  adapted  to 
the  blowers  of  a  smaller  size.  When  this  method  is  used 
the  plaster-of-paris  may  be  put  on,  while  in  a  plastic  condi- 
tion, with  a  sweep  attached  to  a  shaft  made  to  turn  in  the 
boxes  of  the  blower-shafts,  so  that  it  will  shape  the  linings 
of  the  ends  of  the  case  in  a  plane  at  right  angles  with  the 
shaft. 

Our  second  method  is  to  use  secondary  or  inside  metal 
plates  made  in  their  general  outlines  to  conform  to  the  shape 
of  the  interior  of  the  case,  and  the  inner  sides  of  which  are 
faced  or  planed  off  so  as  to  be  perfectly  true. 

In  this  method  the  trued  or  inner  surfaces  of  the  plates 
are  parallel  with  each  other  and  precisely  at  right  angles  in 
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all  directions  with  the  shafts,  leaving  a  space  between  these 
secondary  plates  and  the  ends  of  the  case,  which  is  filled 
with  plaster-of-paris  of  the  proper  consistency. '  After  the 
plaster  has  set,  the  secondary  plates  are  securely  fastened 
in  their  places  in  any  suitable  manner. 

Having  described  the  method  of  making  the  ends  of  the 
case  true,  we  will  now  describe  our  method  of  making  the 
circular  part  of  the  case  true,  so  as  to  fit  the  pistons  or  work- 
ing parts  of  the  blower. 

In  making  the  arcs  heretofore  alluded  to  true,  we  usually 
work  from  the  center  of  our  shaft- journals  as  fixed  points. 
We  give  the  inner  part  of  the  concave  a  coating  of  plaster- 
of-paris,  and  work  it  into  the  proi)er  shai)e  and  form  while 
it  is  setting  by  the  use  of  a  sweep  attached  to  a  shaft  lying 
in  the  journal-boxes  of  the  blower.  While  the  plaster  or 
other  similar  material  is  becoming  set,  we  slowly  move  the 
sweep,  so  as  to  accurately  form  it  to  the  required  shape. 

Instead  of  using  the  sweep  we  sometimes  use  a  cylinder, 
of  a  diameter  corresponding  with  the  sweep  or  circle  to  be 
described  by  the  pistons,  which  cylinder  is  hung  on  a  cen- 
tral shaft  resting  in  the  aforesaid  boxes,  and  then  pour  the 
plaster  into  the  intervening  space  between  the  cylinder  and 
the  case  and  the  metal  guards  x  x.  When  the  plaster  has 
set  the  cylinder  is  removed,  leaving  an  arc  of  the  required 
circle. 

Before  the  date  of  our  invention  the  cylindrical  parts  of 
cases  coming  in  contact  with  revolving  pistons  for  the  pur- 
poses analogous  to  ours  consisted  of  at  least  half -circles. 
Prom  this  fact  serious  inconvenience  followed,  in  this,  that 
blowers  having  the  concave  parts  of  their  cases  consisting 
of  half -circles  cannot  be  made  with  a  case  cast  in  one  piece. 

This  inconvenience  has  been  remedied  in  our  blowers  by 
making  the  operative  concave  parts  of  the  case  of  less  than 
half  a  circle.  And  we  have  further  found  that,  by  our  par- 
ticular arrangement  of  the  operative  parts  of  our  blower, 
fully  shown  in  the  drawings  hereto  attached,  but  more  fully 
described  in  letters  patent  issued  to  us  for  improvement  in 


Oct.,  1877.]  HYlJJDMAN  v.  ROOTS.  86 

Statement  of  the  case. 

rotary  blowers  of  even  date  with  the  original  letters  patent 
of  wliich  this  is  a  reissue,  there  is  not  only  no  sacrifice  of 
the  value  or  correct  operation  of  the  machine  by  the  de- 
scribed reduction  of  the  operative  concave  parts  of  our  case, 
but  that  there  is  economy  of  labor  and  material  in  thus 
making  it,  and  when  so  made  it  is  much  more  simple,  sub- 
stantial, and  less  liable  to  get  out  of  repair. 

We  are  thus  enabled  to  construct  a  case  for  rotary  blowers 
which  can  be  made  in  one  piece,  and  which  possesses  su- 
perior advantages  of  strength  and  lightness,  and  effects  a 
great  saving  in  labor  and  material. 

For  our  very  large  blowers  we  do  not  cast  the  case  in  a 
single  piece ;  but  aU.  the  smaller  ones,  including  the  sizes 
ordinarily  used  by  blacksmiths,  and  medium-sized  foundry- 
blowers,  are  cast  in  a  single  piece. 

It  is  manifestly  necessary,  provided  the  case  of  a  rotary 
blower  be  cast  in  one  entire  piece,  that  the  concave  arcs  B  B' 
should  be  of  such  dimensions,  and  placed  sufficiently  on  one 
side  of  the  plane  of  the  axis  of  the  shafts  as  to  allow  the 
removal  of  sufficient  portions  of  the  end  or  head  plates  1 1 
of  the  case  in  the  opposite  plane,  and  afford  sufficient  open- 
ing for  the  introduction  or  removal  of  the  abutments  with- 
out interfering  with  any  parts  of  the  case  otherwise  than  to 
remove  or  replace  the  boxing  which  holds  the  shafts.  By 
making  the  dimensions  of  the  concave  arcs  B  B'  a  little 
more  than  a  quarter-circle,  and  placing  them  chiefly  on  one 
side  of  the  plane  of  the  shafts,  the  opening  on  the  opposite 
side  of  the  plane  is  correspondingly  increased,  allowing 
ample  room  for  putting  in  and  taking  out  the  abutments, 
and  also  allowing  the  reduction  or  shortening  of  the  end 
plates  1 1  on  the  open  side  of  the  plane,  which  would  other- 
wise interfere ;  whereas,  if  the  concave  arcs  B  B'  were  very 
materially  increased,  and  divided  nearly  equally  on  the  two 
sides  of  the  plane  of  the  shafts,  the  abutments  of  a  case  so 
made  could  not  be  taken  out  or  replaced  without  taking  the 
case  apart,  which  would  need  to  be  made  accordingly. 

The  great  advantages  of  our  method  of  forming  these 
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cases  will  be  understood  when  the  mechanical  difficulties  of 
facing  oflf  the  ends  and  accurately  boring  out  or  truing  the 
concave  of  a  metallic  case  in  the  ordinary  manner  are  con- 
sidered. 

We  thus  produce  a  blower  more  accurate  and  effective  in 
its  operation,  and  at  a  greatly  reduced  cost  to  the  purchaser, 
thus  greatly  extending  the  use  of  this  most  effective  ma- 
chine by  placing  it  within  the  reach  of  blacksmiths  and 
others  engaged  in  similar  pursuits. 

Having  thus  described  our  invention,  what  we  claim  as 
new,  and  desire  to  secure  by  letters  patent,  is — 

1.  A  rotary  blower-case  the  interior  of  which  is  rendered 
true  and  accurate  by  means  of  plaster-of-paris  or  its  de- 
scribed equivalent,  applied  substantially  as  shown  and  de- 
scribed. 

2.  A  rotary  blower-case  the  ends  or  heads  of  which  are 
rendered  true  and  accurate  by  means  of  plaster-of-paris  or 
its  described  equivalent,  applied  substantially  as  described. 

3.  The  piston  B,  in  combination  with  the  center  cylinder 
O,  both  being  constructed  on  suitable  shafts  entirely  of  sheet 
metal,  substantially  as  and  for  the  purposes  set  forth. 

4.  A  rotary  hand-blower,  in  combination  with  the  de- 
scribed arrangement  of  pulleys  and  belts  or  cog-gearing  for 
multiplying  the  speed,  substantially  as  and  for  the  purpose 
set  forth. 

6.  A  rotary  blower-case  the  ends  or  heads  of  which  are 
made  true  and  accurate  by  the  use  of  secondary  or  inside 
metal  plates  F',  substantially  as  and  for  the  purpose  de- 
scribed. 

6.  The  guards  x  x^  in  combination  with  concaves  B  B, 
lined  or  finished  interiorly,  substantially  as  described. 

P.  H.  EOOTS. 
F.  M.  ROOTS. 
Witnesses : 

Geo.  E.  Jones, 
Wm.  W.  Scarlett. 
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WILLIAM  G.  HYNDMAN,  OP  CINCINNATI,  OHIO. 

Letters  Patent  No.  106^165^  dated  August  9,  1870. 

Improvement  in  Rotary  Blowers. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

I,  William  G.  Hyndman,  of  Cincinnati,  in  the  county  of 
Hamilton  and  State  of  Ohio,  have  invented  certain  Improve- 
ments in  Rotary  Blowers,  of  which  the  following  is  a  speci- 
fication. 

Mature  and  Objects  of  the  Invention. 

The  nature  of  my  invention  consists — 

First,  in  a  blower-case  in  two  parts,  the  interior  surface 
of  which  is  rendered  true  and  accurate  by  a  coating  of  bees 
wax  and  asphaltum,  bees- wax  and  resin,  sulphur,  or  brim 
stone,  or  any  similar  substance  which  may  be  rendered  plas- 
tic by  artificial  heat,  and  that  is  not  a  metal.  The  object  in 
making  the  case  in  two  parts  is  to  give  additional  strength, 
to  save  labor  and  material  in  its  construction,  and  to  enable 
the  removal  of  the  upper  part  without  disarranging  the 
pistons  or  the  lower  part. 

Second,  the  nature  of  my  invention  also  consists  in  the 
construction  of  skeleton  pistons,  with  blades  or  wings,  of 
equal  length,  extending  from  the  hub  which  forms  the 
piston,  having  grooves  formed  by  plaster  of  Paris,  with 
which  the  skeleton  pistons  are  finished,  in  the  hub  in  which 
the  outer  edge  of  the  blades  fit  alternately  as  they  revolve. 
The  object  of  thus  constructing  pistons  and  blades  is  to 
make  the  blower  comparatively  air-tight,  and  to  effect  a 
saving  of  metal. 

Description  of  Accompanying  Drawing. 

Pig.  1  is  a  longitudinal  vertical  section  of  the  blower, 
through  the  line  a  a  of  fig.  2. 
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Fig.  2  is  a  vertical  cross-section  of  fig.  1,   through  the 

line  X  X. 

General  Description. 

A  is  the  case,  the  circles  of  which  correspond  with  the 
circumference  of  the  pistons. 

B  B  are  the  pistons. 

C  C  are  the  blades  or  wings  of  the  pistons. 

D  D  are  the  grooves  in  which  the  blades  or  wings  revolve, 
the  circle  of  which  corresponds  to  the  ends  of  the  blades 
while  both  are  in  motion. 

The  two  parts  of  the  case  are  joined  on  the  line  of  the 
axial  plane  through  the  journal-boxes,  the  seaf  of  the  jour- 
nal being  upon  the  lower  case,  and  the  caps  upon  the  upper 
one,  and  a  lip  or  flange  can  be  made  to  project  upon  each 
side  and  end,  fastened  by  bolts,  similar  to  the  ordinary  man- 
ner of  making  journal-boxes. 

The  upper  section  of  the  case  is  cast  in  one  piece,  with- 
out the  ordinary  guards  or  ledges  used  to  hold  a  lining, 
such  as  is  set  forth  in  the  patent  of  P.  H.  and  F.  M.  Roots, 
dated  August  11,  1868. 

The  case  is  rendered  true  and  accurate  without  machine- 
work,  by  the  use  of  a  thin  coating  of  bees- wax  and  asphaltum, 
or  bees- wax  and  resin,  or  brimstone.  This  can  be  applied  in 
the  following  manner  : 

I  construct  a  cylinder  of  the  circumference  of  the  blades 
of  the  pistons  used  in  the  case,  with  proper  journal-bearing 
upon  the  shaft,  and  apply  the  material  for  lining  when 
melted,  and  revolve  the  cylinders,  to  render  all  parts  of  the 
case  true. 

This  lining  has  many  advantages  over  all  others  before 
used,  it  being  tougher  and  more  durable  than  plaster  of 
Paris,whichoxydizesthe  iron,  and  cools  much  more  rapidly 
than  plastics  applied  in  a  cold  condition,  which  harden 
slowly,  and  being  much  cheaper  than  molten  lining. 

Another  and  more  important  advantage  of  using  this  ma- 
terial is,  no  lips  or  guards  are  necessary  upon  the  case,  and 
a  very  thin  coating  wiU  be  effectual. 
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The  lower  case  is  made  in  the  ordinary  rectangular  shape. 
The  seat  of  the  journal-boxes  and  legs  to  fasten  down  are 
usually  cast  on  the  case,  as  shown  in  fig.  2,  and  open  upon 
the  bottom  for  a  free  admission  of  air. 

The  abutting  pistons  B  B  are  designed  to  revolve  each 
upon  journal-bearings  P  P',  and  are  relatively  arranged 
within  the  respective  arc  of  the  case,  as  shown. 

Concavities  D  D  are  formed  to  conform  to  the  arc  of  the 
circle  each  blade  describes  in  its  abutting  the  concavity  be- 
tween the  blades  upon  the  opposite  piston.  The  contract- 
ing or  abutting  surfaces  of  the  blades  and  concavities  should 
not  touch  sufficiently  tq  cause  any  appreciable  amount  of 
friction,  but  yet  so  near  as  to  prevent  escape  of  air. 

The  projecting  shoulders  E  E  are  iron,  cast  on  the  blades, 
and  are  located  at  the  point  where  the  concavities  cease,  so 
that  they  may  overlap  and  form  a  contracting  surface,  as 
seen  at  E,  in  fig.  2,  and  the  cavities  are  formed  by  and  filled 
with  bees-wax  and  resin,  or  other  similar  substances. 

The  pistons  B,  blades  C,  shafts  H,  and  ledges  or  flanges 
E  are  cast  in  one  piece,  and  trued  or  fitted  by  ordinary 
machine-work  to  the  case,  and  made  to  revolve  in  the  bear- 
ings P  P. 

The  cavities  d  are  filled  with  bees- wax  and  resin,  and, 
while  in  a  heated  and  plastic  condition,  the  pistons  are 
slowly  revolved,  to  form  the  desired  shape  of  the  concavi- 
ties D,  or  they  may  be  shaped  by  molds  or  patterns,  the 
plaster  being  i)oured  around  them  while  in  a  liquid  state. 

Pistons  made  as  described  are  much  easier  shaped  or  fitted 
to  form  faces  working  air-tight,  or  nearly  so,  and  effect  a 
much  greater  saving  of  metal  than  when  constructed  in  the 
ordinary  manner. 

I  am  aware  blower-cases  have  been  made  all  cast  in  one 
piece,  such  as  are  shown  in  the  patents  of  P.  H.  and  F.  M. 
Roots,  of  January  21  and  August  11, 1868.  I  do  not,  there- 
fore, claim  a  blower-case,  broadly. 

I  am  also  aware  that  plaster  of  Paris  has  been  used  in  lin- 
ing blower-cases,  as  described  in  the  patents  of  P.  H.  and 
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P.  M.  Roots,  of  August  11, 1868.     I  do  not,  therefore,  claim 
the  lining  of  blower-cases,  broadly ;  but 
What  I  do  claim  is — 

1.  The  blower-case  A,  made  to  support  the  abutting  pis- 
tons, the  circle  or  sweep  of  which  in  the  surrounding  case  is 
lined  with  a  cement  of  bees- wax  and  resin  or  brimstone,  re- 
tained without  the  use  of  guards  and  ledges,  all  substantially 
as  herein  set  forth. 

2.  The  pistons  B  B,  composed  of  the  blades  C  C,  guards 
E  E,  concavities  D  D,  with  the  lining  d  applied  in  a  liquid 
condition,  while  heated,  to  form  a  continuous  contact  of 
the  blade-surfaces,  all  substantially  as  herein  set  forth. 

W.  G.  HYNDMAN. 
Witnesses: 
E.  E.  Wood, 
Edward  Boyd. 

Messrs.  E,  E.  Wood  and  Edward  Boyd^  for  appeUarU : 

Appellant  has  not  infringed,  because  litharge  and  glycer- 
ine with  which  his  case  was  lined  were  not  known  at 
the  date  of  the  reissue  as  a  suitable  coating  for  iron,  and 
hence  were  not  known  equivalents  of  plaster-of -paris  for  the 
purpose.    Rees  v.  Gould,  16  Wall.  193  [9  Am.  &  Eng.  39. J 

The  term  ''equivalent,"  when  used  with  regard  to  the 
chemical  action  of  fluids,  can  only  be  discovered  by  ex- 
periment.   Tyler  v.  Boston,  7  Wall.  330  [8  Am.  &  Eng.  l.J 

It  required  experiment  to  ascertain  whether  litharge  and 
glycerine  would  form  a  suitable  composition  for  coating  the 
interior  of  appellant's  case ;  and  this  is  invention.  Rum- 
ford  Chem.  Works  ^).  Hecker,  5  Fish.  630. 

The  claims  of  the  reissue  cannot  be  construed  broad  enough 
to  shut  the  door  against  subsequent  inventions.  O'  Reilly 
V.  Morse,  15  How.  113  [5  Am.  &  Eng.  483 ;]  Seymour  v.  Os- 
borne, 11  Wall.  516  [8  Am.  &  Eng.  290.] 

• 

Mr.  James  Moore^  for  appellees : 

To  be  patentable,  an  invention  must  be  new  and  useful, 


Oct.,  1877.]  HYNDMAN  v.  ROOTS.  48 

Opinion  of  the  court 

and  the  grant  of  the  reissued  patent  is  prima  fcude  evidence 
of  both  of  these  qualifications. 

Appellant  claims  that  a  mixture  of  litharge  and  glycerine 
does  not  infringe  apx)ellee'  s  patent,  because  that  mixture  or 
compound  is  a  new  one  for  this  purpose.  The  argument  is 
based  upon  the  presumption  that  appellant  is  the  first  in- 
ventor or  discoverer  of  that  compound  and,  hence,  they  ask 
this  court,  assuming  that  there  are  claims  for  combinations, 
to  apply  the  doctrine  of  Rees  v,  Gould  here.  This,  it  is  sub- 
mitted, is  unsound  both  in  law  and  in  fact. 

Assuming  for  our  present  purpose,  that  apx)ellant  was 
right  in  his  statement,  and  recollecting  at  the  same  time  that 
appellees  did  not  invent,  or  claim  to  invent,  any  plaistic  ma- 
terial whatever ;  but  that  their  invention  was  limited  to  tru- 
ing the  case  of  a  rotary  blower,  by  means  of  well  known 
plastic  materials,  by  a  process  that  dispensed  with  boring, 
planing,  and  other  machine  work ;  surely  it  will  not  require 
to  be  seriously  argued  that  the  doctrine  of  Bees  n.  Gould 
would  not  justify  a  party,  who  had  discovered  another  plastic 
material,  in  taking  appellee's  invention. 

The  opinion  of  the  Circuit  Court  contains  the  following' ; 
"  But  the  substances  used  by  the  defendant  we  do  not  think 
had  even  the  merit  of  novelty.  It  would  seem  to  have  been 
described  as  a  cement  and  filling  long  before  it  was  employed 
by  the  defendant "  *  *  *  ' '  A  mechanic  who  could  not, 
so  far  as  this  feature  is  concerned,  line  defendant's  machine 
with  complainant's  model  and  sx)ecification  before  him,  and 
the  knowledge  which  familiar  publications  afforded  hinl  of 
the  properties  of  glycerine  and  litharge  would  hardly  be  en- 
titled to  be  called  such." 

Mr  Justice  Swaynb  delivered  the  opinion  of  the  court :  . 

This  is  a  case  in  equity.  The  bill  is  founded  upon  two 
patents.  One  of  them  is  reissue  No.  3,570.  It  bears  date 
on  the  27th  of  July,  1869.  Tlie  original  of  this  reissue  (a)  bore 

•7  U.  S.  HM. 

(a)  otto  inaerts  ''No.  81,010." 
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date  on  the  11th  of  August,  1868.  The  other  patent  is  dated 
June  2l8ty  1870.  It  is  numbered  104,686,  and  was  issued  to 
the  appellees  as  the  assignees  of  Hardy  and  Wood,  the  al- 
leged inventors. 

The  bill  was  dismissed  at  the  hearing,  as  to  this  latter 
patent,  and  no  appeal  was  taken.  It  may,  therefore,  be 
laid  out  of  view,  and  will  not  be  again  adverted  to.  The 
other  original  patent  and  the  reissue  are  for  improvements 
in  cases  for  rotary  blowers. 

The  bill  charges  infringement  and  prays  for  an  injunction 
and  a  decree  for  profits  and  damages.  The  answer  denies 
the  novelty  of  the  alleged  invention ;  denies  that  the  reis- 
sue is  for  the  same  thing  as  the  original  patent ;  denies  that 
the  complainants  were  joint  inventors,  if  inventors  at  all ; 
and  denies  infringement. 

Such  were  the  issues  made  by  the  appellant  in  the  court 
below.  That  court  found  all  of  them  in  favor  of  the  appel- 
lees, and  decreed  accordingly. 

Here  the  same  points  have  been  insisted  upon. 

In  relation  to  all  of  them,  except  the  one  last  mentioned, 
we  deem  it  sufficient  to  say  that  we  concur  with  the  court 
below.  We  think  the  evidence  leaves  no  room  for  a  I'eason- 
able  doubt  as  to  either  of  them.  The  questions  are  ques- 
tions of  fact.  No  legal  proposition  is  involved.  To  ana- 
lyze the  testimony  in  order  to  vindicate  our  conclusions 
would  serve  no  useful  purpose.  Our  further  remarks  will 
be  confined  to  the  subject  of  infringement.  That  is  the 
hinge  of  the  controversy  between  the  parties. 

It  is  difficult  to  convey  clear  ideas  of  complex  machinery 
by  any  description  that  can  be  given.  Drawings  are  more 
effectual,  and  models  are  still  more  so.  If  the  model  be 
full  and  accurate,  it  is,  indeed,  the  thing  itself  in  miniature. 

The  api)ellees,  as  the  case  is  before  us,  confine  their  claims 
to  improvements  in  the  shell  or  case  of  blowers.  The  inter- 
nal mechanism  is,  in  nowise,  in  question.  They  say  the  ob- 
jects of  their  invention  were  to  avoid  the  necessity  of  bor- 

•T  v.  S.  Me-«1I7. 
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ing  out  the  interior  concave  surfaces  of  the  case,  and  of 
facing  off  or  planing  the  head-plates,  and  to  render  it  prac- 
ticable to  cast  the  entire  outside  casing  in  one  piece.  They 
describe  two  modes  of  making  the  blower-heads  true.  One 
is  to  form  them  into  planes  at  right  angles  to  the  shafts  of 
the  abutments,  parallel  with  each  other,  equidistant  from 
each  other  in  all  their  x)arts,  by  giving  to  the  inner  surface 
of  each  i)late  a  coating  of  plaster  of  Paris,  hydraulic  cement, 
or  other  material,  having  like  plastic  properties.  This  is 
suited  to  blowers  of  the  smaller  sizes.  When  this  method 
is  used,  the  plaster  of  Paris  may  be  put  on  while  in  a  plas- 
tic condition,  by  means  of  a  sweep  made  to  turn  in  the 
boxes  of  the  blower-shafts,  so  that  it  will  shape  the  linings 
of  the  ends  as  may^  be  desired. 

The  second  method  is  to  use  inside  or  secondary  metal 
plates  made  in  their  outlines  to  conform  to  the  interior  of 
the  case,  and  to  face  or  plane  them  off  so  as  to  make  them 
perfectly  true.  A  space  is  left  between  these  secondary 
plates  and  the  ends  of  the  case,  which  is  filled  with  plaster 
of  Paris  of  the  proper  consistency.  After  the  plaster  has 
set,  the  plates  are  secured  in  their  places  in  any  suitable 
manner.  In  making  the  inner  surface  of  the  arcs  of  the  case, 
true,  the  usual  way  of  the  patentees  is  to  work  from  the . 
center  of  the  shaft  journals  as  fixed  points. 

They  give  the  inner  part  of  the  concaves  a  coating  of . 
plaster  of  Paris,  and  work  it  into  the  proper  shape  and  pro- 
portions while  it  is  setting,  by  means  of  a  sweep  attached  to 
a  shaft  turning  in  the  journal  boxes  of  the  blower,  as  in  the 
case  of  the  head  plates  when  plaster  is  applied  to  them. 
While  the  plaster  or  other  similar  material  is  becoming  set, 
they  slowly  move  the  sweep,  so  as  to  give  the  coating  ex- ; 
actly  the  required  shape  and  thickness.    Sometimes,  instead  . 
of  using  the  sweep,  they  use  a  cylinder  of  a  diameter  cor- 
responding with  the  sweep  or  the  circles  to  be  described  by : 
the  pistons.    The  cylinder  is  hung  on  a  central  shaft  resting 
in  the  journal  boxes.    The  plaster  is  then  poured  into  the : 
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intervening  space  between  the  cylinder  and  the  case  and  the 
*'  metal  guards,"  which  are  small  projections  on  the  inner 
surface  of  the  case,  intended  to  support  the  coating.  When 
the  plaster  is  set  the  cylinder  is  removed,  and  leaves  the  re- 
quired arcs  of  a  circle. 

They  do  not  cast  very  lai^  blowers  in  a  single  piece. 
Those  ordinarily  used  by  blacksmiths  and  medium  sized 
foundry  blowers  are  so  cast. 

If  the  case  of  a  rotary  blower  be  cast  in  one  piece,  it  is 
necessary  that  the  concave  arcs  of  the  case  should  be  of 
such  dimensions,  and  so  placed  on  one  side  of  the  plane  of 
the  axis  of  the  shafts,  as  to  allow  the  removal  of  enough 
of  the  head-plates  of  the  case  to  afford  a  sufficient  opening  for 
the  introduction  or  removal  of  the  abutments  without  inter- 
fering with  any  part  of  the  case  otherwise  than  to  remove 
or  replace  the  boxing  which  holds  the  shafts.  By  making 
the  concave  arcs  a  little  more  than  a  quarter  of  a  circle, 
and  placing  them  chiefly  on  one  side  of  the  plane  of  tho 
shafts,  the  opening  on  the  opposite  side  of  the  plane  is  cor- 
respondingly increased,  allowing  ample  room  for  putting  in 
and  taking  out  the  abutments,  and  also  allowing  the  re- 
duction of  the  end-plates  on  the  open  side  of  the  plane, 
where  they  would  otherwise  interfere.  If  the  concave  arcs 
were  materially  increased  and  divided  near  equally  on  the 
two  sides  of  the  plane  of  the  shafts,  the  abutments  of  a  case 
so  made  could  not  be  taken  out  or  replaced  without  taking 
the  ease  apart,  and  the  case  would  need  to  be  made  accord- 
ingly. 

The  claims  are : — 

1.  A  rotary  blower-case,  the  interior  of  which  is  made  true 
by  means  of  plaster-of -paris,  or  its  equivalent,  applied  as  de- 
scribed. 

2.  Such  a  blower-case,  the  ends  of  which  are  made  true 
by  the  application  of  plaster,  or  a  like  material,  as  described. 

8.  Such  a  blower-case,  the  concaves  of  which  are  made 
true  by  the  use  of  such  material,  applied  as  described. 

97V.S.  M8-1I1I9. 
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4.  Such  a  blower-case,  having  the  concave  arcs  in  combi- 
nation with  the  end-plates,  so  arranged  as  to  admit  of  the 
abutments  being  introduced  or  removed  without  requiring 
the  case  to  be  taken  apart,  as  described* 

6.  A  rotary  blower-case,  the  ends  of  which  are  made  true 
by  the  use  of  secondary  inside  metal  plates,  as  and  for  the 
purposes  described. 

6.  The  metal  guards  in  the  inside  of  the  concaves,  as  de- 
scribed. 

The  schedule  {b)  sets  forth  in  strong  terms  the  great  value 

of  the  invention  claimed. 
There  is  a  marked  difference  between  a  fan  blower  and  a 

rotary  blower.  They  operate  on  different  principles.  The 
former  makes  from  one  hundred  to  three  hundred  revolu- 
tions i)er  minute ;  the  latter,  from  three  thousand  to  six 
thousand  in  the  same  time.  The  appellees  are  the  original 
inventors  of  the  rotary  blower.  Such  is  their  proof,  and 
there  is  none  to  the  contrary.  Its  value  in  the  useful  arts 
is  evinced  by  its  tested  capabilities,  and  the  ardor  of  this 
litigation.  No  patent  of  the  appellees  is  in  anywise  in- 
volved in  this  controversy  but  the  one  we  have  analyzed. 

The  appellant  has  a  patent  also.  It  bears  date  on  the  9th 
of  August,  1870,  and  (c)  covers  both  the  shell  or  case  and 
the  inner  machinery.    The  claims  are  for : — 

*  *  1.  The  blower-case,  made  to  support  the  abutting  pistons, 
the  circle  or  sweep  of  which  in  the  surrounding  case  is  lined 
with  a  cement  of  bees- wax  and  resin  or  brimstone,  retained 
without  the  use  of  guards  or  ledges,  all  substantially  as 
herein  set  forth. 

2.  The  pistons  BB,  composed  of  the  blades  CC,  guards 
EE,  concavities  DD,  with  the  lining  applied  in  a  liquid  con- 
dition, while,  heated,  to  fonn  a  continuous  contact  of  the 
blade  surfaces,  all  substantially  as  herein  set  forth." 

The  schedule  (i)  refers  three  times  to  the  invention  of  the 
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appellees.  It  says,  with  respect  to  the  shell,  "The  upper 
section  is  cast  in  one  piece,  without  the  ordinary  guards  or 
ridges  used  to  hold  a  lining,  such  as  is  set  forth  in  the  pat- 
ent of  P.  H.  and  F.  M.  Roots,  dated  August  11,  1868." 
*  *  *  ' '  I  am  aware  blower  cases  have  been  made,  all 
cast  in  one  piece,  such  as  are  shown  in  the  patents  of  P.  H. 
and  F.  M.  Roots.  I  do  not,  theref  oi-e,  claim  a  blower  case 
broadly.  I  am  also  aware  that  plaster  of  Paris  has  been 
used  in  lining  blower  cases,  as  described  in  the  patents  of 
P.  H.  and  F.  M.  Roots  of  August  11,  1868.  I  do  not, 
therefore  claim  the  lining  of  blower  cases  broadly.  .  What 
I  do  claim  is,"  etc.  He  then  sets  forth  his  claims  as  we 
have  quoted  them. 

It  is  difficult  to  read  the  schedules  (d)  of  the  parties  in 
the  presence  of  the  models,  and  resist  the  conviction  that 
the  appellant  has  carefully  studied  the  invention  of  the  ap- 
pellees as  described  in  their  reissue,  not  with  any  view  to 
its  improvement,  but  solely  for  the  purpose  of  evasion.  It  is 
not,  however,  what  the  appellant  has  said  in  his  sche- 
dule (d)  with  which  we  have  to  do  in  this  controversy. 
What  he  has  done  affecting  the  rights  of  the  appellees  is 
the  material  point,  and  we  pass  to  the  consideration  of  that 
subject.  His  patent  is  not  without  value  as  an  auxiliary  in 
that  process. 

The  appellees'  first,  second  and  third  claims,  with  respect 
to  the  alleged  infringement,  may  be  considered  together. 
They  are  for  turning  {e)  the  interior  of  the  case  by  means 
of  plaster  of  Paris,  or  its  equivalent,  applied  as  described  ; 
for  turning  {e)  the  end  plates  in  the  same  way,  and  for 
turning  (e)  the  concaves  or  arcs  of  the  circles  by  the  same 
means.  The  material  to  be  used  is  "plaster  of  Paris,  hy- 
draulic cement,  or  other  material  having  the  proi)erties  re- 
ferred to."  These  properties  are  plasticity  when  the  mate- 
rial is  applied,  and  firmness  and  brittleness  afterwards. 
The  reducing  or  turning  (e)  process  is  also  included  in  these 
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claims.  The  api)ellant  did  all  that  is  embraced  in  these 
claims.  What  was  done  differs  in  nothing  from  the  pro- 
cess and  other  means  employed  by  the  appellees,  except 
that  he  used  a  compound  of  glycerine  and  litharge  instead 
of  plaster  of  Paris.  The  former  is  a  mere  equivalent  for 
the  latter.  Both  are  plastic  when  applied.  Both  become 
indurated  afterwards.  No  chemical  change  takes  place  in 
either,  and  time  alone  is  necessary  to  produce  the  desired 
hardness  of  the  substance.  The  compound  used  by  the  ap- 
pellant is  clearly  within  the  alternative  terms  of  the  sche- 
dule (/)  of  the  appellees  in  this  respect.  The  proofs  in  the 
record  on  all  these  points  are  so  conclusive,  that  it  would 
be  a  waste  of  time  to  pursue  the  subject  further.  The  ap- 
pellant is  guilty  of  infringing  these  claims. 

The  essence  of  the  fourth  claim  is  a  combination  of  the 
arcs  with  the  end-plates,  so  arranged  as  to  permit  the  abut- 
ments to  be  put  in  or  taken  out  without  taking  the  case 
apart.  The  peculiar  features  and  advantages  of  what  is 
embraced  in  this  claim  are  clearly  set  forth  in  the  testimony  * 
in  the  record. 

The  end-plates  have  no  contraction  at  the  opening  for  the 
admission  of  air.  They  therefore  permit,  without  further 
change,  so  far  as  they  are  concerned,  the  removal  of  the 
pistons.  The  concave  arcs  are  reduced  to  less  than  half  a 
circle,  and  so  provide  at  the  air  entrance  a  space  sufficient 
to  i)ermit  the  introduction  or  withdrawal  of  the  pistons  with- 
out disturbing  the  case.  The  introduction  of  the  sweep,  and 
its  necessary  operation  upon  the  plastic  material,  are,  also, 
thus  provided  for.  The  air  entrance,  which  is  bounded  by 
the  ends  of  the  arcs  and  the  end-plates,  permits  the  lining 
to  be  renewed  at  pleasure.  The  case,  by  reason  of  the  con- 
traction of  the  arcs  and  the  configuration  of  the  end-plates, 
permits  the  requisite  shaping  of  the  plastic  material  by 
sweeps  or  otherwise,  so  as  to  make  the  arcs  perfectly  true, 
and  the  end  linings  exactly  at  right  angles  with  them.     All 
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the  difficulties  previously  experienced  in  the  construction 
of  double  cylinder  rotary  blowers  axe  thus  obviated.  This 
is  regarded  as  an  important  result. 

Turning  now  to  the  appellant's  shell  or  case,  the  evidence 
shows  that  the  concaves  or  arcs  are  less  than  half  a  circle  in 
eirtent.  The  revolving  pistons  act  against  them  in  combi- 
nation with  the  end-plates,  which  have  no  interior  pro- 
jections. The  entire  case  is  such  as  to  admit  of  its  being 
cast  in  one  piece,  and  to  admit  also  of  the  introduction  and 
removal  of  the  pistons,  without  the  case  being  taken  apart. 
It  is  of  such  a  character  as  to  permit  in  its  complete  state 
the  introduction  of  the  sweep,  and  its  full  operation  upon 
the  plastic  material  intended  to  be  applied  to  the  arcs  and 
the  end-plates.  This  is  regarded  as  one  of  the  most  valu- 
able features  of  the  appellees'  invention.  The  appellant's 
case  is  cast  in  two  parts.  There  is  a  joint  or  division  on  the 
axial  plane  through  the  journal  boxes.  It  is  in  pix)of  that 
this  is  neither  reasonable  nor  necessary.  Where  the  case  is 
•large,  and  too  heavy  for  convenient  handling,  it  may  be  use- 
ful, and  for  such  cases  it  is  suggested  in  the  patent  of  the 
appellees.  The  patent  of  the  appellant  prescribes  it  for  all 
his  cases,  and  he  so  makes  them.  Why  is  this,  and  what 
are  his  object  and  purpose  ?  We  can  imagine  none  but  to 
gather  where  another  had  sown,  and  escape  by  simulation 
and  subterfuge  the  consequences  which  the  Act  of  Congress 
has  prescribed  for  the  unlawful  appropriation  of  such  prop- 
erty. There  is  scarcely  a  thought  expressed  in  the  work  of 
the  appellees,  so  to  speak,  that  is  not  found  substantially 
transferred  or  closely  copied  in  that  of  the  appellant. 

The  points  of  identity  are  palpable  and  conclusive.  The 
proofs  leave  no  doubt  in  our  minds  that  the  appellant  ia 
guilty  of  the  infringement  of  this  claim,  as  well  as  of  the 
flrst,  second,  and  third.  This  controversy  does  not  concern 
the  appellees'  fifth  and  sixth  claims. 

TTie  decree  of  the  Circuit  Court  is  affirmed. 

•7  U.  S.  281-S3S. 
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JAMES  S.  MARSH  et  al.,  APPELLANTS,  v.  WILLIAM 

H.  SEYMOUR  ET  AL. 

JAMES  S.  MARSH,  CHARLES  C.  SHORKLEY  et  al., 

APPELLANTS,  v.  WILLIAM  H.  SEYMOUR  kt  al. 

97  (7  Otto)  U.  8. 84S-a60.    Oct.  Term,  1877. 

[Bk.  24,  L.  ed.  963 ;  13  O.  G.  723.] 

Affirming  Seymour  v.  Marsh,  6  Fish.  115. 

Argned  February  18,  19,  1878.     Decided  March  26,  1878. 

Particular  patents  construed.  Novelty,  Abandoned  experiment. 
Infringement.  Reissue — permissible  change.  Invention.  Me- 
chanical skill.     Compensatory  damages. 

I.  The  construction  given  reissued  letters  patent  No.  1,177,  granted 
W.  H.  Seymour,  May  7, 1861,  (No.  72,  original  No.  8,212,  July 
8,  1851,)  Harvester,  in  Seymour  v.  Osborne,  11  Wallace,  616 
.  [8  Am.  A  Eng.  290,]  viz  :  A  quadrant  or  sector  shaped  plat- 
form for  a  reaping  machine  placed  just  behind  the  cutting  ap- 
paratus, and  in  such  relation  to  the  main  frame  that  the  cut 
grain  is  swept  round  on  the  arc  of  a  circle  and  dropped  heads 
foremost  on  the  ground,  at  such  distances  from  the  standing 
grain  as  to  avoid  taking  up  the  gavels  between  swaths — ^ap- 
proved ;  held  novel  and  not  anticipated  by  indefinite  evidence 
of  prior  machines,  nor  by  abandoned  experiments  ;  is  for  the 
same  invention  as  the  original  patent,  and  is  infringed,  (p. 
88.) 

fi.  The  reissue  patent  must  be  for  the  same  invention  as  the  origi- 
nal patent,  else  the  reissue  is  invalid  ;  but  the  patentee  may 
redescribe  his  invention,  apd  include  in  the  description  and 
claims  of  the  specification  not  only  what  was  well  described 
before,  but  whatever  else  was  suggested  or  substantially  indi- 
cated in  the  old  specification,  drawings,  or  Patent  Office  model, 
which  properly  belonged  to  the  invention  as  actually  made  and 
perfected,     (p.  92.) 

<>8ee  Explanation  of  Notes,  page  IIL 
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8.  Since  a  patent  may  be  invalid  for  several  reasons  under  the  law, 
an  assignment  of  error  which  gave  no  more  explicit  cause  than 
"  that  the  patent  is  invalid,"  was  overruled,     (p.  93.) 

4,  Hdd  that  it  was  not  invention  to  improve  the  efficient  operation 
of  the  mechanism  described  in  reissued  letters  patent  No. 
1,682,  Palmer  &  Williams,  May  31,  1864,  (original  No.  8,192, 
July  1,  1851,)  Harvester,  by  the  addition  of  a  spring,  but  was 
the  simple  exercise  of  mechanical  skill.  The  patent  is  for  a 
practical  and  useful  invention,  although  the  particular  im- 
provement is  not  suggested,  and  is  infringed,  notwithstanding 
the  described  mechanism  is  used  only  in  connection  with  such 
improvement,     (p.  94.) 

6.  Reissued  letters  patent  No.  1,683,  W.  H.  Seymour,  granted  May 
31,  1864,  (original  No.  8,212,  July  8,  1851,)  for  improvement 
in  Harvesting-machines,  examined  and  sustained,  and  held  that 
it  was  an  infringement  where  the  sweep-rake  operates  in  com- 
bination with  the  quadrant  platform  to  remove  the  cut  grain 
in  substantially  the  same  way  and  for  the  same  purpose  as  in 
the  complainant's  patents,  even  though  the  mode  of  attaching 
the  rake-arm  to  the  machine,  and  the  means  employed  for  re- 
taining it  in  position  for  another  sweep  are  different,  (p. 
94.) 

6,  Damages  of  a  compensatory  character  may  be  allowed  to  a  com- 
plainant in  an  equity  suit  where  it  appears  that  the  business 
of  the  infringer  was  so  improvidently  conducted  that  it  did  not 
yield  any  substantial  profits,     (p.  97.) 

[Citations  in  the  opinion  of  the  oonrt :] 

Seymour  ».  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290.]    p.  96 
Biidsall  V.  Goolidge,  93  U.  S.  64  [10  Am.  &  Eng.  445.]    p.  97 

Appeals  from  the  Circuit  Court  of  the  United  States  for 
for  the  Eastern  and  Western  District  of  Pennsylvania. 

The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  several  reissued 
letters  patent  referred  to  in  the  opinion  of  the  court  are  as 
f oUows : 
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WM.  H.  SEYMOUR,  OP  BROCKPORT,  NEW  YORK, 
ASSIGNOR  TO  HBfSELP,  DAYTON  S.  MORGAN, 
AARON  PALMER  AND  S.  Q.  WILLIAMS. 

Improvement  in  Rbaping-Machines. 

Specification  forming  part  of  Letters  Patent  No.  8,212,  dated  July 
8,1851;  Reissue  No.  1,005,  dated  July  10,  1860;  Reissue  No. 
1,177,  dated  May  7, 1861.   (No.  72.) 

To  all  whom  it  may  concern  : 

Be  it  known  that  William  H.  Seymour,  of  Brockport,  in 
the  county  of  Monroe  and  State  of  New  York,  did  invent 
certain  new  and  useful  Improvements  in  Reaping-Machines, 
(for  which  Letters  Patent  were  issued  to  him,  dated  July  8, 
18ol,  and  that  said  Letters  Patent  were  surrendered  by 
reason  of  a  defective  specification  and  reissued  on  the  10th 
day  of  July,  1860,  to  William  H.  Seymour,  Dayton  S. 
Morgan,  and  Aaron  Palmer,  of  said  Brockport,  and  to 
Stephen  G.  Williams,  of  JanesviUe,  in  Rock  county  and 
State  of  Wisconsin,  as  his  assignees,  and  that  said  reissued 
patent  was  numbered  1,006 ;)  and  we  do  hereby  declare  that 
the  following  is  a  full,  true,  and  exact  description  of  said 
improvements,  reference  being  had  to  the  accompanying 
drawings,  making  a  part  of  this  specification,  in  which — 

Fig.  1  represents  a  view  in  perspective  of  a  reaping- 
machine  to  which  said  improvements  are  applied  as  it  would 
appear  to  a  spectator  in  the  rear,  on  the  stubble  side  there- 
of. Pig.  2  represents  an  isometrical  view  of  what  we  term 
'*a  combination  of  boxes  in  one  casting,"  in  which  the  gear- 
ing is  mostly  supported.  Fig.  3  represents  a  view,  in  per- 
si)ective  of  the  gearing-frame  as  it  would  appear  to  a  spec- 
tator stationed  at  the  point  of  the  divider  and  looking  toward 
the  driving-wheel. 

Previous  to  the  date  of  the  invention  herein  described  the 
discharge  of  the  cut  grain  from  the  platform  of  the  harvest- 
ing-machine was  mainly  accomplished  in  one  of  the  three 
following  ways,  viz :  first,  by  discharging  it  head  foremost 
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directly  in  rear  of  the  platform  ;  secondly,  by  drawing  or 
conveying  it  in  a  rectilinear  path  to  the  stubble  or  gearing 
side  of  the  machine  and  there  depositing  it  upon  the  ground; 
and,  thirdly,  by  conveying  it  to  one  end  of  the  platform, 
upon  which  the  grain  falls  when  cut,  in  a  rectilinear  path, 
and  deUvering  it  upon  a  secondary  platform  upon  which  the 
grain  was  swept  around  in  a  curvilinear  path  and  discharged 
upon  the  ground  at  the  side  of  the  machine. 

Some  of  the  above  operations  have  been  eflFected  by  man- 
ual labor,  some  by  automatic  mechanism,  and  some  by  both 
of  these  means.  The  first  of  these  methods  is  undoubtedly 
preferable,  for  its  simplicity  and  the  ease  with  which  the 
discharge  of  the  grain  is  effected  ;  but  as  the  gavels  fall  di- 
rectly into  the  path  traversed  by  the  team  in  cutting  the 
next  swath,  they  must  necessarily  be  removed  before  the  re- 
turn of  the  machine.  For  this  reason,  when  the  grain  is  too 
wet  or  too  green  to  bind,  or  hands  are  wanting  to  do  the 
work  in  time,  it  becomes  important  to  discharge  the  grain 
at  the  side  of  the  machine  and  far  enough  removed  from  the 
standing  grain  to  have  room  for  the  team  to  pass  in  cutting 
the  next  swath  without  treading  on  the  gavels.  This  deside- 
ratum is  attained  to  some  extent  by  the  second  method 
above  named,  but  not  in  a  manner  so  practically  successful 
as  is  desirable,  for  unless  the  gavel  is  swept  from  the  plat- 
form by  a  very  quick  motion  some  of  its  parts  are  liable  to 
touch  the  ground  while  the  others  are  still  upon  the  plat- 
form ;  and  as  the  former  are  at  rest  while  the  latter  still 
partake  of  the  forward  movement  of  the  machine,  the  gavel 
is  liable  to  be  scattered,  or,  as  the  farmers  term  it,  the  grair 
"  straggles"  so  much  as  to  interfere  very  seriously  with  the 
labors  of  the  binders.  The  third  of  the  above-mentioned 
methods — ^viz.,  that  of  discharging  the  gavels  in  a  curvilinear 
path  at  the  side  of  the  machine — ^we  regard  as  superior  to 
all  others  in  practical  efficiency  ;  but  the  arrangements  here- 
tofore adopted  for  carrying  out  that  object  have  not,  in  our 
opinion,  been  such  as  to  accomplish  the  result  sought  to  be 
attained  in  a  satisfactory  manner. 
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The  invention  claimed  in  this  patent  consists  in  construct- 
ing the  platform,  upon  which  the  cut  grain  falls  as  it  is  cut, 
in  the  shape  of  a  quadrant,  or  of  a  sector  of  a  circle,  and 
placing  it  just  behind  the  cutting  apparatus,  and  in  such  re- 
lation to  the  main  frame  that  the  grain,  whether  raked  ofF 
by  hand  or  by  machinery  located  behind  the  cutting  appa- 
ratus, can  be  swept  around  on  the  arc  of  a  circle  and  drop- 
I)ed  on  the  ground  far  enough  from  the  standing  grain  to 
leave  room  for  the  team  and  machine  to  pass  between  the 
gavels  and  the  standing  grain,  thereby  obviating  the  incon- 
venience of  taking  up  the  grain  as  fast  as  it  is  cut. 

In  the  accompanying  drawings  the  improvement  herein 
described  is  represented  as  applied  to  a  reaping-machine 
having  an  automatic  raking  mechanism ;  but  it  is  obviously 
^ually  applicable  to  machines  in  which  the  grain  is  raked 
off  by  hand,  the  mode  of  operation  in  either  case  being  sub- 
stantially the  same.  The  said  improvement  is  also  equally 
applicable  to  machines  in  which  the  several  parts — such  as 
the  main  frame,  driving-wheel,  supporting- wheels,  gearing, 
&c. — occupy  somewhat  different  positions  relatively  to  each 
other  from  those  shown  in  the  drawings,  so  long  as  the  plat- 
form is  quadrant-shaped,  located  immediately  behind  the 
cutting  apparatus,  and  so  arranged  as  to  allow  the  grain  to 
be  discharged  from  the  position  in  which  it  falls  in  the  arc 
of  a  circle  behind  the  driving-wheel  and  out  of  the  path  of 
the  horses  in  cutting  the  next  ewath. 

In  the  accompanying  drawings,  the  main  or  wheel  frame 
A  is  constructed  of  two  pieces  of  timber  framed  parallel  to 
each  other,  and  connected  by  three  girts — one  in  the  rear  of 
the  driving-wheel  and  two  in  front.  The  tongue  B,  to  which 
the  team  is  attached,  is  bolted  to  the  front  end  of  the  inner 
side  piec^  of  the  wheel-frame.  The  finger-beam  C  is  at- 
tatched  to  the  inner  side  piece  of  the  frame  A,  directly  under 
the  axle  of  the  driving-wheel,  by  means  of  a  cast-iron  bracket 
and  bolts. 

To  the  opposite  end  of  the  finger-beam  C  is  attached  the 
divider-piece  D  which  extends  about  three  feet  back  of  it 
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and  about  two  and  a  half  feet  in  front  of  it.  A  brace,  dy 
extends  from  the  the  back  end  of  the  wheel-frame  A  to  the 
back  end  of  the  divider-piece  D.  The  reel-bearer  E  is  sup- 
ported by  the  posts  P  and  G,  which  extend  up  from  the 
divider-piece  D.  The  reel-bearer  extends  in  front  of  the 
reel-posts  F  about  three  feet,  and  has  one  end  of  the  reel- 
shaft  hung  upon  its  front  end.  The  divider  board  H  is  made 
fast  to  the  front  end  of  the  divider-piece.  It  is  also  secured 
to  the  reel-post  F  about  two  feet  above  the  dividing-piece. 

The  seat  I  for  the  operator  is  constructed  of  four  braces 
extending  up  from  the  wheel -frame  A — one  from  each  comer 
of  the  frame — forming  two  triangles  parallel  to  each  other, 
to  the  top  of  which  a  seat  is  attached.  The  foot-board  J  is 
bolted  to  these  braces. 

The  reel-post  K,  the  lower  end  of  which  is  inserted  into  a 
mortise  in  the  inner  side  piece  of  the  frame  A,  near  its  front 
end,  passes  up  by  the  side  of  the  diagonal  brace  L,  to  which 
it  is  attached  by  a  bolt  passing  through  a  slot  in  it,  and 
also  through  one  in  the  brace.  This  post,  to  the  upper  end 
of  which  one  end  of  the  reel-shaft  is  hung,  is  supported  in 
this  manner  to  admit  of  its  being  raised  and  lowered  to  vary 
the  height  of  the  reel.  A  guard-board,  M,  extends  from  the 
tongue  B  to  the  finger-beam  C,  for  the  purpose  of  bringing 
the  grain  to  the  sickle.  A  brace  of  three-fourths  inch  round 
iron  extends  from  the  tongue  to  the  finger-beam  C,  directly 
under  the  guard-board. 

The  driving-wheel  N  (three  feet  or  more  in  diameter)  is  of 
cast-iron,  but  might  be  made  of  wood,  and  is  hung  on  an 
axle  that  has  its  bearings  of  cast-iron  bolted  upon  the  upper 
side  of  the  frame  A.  An  internal  spur-cog  wheel,  O,  is  cast 
upon  the  arms  of  the  driving-wheel.  A  pinion,  O',  which 
is  hung  on  a  transverse  shaft,  O",  that  has  its  bearings  at- 
tached to  the  cast  frame  P,  in  the  manner  hereinafter  de- 
scribed, meshes  into  the  spur-wheel  O.  A  bevel-wheel,  O', 
about  one  foot  in  diameter,  is  hung  on  this  shaft  and  meshes 
into  a  bevel-pinion,  O*,  hung  on  a  vertical  crank-shaft,  O', 
that  has  its  upper  bearing  in  a  box  supported  in  the  cast 
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frame  P,  and  its  lower  bearing  in  a  step  bolted  upon  the 
inner  side  piece  of  the  frame  A. 

The  combination-box  or  cast  frame  P,  Fig.  2,  in  which  the 
gearing  is  mainly  hung,  has  a  long  broad  base,  and  is  bolted 
to  the  inner  side  piece  of  the  frame  A.  Near  the  back  end 
of  the  base  is  an  elevation  of  six  or  eight  inches,  to  the  back 
part  of  which  is  bolted  another  piece  of  casting,  and  thus 
two  boxes  are  formed — one  above  the  other — for  the  inner 
end  of  the  axle  of  the  driving-wheel,  which  axle  is  shifted 
from  one  to  the  other  of  these  boxes  to  vary  the  height  of 
the  cut.  There  is  another  elevation  at  the  front  end  of  the 
base,  corresponding  in  height  nearly  with  the  one  at  the 
back  end,  and  the  upper  plate  of  said  cast  frame  or  combina- 
tion-box extends  from  one  of  these  elevations  to  the  other, 
as  shown  at  A,  Pig.  2,  and  is  made  broader  than  the  base  or 
elevation,  so  as  to  project  beyond  them,  as  shown  at  3,  Pig. 
2.  Near  the  center  of  this  upper  plate  there  is  a  slot  made, 
in  which  the  bevel-wheel  is  placed,  its  shaft  being  supported 
at  each  end  by  bearings  on  this  plate.  The  upper  crank- 
box,  4,  is  bolted  to  the  inner  side  of  this  plate  directly  under 
the  bevel-wheel  box/.  By  this  arrangement  of  the  gearing 
it  is  more  compact  than  it  could  otherwise  be  made,  and 
admits  of  a  pitman  rod  of  sufficient  length  being  used,  with- 
out the  necessity  of  widening  the  machine  to  make  room  for 
the  pitman-rod,  which  would  have  to  be  done  were  the  gear- 
ing not  thus  compactly  arranged. 

The  mechanism  may  be  thrown  into  or  out  of  gear  at  will 
by  means  of  a  disconnecting  lever,  j?.  Fig.  3,  which  operates 
a  sliding  clutch  on  the  shaft  0". 

The  sickles  e  e  e  are  attached  to  the  crank  by  means  of  a 
rod  or  pitman  one  and  a  half  feet  long,  which  gives  the 
sickles  a  quick  vibratory  motion.  The  crank  is  two  inches 
in  length,  and  gives  the  sickle  a  stroke  of  four  inches. 

There  is  a  pulley,  O*,  four  and  a  half  inches  in  diameter 
on  the  inner  end  of  the  bevel-wheel  shaft,  and  another  pul- 
ley, O",  of  nineteen  inches  in  diameter  on  the  reel-shaft  in 
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range  with  it,  over  which  pulleys  runs  a  belt  that  gives  mo- 
tion to  the  reel. 

The  guard-teeth  o  o  o  o,  eighteen  in  number,  more  or  less, 
are  six  inches  long,  made  of  cast-iron,  and  attached  to  the 
finger-beam  C  by  means  of  wood-screws.  These  guard-teeth 
have  slots  through  them,  through  which  the  sickle  vibrates, 
which  slots  are  enlarged  back  of  the  sickle  to  prevent  clog- 
ging. 

The  side  of  the  machine  opposite  the  driving-wheel  is 
carried  on  a  wheel  two  and  a  half  feet  diameter,  the  axle  of 
which  slides  vertically  in  guides  secured  upon  the  post  F, 
in  which  guides  it  is  raised  or  lowered  by  means  of  a  rack 
and  pinion,  P'. 

The  platform  Q,  instead  of  being  made  of  a  square  form, 
and  extending  back  of  the  sickle  only  three  or  four  feet,  as 
heretofore,  is  extended  back  in  a  circular  form,  as  shown  in 
the  drawings,  so  that  the  grain,  instead  of  being  raked  oflf 
behind  the  machine,  as  heretofore,  making  it  necessary  to 
take  up  each  swath  as  it  is  cut,  is  swept  off  on  a  circle,  and 
dropped  far  enough  from  the  standing  grain  to  be  out  of  the 
way  of  cutting  the  next  swath,  thereby  obviating  the  neces- 
sity of  taking  up  each  swath  before  another  can  be  cut. 

The  guards  Z  Z'  prevent  the  grain  from  falling  off  the 
platform  and  from  becoming  entangled  in  the  gearing. 

The  drawings  also  represent  the  machine  as  having  an 
automatic  rake ;  but  a  detailed  description  of  said  rake  is 
deemed  unnecessary  here,  as  it  forms  no  part  of  the  subject 
matter  herein  claimed,  and  is,  besides,  fully  set  forth  in 
Divisions  A  and  B  of  the  original  patent  hereinbefore  men- 
tioned, for  which  Letters  Patent  were  issued  on  the  10th 
day  of  July,  1860. 

The  operation  of  the  machine  is  as  follows :  As  the  wheels 
revolve,  the  gearing  is  put  in  motion,  and  the  stalks  are 
severed  by  the  cutting  apparatus  and  swept  backward  upon 
the  platform  by  the  reel.  They  are  then  swept  around  upon 
the  platform  on  an  arc  of  a  circle  and  discharged  heads  fore- 
most upon  the  ground  at  the  side  of  the  machine,  behind 
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but  somewhat  inside  of  the  driving-wheel,  and  out  of  the 
path  of  the  horses  in  cutting  the  next  swath. 

What  is  claimed  under  this  patent,  and  for  which  Letters 
Patent  are  desired,  is — 

A  quadrant-shaped  platform  arranged  relatively  to  the 
cutting  apparatus,  substantially  as  herein  described,  for  the 
purpose  set  forth. 

WM.  H.  SEYMOUR. 
D.  S.  MORGAN. 
AARON  PALMER. 
S.  G.  WILLIAMS. 
Witnesses  as  to  signature  of  Wm.  H.  Seymour,  D.  S. 
Morgan  and  Aaron  Palmer : 
Geo.  H.  Allen, 
William  Stoughton. 
Witnesses  as  to  the  signature  of  S,  G.  Williams : 
G.  H.  Benham, 
T.  S.  Paddock. 


A.  PALMER,  OP  BROCKPORT,  NEW  YORK,  AND 
STEPHEN  G.  WILLIAMS,  OP  JANESVILLE,  WIS- 
CONSIN, ASSIGNORS  TO  DAYTON  S.  MORGAN 
AND  WM.  H.  SEYMOUR,  OF  BROCKPORT,  N.  Y. 

Improvement  in  Harvesters. 

Specification  forming  part  of  Letters  Patent  No.  8,192,  dated  July 
1,  1851;  Reissue  No.  1,110,  dated  January  1,  1861;  Reissue  No. 
1,682,  dated  May  31,  1864. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  Aaron  Palmer,  of  Brockport,  in 
the  county  of  Monroe,  and  State  of  New  York,  and  Stephen 
G.  WiUiams,  formerly  of  the  same  place,  but  now  of  Janes- 
ville,  in  the  county  of  Rock,  and  State  of  Wisconsin,  have 
invented  certain  new  and  useful  improvements  in  harvest- 
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ing  machines ;  and  we  do  hereby  declare  that  the  follow- 
ing is  a  full,  clear,  and  exact  description  thereof,  reference 
being  had  to  the  accompanying  drawings,  making  a  part  of 
this  specification,  in  which — 

Pig.  1  represents  a  view  in  perspective  of  a  harvesting 
machine  to  which  our  improvements  are  applied ;  and  Fig. 
2,  a  similar  view  of  the  driving-wheel  and  a  portion  of  the 
arm  or  lever  which  carries  the  rake,  showing  more  particu- 
larly the  mechanism  by  which  the  latter  is  operated. 

The  object  of  the  invention  claimed  under  this  patent  is 
to  discharge  the  grain  from  the  platform  on  which  it  falls 
as  it  is  cut  by  sweeping  it  automatically  from  said  platform 
in  curved  lines,  heads  foremost,  and  delivering  it  upon  the 
ground  with  the  stalks  crosswise  to  the  direction  of  the 
swath,  and  out  of  the  track  of  the  horses  when  cutting  the 
succeeding  swath. 

To  this  end  our  invention  consists,  first,  of  the  combina- 
tion, in  a  harvesting  machine,  of  the  following  members, 
viz :  the  cutting  apparatus  to  sever  the  stalks  of  grain,  a 
quadrant-shaped  platform  arranged  behind  the  cutting  ap- 
paratus to  receive  the  stalks  of  grain  as  they  fall  after  cut- 
ting, a  sweep-rake,  and  mechanism  to  operate  the  rake  in 
such  manner  that  its  teeth  are  caused  to  move  in  circular 
curves  over  the  platform  when  they  are  acting  on  the  grain. 

The  second  part  of  the  invention  consists  of  the  combi- 
nation in  the  harvesting  machine,  of  the  following  mem- 
bers, viz:  a  quadrant-shaped  platform,  a  sweep-rake, 
mechanism  which  causes  the  said  rake  to  move  alternately 
in  opposite  directions  or  vibrate,  an  inclined  guide-rail  to 
raise  the  rake  when  it  is  moved  forward,  and  a  gate  or 
switch  to  cause  the  rake  to  be  acted  upon  by  said  rail 

The  accompanying  drawings  represent  a  convenient  ar- 
rangement of  parts  of  a  harvesting  machine  for  carrying 
out  the  object  of  our  invention. 

The  frame  is  composed  of  three  longitudinal  beams,  H  I 
J,  and  two  transverse  beams,  F  G,  the  whole  being  securely 
fastened  together  at  their  points  of  intersection.    The  main 
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or  driving  wheel  A  is  placed  between  the  outer  longitudi- 
nal beam,  I,  and  the  central  beam,  H,  and  has  its  bearings 
in  arched  supi)orts  or  brackets  E  rising  from  each  of  these 
beams. 

Guard-fingers  <,  through  which  a  sickle,  M,  vibrates,  are 
secured  upon  the  front  edge  of  a  platform,  D,  upon  which 
the  heads  and  upper  portions  of  the  stalks  of  grain  faU  as 
they  are  severed  by  the  cutting  apparatus,  which  may  be 
constructed  and  operated  in  any  suitable  manner.  The 
platform  resembles  in  shape  a  quadrant  or  sector  of  a  circle 
(with  the  triangular  point  removed, )  of  which  the  arm  or 
lever  which  carries  the  rake-head  forms  the  radius,  and  the 
fulcrum-pin  on  which  said  lever  vibrates  the  center,  in  order 
that  the  grain  may  be  swept  round  in  an  arc  of  a  circle  and 
be  discharged  upon  the  ground  behind  the  driving-wheel. 
A  tongue  for  the  team  to  draw  by  is  secured  rigidly  to  the 
frame  in  line  with  the  central  beam,  H,  and  projects  for- 
ward at  a  right  angle,  or  thereabouts,  to  the  front  edge  of 
the  frame. 

A  fence  or  guard,  O,  which  may  either  be  made  straight 
or  curved  to  correspond  with  the  sweep  of  the  inner  end  of 
the  rake,  arises  from  the  inner  edge  of  the  platform,  and 
prevents  the  grain  from  falling  oflf  or  becoming  entangled 
in  the  gearing.  The  front  end  of  this  guard  may  also  be 
curved  outward  and  secured  to  the  tongue,  and  thus  act  as 
a  guide  to  bring  the  grain  in  toward  the  cutting  apparatus. 
A  curved  fence  or  guard,  N,  rises  from  the  outer  edge  of 
the  platform,  with  which  it  corresponds  in  curvature,  and 
serves  to  prevent  the  grain  from  being  deflected  from  its 
path  or  thrown  from  the  platform  by  the  centrifugal  force 
generated  by  the  circular  movement  of  the  rake. 

The  arm  or  lever  B,  which  carries  the  rake,  has  lugs  or 
projections  n  b  secured  upon  the  upper  and  lower  sides  of 
its  inner  end,  on  each  of  which  lugs  cogs  or  teeth  are  ar- 
ranged so  as  to  form  a  circular  rack  or  cog-segment.  These 
lugs  embrace  brackets  or  ears  e  e,  projecting  horizontally 
from  the  wheel-support  E,  and  are  held  in  place  by  a  ful- 
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crum-pin,  S,  which  passes  through  both  ears  and  lugs. 
This  fulcrum-pin  thus  serves  not  only  to  hold  the  arm  or 
lever  B  in  a  horizontal  position  without  support  at  its  outer 
end,  but  also  forms  the  center  of  motion  on  which  it  moves 
fi'eely  over  the  platform.  This  arm  or  lever  is  oi)erated  by 
means  of  teeth  or  cogs  secured  upon  the  inner  face  of  the 
driving-wheel  in  such  manner  as  to  form  segments  of  pin- 
ions, as  shown  in  Fig.  2.  The  teeth  q  of  the  segment  which 
gears  into  the  rack  on  the  lower  lug,  6,  of  the  arm  or  lever 
B  are  placed  nearer  to  the  axis  of  the  driving-wheel  than 
the  teeth  p  of  the  segment  which  gears  into  the  rack  of  the 
upper  lug,  71,  of  the  lever.  The  teeth  q  of  the  inner  seg- 
ment project  outwardly  while  those  p  of  the  outer  set  pro- 
ject inwardly. 

The  rake-head  C,  into  which  the  rake-teeth  are  inserted, 
is  connected  to  the  operating-lever  B  by  hinge-joints  that 
allow  it  the  proper  degree  of  vertical  play.  A  guide-rod, 
6*,  projects  from  the  outer  end  of  the  rake-head  in  the  same 
axial  plane  for  a  purpose  hereinafter  explained.  An  in- 
clined guide-rail,  d^  which  slopes  gradually  from  front  to 
rear  of  the  machine,  is  supported  above  the  outer  fence,  N, 
with  which  it  conforms  in  curvature,  by  means  of  brackets 
d'  rf",  curved  outwardly  to  permit  the  end  of  the  guide-rod 
c  to  travel  beneath  the  guide-rail  when  running  backward. 
A  short  section  of  the  rear  end  of  the  rail  d  is  hinged,  so 
as  to  form  a  switch  or  gate,  /*,  capable  of  moving  vertically 
on  its  pivot,  the  rear  end  of  which  section  rests  upon  the 
guard  N.  A  guard-rail,  g^  having  an  upward  inclination, 
surmounts  the  after  end  of  the  guard  N.  The  outer  or 
grain  end  of  the  machine  is  supported  by  a  wheel,  K,  hav- 
ing its  bearings  in  the  outer  longitudinal  beam,  J. 

The  operation  of  the  machine  is  as  follows :  As  the  wheel 
to  which  the  gearing  is  attached  travels  over  the  ground 
the  machinery  is  set  in  motion  and  the  cutters  sever  the 
standing  grain,  which  falls  upon  the  platform  behind  it 
with  the  heads  of  the  stalks  towards  the  rear  of  the  ma- 
chine. Suppose  the  rake  to  occupy  the  position  shown  in  Pig. 
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1— that  is,  to  be  running  forward.  When  in  this  position  the 
teeth  q  are  in  gear  with  the  rack  6,  and  the  rake-head  C  is 
held  above  the  falling  grain  by  the  guide-rod  c  on  its  outer 
end  sliding  ujwn  the  inclined  guide-rail  d.  The  continued 
rotation  of  the  driving-wheel  causes  the  lever  B  (which  al- 
ways moves  in  the  same  horizontal  plane)  to  push  the  rake 
before  it  until  the  guide-rod  c  has  jyassed  beyond  the  front 
end  of  the  guide-rail  tf,  when  the  rake  drops  suddenly  uj)otl 
the  platform,  its  teeth  striking  into  the  butts  of  the  fallen 
grain  as  it  lies  thereon.  By  this  time  the  teeth  q  have  es- 
caped from  the  rack  6  and  the  forward  movement  of  the 
rake  ceases.  The  two  sets  of  teeth  p  and  q  are  arranged 
upon  the  face  of  the  driving-wheel  in  such  relation  to  each 
other  that  the  moment  the  latter  escape  from  the  lower 
rack,  &,  of  the  lever  B,  the  former  engage  with  the  upper 
rack,  Uy  and  reverse  the  motion  of  the  lever.  The  rake 
then  travels  backward  (describing  an  arc  of  a  circle,  of 
which  the  fulcrum-pin  S  forms  the  center  and  the  operat- 
ing-lever B  the  radius, )  drawing  the  grain  with  it,  and  dis- 
charges it  head  foremost  upon  the  ground  behind  the  ma- 
chine, with  its  stalks  crosswise  to  the  direction  of  the 
swath  and  sufficiently  removed  from  the  standing  grain  to 
be  out  of  the  path  of  the  team  during  their  succeeding  tour 
around  the  field.  As  the  rake  approaches  its  extreme  rear- 
ward ix)int  the  guide-rod  c  lifts  the  switch/  and  passes  be- 
yond it,  when  the  switch  immediately  resumes  its  former 
place.  The  guard-rod  g  on  the  rear  of  the  guard  N  pre- 
vents the  rake  from  going  back  so  far  as  to  drop  oflf  the 
end  of  the  guard.  The  teeth  p  and  q  are  so  arranged  upon 
the  driving-wheel  that  when  the  backward  movement  of 
the  rake  has  ceased,  by  reason  of  the  teeth  p  escaping  from 
the  upper  rack,  ti,  the  teeth  q  do  not  immediately  engage 
with  the  lower  rack,  &,  to  start  the  rake  forward,  but  the 
rake  remains  at  rest  while  the  driving-wheel  makes  about 
two-thirds  of  a  revolution,  by  which  means  a  suflicient 
pause  is  made  to  allow  a  quantity  of  grain  sufficient  to  form 
a  gavel  to  accumulate  ujwn  the  platform.    The  rake  then 
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begins  its  forward  movement,  the  guide-rod  c  now  sliding 
on  the  inclined  guide-rail  and  elevating  the  rake-head  until 
it  reaches  the  front  edge  of  the  platform,  when  the  rake 
falls  and  the  operations  above  described  are  repeated.  By 
this  description,  then,  it  will  be  seen  that  the  operation  of 
the  rake  is  such  that  it  is  moved  to  the  front  of  the  plat- 
form without  interfering  with  the  falling  grain ;  then  that 
its  teeth  are  caused  to  sweep  backward  in  circular  curves 
over  the  platform,  so  as  to  remove  the  grain  heads  foremost 
therefrom,  and  to  discharge  it  with  the  stalks  crosswise  to 
the^  direction  of  the  swath,  or  the  track  pursued  by  the 
machine.  The  arrangement  of  the  operating-lever  B  is 
such  as  to  enable  the  gearing  which  moves  it  to  be  located 
at  the  stubble  side  of  the  platform  and  near  one  end  of 
the  cutting  apparatus,  where  it  is  out  of  the  way  securely 
protected  from  dirt,  stalks,  etc.,  and  close  to  its  prime 
mover,  while  the  lever  which  carries  the  rake  moves  di- 
rectly behind  the  cutting  apparatus  in  the  most  favorable 
position  for  acting  upon  the  grain  as  it  falls  ui)on  the  plat- 
form. 

We  have  called  the  platform  above  described  a  '*  quad- 
rant-shaped" platform  because  it  is  a  convenient  name 
to  indicate  its  form,  and  not  because  it  has  the  form  of 
an  exact  quadrant  of  a  circular  disk,  for  it  will  be  noticed 
than  as  the  center  of  the  fulcrum-pin  on  which  the  rake- 
lever  moves  is  a  little  in  the  rear  of  the  line  of  the  cutting 
apparatus  the  front  portion  of  the  platform  is  straighter 
that  the  corresponding  part  of  a  geometrical  quadrant,  while 
the  delivery  side  of  the  platform  is  not  at  a  right  angle  with 
the  front  edge  thereof  at  the  cutting  apparatus.  The  tri- 
angular point  is  also  removed.  The  precise  form  of  the  plat- 
f  onn  is  not  important  so  long  as  the  mode  of  operation  is  pre- 
served, by  which  we  mean  so  long  as  the  platform  is  so 
shaped  and  arranged  in  the  rear  of  the  cutting  apparatus  that 
the  grain  received  thereon  can  be  removed  from  the  cutting 
apparatus  heads  foremost  and  in  a  curve,  and  discharged 
therefrom  crosswise  to  the  direction  of  the  swath  and  out  of 
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the  way  of  the  team  or  the  machine  when  cutting  the  next 
swath.  So,  also,  it  is  not  necessary  that  the  mechanism  for 
oi)erating  the  rake  should  be  constructed  as  represented  in  the 
drawings  in  order  to  embody  the  first  part  of  our  invention, 
provided  the  luke  be  caused  to  operate  in  the  same  manner 
while  its  teeth  are  acting  on  the  grain — that  is  to  say,  pro- 
vided the  rake-teeth  are  then  caused  to  sweep  over  the 
platform  in  circular  curves.  Moreover,  it  is  not  necessary 
that  the  mechanism  for  operating  the  rake  should  be  con- 
structed as  represented  in  the  drawings  in  order  to  embody 
the  second  part  of  our  invention,  provided  the  rakei  be 
caused  to  move  alternately  backward  and  forward. 
What  we  claim  under  this  patent  as  our  invention  is — 

1.  Tlie  combination  of  the  cutting  apparatus  of  a  har- 
vesting machine  with  a  quadrant-shaped  platform  arranged 
in  the  rear  thereof,  and  a  sweep-rake  operated  by  mechan- 
ism in  such  manner  that  its  teeth  are  caused  to  sweep  over 
the  platform  in  curves  when  acting  on  the  grain,  these  jmrts 
being  and  operating  substantially  as  hereinbefore  set  f ofth. 

2.  The  combination  of  a  quadrant-shaped  platform,  a 
sweep-rake  operated  by  mechanism  which  causes  the  rake 
to  move  in  alternately  opposite  directions,  an  inclined  rail 
to  raise  the  rake,  and  a  switch,  these  parts  being  and 
operating  substantially  as  hereinbefore  set  forth. 

In  testimony  whereof  we  have  hereunto  subscribed  our 

names. 

AARON  PALMER. 

STEPHEN  G.  WILLIAMS. 

Witnesses  as  to  Aaron  Palmer : 
Geo.  H.  Allen, 

Chas.  W.  Palmer. 
Witnesses  as  to  S.  G.  Williams : 
I.  B.  Doe, 
Geo.  G.  Willl/lms. 
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WM.  H.  SEYMOUR,  OF  BROCKPORT,  NEW  YORK, 
ASSIGNOR,  BY  MESNE  ASSIGNMENTS,  TO  DAY- 
TON S.  MORGAN,  OF  SAME  PLACE. 

Improvement  in  Reaping-Machines.* 

Specifications  forming  part  of  Letters  Patent  No.  8,2 12,  dated 
July  8,  1861;  Reissue  No.  1,003,  dated  July  10,  1860;  Reissue 
No.  l^eSSydated  May  31, 1864. 

To  aU  whom  it  may  concern : 

Be  it  known  that  I,  William  H.  Seymour,  of  Brockport, 
in  the  county  of  Monroe  and  State  of  New  York,  have  in- 
vented new  and  useful  Improvements  in  Reaping-Machines 
for  Cutting  all  Kinds  of  Small  Grain ;  and  I  do  hereby  de- 
clare that  the  following  is  a  full  and  exact  description  of 
the  construction  and  operation  of  the  same,  reference  being 
had  to  the  annexed  drawings,  making  a  part  of  this  speci- 
fication, in  which — 

Fig.  1  represents  a  view  in  perspective  of  a  reaping-ma- 
chine to  which  my  improvements  are  applied  as  it  would  ap- 
pear to  a  spectator  in  the  rear  and  on  the  stubble  side  there- 
of. Fig.  3  represents  a  similar  view  of  the  gearing-frame  as 
it  would  appear  to  a  spectator  stationed  at  the  i)oint  of  the 
divider  and  looking  toward  the  driving-wheel ;  and  Pig.  2 
represents  an  isometrical  view  of  what  I  term  a  ' '  combina- 
tion of  boxes  in  one  casting,"  in  which  the  gearing  is  mostly 
supported. 

The  first  part  of  the  invention,  which  constitutes  the  sub- 
ject-matter of  this  patent,  consists  of  the  combination,  in  a 
harvesting-machine,  of  the  following  three  members,  viz: 
first,  a  cutting  apparatus  composed  of  a  finger-beam,  with 
its  fingers  and  cutter;  second,  a  reel  to  bear  the  grain 
against  said  cutting  apparatus  and  insure  its  delivery  upon 
a  platform  in  the  rear  thereof ;  third,  a  quadrant-shaped 
platform  in  the  rear  of  the  cutting  apparatus,  with  its  de- 

^*The  drawings  in  this  reissue  are  identical  with  those  of  reissue  No.  1177, 
p.  55  ante. 
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livery  side  arranged,  substantially  as  hereinafter  described, 
at  an  angle  to  the  finger-beam,  so  that  the  grain  cut  by  the 
cutting  apjyaratus  and  compelled  by  the  reel  to  fall  back- 
ward upon  the  platform  can  be  moved  from  the  cutting  ap- 
paratus head  foremost,  swept  round  in  a  curve,  and  dis- 
charged upon  the  ground  crosswise  to  the  direction  of  the 
swath  and  out  of  the  track  of  the  horses  when  cutting  the 
succeeding  swath. 

The  second  part  of  the  invention  consists  of  the  combi- 
nation, in  a  harvesting-machine,  of  the  following  members, 
viz :  first,  a  cutting  apparatus,  as  above  si)ecified ;  second, 
a  quadrant-shaped  platform,  as  above  specified;  third,  a 
sweep-rake,  or  rake  arranged  to  sweep  in  a  circular  curve 
over  said  platform  when  acting  on  the  grain ;  fourth,  me- 
chanism for  moving  the  same ;  fifth,  devices  for  preventing 
the  rake-teeth  from  rising  out  of  the  cut  grain  on  the  plat- 
form, so  that  when  this  part  of  my  invention  is  used  the  cut 
grain  falling  upon  the  platform  is  delivered  therefrom  with 
certainty,  automatically,head  foremost  and  in  circular  curves. 

A  convenient  arrangement  of  mechanism  for  carrying  my 
invention  into  effect  is  shown  in  the  accompanying  draw- 
ings, which  represent  a  harvesting-machine  having  an  auto- 
matic rake  and  embodying  the  improvements  which  consti- 
tute  the  subject-matter  of  this  patent,  as  well  as  others 
which  are  set  forth  more  particularly  in  other  patents  ex- 
piring at  the  same  date.  The  main  or  wheel  frame  A  is 
constructed  of  two  pieces  of  timber  framed  parallel  to  each 
other  and  connected  by  three  girts,  one  in  the  rear  of  the 
driving-wheel  and  two  in  front.  The  tongue  B,  to  which 
the  team  is  attached,  is  bolted  to  the  front  end  of  the  inner 
side  piece  of  the  wheel-frame.  The  finger-beam  or  guard- 
piece  C  is  attached  to  the  inner  side  piece  of  the  frame  A, 
directly  under  the  axle  of  the  driving-wheel,  by  means  of  a 
cast-iron  bracket  and  bolts.  To  the  opposite  end  of  the 
guard-piece  C  is  attached  the  divider-piece  D,  which  ex- 
tends about  three  feet  back  of  it  and  two  and  a  half  feet  in 
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front  of  it.  A  brace,  rf,  extends  from  the  back  end  of  the 
wheel-frame  A  to  the  back  end  of  the  divider-piece  D. 

The  reel-bearer  E  is  supported  by  the  posts  P  and  G, 
which  extend  up  from  the  divider-piece  D.  The  reel-bearer 
extends  in  front  of  the  wheel-post  P  about  three  feet,  and 
has  one  end  of  the  reel-shaft  hung  upon  its  front  end.  The 
divider-board  H  is  made  fast  to  the  front  end  of  the  divider- 
piece.  It  is  also  secured  to  the  wheel-post  F,  about  two 
feet  above  the  divider-piece.  The  seat,  I,  for  the  operator 
is  constructed  of  four  braces,  extending  up  from  the  wheel- 
frame  A,  one  from  each  comer  of  the  frame,  forming  two 
triangles,  parallel  to  each  other,  to  the  top  of  which  the 
seat  is  attached.  The  foot-board  J  is  bolted  to  three  braces. 
The  reel-post  K,  the  lower  end  of  which  is  inserted  into  a 
mortise  in  the  inner  side  piece  of  the  frame  A,  near  its  front 
end,  passes  up  at  the  side  of  the  diagonal  brace  L,  to  which 
it  is  attached  by  a  bolt  passing  through  a  slot  in  it,  and 
also  through  one  in  the  brace.  This  post  (to  the  upper  end 
of  which  one  end  of  the  reel-shaft  is  hung)  is  supported  in 
this  manner  to  admit  of  its  being  raised  and  lowered  to  vary 
the  height  of  the  reel.  A  guard-board,  M,  extends  from 
the  tongue  B  to  the  guard-piece  C  for  the  purpose  of  biing- 
ing  the  grain  to  the  sickle  e.  A  brace  of  three-fourths-inch- 
round  iron  extends  from  the  tongue  to  the  guard-piece  di- 
rectly under  the  guard-board. 

The  driving-wheel  N  (three  feet  or  more  in  diameter)  is 
of  cast-iron,  but  might  be  made  of  wood,  and  is  hung  on  an 
axle  that  has  its  bearings  (of  cast-iron)  bolted  upon  the 
upper  side  of  the  frame  A.  An  internal  spur  cog-wheel,  O, 
is  cast  upon  the  arms  of  the  driving-wheel.  A  pinion,  o\ 
which  is  hung  on  a  transverse  shaft,  o*,  that  has  its  bearings 
attached  to  the  cast  frame  P  in  manner  hereinafter  de- 
scribed, meshes  into  this  spur-wheel  o.  A  bevel- wheel,  o\ 
about  one  foot  in  diameter,  is  hung  on  this  shaft,  and  meshes 
into  a  bevel-pinion,  o\  hung  on  a  vertical  crank-shaft,  o\ 
that  has  its  upper  bearing  in  a  box  supported  in  the  cast- 
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iron  frame  P,  and  its  lower  bearing  in  a  step  bolted  upon 
the  inner  side  piece  of  the  frame  A. 

The  combination  box  or  cast  frame  P,  Fig.  2,  in  which  the 
gearing  is  mainly  hung,  has  a  long  broad  base,  and  is  bolted 
to  the  inner  side  piece  of  the  frame  A.  Near  the  back  end 
of  the  base  is  an  elevation  of  six  or  eight  inches,  to  the  back 
part  of  which  is  bolted  another  piece  of  casting,  and  thus 
two  boxes  are  formed  (one  above  the  other)  for  the  inner 
end  of  the  axle  of  the  driving-wheel,  which  axle  is  shifted 
from  one  to  the  other  of  these  boxes  to  vary  the  height  of 
cut.  There  is  another  elevation  at  the  front  end  of  the  base 
corresponding  in  height  nearly  with  the  one  at  the  back 
end,  and  the  upper  plate  of  said  cast  frame  or  combination- 
box  extends  from  one  of  these  elevations  to  the  other,  as 
shown  at  A,  Fig.  2,  and  is  made  broader  than  the  base  or 
elevations,  so  as  to  project  beyond  them,  as  shown  at  3, 
Fig.  2. 

Near  the  center  of  this  upper  plate  there  is  a  slot  made, 
in  which  the  bevel-wheel  is  placed,  its  shaft  being  supported 
at  each  end  by  bearings  on  this  plate.  The  upper  crank- 
box,  4,  is  bolted  to  the  under  side  of  this  plate  directly  under 
the  bevel- wheel  box/.  By  this  arrangement  of  the  gear- 
ing it  is  more  compact  than  it  could  otherwise  be  made,  and 
admits  of  a  pitman-rod  of  sufficient  length  being  used  with- 
out the  necessity  of  widening  the  machine  to  make  room 
for  the  pitman-rod,  which  would  have  to  be  done  were  the 
gearing  not  thus  compactly  arranged.  The  mechanism  can 
be  thrown  into  or  out  of  gear  at  will  by  means  of  a  discon- 
necting-lever,  p^  which  operates  a  sliding  clutch  on  the 
driving-shaft  o*. 

The  sickle  e  e  eis  attached  to  the  crank  by  means  of  a 
rod  or  pitman  one  and  a  half  feet  long,  which  gives  the 
sickle  a  quick  vibrating  motion.  The  crank  is  two  inches 
in  length  and  gives  the  sickle  a  stroke  of  four  inches.  There 
is  a  pulley,  o*,  four  and  a  half  inches  in  diameter,  on  the  in- 
ner end  of  the  bevel- wheel  shaft,  and  another  pulley,  o\  of 
nineteen  inches  in  diameter,  on  the  reel-shaft,  in  range  with 
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it,  over  whicli  pulleys  runs  a  belt  that  gives  motion  to  the 
reel.     The  reel  is  made  and  operated  in  the  usual  manner. 

The  guard  teeth  or  fingers  oooo^  eighteen  in  number, 
(more  or  less)  are  six  inches  long,  made  of  cast-iron,  and 
attached  to  the  guard-piece  or  finger-beam  C  by  means  of 
wood-screws  in  their  front  edges  and  on  their  tops.  These 
guard-teeth  have  slots  through  them,  through  which  the 
sickle  eee  vibrates,  which  slots  are  enlarged  back  of  the 
sickle  to  prevent  clogging.  The  side  of  the  machine  oppo- 
site the  driving-wheel  is  carried  on  a  wheel  two  and  a  half 
feet  in  diameter,  the  axle  of  which  slides  vertically  in  guides 
secured  upon  the  post  P,  in  which  guides  it  is  raised  or 
lowered  by  means  of  a  rack  and  pinion,  P. 

The  platform  Q,  instead  of  being  made  in  a  square  form 
and  extending  back  of  the  sickle  only  three  or  four  feet,  as 
heretofore,  is  of  what  I  denominate  a  "quadrant"  form — 
that  is  to  say,  that  edge  of  it  g,  at  which  the  grain  is  de- 
livered forms  a  considerable  angle  with  that  edge  of  it,  p\ 
at  which  the  grain  is  received,  so  that  the  grain,  instead  of 
being  raked  oflf  behind  the  machine,  making  it  necessary  to 
take  up  each  swath  as  it  is  cut,  is  swept  oflf  in  a  circular 
curve  and  dropped  far  enough  from  the  standing  grain  to 
be  out  of  the  way  of  the  team  while  cutting  the  next  swath, 
thereby  obviating  the  necessity  of  taking  up  each  swath  be- 
fore another  can  be  cut.  That  side  of  the  platform  which 
is  nearest  the  standing  grain  is  curved  from  the  outer  end 
of  the  cutting  apparatus  to  the  hinder  edge  of  the  delivery 
side,  and  is  provided  with  a  fence,  Z',  or  guard,  so  as  to 
prevent  the  escape  of  the  cut  grain  and  guide  it  along 
the  platform  to  its  delivery  edge.  The  other  guard,  Z, 
prevents  the  grain  from  escaping  laterally  from  the  side  of 
the  platform  which  is  nearest  the  driving-wheel. 

The  grain  is  raked  from  the  platform  of  the  machine  by 
means  of  a  rake  that  is  made  to  travel  back  and  forth  in 
the  following  manner :  The  rake  consists  of  the  head  V, 
into  which  the  teeth  are  inserted,  the  attachments  W  W 
W,  the  lower  ends  of  which  are  firmly  secured  to  the  rake- 
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head,  the  guide-rod  X,  passing  through  the  attachments 
W  W  W  parallel  to  the  rake-head  V,  and  about  the  center 
of  the  rake,  and  the  lever-arm  or  rake-rod  R,  which  ex- 
tends horizontally  across  the  platform  and  through  the 
upper  ends  of  the  attachments  W  W  W,  so  as  to  revolve 
freely  therein. 

A  pinion,  r,  of  twelve  cogs,  (may  be  more  or  less,)  is 
secured  upon  the  end  of  the  rake-rod  R,  which  pinion 
meshes  into  tlie  internal  spur-wheel  o  and  causes  the  rod  to 
revolve.  This  rod  is  provided  with  a  universal  joint,  /•',  a 
few  inches  from  the  pinion  r.  The  short  section  of  the  rod, 
between  the  joint  and  the  pinion  is  supported  in  horizontal 
transverse  position  with  respect  to  the  plane  of  the  driving- 
wheel  by  bearings  secured  upon  the  wheel-frame  A,  the 
universal  joint  thus  forming  the  center  of  motion  of  the 
rake,  as  hereinafter  more  fully  described.  Another  pinion, 
S,  is  secured  on  the  rake-rod  near  its  outer  end,  and  is  pro- 
vided with  cogs  (or  some  iiTegular  surface)  to  correspond 
with  those  of  an  endless-rack,  T,  having  internal  teeth,  in 
which  it  travels.  This  endless-rack  T  has  parallel  sides 
and  semicircular  ends,  and  it  is  to  be  made  of  the  shape  re- 
quired to  produce  the  desired  motions  of  the  rake,  as  here- 
inafter described.  It  is  secured  upon  the  outer  or  grain 
end  of  the  platform,  and  is  so  curved  that  in  its  top  view  it 
forms  the  arc  of  a  circle  of  which  the  universal  joint  r' 
forms  the  center  and  the  rake-rod  R  the  radius.  This  rod 
R  also  extends  through  the  pinion  S,  and  projects  beyond 
it — say  half  an  inch — in  order  that  it  may  roll  along  the 
edge  of  the  guide-plate  U,  which  plate  is  secured  in  the 
center  of  the  endless-rack  with  its  edges  parallel  to  the 
sides  thereof,  and  holds  the  pinion  S  in  contact  with  the 
teeth  of  the  rake  in  every  part  of  its  circuit,  and  also  acts 
as  a  support  to  the  outer  end  of  the  rake-rod. 

The  guide-rod  X  passes  through  one  or  more  of  the  at- 
tachments W  W  W,  and  extends  beyond  the  pinion  S  into 
the  horizontal  groove  y  in  the  center  of  the  endless  rack  T, 
as  well  as  in  that  of  the  guide-plate  U.     It  also  projects  be- 
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yond  the  outer  end  of  the  rake-rod  R,  that  it  may  at  all 
times  continue  in  the  groove. 

The  operation  of  the  machine  is  as  follows:  As  it  is 
drawn  forward  the  grain  in  front  of  the  machine  is  divided 
from  the  remainder  by  the  divider  at  the  outer  end  of  the 
finger-beam  and  its  heads  are  borne  by  the  reel  toward  the 
cutting  apparatus,  which  severs  the  stalks.  The  cut  grain 
is  compelled  to  fall  backward  upon  the  platform  in  the  rear 
of  the  cutting  apparatus  by  the  continued  action  of  the 
reel.  As  the  platform  is  quadrant-shaped,  it  x)ermits  the 
cut  grain  to  be  moved  backward  head  foremost  from  the 
cutting  apparatus,  swept  around  in  a  circular  curve,  and 
delivered  at  the  angular  side  of  the  platform.  In  the  pres- 
ent machine  the  movement  of  the  grain  on  the  platform 
and  its  delivery  are  effected  by  the  automatic  rake,  which 
operates  as  follows :  Suppose  the  parts  to  occupy  the  posi- 
tion shown  in  Fig.  1.  As  the  machine  advances  the  pin- 
ion r  and  rake-rod  R  are  caused  to  revolve,  which  causes 
the  pinion  S  to  roU  along  from  front  to  rear  of  the  platform 
in  contact  with  the  teeth  of  the  upper  side  of  the  endless- 
rack  T,  against  which  it  is  held  by  the  projecting  end  of  the 
rake-rod  R,  which  rolls  along  the  upper  edge  of  the  guide- 
plate  U,  and  which  supports  the  outer  end  of  the  rake. 
The  guide-rod  X  travels  in  the  groove  Y,  and,  as  it  is  below 
the  level  of  the  pinion  S,  while  the  latter  is  in  contact  with 
the  upper  teeth  of  the  rack,  the  points  of  the  rake-teeth 
are  held  firmly  down  upon  the  platform  while  raking  off 
the  grain,  which  is  swept  around  on  an  arc  of  a  circle  (of 
which  the  universal  joint  r'  forms  the  center)  and  discharged 
heads  foremost  upon  the  ground,  at  the  side  of  the  machine, 
behind  the  driving-wheel,  crosswise  to  the  direction  of  the 
swath,  and  far  enough  removed  from  the  standing  grain  to 
be  out  of  the  path  of  the  team  when  the  machine  comes 
round  in  cutting  the  next  swath.  When  the  pinion  S  has 
arrived  at  the  rear  end  of  the  rack  T,  which  point  is  marked 
4  in  the  drawings — ^that  is,  when  the  gavel  has  been  dis- 
charged— ^it  descends  until  the  lower  side  of  the  rack  is 
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reached,  when  it  begins  to  run  forward,  being  held  down 
npon  the  teeth  of  the  rack  by  the  lower  side  of  the  guides 
plate  u.  As  the  pinion  descends  it  passes  below  the  level 
of  the  groove  y^  in  which  the  guide-rod  x  travels,  and  as 
this  rod  forms  the  fulcrum  of  the  rake  its  teeth  are  corres-^ 
pondingly  elevated  and  held  up  until  the  pinion  S  reaches 
the  limits  of  its  forward  motion,  which  point  is  marked  3  in 
the  drawings.  When  the  pin  S  begins  to  ascend  the  curved 
end  of  the  rack  the  guide-rod  slips  into  a  slot  in  the  forward 
end  of  the  rack,  which  slot  forms  a  continuation  of  the 
groove  y,  and  is  of  a  depth  sufficient  to  permit  the  i)inion  3^ 
to  rise  without  obstruction  from  the  guide-rod.  As  the  pin- 
ion rises  the  rake-teeth  are  correspondingly  depressed,  the 
guide-rod  X  still  forming  the  fulcrum,  and  by  the  time  the 
pinion  has  reached  the  upper  side  of  the  endless-rack  the 
rake-teeth  are  firmly  pressed  toward  the  platform  and  pre- 
vented from  rising  out  of  the  grain  which  may  have  been 
received  thereon. 

I  have  called  the  platform  above  described  '' quadrant- 
shaped"  because  it  is  a  convenient  name  to  indicate  its 
form,  and  not  because  the  platform  has  the  form  of  an  ex- 
act quadrant  of  a  circular  disk,  for  it  will  be  noticed  that 
as  the  center  of  the  universal  joint  on  which  the  rake  moves 
is  a  little  in  the  rear  of  the  cutting  apparatus  the  front  i>or- 
tion  of  the  platform  is  straighter  than  the  con*esponding 
part  of  a  geometrical  quadrant,  while  the  delivery  side  of 
the  platform  g'  is  not  at  a  right  angle  with  the  front  edge 
thereof  next  the  finger-beam.  The  triangular  point  of  the 
quadrant  is  also  removed  as  unnecessary.  The  precise 
form  of  the  platform  is  not  important  so  long  as  the  same 
mode  of  operation  is  preserved,  by  which  I  mean  so  long 
as  the  platform  is  so  shaped  and  arranged  in  the  rear  of 
the  cutting  apparatus  that  the  grain  received  thereon  can 
be  moved  from  the  cutting  apparatus  head  foremost  and  in  a 
curve,  and  discharged  crosswise  to  the  direction  of  the  swath 
and  out  of  the  way  of  the  team  or  the  machine  when  cutting. 
the  succeeding  swath.     Neither  is  it  a  matter  of  necessity 
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that  the  rake,  the  mechanism  for  operating  it,  and  the  de- 
vices for  preventing  its  teeth  from  rising  out  of  the  grain 
should  be  constructed  as  represented  in  the  drawings,  pro- 
vided their  construction  is  such  that  their  mode  of  opera- 
tion is  preserved — that  is  to  say,  provided  the  rake-teeth 
are  compelled  to  sweep  over  the  platform  in  circular  curves 
while  moving  the  grain,  and  are  also  prevented  from  rising 
from  their  proper  positions  over  the  platform  at  that  time 
by  mechanism  substantially  as  described. 

The  operations  of  the  other  parts  of  the  machine  are  so 
well  Ivnown  to  those  skilled  in  the  art  of  constructing  reap- 
ing-machines that  any  further  description  of  them  is  deemed 
unnecessary  here,  especiaUy  as  they  form  no  part  of  the 
subject-matter  herein  claimed. 

What  I  claim  under  this  patent  as  my  invention  is — 

1.  The  combination,  in  a  harvesting-machine,  of  the  cut- 
ting apparatus  to  sever  the  stalks  with  a  reel  and  with  a 
quadrant-sliaped  platform  located  in  the  rear  of  the  cutting 
api)aratus,  these  three  members  being  and  operating  sub- 
stantially as  set  forth. 

2.  The  combination,  in  a  harvesting-machine,  of  the  cut- 
ting apparatus  with  a  quadrant-shaped  platform  in  the  rear 
of  the  cutting  apparatus,  a  sweep-rake,  mechanism  for  oper- 
ating the  same,  and  devices  for  preventing  the  rise  of  the 
rake-teeth  when  operating  on  the  grain,  these  five  members 
being  and  operating  substantially  as  set  forth. 

In  testimony  whereof  I  have  hereunto  subscribed  my 
name. 

WILLIAM  H.  SEYMOUR. 
Witnesses : 

William  Stoughton, 
Geo.  H.  Allen. 

Messrs.  J.  J.  Combs  and  J.  O.  Parker y  for  appellants  : 
The  answer  denies  * '  that  the  said  reissued  letters  patent 
granted  to  said  Palmer  and  Williams,  July,  1861,  were  for 
new  and  useful  invention  or  machine^"  and  avers  that  a 
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macMiie  made  in  pursuance  of  the  specification  and  draw- 
ings of  said  letters  patent  would  be  totally  inoperative  and 
impracticable,  and  not  useful  to  the  public ;  and  further 
denies  that  the'said  Palmer  and  Williams  ever  made  and 
put  into  use  any  machines  built  in  accordance  with  the  speci- 
fications and  drawings  of  said  letters  patent."  This  de- 
fence is  based  ui)on  the  fact  that  there  is  not  described  or 
shown  in  the  si)ecification,  drawings,  or  Patent  Office  model 
of  said  patent,  any  device  for  pre  venting  the  rise  of  the  rake 
teeth,  when  operating  upon  the  grain,  and  that  there  were 
other  defects  in  i)iQ  principles  of  construction,  as  shown 
and  described  in  the  patent,  which  would  render  a  machine 
made  in  strict  accordance  with  the  patent,  utterly  imprac- 
tical and  useless. 

The  want  of  some  device  for  holding  the  rake  teeth  down 
when  operating  upon  the  grain,  was  a  defect  which  could 
be  cured  by  a  patentable  invention  only. 

The  evidence  shows  that  but  one  single  machine  was  ever 
manufactured  in  accordance  with  the  specification  and  draw- 
ings of  the  patent,  and  without  a  device  for  holding  the 
rake  down  to  its  work  when  sweeping  over  the  platform. 
The  evidence  also  shows  that  this  was  an  impractical  and 
worthless  machine,  which  was  tried  a  few  times  in  the  har- 
vest of  1851,  and  then  abandoned  as  unsuccessful. 

Now,  if  some  device  to  prevent  the  rise  of  the  rake  teeth 
was  indispensable  to  make  the  machine  practically  useful, 
and  that  device  was  added  after  the  grant  of  the  patent, 
does  it  follow  that  the  machines  manufactured  after  the 
addition  of  such  a  device,  were  not  made  in  accordance  with 
the  patent,  and  hence  do  not  prove  that  the  machine  as  de  • 
scribed  and  shown  in  the  patent  was  practical  and  useful  ? 

If  the  defendants  have  added  to  the  invention  of  Palmer 
and  Williams  such  features  and  improvements  as  to  render 
a  worthless  invention  practical  and  of  value,  they  are  not 
liable  in  damages  in  any  action  for  infringement  of  that 
jmtent. 

Whitney  t).  Emmett,Bald.  325. 
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So,  also,  if  Palmer  and  Williams  themselves,  after  the 
granting  of  their  patent,  added  such  features  and  improve- 
ments as  to  render  a  worthless  machine  practical,  no  one 
would  be  liable  in  damages,  in  a  suit  upon  said  patent^  for 
making  or  using  a  machine  so  improved. 

It  will  be  seen  that  the  mechanism  by  which  the  rakes  are 
operated  in  the  two  machines  is  radically  different,  the  re- 
volving rakes  of  Marsh  could  not  possibly  be  operated  by 
the  Palmer  and  Williams  mechanism,  nor  vibrating  rake  of 
Palmer  and  Williams  be  operated  by  a  mechanism  of  Marsh. 

We  respectfully  submit,  with  great  confidence,  that,  in 
view  of  the  testimony,  the  appellants  cannot  be  held  the  in- 
fringers of  the  second  claim  of  reissue  No.  1,683,  unless  the 
words,  ''these  parts  being  and  operating  substantially  as 
set  forth,"  are  entirely  ignored,  and  treated  as  surplusage. 
In  Seymour  v.  Osborne,  11  Wall.  547  [8  Am.  &  Eng.  290,] 
this  court  says  "where  the  claim  immediately  follows  the 
description  of  the  invention  it  may  be  constoied  in  con- 
nection with  the  explanations  contained  in  the  specifica- 
tion, and  where  it  contains  words  referring  back  to  the 
specification  it  cannot  properly  he  construed  in  any  other 
way?'' 

Now  it  is  perfectly  clear  that  the  appellants  cannot  be 
held  to  have  infringed  the  aforesaid  claim,  unless  the  same 
b6  construed  just  as  broadly  as  if  instead  of  concluding 
with  the  words,  "  these  parts  being  and  operating  substan- 
tially as  hereinbefore  set  forth,"  they  had  concluded  with 
the  words,  "  the  functions  of  said  devices  being  performed 
by  any  other  mechanism,  however  different  in  construction 
and  mode  of  operation  from  the  devices  hereinbefore  set 
forth."  Such  a  claim  would  unquestionably  be  pronounced 
void  by  this  court  and  yet  it  is  clear  that  the  appellants 
cannot  be  held  as  infringers  of  this  said  claim  unless  said 
claim  be  construed  just  as  broadly  as  if  it  contained  the 
words  above  suggested,  or  words  of  equivalent  import. 

The  condemnation  so  frequently  and  emphatically  pro- 
nounced by  this  court,  of  the  practicability  of  reissuing 
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Intents  with  expanded  claims  to  cover  and  control  subse- 
quent useful  and  valuable  inventions,  applies  with  peculiar 
force  to  every  one  of  the  patents  of  the  complainants  in- 
volved in  this  case.  Burr  v.  Duryee,  1  Wall.  631  [7  Am.  & 
Eng.  224 ;]  Case  v.  Brown,  2  Wall.  320  [7  Am.  &  Eng.  360 ;] 
Carlton  tj.  Bokee,  17  Wall.  463  [9  Am.  &  Eng.  91 ;]  GiU  7>. 
Wells,  22  Wall.  1  [9  Am.  &  Eng.  271.] 

Messrs,  William  H,  Seyvwur  and  George  Harding^  for 
appellees : 

Infringement  is  proved  by  testimony  of  Allan  R.  Reese 
who  proves  the  manufacture  by  appellants  of  machines 
like  exhibit  ''Valley  Chief,"  and,  also,  that  the  said  ma- 
chines contain  the  invention  described  and  claimed  in  re- 
issues Nos.  72,  1,682  and  1,683. 

The  next  point  of  defence  is  that  the  reissues  of  the  pat- 
ent is  for  a  different  invention  than  the  original.  The  tes- 
timony to  establish  this,  is  that  of  H.  K.  Peck,  who  as  Ex- 
aminer in  the  Patent  Office  granted  these  reissues.  He  tes- 
tified in  the  same  way  as  now  in  the  case  of  Seymour  o. 
Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290;]  he  admits  that 
the  features  now  claimed  are  in  the  original  patent. 

The  master's  rei)ort  should  extend  down  to  the  time  of 
the  hearing  before  the  master,  so  as  to  include  all  infringe- 
ments to  that  date.  Goodyear  v.  Rubber  Co.,  8  Wall.  788 
[8  Am.  &  Eng.  150.] 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Owners  of  a  patent,  whether  patentees  or  assignees,  may 
se^k  redress  for  the  unlawful  use  of  the  improvement  which 
it  secures,  in  the  circuit  court,  by  a  suit  at  law  or  in  equity, 
at  their  option ;  but  in  either  form  of  proceeding  they  must 
allege  and  prove  that  they  or  those  under  whom  they  claim 
are  the  original  and  first  inventors  of  the  improvement,  and 
that  the  opposite  party  or  parties  have  infringed  their  ex- 
clusive right  to  make  or  use  the  same,  or  vend  it  to  others 
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to  be  used.  Both  allegations  must  be  proved ;  but  the  let- 
ters patent,  if  introduced  and  in  due  form,  afford  b,  prima 
facie  presumption  that  the  iirst  allegation  is  true,  which 
casts  the  burden  of  proof  upon  the  defending  party. 

Patents,  when  inoperative  or  invalid,  may,  in  certain 
cases,  be  surrendered  and  reissued ;  but  the  new  patent  in 
such  case  must  be  for  the  same  invention  as  the  original 
patent ;  and  if  it  is  for  a  different  invention,  the  reissue  is 
invalid,  for  the  reason  that  it  was  granted  without  author- 
ity of  law. 

Redress  is  sought  in  two  suits  in  equity  by  the  complain- 
ants for  the  infringement  of  five  of  the  patents  which  they 
own,  their  title  to  the  same  not  being  in  controversy.  Ser- 
vice was  made,  api)earance  entered,  answers  and  replications 
filed,  proofs  taken,  hearing  had ;  and  the  circuit  court  en- 
tered a  decree,  sustaining  the  validity  of  three  of  the  pat- 
ents, and  that  the  complainants  recover  of  the  respondents 
the  profits,  gains,  savings  and  advantages  they  made  in 
consequence  of  the  infringement,  together  with  the  dam- 
ages they  sustained  thereby,  with  costs  and  charges. 

Such  a  decree  was  entered  in  each  case,  with  a  further  de- 
cree, that  the  cause  be  referred  to  a  master  to  compute  the 
profits,  gains,  savings  and  advantages  made  by  the  respond- 
ents. Both  parties  excepted  to  the  report  of  the  master  in 
each  case ;  and  the  court  overruled  their  respective  excep- 
tions, and  decreed  that  the  complainants  do  recover  of  the 
respondents  in  the  first  case  the  sum  of  $6,280  damages  for 
machines  made  and  sold,  adding  six  cents  as  nominal  dam- 
ages for  machines  not  sold,  with  costs  as  taxed ;  and  that 
the  complainants  do  recover  of  the  resi)ondents  in  the  sec- 
ond case  the  sum  of  $13,085.06,  voth  costs  as  taxed ;  the 
master  having  allowed  $5,  a  sum  equal  to  a  license  fee,  for 
each  machine  sold,  amounting  to  $13,085.06  nominal  dam- 
ages for  machines  manufactui-ed  and  not  sold. 

Immediate  appeal  was  taken  by  the  respondents  to  this 
court,  and  they  now  assign  the  following  errors :    (1)  That 
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the  first  two,  to  wit :  No.  1,682  and  No.  1,683,  are  invalid, 
and  that  the  circuit  court  erred  in  not  sustaining  the  de- 
fence that  the  respective  inventions  were  neither  useful  nor 
practical.  (2)  That  the  patent  No.  72  is  invalid,  and  that 
the  circuit  court  erred  in  not  sustaining  the  defence  that 
the  patentee  was  not  the  original  inventor  of  the  improve- 
ment. (3)  That  the  circuit  court  erred  in  holding  that  the 
reissued  patent  No.  72  was  for  the  same  invention  as  the 
original  patent.  (4)  That  the  circuit  court  erred  in  over- 
ruling the  exceptions  of  the  respondents  to  the  master's  re- 
port. 

Three  patents  only  are  involved  in  the  present  investiga- 
tion, as  exhibited  in  the  assignment  of  errors,  as  follows : 
(1)  Reissue  No.  72,  which  has  but  a  single  claim  ;  to  wit : 
for  a  quadrant-shaped  platform  of  a  reaping  machine,  ar- 
ranged relatively  to  the  cutting  apparatus,  substantially  as 
described  and  for  the  purpose  set  forth.  (2)  Reissued  pat- 
ent No.  1,683  the  charge  of  infringement  being  limited  to 
the  second  claim,  which  is  as  follows :  the  combination  in 
harvesting  machines  of  the  cutting  apparatus  with  a  quad- 
rant-shaped platform  in  the  rear  of  the  cutting  apparatus,  a 
sweep-rake  mechanism  for  the  operating  of  the  same,  and  de- 
vices for  preventing  the  rise  of  the  rake  when  operating  on 
the  grain,  those  five  members  being  and  operating  substan- 
tially as  set  forth.  (3)  Reissue  No.  1,682,  the  charge  of  in- 
fringement extending  only  to  the  first  claim  of  the  patent 
which  is  as  follows :  the  combination  of  the  cutting  appara- 
tus of  a  harvesting  machine  with  a  quadrant-shaped  plat- 
form arranged  in  the  rear  thereof,  a  sweep  rake  operated  by 
mechanism,  in  such  a  manner  that  its  teeth  are  caused  to 
sweep  over  the  platform  in  curves  when  acting  on  the  grain, 
these  parts  being  and  operating  substantially  as  set  forth  in 
the  specification. 

Two  of  the  patents,  to  wit :  the  first  and  the  second,  are  re- 
issues from  the  original  patent  granted  to  the  first-named 
complainant  No.  72,  dated  May  7, 1861,  being  a  reissue  of  one 
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of  the  three  parts  of  a  prior  reissue  of  the  original  patent,  and 
No.  1,683,  dated  May  31,  1864,  being  a  reissue  of  another  of 
the  three  parts  of  the  prior  reissue  of  the  same  original  pat- 
ent granted  to  the  original  patentee.  Reissue  No.  1,682, 
dated  May  31,  1864,  is  a  second  reissue  from  a  prior  reissue, 
when  the  original  patent  granted  to  Palmer  and  Williams 
was  divided  into  two  parts,  and  reissued  on  an  amended 
speciiication. 

Properly  construed,  the  defences  to  the  charge  of  infring- 
ing patent  No.  72  are  as  foUows :  (1)  That  the  patentee  was 
not  the  original  and  lirst  inventor  of  the  improvement.  (2) 
That  the  reissued  patent  is  not  for  the  same  invention  as 
the  original  patent.  (3)  That  the  respondents  have  not 
made,  used,  or  sold  machines  constructed  in  accordance 
with  the  mechanism  described  in  the  complainants'  patent. 

Attempt  is  not  made  to  call  in  question  the  correctness  of 
the  construction  given  to  the  patent  when  the  court  here 
was  required,  five  years  ago,  to  define  its  sjHHjification ;  and 
being  satisfied  that  the  views  then  expressed  were  correct, 
they  are  adopted  in  the  present  case. 

Number  seventy- two  consists  in  constructing  the  platform 
of  a  reaping  machine,  upon  which  the  cut  grain  falls  as  it 
is  cut,  in  the  shape  of  a  quadrant  or  of  a  sector  of  a  circle, 
placed  just  behind  the  cutting  apparatus,  and  in  such  rela- 
tion to  the  main  frame  that  the  grain,  whether  raked  oflf  by 
hand  or  by  machinery  located  behind  the  cutting  apparatus, 
can  be  swept  around  on  the  arc  of  a  circle,  and  be  dropped 
heads  foremost  on  the  ground,  far  enough  from  the  stand- 
ing grain  to  leave  room  for  the  team  and  machine  to  jwiss 
between  the  gavels  and  the  standing  grain,  without  the  nec- 
essity of  taking  up  the  gavels  before  the*  machine  comes 
round  to  cut  the  next  swath. 

Infringers,  if  they  give  due  notice  of  such  a  defence,  may 
show  that  the  patentee  is  not  the  original  and  first  inventor 
of  the  improvement ;  and  if  they  establish  that  allegation, 
the  prosecuting  party  is  not  entitled  to  recover,  but  the 
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burden  to  prove  the  defence,  if  the  patent  is  introduced  in 
evidence,  is  cast  upon  the  defending  party  to  prove  the 
affirmative  of  the  issue.  Seymour  v.  Osborne,  11  Wall.  538. 
Apply  that  rule  to  the  case,  and  it  is  clear  that  the  burden 
of  proof  under  this  issue  is  ujx)n  the  resjx)ndents,  as  the 
patent  of  the  complainants  is  made  an  exhibit  in  the  record. 

Appellants  set  up  want  of  novelty  and  refer,  in  the  first 
place,  to  the  machine  of  Nelson  Piatt  in  support  of  their 
theory.  Precisely  the  same  defence  was  set  up  in  the  prior 
case  founded  on  this  patent,  in  respect  to  which  decision 
the  respondents  admit  that  it  is  an  authority  in  this  case  to 
the  extent  that  the  issues  and  facts  are  the  same.  Prop- 
erly understood,  say  the  court  in  that  case,  the  machine 
referred  to  does  not  contain  a  combination  of  the  quadrant- 
shaped  platform  with  the  cutting  apparatus,  in  any  pmcti- 
cal  sense.  On  the  contrary,  it  has  a  square  platform  com- 
bined with  the  cutting  apparatus,  and  the  quadrant-shaped 
platform  is  combined  with  the  square  platform  ;  nor  does  it 
contain  any  quadrant-shaped  platform,  to  receive  the  grain 
as  it  falls,  the  court  holding  that  the  ingredients  of  the  pat- 
ent in  that  case,  as  well  as  the  combination,  are  different 
from  those  exhibited  in  the  complainants'  machine,  and 
that  the  mode  of  operation  is  also  different. 

Support  to  that  theory,  of  a  decisive  character,  is  also 
found  in  the  testimony  of  the  expert  witness  called  by  the 
resjx)ndents.  He  admits  in  his  cross-examination,  that 
there  are  material  and  substantial  differences  between  the 
machine  represented  in  the  respondents'  exhibit  and  that  of 
the  complainants' ;  that  he  does  not  find  in  the  respondents' 
exhibit  the  quadrant  or  sector  shaped  platform  arranged  as 
in  the  complainants'  machine,  so  that  the  grain  faUs  thereon 
as  it  is  cut  by  the  cutting  apparatus ;  that  the  quadrant- 
shaped  jyart  of  the  platform  shown  in  the  respondents'  ex- 
hibit has  the  grain  conveyed  to  it  from  a  rectangular  plat- 
form, which  is  in  the  rear  of  the  cutting  apparatus,  the 
quadrant-shaped  part  being  immediately  connected  to  the 
rectangular  platform. 
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2.  They,  the  re8j)ondents,  refer  also  to  the  machine  of 
Obed  Hussey  as  anticipating  the  patented  quadrant-shaped 
platform  of  the  complainants,  which  is  also  the  same  de- 
fence as  that  made  in  the  prior  suit  founded  on  this  patent. 
Hussey,  as  the  court  remarked  in  that  case,  was  much  en- 
gaged, for  a  time,  in  the  manufacture  of  reaping  machines 
of  various  kinds.  Most  of  his  machines,  however,  w^ere 
constructed  without  any  reel  and  with  square  platforms,  so 
as  to  drop  the  cut  grain  at  the  rear  of  the  platform,  differ- 
ing so  widely  from  the  patented  machine  of  the  complain- 
ants as  to  require  no  argument  to  show  that  they  do  not  af- 
ford supi)ort  to  the  present  defence. 

Apart  from  these  he  made  the  one  set  up  as  a  defence  in 
this  case,  which  has  a  square  or  rectangular  platform,  to 
which  is  bolted  an  angular  addition,  giving  the  rear  part, 
when  the  addition  is  attached,  an  angular  form.  Examined 
when  the  addition  is  bolted  to  the  main  platform,  irres- 
pective of  the  other  ingredients  of  the  combination,  it  ap- 
proaches much  nearer  to  the  invention  of  the  complainants 
than  the  other  exhibit  given  in  evidence.  Undoubtedly  it 
was  built  during  the  autumn  prior  to  the  harvest  season,  dur- 
ing which  the  inventor  of  the  complainants  made  his  inven- 
tion of  the  quadrant-shaped  platform ;  but  the  proofs  intro- 
duced by  the  respondents  show  that  the  square  platform  of 
Hussey,  to  which  was  bolted  the  angular  addition,  was  not 
used  for  cutting  grain  during  the  harvesting  season  of  its 
manufacture. 

Proofs  were  introduced  in  the  former  case  to  supjx)rt  the 
theory  that  that  exhibit  anticipated  the  complainants'  pat- 
ent for  the  quadrant-shaped  platform  ;  but  the  court  over- 
ruled that  defence,  ujx)n  two  grounds :  (1)  That  the  two 
machines  were  substantially  different.  (2)  That  the  ma- 
chine as  constructed  was  merely  an  experiment,  and  that  it 
was  never  reduced  to  practice  as  an  operative  machine. 

In  support  of  the  latter  proposition,  the  court  in  that  case 
remarked  that  the  evidence  showed  that  it  was  sent  to  the 
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railroad  depot,  to  be  transported  to  some  other  place  for 
trial ;  that  there  was  no  positive  evidence  that  it  was  ever 
forwarded  or  used,  or  that  it  was  capable  of  any  beneficial 
use  ;  that  when  it  was  transx)orted  from  the  depot,  if  at  all, 
did  not  appear,  but  that  it  did  appear  that  it  was  returned 
the  next  year,  and  was  set  against  the  wall  by  the  side  of 
the  street  in  front  of  the  shop,  where  it  remained  for  some 
time ;  that  it  was  then  removed  to  the  new  shop  of  the 
maker,  where  it  remained  until  it  was  taken  to  pieces  and 
broken  up  by  his  order,  and  that  it  was  never  restored  till 
long  subsequent  to  the  complainants'  patent. 

Three  witnesses  established  the  views  there  expressed,  but 
the  respondents  contend  that  one  of  the  three  witnesses  has 
since  recalled  certain  important  facts  which  he  did  not  recol- 
lect at  the  time  of  his  examination  in  the  prior  case.  Proof 
was  introduced  by  the  respondents  tending  to  show  that  the 
witness  had  seen,  in  the  manufactory  of  the  party  last 
named,  certain  machines  having  an  extra  platform,  with 
an  angular  guide-board  bolted  to  the  rear  of  the  original, 
platform,  prior  to  the  date  of  the  complainants'  invention, 
as  shown  in  the  evidence.  Being  asked  whether  he  was  not 
examined  in  the  prior  suit,  the  witness  answered  that  he 
was ;  and  he  admits  that  he  then  stated  that  he  did  not  re- 
member but  one  machine  with  such  a  platform,  and  that  he 
then  stated  that  he  had  no  knowledge  what  became  of  it, 
and  he  now  testifies  that  those  answers  are  correct. 

During  his  examination  in  chief  he  testified  to  the  effect, 
that  when  it  became  necessary  to  have  more  room  between 
the  gavels  and  the  standing  grain,  so  as  to  employ  two 
horses  abreast,  an  additional  angular  piece  was  attached  to 
the  back  part  of  the  platform,  which  finally  developed  itself 
into  a  part  of  a  circle,  the  guide-board  being  sawed  so  that 
it  could  be  easily  bent. 

In  resi)ect  to  that,  he  was  asked  if  he  made  any  statement 
of  the  kind  in  his  deposition  in  the  prior  case,  and  his  an- 
swer was  that  he  did  not ;  and  when  asked  why  he  did  not, 
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his  answer  was  that  he  did  not  think  of  it.  SuflSce  it  to  «ay, 
that  the  subsequent  explanations  given  by  the  witness  as  to 
the  inconsistency  of  his  statements,  when  one  deposition  is 
compared  with  the  other,  are  not  entirely  satisfactory. 

Taken  as  a  whole,  we  are  all  of  the  opinion  that  the  evi- 
dence of  that  witness  is  not  sufficient  to  Virarrant  the  conclu- 
sion that  the  patent  of  the  complainants  is  invalid,  for  at 
least  two  reasons :  (1)  Because  the  facts  stated  by  the  wit- 
ness are,  in  view  of  the  circumstances,  too  indefinite  and 
uncertain  to  show  that  the  machines  which  the  witness  saw 
embodied  the  same  principle  and  mode  of  operation  as  the 
mechanism  described  in  the  complainants'  patent.  (2)  Be- 
cause the  statements  of  the  witness  do  not  show  that  the 
machines  were  anything  more  than  abandoned  experiments. 

Two  or  three  observations  will  be  sufficient  to  show  that 
the  defence  set  up  by  the  respondents,  that  the  McCormick 
machine  anticipates  the  complainants'  invention  of  a  quad- 
rant-shai)ed  platform,  is  entirely  without  merit.  Both  the 
specifications  and  the  drawings  of  the  patent  afford  abundant 
evidence  to  support  that  proposition.  From  these  it  ap- 
pears that  the  grain  cut  by  the  machine  is  raked  by  the 
operator  transversely  across  the  machine,  and  that  the  raker, 
when  in  the  act  of  discharging  the  cut  grain  upon  the  ground, 
endeavors  to  sweep  it  as  near  as  possible  into  a  position  ^ith 
the  heads  from  the  machine ;  but  the  platform  is  not  so  con- 
figured as  to  aid  him  in  accomplishing  that  result,  every- 
thing in  that  regard  depending  upon  the  skill  of  the  oper- 
ator, and  his  physical  ability  to  give  the  rake  the  right 
sweep  at  the  right  moment.  Further  discussion  of  the  matter 
is  deemed  unnecessary,  and  the  defence  depending  upon 
that  machine  is  overruled. 

(3)  Patents,  in  a  proper  case,  may  be  surrendered  and  re- 
issued, but  the  reissued  patent  must  be  for  the  same  inven- 
tion as  the  original  patent,  else  the  reissue  is  invalid  ;  but 
the  patentee  may  re-describe  his  invention,  and  include  in 
the  description  and  claims  of  the  specification  not  only  "what 

97  V.  S.  85((-3ff6. 


Oct,  1877.]  MARSH  v.  SEYMOUR  93 

Opinion  of  the  court 

was  well  described  before,  but  whatever  else  was  suggested 
or  substantially  indicated  in  the  old  specification,  drawings 
or  patent  office  model,  which  properly  belonged  to  the  in- 
vention as  actually  made  and  perfected.  Corrections  may  be 
made  in  the  description,  specification,  or  claims  of  the  patent 
where  the  patentee  has  claimed  as  new  more  than  he  had 
a  right  to  claim,  or  where  the  description,  specification,  or 
claim  is  defective  or  insufficient ;  but  he  cannot,  under  such 
an  application,  make  material  additions  to  the  invention 
which  were  not  described,  suggested,  nor  substantially  indi- 
cated in  the  original  specifications,  drawings,  or  patent  office 
model. 

Extended  discussion  of  those  principles  is  unnecessary, 
as  they  are  well  settled  by  the  rei)eated  decisions  of  this 
court,  and  when  properly  applied  to  the  case  before  the 
court,  they  show  that  the  third  assignment  of  error  must  be 
overruled,  for  the  reason  that  the  new  patent  does  not  con- 
tain anything  beyond  what  was  well  described  or  suggested 
in  the  specification  of  the  original  patent. 

II.  Passing  for  the  present  the  question  of  infringement, 
the  errors  assigned  in  respect  to  the  reissued  jyatent  No. 
1,682  will  next  be  considered.  They  are  as  follows :  (1) 
That  the  patent  is  invalid.  (2)  That  the  invention  is  neither 
useful  nor  practical. 

Much  discussion  of  the  first  error  assigned  cannot  be  re- 
quired, as  it  is  too  indefinite  to  convey  any  distinct  idea  as 
to  what  is  meant.  Patents  may  be  invalid  because  the  pat- 
entee is  not  the  original  or  first  inventor  of  the  improve- 
ment, or  for  the  reason  that  the  written  description  of  the 
same  is  not  in  such  fuU,  clear,  concise  and  exact  terms  as 
to  enable  any  i)erson  skilled  in  the  art  or  science  to  which 
it  appertains  to  make,  construct,  compound  or  use  the  same ; 
or  a  reissued  patent  may  be  invalid  because  it  is  not  for  the 
same  invention  as  the  original.  None  of  these  defences, 
however,  if  made,  could  be  supi)orted ;  and  in  view  that 
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no  more  explicit  cause  of  error  is  assigned,  the  first  assign- 
ment of  error  must  be  overruled. 

Explicit  explanation  is  made  in  the  brief  as  to  what  is 
meant  by  the  second  assignment  of  error,  which  is,  that  the 
patent  does  not  in  terms  describe  any  device  to  prevent  the 
rake  from  rising  when  operating  upon  the  grain,  and  enough 
appears  to  show  that  the  rake  in  the  first  machine  made  by 
the  complainants  was  not  of  suflScient  weight  to  prevent  it 
from  rising  when  the  teeth  came  in  contact  with  heavy- 
grain.  Brief  experiment,  however,  was  suflScient  to  dis- 
close the  defect,  which  was  immediately  remedied  by  ad- 
ding a  spring  of  proper  stiffness  to  hold  the  rake  down 
without  impairing  the  other  operating  devices  to  enable  the 
rake  to  perform  the  function  of  removing  the  cut  grain  from 
the  platform,  and  causing  it  to  drop  in  gavels  in  the  proper 
place. 

None  of  these  facts  are  controverted ;  but  the  respond- 
ents contend  that  the  spring  was  a  new  invention,  and  that 
anyone  may  make  and  use  the  patented  machine,  or  vend 
the  same  to  others  to  be  used,  without  the  spring,  and  not 
be  liable  as  infringers ;  but  the  court  is  entirely  of  a  differ- 
ent opinion,  as  the  addition  of  the  spring  for  the  purpose 
suggested  is  nothing  more  than  any  practical  mechanic  or 
operator  would  supply  as  soon  as  the  difficulty  was  discov- 
ered. 

Viewed  in  the  light  of  these  suggestions,  it  is  clear  that 
the  defence  to  the  second  patent  must  be  overruled. 

III.  like  defences  are  set  up  to  patent  No.  1,683,  which 
must  also  be  overruled  for  the  same  reasons,  the  opinion  of 
the  court  being,  that  all  three  of  the  patents  described  in 
the  bill  of  complaint  are  valid. 

Suppose  that  is  so ;  stiU  it  is  insisted  by  the  respondents 
that  they  have  not  been  guilty  of  infringement,  as  charged 
in  the  respective  bills  of  complaint. 

Conclusive  evidence  is  reix)rted  in  the  record,  showing 
that  the  respondents  were  largely  engaged  in  manufactur- 
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lug  machines  of  the  description  referred  to  by  the  two  ex- 
pert witnesses  examined  in  the  case.  Exhibit  1,  it  is  con- 
ceded by  the  respondents,  is  an  accurate  representation  of 
the  machines  which  they  made  and  sold,  and  the  complain- 
ants accept  the  admission  as  correct.  Great  certainty, 
therefore,  attends  the  present  inquiry,  and  there  is  very 
little,  if  any,  more  difficulty  in  ascertaining  the  proper  con- 
struction of  the  complainants'  machines,  so  that  the  princi- 
pal matter  of  investigation  under  this  issue  is,  whether  the 
machines  made  and  sold  by  the  respondents  infringe  the 
patented  machines  of  the  complainants  in  the  respect 
charged  in  the  bill  of  complaint. 

Reissue  No.  72  has  but  one  claim,  and  the  charge  is  that 
that  claim  is  infringed  by  the  respondents,  and  the  com- 
plainants also  charge  that  the  respondents  infringe  the  first 
claim  of  the  patent  No.  1,682,  and  the  second  claim  of  1,683. 

Investigations  of  the  kind  are  ordinarily  best  conducted 
by  comparing  the  machine  made  by  the  respondent  with  the 
machines  described  in  the  complainants'  patent  or  patents, 
where  more  than  one  is  embraced  in  the  same  suit.  Due 
com]>arisons  of  the  kind  have  been  made ;  and  the  court  is  of 
the  opinion  that  the  several  inventions  of  the  complainants, 
excepting  the  claims  pointed  out  as  not  infringed,  are  em- 
bodied in  the  machines  made  and  sold  by  the  respondents. 

Decided  support  to  that  proi)osition  is  derived  from  the 
testimony  of  the  expert  witnesses  examined  by  each  of  the 
contesting  parties.  Direct  testimony  to  that  effect  is  given 
by  the  complainants'  exi)ert  witness.  He  says  that  he  finds  in 
Exhibit  1  the  improvement  described  and  specified  in  reissue 
No.  72 ;  that  the  exhibit  mentioned  shows  the  quadrant- 
shscpeA  platform  arranged  relatively  to  the  cutting  appara- 
tus substantially  as  described  in  reissue  No.  72,  for  the  pur- 
I)ose  of  receiving  the  cut  grain  as  it  is  severed  and  falls  upon 
the  platform  and  is  swept  in  a  circular  form,  heads  fore- 
most, upon  the  ground  in  the  arc  of  a  circle,  out  of  the  way 
of  the  team  on  the  next  round. 
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Speaking  of  the  other  two  reissued  patents,  the  witness 
says  that  he  finds  in  that  exhibit  of  the  respondents  the 
combination  of  a  cutting  apparatus  of  a  harvesting  machine 
with  a  quadrant-shaped  platform  arranged  in  the  rear  there- 
of,  and  a  sweep  rake,  operated  by  mechanism  in  such  a 
manner  that  its  teeth  are  caused  to  sweep  over  the  platform  in 
curves  when  acting  on  the  grain,  substantially  as  described  in 
the  complainants'  reissued  patents.  When  specially  interro- 
gated, he  said  he  applied  those  remarks  to  both  the  other 
.  patents ;  and  the  expert  witness  examined  by  the  respon- 
dents, in  his  cross-examination,  fully  confirms  the  substance 
and  effect  of  those  statements,  and  they  accord  with  what 
this  court  decided  in  the  former  case,  and  are  believed  to  be 
correct.  Seymour  v.  Osborne,  11  Wall.  659  [8  Am.  &  Eng. 
290.] 

Grant  that,  and  still  it  is  insisted  by  the  respondents  that 
the  rake  which  they  employ  does  not  infringe  the  rake  of 
the  complainants  ;  but  the  court  is  not  able  to  sustain  the 
proposition,  as  the  rake  of  the  respondents  is  combined 
with  a  quadrant-shaped  platform,  and  i)erf orms  the  same 
function  in  substantially  the  same  way  as  it  sweeps  over 
the  platform  to  remove  the  cut  grain  from  the  same,  and  cause 
it  to  be  deposited  in  gavels,  as  described  in  the  complain- 
ants' patents. 

Differences  exist  in  the  mode  of  attaching  the  arm  to  the 
machine,  and  in  the  means  employed  for  its  return  prepar- 
atory for  another  sweep ;  but  in  the  performance  of  the 
function  of  removing  the  cut  grain  and  depositing  the  same 
in  gavels,  the  two  devices  are  substantially  the  same  in  the 
sense  of  the  patent  law ;  nor  can  it  benefit  the  respondents 
if  their  mode  of  returning  the  device  for  a  second  operation 
is  better  than  the  complainants',  as  that  cannot  give  them 
any  right  to  make,  use  or  vend  what  is  patented  to  another. 

Nothing  remains  but  to  examine  the  exceptions  to  the 
master's  report  as  confirmed  by  the  circuit  court. 

Separate  decrees  were  entered  in  the  two  cases,  and  the 
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master  made  sep^te  reports.  He  found  in  the  first  case 
that  all  claim  for  profits  was  waived  by  the  complainants, 
the  respondents  contending  and  offering  proofs  to  show  that 
they  made  no  profits.  Hearing  was  had,  and  the  master 
also,  found  that  the  resi)ondents  had  made  fourteen  hundred 
and  sixty  machines  which  infringed  the  complainants'  pat- 
ents, two  hundred  and  six  of  which  had  not  been  sold.  Of 
course,  they  made  and  sold  twelve  hundred  and  fifty-i^ 
machines,  for  which  the  master  estimated  the  damages  on 
the  basis  of  the  license  fee  of  $5  each  machine,  amounting 
to  $6,280,  to  which  he  added  six  cents  as  nominal  damages 
for  the  machines  made  by  the  respondents  and  not  sold. 

Pending  the  proceedings  before  the  master  in  the  second 
case,  the  complainants  also  withdrew  their  claim  for  profits, 
for  the  same  reson  as  in  the  other  case,  and  made  claim  for 
damages  as  for  a  license  fee.  Accordingly,  the  master  found 
that  the  respondents  had  built  twenty-eight  hundred  and 
seventeen  machines  which  infringed  the  complainants'  rights, 
of  which  two  hundred  were  not  sold.  Adopting  the  same 
rule  as  in  the  other  case,  he  found  as  damages  the  license 
fee  of  $5  on  each  of  the  machines  made  and  sold,  amounting 
to  $13,085,  to  which  he  added  six  cents  as  nominal  damages 
for  the  machines  made  and  not  sold. 

Damages  of  a  compensatory  character  may  be  allowed  to 
a  complainant  in  an  equity  suit,  where  it  appears  that  the 
business  of  the  infringer  was  so  improvidently  conducted 
that  it  did  not  yield  any  substantial  profits,  as  in  the  case 
before  the  court.  16  Stat,  at  L.,  206 ;  R.  S.,  sec.  4,921 ; 
Birdsall  v.  Coolidge,  93  U.  S.  64  [10  Am.  &  Eng.  445.] 

Without  more,  these  explanations  are  suflScient  to  show 
that  none  of  the  exceptions  to  the  master's  report  can  be 
sustained,  and  they  are  respectively  overruled. 

Decree  in  each  case  affi/rmed. 
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•Statement  of  the  case. 

WILLIAM  P.  TYSON  AND  MARTIN  MURPHY,  AP- 
PELLANTS, T.  MARGARET  MYERS,  Executrix  of 
John  Myers,  Deceased  ;  ROBERT  G.  EUNSON  ;  AND 
MARY  CANFIELD,  Administratrix,  AND  HORACE 
MANUEL,  Administrator,  of  Isabella  Stewart,  Djs- 

CEASED.* 

Not  reported  elsewhere,     f  <^^  Term,  1877. 

Decided  April  9,  1878. 

1.  The  decree  in  the  Circuit  Court  adjudging  the  validity  and  in- 
fringement by  defendants  of  letters  patent  No.  10,965,  Myers  & 
Eunson,  May  23,  1854,  Sawing  Machine,  affirmed,     (p.  104.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
Southern  District  of  New  York. 

This  is  an  appeal  from  a  final  judgment  rendered  in  a  suit 
in  equity  brought  by  the  complainants  to  recover  for  alleged 
infringement  of  letters  patent. 

The  bill  alleged  issue  of  letters  patent  to  Myers  &  Eunson 
in  May,  1854,  No.  10,965,  for  a  machine  for  sawing  thin 
boards,  title  in  complainants ;  that  five  suits  for  infringe- 
ments had  been  tried  and  decided  in  favor  of  complainants 
in  the  Circuit  Court  of  the  United  States  for  the  Southern 
District  of  New  York ;  charges  infringement  by  the  defend- 
ants and  prays  for  injunction,  accounting  and  damages. 

The  defendants  answered  denying  generally  the  allega- 
tions of  the  bill,  but  the  defendant  Tyson  admitted  having 
in  his  possession  and  use  a  circular  re-sawing  machine,  such 
as  is  described  in  the  patent  which  he  had  so  possessed  and 
used  from  March,  1872,  to  the  commencement  of  the  suit 
(June,  1873,)  he  also  admitted  that  if  tlte  complainants 
were  lawfully  entitled  to  the  letters  patent^  such  use  was 
an  infringement,  and  offered,  if  the  court  determined  that 
he  had  infringed  complainants^  lawful  rights,  to  submit  to 
an  accounting.     Replication  was  made  in  the  usual  form. 

*See  Explanation  of  Notes,  page  III. 

IThia  caae  has  been  omitted  from  all  reports  of  U.  S.  Supreme  Court  cases, 
and  is  here  published  for  the  fiist  time. 
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No  proofs  were  taken,  but  upon  the  admissions  in  the 
answer,  an  interlocutory  decree  was  made  and  entered,  by 
which  the  patent  was  declared  valid,  that  the  defendants 
had  infringed  it,  and  ordering  an  accounting  before  a  mas- 
ter, as  to  the  profits  and  damages,  injunction,  etc. 

At  the  foot  of  this  decree  appears  the  following  memo- 
randum : 

"Tlie  defendants  hereby  submitted  to  the  entry  of  the 
foregoing  decree  in  this  cause,  December  10,  1873. 

"Jos.  W.  How^E, 
^"^  Defendants'  Attorney. 
*' George  E.  Home, 
"Of  Counsel 

The  Master  reported  October  9,  1874,  that  no  profits  had 
been  realized  by  defendants  from  the  use  of  the  machine  in 
question,  but  that  complainants  had  suflPered  damage  by 
non-payment  of  license  fee  to  the  amount  of  $2,000,  for 
which,  with  interest  and  costs,  judgment  was  rendered. 

On  the  hearing  before  the  Master,  defendants  offered  to 
prove  that  the  complainants  or  their  assigns  had  claimed 
and  been  paid  royalty  on  the  particular  machine  used  by 
the  defendants ;  the  evidence  was  excluded  and  exceDtion 
taken. 

Appeal  was  duly  taken  from  the  final  judgment  May  1st, 
1875. 

The  patent  sued  upon  is  the  same  that  was  in  issue  in 
the  suit  of  Myers  ei  al,  v.  Dunbar  &  Hopper  [11  Am.  & 
Eng.  69,]  in  which  this  court,  in  December,  1876,  adjudged 
the  patent  invalid,  and  reversed  a  judgment  rendered  upon  it. 

Mr,  Samuel  J,  Olassey^  for  appellants  : 

In  view  of  the  recent  decisions  in  Myers  v,  Dunbar,  94  IT. 
S.  187  [11  Am.  &  Eng.  59,]  it  is  not  deemed  necessary  to 
discuss  the  question  of  the  validity  of  the  letters  pat-ent, 
the  decision  is  conclusive  that  as  to  the  most  important 
claim  they  were  void,  and  all  the  Circuit  Court  decisions 
referred  to  in  the  bill  of  complaint  were  erroneous  in  law. 
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But  it  will  probably  be  contended  that  the  "  submission  " 
of  the  defendants  to  the  interlocutory  decree  estops  them 
from  now  raising  the  question  as  to  the  validity  of  the  pat- 
ent— and  though  it  is  and  always  was  void — ^the  defendants 
are  bound  to  recognize  it  as  valid. 

It  is  respectfully  submitted  that  no  such  consequences 
can  be  deduced  from  the  terms  of  the  paper,  nor  would  the 
court  in  the  exercise  of  its  equitable  jurisdiction  sanction 
or  enforce  such  an  estoppel. 

The  defendants  undoubtedly  intended  to  admit  the  use 
of  a  machine,  such  as  described  in  the  bill  of  complaint,  and 
so  far  as  facts  are  concerned  they  were  undoubtedly  bound. 
But  as  to  the  law  of  the  case  the  same  conclusion  does  not 
follow.  Law  is  something  fixed,  certain,  immutable.  An 
erroneous  decision  does  not  change  it.  No  submission  to 
an  erroneous  decision  can  make  law  for  any  purpose,  or  so 
as  to  bind  any  parties. 

Where  through  misunderstanding,  and  errors  of  a  grave 
character,  not  merely  technical,  injustice  results  from  a  de- 
cision in  the  court  below,  the  appellate  court  will  do  jus- 
tice, even  although,  objections  were  not  taken  in  the  court 
below.     Washington  R.  R.  v.  Bradley,  10  Wall.  303. 

The  patent  was  void  from  the  day  of  its  issue,  every  re- 
covery had  under  it  was  an  injustice.  The  defendants  could 
take  no  other  course  than  "  submit"  to  the  judgment,  and 
appeal  from  it,  which  they  have  done. 

Mr.  Frederic  H.  Belts ^  for  appellees  : 

The  interlocutory  decree  having  been  entered  by  consent, 
no  appeal  lies.  Atkinson  v.  Marks,  1  Cow.  191 ;  Jarvis  v. 
Palmer,  1  Barb.  379 ;  Dunham  v,  Hartwell,  9  Texas,  496 ; 
Meerholz  w.  Sessions,  9  Cal.  277 ;  Townsend  v.  Masterton 
Stone  Co.,  15  N.  Y.  587 ;  Marvin  v.  Marvin,  11  Abb.  Pr.  N. 
S.  97. 

An  appeal  in  such  a  case  might  well  be  termed  that  of  a 
party  appealing  from  himself. 

No  exceptions  having  been  filed  to  the  report  of  the  Mas- 
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ter,  it  was  confirmed,  as  of  course  there  is  nothing  to  con- 
sider. Hudkins  v.  Kemp,  20  How.  46 ;  Kinsman  v.  Park- 
hurst,  18  How.  289  [6  Am.  &  Eng.  273.] 

It  is  well  settled  that  no  exception  will  lie  to  a  master's 
report  which  had  not  previously  been  brought  in  be/ore  the 
Toaster.  Daniels  Ch.,  pp.  1302  and  note  4;  Copeland  u. 
Crane,  0  Pick.  73 ;  Meth.  Epis.  Ch.  v.  Jaques,  3  Johns.  Ch. 
81 ;  Story  v.  Livingston,  13  Pet.  359. 

The  complainants  have  other  cases  pending  in  the  North- 
em  District  of  New  York,  in  which  the  evidence,  as  we  be- 
lieve, fully  establishes  the  validity  of  the  first  claim  of  the 
patent.  We  entei^tain  the  hope  that  this  court  may  yet  so 
decide.     Such  a  course  would  not  be  without  precedent. 

Le  Roy  v.  Tatham,  14  How.  156  [5  Am.  &  Eng.  813 ;]  22 
How.  132  [7  Am.  &  Eng.  29.] 

This  court  has  power  only  to  "  aflSinn,  reverse,  or  modify" 
the  decree  of  the  court  below  on  the  record  and  evidence 
tJiere  presented.  It  cannot  admit  new  evidence.  Roemer 
V.  Simon,  95  U.  S.  14d  [11  Am.  &  Eng.  348  ;1  MitcheU  v. 
United  States,  9  Pet.  711 ;  Boone  v.  Chiles,  10  Pet.  177. 

Nor  does  the  court  take  judicial  cognizance  of  evidence 
in  one  ca^  so  as  to  make  it  evidence  in  another.  Eyster 
u.  Gaflf,  91  U.  S.  521. 

The  court  should  award  ten  per  cent,  damages  for  the  de- 
lay, under  rule  23.  Kilboume  v.  State  Sav.  Bank,  22  How. 
603 ;  Sutton  v.  Bankroft,  23  How.  320 ;  Jennings  v.  Ban- 
ning, 23  How.  455 ;  The  Duero,  3  WaU.  564. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court: 

The  decree  of  the  Circuit  Court  in  this  case  is  afOrmed. 
No  further  opinion  will  be  delivered. 

Omitted  in  U.  S. 
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E.  E.  PATTERSON,  PLAINTIFP  IN  ERROR,  v.  COM- 
MONWEALTH OP  KENTUCKY.* 

07  (7  Otto)  U.  S.  501-509.     Oct.  Term,  187& 

[Bk.  24,  L.  ed.  1115  ;  7  Reporter,  353.] 
Argued  January  10, 1879.     Decided  February  3,  1879. 

State  LatJD,     Police  Regulation,     Sale  of  patented  article  8ubfeet  to 

State  police  regulation. 

1.  A  statute  of  the  State  of  Kentucky  of  February  21,  1874,  regu- 

lating the  inspection  and  gauging  of  oils  and  fluids  field  to  be 
a  police  regulation  within  the  power  of  the  State  which  in  the 
sense  of  the  Constitution  does  not  intrench  upon  any  authority 
confided  to  the  National  Government,     (p.  112.) 

2.  Held  that  the  right  of  the  patentee  and  his  assigns  to  use  and 

vend  the  corporeal  thing  or  article,  a  burning  fluid,  brought 
into  existence  by  the  application  of  the  patented  discovery 
must  be  exercised  in  subordination  to  the  police  regulations 
which  the  State  has  established  by  the  statute  of  1874.    (p.  112.) 

[dtations  in  the  opinion  of  the  oonrt :] 
Gibbous  V.  Ogden,  9  Wheat.  1.    p.  111. 
License  Cases,  5  How.  504.    p.  111. 
Oilman  v.  Philadelphia,  3  Wall.  713.     pp.  Ill,  113. 
Henderson  r.  Mayor  of  N.  Y.     p.  111. 
K.  li.  Go.  V.  Husen,  95  U.  S.  465.     pp.  Ill,  113. 
Beer  Co.  c.  Mass,  97  U.  S.  25.     p.  111. 

Northwestern  Fertilizing  Co.  ».  Hyde  Park,  97  U.  S.  659.    p.  111. 
United  States  v.  Dewitt,  9  Wall.  41.    p.  112. 
Com.  r,  Alger,  7  Cash.  (Mass.)  53.    p.  113. 
Stephens  v.  Cady,  14  How.  530.    p.  114. 
Stevens  v.  Gladding,  17  How.  447.     p.  114. 
Yannini  v.  Paine,  1  Harr.  (Del.)  65.    p.  116. 
Livingston  r.  Van  Ingen,  9  Johns.  507.    p.  117. 

■ 

In  error  to  the  Court  of  Appeals  of  Kentucky. 
The  case  is  fully  stated  by  the  court. 

*See  Explanation  of  Notes,  page  11 L 
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Messrs.  R.  K.  WilliaTos  and  Matt  H.  Carpenter^  for 
plaiTitiff  in  error : 

We  agree  with  the  appellee's  counsel  in  saying  that  the 
State  statute  and  the  acts  of  Congress  relating  to  patents 
ought  to  be  construed  as  harmonizing  if  practicable,  and 
this  can  be  most  rationally  done  by  saying,  as  the  State 
statute  is  general  in  its  language,  not  mentioning  patent 
oils,  it  should  be  construed  as  excluding  them  and  embrac- 
ing only  the  sale  of  such  oils  as  the  Legislature  could  legally 
restrain,  and  which  has  not  been  authorized  by  Congress  in 
exercise  of  a  power  surrendered  by  the  States  to  it  in  the 
Federal  Constitution,  and  we  felt  much  confidence  in  that 
construction  being  given  to  it  by  the  Api>ellate  Court  of 
Kentucky,  but  were  disappointed. 

A  ixitent  is  a  contract  between  the  public  and  inventor 
or  discoverer,  by  which  the  latter  discloses  his  knowledge 
for  the  public  benefit  after  the  expiration  of  the  term,  in 
consideration  of  which  the  Government  secures  to  him  the 
exclusive  right  to  use,  make  and  vend  the  article  patented 
during  the  term.  The  patentee  is  a  purchaser  from  the 
public.  Curtis  on  Pats.,  pp.  23,  35  ;  Eansom  v.  City  of  New 
York,  1  Pish.  Pat.  Rep.  252. 

The  States  surrendered  to  the  Federal  Government  this 
right  to  contract  and  sell  this  peculiar  privilege  to  such  in- 
ventor or  discoverer  as  it  might  see  proper,  regulated  by 
the  laws  of  Congress,  and  to  confer  on  the  patentee  this  i>e- 
culiar  legal  estate,  embracing  not  only  the  right  to  use  but 
to  vend  the  patented  article.  Now,  without  finding  it  to 
be  a  dangerous  article,  without  finding  it  to  be  detrimental 
to  the  public  welfare,  can  the  State  j^rohibit  by  any  such 
general  statute  the  sale  of  the  patented  article  in  the  face 
of  the  direct  finding  of  the  proper  Federal  authorities  that 
it  is  both  a  new  and  useful  invention  or  discovery  ? 

The  whole  subject  of  granting  letters  patent  and  the  rights 
secured  thereby  belongs  to  Congress,  and  not  to  the  different 
State  Legislatures. 

The  police  powers  of  the  States  are  still  left  amply  full 
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and  vigorous,  out  do  not  extend  to  the  subjects  surrendered 
to  the  Federal  Government,  as  has  been  often  and  fully  de- 
cided in  relation  to  the  regulation  of  commerce  among  the 
States. 

Messrs.  E,  W.  Baghy^  C.  S.  Marshall^  Henry  H,  IIou^- 
iojfi^  R.  W.  Johnson  and  Albert  Pike^  for  defendant  in 
error : 

The  power  of  the  Legislature  of  Kentucky  to  jyass  such  a 
law  as  the  one  under  consideration  is  unquestionable. 

We  consider  it  unnecessary  to  refer  to  authorities  to  show 
that  police  regulations  are  among  the  reserved  powers  of 
the  States.  That  laws  for  the  preservation  of  tlie  safety 
and  health  of  citizens  are  police  laws. 

The  right  of  the  plaintiff  to  sell  her  oil  is  not  derived  from 
her  patent,  nor  from  the  patent  laws  of  Congress.  If  there 
was  no  patent  for  Aurora  oil,  and  no  patent  laws,  she  would 
have  the  same  right  to  sell  Aurora  oil  which  she  now  has. 
The  effect  of  her  patent  and  the  patent  laws  is  not  to  give 
her  the  right  to  sell^  that  right  she  must  have  by  the  laws 
of  the  State^  or  she  has  none.  The  only  thing  the  patent 
laws  do  for  her  is  to  exclude  others  from  selling  the  same 
kind  of  oil ;  and  thus  give  her  the  monopoly  of  the  market 
for  that  Idnd  of  oil.  And  that  is  the  extent  of  the  power 
of  Congress.  Congress  cannot  make  a  market  for  her ;  it 
can  only  prevent  others  from  competing  with  her  in  the 
market. 

Tlie  Congress  of  the  United  States  cannot  prescribe  any 
test  for  illuminating  oils,  as  was  decided  in  DeWitt  r. 
United  States,  9  Wall.  41,  because  such  tests  belong  to  the 
internal  police  of  the  States.  To  say  that  the  States  can- 
not i)rescribe  such  tests  for  the  protection  of  her  citizens 
from  the  dangers  arising  from  such  oils,  because  they  are 
patented,  seems  too  absurd  for  argument.  Nor  can  we  be- 
lieve that  such  is  the  law. 

In  the  language  of  Kent,  *'The  National  power  will  be 
fully  satisfied  if  the  property  created  by  the  patent  be,  for 
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the  given  time,  enjoyed  and  used  exclusively,  so  far  as  un- 
{ler  the  policy  of  the  several  States^  the  property  shall  be 
deemed  fit  for  toleration  and  use, 

Mr.  Justice  Harlan  delivered  the  opinion  of  the  court : 

Whether  the  final  judgment  of  the  Court  of  Appeals  of 
Kentucky  denies  to  plaintiff  in  error  any  right  secured  to 
her  by  the  Constitution  and  laws  of  the  United  States,  is 
the  sole  question  presented  in  this  case  for  our  determina- 
tion. 

That  court  affirmed  the  judgment  of  an  inferior  State 
court  in  which,  upon  indictment  and  trial,  a  fine  of  $250 
was  imposed  upon  plaintiff  in  error  for  a  violation  of  certain 
provisions  of  a  Kentucky  statute,  approved  February  21, 
1874,  regulating  the  inspection  and  gauging  of  oils  and 
fluids,  the  product  of  coal,  petroleum  or  other  bituminous 
substances.  The  statute  provides  that  such  oils  and  fluids, 
by  whatever  name  called  and  wherever  manufactured,  which 
may  or  can  be  used  for  illuminating  purposes,  shall  be  in- 
spected by  an  authorized  State  officer,  before  being  used, 
sold,  or  offered  for  sale.  Such  as  ignite  or  permanently 
bum  at  a  temperature  of  130°  Fahrenheit  and  upwards  are 
recognized  by  the  statute  as  standard  oils,  while  those  which 
ignite  or  permanently  bum  at  a  less  temperature  are  con- 
demned as  unsafe  for  illuminating  purposes.  Inspectors 
are  required  to  brand  casks  and  barrels  with  the  words 
"standard  oil,"  or  with  the  words  '* unsafe  for  illuminat- 
ing purposes,"  as  inspection  may  show  to  be  proper.  The 
statute  imposes  a  penalty  upon  all  who  sell  or  offer  for  sale, 
within  the  State,  such  oils  and  fluids  as  have  been  con- 
demned, and  the  casks  or  barrels  containing  which  have 
been  branded  with  the  words  indicating  such  condemna- 
tion. 

The  specific  offense  charged  in  the  indictment  was  that 
plaintiff  in  error  had  sold,  within  the  State,  to  one  Davis, 
an  oil  known  as  the  Aurora  oil,  the  casks  containing  which 

97  v.  8.  501-502. 
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had  been  previously  branded  by  an  authorized  inspector 
with  the  words  "unsafe/or  illuminating  purposes.''  That 
particular  oil  is  the  same  for  which,  in  1867,  letters  patent 
were  granted  to  Henry  C.  Dewitt,  of  whom  the  plaintiff  in 
error  is  the  assignee,  by  assignment  duly  recorded  as  re- 
quired by  the  laws  of  the  United  States.  Upon  the  trial  of 
the  case  it  was  agreed  that  the  Aurora  oil  could  not,  by  any 
chemical  combination  described  in  the  patent,  be  made  to 
conform  to  the  standard  or  test  required  by  the  Kentucky 
statute  as  a  prerequisite  to  the  right,  within  that  State,  to 
sell,  or  to  offer  for  sale,  illuminating  oils  of  the  kind  desig- 
nated. 

(a)  The  plaintiff  in  error  claims  that,  as  assignee  of  the 
patentee,  she  had  the  right  to  sell  the  Aurora  oil  in  any 
part  of  the  United  States,  and  that  (b)  no  State  could,  con- 
sistently with  the  Federal  Constitution  and  the  laws  of 
Congress,  prevent  or  obstruct  the  exercise  of  that  right, 
either  by  express  words  of  prohibition,  or  by  regulations 
which  prescribed  tests  to  which  the  patented  article  could 
not  be  made  to  conform. 

The  Court  of  Appeals  of  Kentucky  held  this  construction 
of  the  Constitution  and  the  laws  of  the  United  States  to  be 
inadmissible,  and  in  that  opinion  we  concur. 

Congress  is  given  power  to  promote  the  progress  of  science 
and  the  useful  arts.  To  that  end  it  may,  by  all  necassary 
and  proper  laws,  secure  to  inventors,  for  limited  times,  the 
exclusive  right  to  their  discoveries.  That  power  has  been 
exerted  in  the  various  statutes  prescribing  the  terms  and 
conditions  upon  which  inventors  may  obtain  letters  patent. 
It  is  true  that  letters  patent,  pursuing  the  words  of  the 
statute,  do,  in  terms  grant  to  the  inventor,  his  heirs  and  as- 
signs, the  exclusive  right  to  make,  use  and  vend  to  others 
his  invention  or  discovery,  throughout  the  United  States 

97  U.  S.  502-503. 

(a)  otto  sabstitates  for  ftom  a-b  *'The  plaintiff  in  error,  as  assignee  of  the  paten- 
tee, in  asserting  the  right  to  sell  the  Aarora  oil  in  any  part  of  the  United  States, 
claims  thaf 
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and  the  Territories  thereof.  But,  obviously,  this  right  is 
not  granted  or  secured,  without  reference  to  the  general 
powers  which  the  several  States  of  the  Union  unquestiona- 
bly possess  in  reference  to  their  purely  domestic  affairs, 
whether  of  internal  commerce  or  of  police.  "  In  the  Amer- 
ican constitutional  system,"  says  Mr.  Cooley,  "the  power 
to  establish  the  ordinary  regulations  of  police  has  been  left 
with  the  individual  States,  and  cannot  be  assumed  by  the 
National  Government."  Cooley' s  Const.  Lim.  574.  While 
it  is  confessedly  difficult  to  mark  the  precise  boundaries  of 
that  power,  or  to  indicate,  by  any  general  rule,  the  exact 
limitations  which  the  States  must  observe  in  its  exercise, 
the  existence  of  such  a  power  in  the  States  has  been  uni- 
formly recognized  in  this  court.  Gibbons  v.  Ogden,  9 
Wheat.  1 ;  License  Cases,  6  How.  604 ;  Oilman  v.  City  of 
Philadelphia,  3  Wall.  713 ;  Henderson  v.  Mayor  of  N.  Y., 
92  U.  S.  269 ;  R.  R.  Co.  v.  Husen ;  Beer  Co.  v.  Mass.,  97  U. 
S.  25 ;  North- Western  Fertilizing  Co.  v,  Hyde  Park,  97  U. 
S.  669.  It  is  embraced  in  what  Chief  Justice  Marshall,  in 
Gibbons i).  Ogden,  calls  that  "  immense  mass  of  legislation" 
which  can  be  most  advantageously  exercised  by  the  States, 
and  over  which  the  national  authorites  cannot  assume 
supervision  or  control.  "  If  the  power  only  extends  to  a 
just  regulation  of  rights,  with  a  view  to  the  due  protection 
and  enjoyment  of  all,  and  does  not  deprive  anyone  of  that 
which  is  justly  and  properly  his  own,  it  is  obvious  that  its 
possession  by  the  State,  and  its  exercise  for  the  regulation 
of  the  property  and  actions  of  its  citizens,  cannot  well  con- 
stitute an  invasion  of  national  jurisdiction  or  afford  a  basis 
for  an  appeal  to  the  protection  of  the  national  authorities." 
Cooley' s  Const.  Lim.  674.  By  the  settled  doctrines  of  this 
court,  the  police  power  extends,  at  least,  to  the  protection 
of  the  lives,  the  health  and  the  property  of  the  community 
against  the  injurious  exercise  by  any  citizen  of  his  own 
rights.  State  legislation,  strictly  and  legitimately  for  police 
purposes,  does  not,  in  the  sense  of  the  Constitution,  neces- 
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sarily  intrench  upon  any  authority  which  has  been  con- 
fided, expressly  or  by  necessary  implication,  to  the  National 
Government.  The  Kentucky  Statute  under  examination 
manifestly  belongs  to  that  class  of  legislation.  It  is,  in  the 
best  sense,  a  mere  police  regulation,  deemed  essential  for 
the  protection  of  the  lives  and  property  of  citizens.  It  ex- 
presses in  the  most  solemn  form  the  deliberate  judgment  of 
the  State  that  burning  fluids  which  ignite  or  permanently 
bum  at  less  than  a  prescribed  temperature  are  unsafe  for 
illuminating  purposes.  Whether  the  policy  thus  puraued 
by  the  State  is  wise  or  unwise,  it  is  not  the  province  of  the 
national  authorities  to  determine.  That  belongs  to  each 
State,  under  its  own  sense  of  duty,  and  in  view  of  the  pro- 
visions of  its  own  Constitution.  Its  action,  in  those  re- 
spects, is  beyond  the  corrective  i)ower  of  this  court.  That 
the  Statute  of  1874  is  a  police  regulation  within  the  mean- 
ing of  the  authorities  is  clear  from  our  decision  in  U.  S.  v. 
Dewitt,  9  Wall.  41.  By  the  Internal  Revenue  Act  of  March 
2,  1867,  a  penalty  was  imposed  upon  any  person  who 
should  mix  for  sale  naphtha  and  illuminating  oils,  or  who 
should  knowingly  sell  or  keep  for  sale,  or  offer  for  sale, 
such  mixture,  or  who  should  sell  or  offer  for  sale  oil  made 
from  i)etroleum  for  illuminating  purposes,  inflammable  at 
less  temperature  or  fire-test  than  110  degrees  Fahrenheit. 
We  held  that  to  be  simply  a  i)olice  regulation,  relating  ex- 
clusively to  the  internal  trade  of  the  States ;  although  ema- 
nating from  Congress,  that  it  could  have  by  its  own  force  no 
constitutional  operation  within  State  limits,  and  was  with- 
out effect,  except  where  the  legislative  authority  of  Congress 
excluded,  territorially,  all  State  legislation,  as  for  example, 
in  the  District  of  Columbia. 

The  Kentucky  statute  being,  then,  an  ordinary  police 
regulation  for  the  government  of  all  engaged  in  the  internal 
commerce  of  that  State,  the  only  remaining  question  is, 
whether  under  the  operation  of  the  Federal  Constitution 
and  the  laws  of  Congress,  it  is  without  effect  in  all  cases 

01  U.  8.  504-505. 


Oct.,  1878.]        PATTERSON «.  KENTUCKY.  113 

Opinion  of  the  court 

where  the  oil,  although  condemned  by  the  State  as  unsafe 
for  illuminating  purposes,  has  been  made  and  prepared  for 
sale  in  aoxjordance  with  a  discovery  for  which  letters  patent 
have  been  granted.  We  are  of  opinion  that  the  right  con- 
ferred upon  the  patentee  and  his  assigns  to  use  and  vend  the 
corporeal  thing  or  article,  brought  into  eidstence  by  the 
application  of  the  patented  discovery,  must  be  exercised  in 
subordination  to  the  police  regulations  which  the  State  has 
established  by  the  statute  of  1874.  It  is  not  to  be  supposed 
that  Congress  intended  to  authorize  or  regulate  the  sale, 
within  a  State,  of  tangible  personal  property  which  that 
State  declares  to  be  unfit  and  unsafe  for  use,  and  by  statute 
has  prohibited  from  being  sold  or  offered  for  sale  within  its 
limits.  It  was  held  by  Chief  Justice  Shaw  to  be  a  settled 
principle,  "Growing  out  of  the  nature  of  well-ordered 
society,  that  every  holder  of  property,  however  absolute  and 
unqualified  may  be  his  title,  holds  it  under  the  implied  lia- 
bility that  his  "use  of  it  shall  not  be  injurious  to  the  equal 
enjoyment  of  others  having  an  equal  right  to  the  enjoyment 
of  their  property,  nor  injurious  to  the  rights  of  the  com- 
munity.' '  Com'  th.  V.  Alger,  7  Cush.  53.  In  recognition  of  this 
fundamental  principle,  we  have  frequently  decided  that  the 
police  power  of  the  States  was  not  surrendered  when  the 
I)eople  of  the  United  States  conferred  upon  Congress  the 
general  power  to  regulate  commerce  with  foreign  nations 
and  between  the  several  States.  Hence  the  States  may,  by 
police  regulations,  protect  their  i)eople  against  the  intro- 
duction within  their  respective  limits  of  infected  merchan- 
dise. "A  bale  of  goods  upon  which  the  duties  have  or  have 
not  been  been  paid,  laden  with  infection,  may  be  seized 
under  health  laws,  and  if  it  cannot^  be  purged  of  its  poison, 
may  be  committed  to  the  flames."  Gilman  v.  Philadelphia, 
3  Wall.  730.  So  may  the  States,  by  like  regulations,  ex- 
clude from  their  midst  not  only  convicts,  paupers,  idiots, 
lunatics  and  persons  likely  to  become  a  public  charge,  but 
animals  having  contagious  diseases.    Bailroad  Co.  v.  Husen, 
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95  U.  S.  465.  This  court  has  never  hesitated,  by  the  most 
rigid  rules  of  construction  to  guard  the  commercial  power  of 
Congress  against  enroachment  in  the  form  or  under  the  guise 
of  State  regulations  established  for  the  purpose  and  with 
the  effect  of  destroying  or  impairing  rights  secured  by  the 
federal  Constitution.  It  has,  nevertheless,  with  marked 
distinctness  and -uniformity,  recognized  the  necessity,  grow- 
ing out  of  the  fundamental  conditions  of  civil  society,  of 
upholding  State  police  regulations  enacted  in  good  faith, 
and  which  had  appropriate  and  direct  connection  with  that 
protection  to  life,  health,  and  property  which  each  State  owes 
to  its  citizens.  These  considerations,  gathered  from  the 
former  decisions  of  this  court,  would  seem  to  justify  the  con- 
clusion that  the  right  which  the  patentee  or  his  assignee  pos- 
sesses in  the  property,  created  by  the  application  of  a  pat- 
ented discovery,  must  be  enjoyed  subject  to  the  complete 
and  salutary  power  with  which  the  States  have  never  parted, 
of  so  defining  and  regulating  the  sale  and  use  of  property 
within  their  respective  limits  as  to  afford  protection  to  the 
many  against  the  injurious  conduct  of  the  few.  The  right 
of  property  in  the  physical  substance,  which  is  tlie  fruit  of 
the  discovery,  is  altogether  distinct  from  the  right  in  the 
discovery  itself,  just  as  the  property  in  the  instniments  or 
plate  by  which  copies  of  a  map  are  multiplied  is  distinct 
from  the  copyright  of  the  map  itself.  Stephens  v.  Cady,  14 
How.  530;  Stevens  v.  Gladding,  17  How.  453.  (b)  The  right  to 
sell  the  Aurora  oil  was  not  derived  from  the  patent ;  that 
right  existed  before  the  patent  and,  unless  prohibited  by 
valid  local  laws,  could  have  been  exercised  without  the  grant 
of  letters  patent.  The  right  which  the  patent  primarily  se- 
cures is  the  exclusive  right  in  the  discovery,  which  is  an  in- 
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corporeal  right,  (c)  or,  in  the  language  of  Lord  Mansfield,  in 
Miliar  t?. Taylor,  4  Burr.  2396, '  'aproperty  in  notion,"  (d)which 
"has  no  corporeal  tangible  substance."  The  enjoyment  of 
that  incorporeal  right  may  be  secured  and  protected  by  na- 
tional authority  against  ail  hostile  State  legislation ;  but  the 
tangible  property  which  comes  into  existence  by  the  appli- 
cation of  the  discovery  is  not  beyond  the  control  as  to  its 
use  of  State  legislation,  simply  because  the  inventor  ac- 
quires a  monopoly  in  the  discovery,  (e) 

An  instructive  case  upon  the  precise  point  under  consid- 
eration is  Jordan  v.  Overseers  of  Dayton,  4  Ohio,  295.  Jor- 
dan was  sued  in  debt,  to  recover  certain  penalties  for  prac- 
ticing medicine  in  violation  of  an  Ohio  Statute  regulating 
the  practice  of  physic  and  surgery.  His  defence  rested,  in 
part,  upon  the  ground  that  the  medicine  administered  by 
him  was  that  for  which  letters  jmtent  had  issued  to  his  as- 
signor, granting  to  the  latter  the  exclusive  right  of  making, 
constructing,  using  and  vending  to  others  to  be  used,  the 
medicine  in  question,  which  was  described  in  the  letters 
patent  as  a  new  and  useful  improvement,  and  as  being  a 
mode  of  preparing,  mixing,  compounding,  administering 
and  using  that  medicine.  The  contention  of  Jordan  was,  that 
the  State  Gfovemment  could  not  restrict  or  control  the  bene- 
ficial or  lucrative  use  of  the  invention ;  and  that,  as  assignee 
of  the  patentee,  he  was  entitled  to  administer  the  patented 
medicine  without  obtaining  a  license  to  practice  physic  or 
surgery  as  required  by  the  State  Statute.  The  Supreme 
Court  of  Ohio  said :  *'  This  leads  us  to  consider  the  nature 
and  extent  of  such  rights  as  accrue  from  letters  patent  for 
useful  discoveries.  Although  the  inventor  had  at  all  times 
the  right  to  enjoy  the  fruits  of  his  own  ingenuity,  m  every 
lawful  form  of  which  its  use  was  susceptible,  yet,  before  the 
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enactment  of  the  statute,  lie  had  not  the  power  of  prevent- 
ing others  from  participating  in  that  enjoyment  to  the  same 
extent  with  himself ;  so  that,  however  the  world  might  de- 
rive benefit  frQm  his  labors,  no  profit  ensued  to  himself. 
The  ingenious  man  was,  therefore,  led  either  to  abandon 
pursuits  of  this  nature,  or  to  conceal  his  results  from  the 
world.  The  end  of  the  statute  was,  to  encourage  useful  m- 
ventions  and  to  hold  forth,  as  inducements  to  the  inventor, 
the  exclusive  use  of  his  inventions  for  a  limited  period.  The 
sole  operation  of  the  statute  is  to  enable  him  to  prevent 
others  from  using  the  products  of  his  labors  except  with  his 
consent.  But  his  own  right  of  using  is  not  enlarged  or 
affected.  There  remains  in  him,  as  in  every  other  citizen, 
the  power  to  manage  his  property,  or  give  direction  to  his 
labors,  at  his  pleasure,  subject  only  to  the  paramount  claims 
of  society,  which  requires  that  his  enjoyment  may  be  mod- 
ified by  the  exigencies  of  the  community  to  which  he  be- 
longs, and  regulated  by  laws  which  render  it  subservient  to 
the  general  welfare,  if  held  subject  to  State  control.  If  the 
State  should  pass  a  law  for  the  purpose  of  destroying  a 
right  created  by  the  Constitution,  this  court  will  do  ita 
duty  ;  but  an  attempt  by  the  Legislature,  in  good  faith,  to 
regulate  the  conduct  of  a  portion  of  its  citizens,  in  a  mat- 
ter strictly  pertaining  to  its  internal  economy,  we  cannot  but 
regard  as  a  legitimate  exercise  of  power,  although  such  law 
may  sometimes  indirectly  affect  the  enjoyment  of  rights 
flowing  from  the  federal  Government."  Some  light  is 
thrown  upon  the  question  by  the  case  of  Vannini,  &c.  v. 
Paine,  1  Harrington  (Del.),  65.  In  that  case  it  appears  that 
Yates  and  Mclntyre  were  assignees  of  Vannini,  the  inven- 
tor and  patentee  of  a  mode  of  drawing  lotteries,  and  mak- 
ing schemes  for  lotteries  on  the  combination  and  permuta- 
tion principle.  Other  brokers  issued  a  scheme  for  drawing 
a  lottery  under  a  certain  act  for  the  benefit  of  a  school, 
adopting  the  plan  of  Vannini' s  patent.  Yates  &  Mclntyre 
filed  their  bill  for  injunction  ui)on  the  ground,  partly,  that 
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the  defendants  were  proceeding  in  violation  of  the  patent 
rights  secured  to  Vannini.  The  Court  of  Errors  and  Appeals 
of  Delaware  said :  "At  the  time  Yates  &  Mclntyre  made 
contracts  for  the  lottery  privileges  set  forth  in  the  bill  we 
had,  in  force,  an  Act  of  Assembly  prohibiting  lotteries,  the 
preamble  of  which  declares  that  they  are  pernicious  and 
destructive  to  frugality  and  industry,  and  introductive  of 
idleness  and  immorality,  and  against  the  common  good  and 
general  welfare.  It,  therefore,  cannot  be  admitted  that  the 
plaintijSs  have  a  right  to  use  an  invention  for  drawing  lot- 
teries in  this  State,  merely  because  they  have  a  patent  for 
it  under  the  United  States.  A  person  might  with  as  much 
propriety  claim  a  right  to  commit  murder  with  an  instru- 
ment, because  he  held  a  patent  for  it  as  a  new  and  useful 
invention. 

In  the  case  of  Livingston  v.  Van  Ingen,  9  Johns.  581, 
Chancellor  Kent  said  that ''  The  national  power  will  be  fully 
satisfied  if  the  proi)erty  created  by  patent  be,  for  the 
given  time,  enjoyed  and  used  exclusively,  so  far  as,  under 
the  laws  of  the  several  States,  the  property  shall  be  deemed 
[fit]  for  toleration  [and  use].^  There  is  no  need  of  giving  this 
I)Ower  any  broader  construction  in  order  to  attain  the  end 
for  which  it  was  granted,  which  was  to  reward  the  bene- 
ficent eflforts  of  genius,  and  to  encourage  the  useful  arts." 
That  case,  so  far  as  it  related  to  the  validity,  under  the  com- 
mercial clause  of  the  Constitution,  of  certain  statutes  of 
New  York,  is  not  now  recognized  as  authority.  It  is,  per- 
haps, also  true  that  the  language  just  quoted  was  not  abso- 
lutely necessary  to  the  decision  of  that  case.  But  as  an  ex- 
pression of  opinion  by  an  eminent  jurist  as  to  the  nature 
and  extent  of  the  rights  secured  by  the  federal  Constitu- 
tion to  inventors,  it  is  entitled  to  great  weight. 

Without  further  elaboration,  we  deem  it  only  necessary 
to  say  that  the  Kentucky  Statute  does  not,  in  our  judgment, 
contravene  the  provisions  of  the  federal  Constitution,  or  of 
any  statute  passed  in  pursuance  thereof.     Its  execution 
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creates  no  necessary  conflict  with  national  authority,  and 
interferes  with  no  right  secured  by  federal  legislation,  to 
the  patentee  or  his  assigns. 

Weperceivenoerror  in  thejudgm&ni^  avd  it  is  affirmed. 
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Inventor  first  in  the  art  Improver.  Particular  patent  construed. 
Amendments  to  application.  Enlargement  of  original  specifi- 
cation. 

• 

1.  Where  one  inventor  precedes  all  others  in  a  particular  depart- 
ment, and  invents  a  new  machine  never  used  before,  and  pro- 
cures a  patent  for  the  same,  he  acquires  a  monopoly  as  against 
all  merely  formal  variations  thereof ;  but  if  the  advance 
towards  the  thing  desired  is  gradual,  and  proceeds  step  by  step 
so  that  no  one  can  claim  the  complete  thing,  each  inventor  is 
entitled  only  to  his  own  specific  form  of  device,     (p.  137.) 

S.  The  original  application  for  letters  patent  No.  9,109,  Car  Brake, 
made  by  Thompson  and  Bachelder,  was  filed  in  June,  1847; 
being  rejected,  it  lay  unaltered  in  the  Patent  Office  until  1852, 
when  it  was  considerably  amended,  and  a  patent  was  granted 
thereon  to  Tanner  on  the  6th  of  July,  1852.  Heldy  that  no 
material  alterations  introduced  by  such  amendments  could 
avail  as  against  parties  who  had  introduced  other  brakes  prior 
thereto.  Held,  that  the  patent  was  limited  to  the  specific  im- 
provement made  in  view  of  the  public  use  of  double  brakes 
prior  to  his  invention,  which  though  perhaps  less  perfect  were 
operative,  and  that  it  was  not  infringed  by  the  Stevens  brake, 
which  though  subsequently  invented,  is  of  a  different  specific 
form,  and  that  each  was  entitled  to  the  specific  improvement 
invented  by  him,  provided  the  latter  does  not  include  the  ear- 
lier,    (p.  137.) 

3.  The  original  application  for  a  patent,  (with  its  accompanying  draw- 
ings and  model,)  filed  by  an  inventor,  should  possess  great  weight 
in  showing  what  his  invention  really  was,  especially  where  it 
remains  unchanged  for  a  considerable  period,  and  is  afterward 

*8ee  Explanation  of  Notes,  page  III. 
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amended  so  as  to  have  a  broader  scope.  Amendments  em- 
bracing any  material  variation  from  the  original  application — 
anything  new,  not  comprised  in  that — cannot  be  sustained  on 
the  original  application,  and  should  not  be  allowed  ;  other- 
wise, great  injustice  might  be  done  to  others  who  might  have 
invented  or  used  the  same  thing  in  the  meantime,  (p.  145.) 
4.  The  law  does  not  permit  enlargements  of  an  original  specifica- 
tion, any  more  than  it  does  in  the  case  of  reissues  of  patents  al- 
ready granted.  It  regards  with  jealousy  and  disfavor  any  at- 
tempt to  enlarge  the  scope  of  an  application  once  filed,  or  of 
a  patent  once  granted,  the  effect  of  which  would  be  to  enable 
the  patentee  to  appropriate  other  inventions  made  prior  to 
such  alteration  or  imorovements  which  have  gone  into  public 
use.     (p.  146.) 

[Citations  in  the  opinion  of  the  oonrt :] 

Mowry  v.  Whitney,  14  Wall.  620  [9  Am.  &  Eng.  1.]    p.  136. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  case  is  very  fully  stated  by  the  court.  An  outline 
representation  of  the  brakes  directly  in  controversy  is  given, 
to  aid  a  clear  understanding  of  their  similarities  and  differ- 
ences. The  other  brakes,  invented  and  used  prior  to  either 
the  Stevens  or  the  Tanner  brake,  which  are  referred  to  in 
the  opinion  for  the  purposes  of  comparison,  will  be  suflS- 
ciently  understood  from  the  description  given  in  the  opinion. 

The  original  application  of  Thompson  &  Bachelder  as 
filed  June  26,  1847,  and  the  specifications  and  drawings  of 
the  patent  finally  granted  thereon  are  as  follows : 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  L.  F.  Thompson,  of  Charlestown, 
and  A.  G.  Bachelder,  of  Lowell,  both  in  the  county  of  Mid- 
dlesex, and  State  of  Massachusetts,  have  invented  an  im- 
provement upon  the  break  now  in  general  use  (the  original 
invention  we  disclaim)  and  we  do  hereby  declare  that  the 
drawing  accompanying  this  is  an  exact  description  of  the 
said  improvements,  the  drawings  making  this  specification, 
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in  which  the  letters  A,  C,  D,  H  and  L  are  the  parts  which 
we  claim  as  our  improvement. 

The  opperation  is  thus — 

While  the  engine  is  attached  to  the  cars,  the  engineer 
can  operate  on  the  breaks  thij)ughout  the  whole  train  by 
slacking  the  speed  of  Ms  Engine  and  bringing  it  back 
against  the  butter  and  so  applying  the  power  to  the  letter 
B. 

To  reverse  the  motion  of  the  cars  (an  arm  which  is  at- 
tached to  the  tender)  is  thrown  out  so  as  to  meet  the  rod  H 
and  thus  throwing  the  bar  B,  out  of  the  gain  in  the  butter 
throughout  the  whole  train.  When  the  Engine  is  detached, 
one  breakman  is  sufficient  to  do  the  work  of  any  number  of 
cars. 

What  we  claim  as  our  improvement,  and  desire  to  secure 
by  letters  patent  is  the  application  to  Car  Breaks  to  prevent 
collisions,  &.,  &. 

LAFAYETTE  F.  THOMPSON, 
ASAHEL  a.  BACHELDER. 

Witnesses: 

John  Makston,  Jr.,  to  L.  F.  Thompson. 
Nath'l.  Heath,  for  A.  G.  B. 


LAFAYETTE  F.  THOMPSON,  OF  CHARLESTOWN, 
MASS.,  AND  ASAHEL  G.  BACHELDER,  OF  LO- 
WELL, MASS.,  ASSIGNORS  TO  HENRY  TANNER, 
OF  BUFFALO,  N.  Y.,  EXTENDED  JULY  6,  1866. 

Letters  Patent  No.  9^109^  dated  July  6th,  1852. 

The  schedale  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

7b  all  persons  to  whom  these  preserds  shall  come: 
Be  it  known  that  we,  Lafayette  F.  Thompson,  now  or 
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late  of  Charlestown,  and  Asahel  G.  Bachelder,  of  Lowell, 
in'  the  county  of  Middlesex,  and  State  of  Massachusetts, 
have  invented  a  new  and  useful  mode  of  operating  the 
brakes  of  railway  cars,  and  we  do  hereby  declare  that  the 
same  is  fully  described  and  represented  in  the  following 
si)ecification  and  the  accomi)anying  drawings,  letters,  figures, 
and  references  thereof. 

Of  the  said  drawings  Pig.  1  denotes  a  top  view  of  the 
platform  frame  of  a  long  car  resting  on  two  truck  frames, 
the  same  also  exhibiting  our  invention  as  applied  to  the 
brakes  of  the  wheels  of  its  two  truck  frames. 

Figure  2  is  a  side  elevation,  and 

Figure  3  a  vertical,  central,  longitudinal  section  of  the  same. 

In  the  said  drawings  A  denotes  the  platform  of  an  eight- 
wheel  car  resting  on  two  truck  frames  B  C. 

D,  J)\  E,  E',  are  the  wheels  of  one  truck  frame,  while  F, 
F',  G,  Gt\  are  those  of  the  other  truck  frame,  H,  I,  K,  L,  are 
the  axles,  while  M,  N  O,  P,  are  the  four  sets  of  brakes  ap- 
plied to  the  wheels. 

Each  set  of  brakes  is  connected  to  a  vibrating  lever  Q,  R, 
S,  or  T,  which  enables  the  sets  of  brakes  to  swing  either 
towards  or  away  from  their  respective  sets  of  wheels.  In  the 
above  mentioned  drawings  the  fulcra  of  these  levers  are  at 
their  upper  ends  as  seen  at  a,  a,  etc. 

Under  the  middle  of  the  car  platform  I  arrange  a  lever  A' 
that  turns  horizontally  on  a  center  pin  B'.  A  rod  C*  or  D", 
or  its  equivalent  is  jointed  to  each  end  of  the  lever  A',  and 
is  extended  from  thence  toward  the  end  of  the  car,  one  rod 
being  extended  towards  one  end,  while  the  other  is  carried 
towards  the  opposite  end.  Each  rod  is  attached  to  a  cord 
or  chain  V  at  its  end,  that  is  wound  on  the  barrel  of  a  wind- 
lass E*  or  F",  fixed  on  the  adjacent  end  of  the  platform, 
there  being  one  windlass  at  each  end  of  the  platform. 

Between  the  fulcrum  of  the  lever  A'  and  each  rod  C*  D* 
there  is  another  rod  or  chain  as  seen  at  G"  H',  which  is 
jointed  at  one  end  to  the  lever  A'  and  has  its  other  end 
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jointed  to  the  upper  arm  of  one  of  two  secondary  levers 
IK'. 

The  lower  end  of  the  lever  T,  is  jointed  to  the  set  of  brakes 
N,  while  the  lower  end  of  the  lever  K',  is  similarly  jointed 
to  the  set  of  brakes  O.  Rods  M',  N',  are  respectively  jointed 
to  the  secondary  levers  between  their  lower  and  upper  ends, 
and  extend  therefrom  and  are  jointed  at  their  opposite 
ends  to  the  sets  of  brakes  M,  P. 

Under  such  circumstances  if  a  person  rotates  either  wind- 
lass E',  or  F',  so  as  to  wind  up  its  chain  he  will  produce  a 
draft  on  the  lever  A',  that  will  cause  all  the  brakes  to  simul- 
taneously close  down  upon  their  respective  sets  of  wheels. 
Prom  the  above  it  will  be  seen  that  a  brakeman  at  either 
end  of  the  car,  by  simply  turning  the  windlass  at  such  end, 
can  simultaneously  operate  or  make  bear  against  their 
wheels,  all  the  sets  of  brakes. 

Our  improvement  can  readily  be  applied  to  sets  of  brakes 
arranged  between  the  wheels  as  well  as  to  those  where  the 
brakes  clasp  each  wheel  on  its  two  opposite  sides. 

The  principle  of  arresting  or  retarding  the  progress  of  two 
or  more  cars  while  in  motion  on  a  railway  by  the  momentum 
of  one  or  more  of  them  being  made  to  act  on  the  friction 
brakes  of  said  cars  through  the  intervention  of  any  suitable 
mechanism  combined  with  the  bumpers  and  brakes,  or  the 
combination  of  the  brakes  and  bumpers,  and  a  mechanism 
that  will  enable  the  momentum  of  one  or  more  of  the  cars, 
acting  against  the  bumpers,  to  force  the  brakes  against  the 
wheels,  is  not  herein  claimed  ;  nor  is  it  herein  claimed  to 
apply  such  momentum  for  such  purpose  by  a  mode  wherein 
the  brake  apparatus  is  so  combined  with  the  axle  of  one  of 
the  wheels  by  means  of  a  fast  pulley  on  such  axle,  an  end- 
less belt  passing  around  such  pulley,  and  a  loose  pulley  on 
another  axle  or  shaft,  a  clutch  applied  to  such  loose  pulley 
and  the  second  axle  or  shaft,  whereby  it  may  be  made  to 
rotate  by  the  rotation  of  the  axle  of  the  wheels,  and  finally 
a  mechanism  or  apparatus  connecting  the  second  shaft  with 
the  brakes  of  on^  or  both  trucks  of  a  car,  and  made  to 
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SO  operate  when  the  loose  pulley  is  clutched  to  its  shaft  as 
to  cause  the  brakes  to  be  forced  or  drawn  against  the  wheels, 
for  such  mode  (it  being  that  invented  by  George  S.  Griggs 
and  patented  December  31, 1839,)  of  causing  the  momentum 
to  operate  to  arrest  the  velocity  of  a  car  or  train  of  cars,  dif- 
fers essentially  from  the  invention  hereinbefore  set  forth, 
and  represented  in  the  accompanying  drawings;  for  the 
friction  of  the  wheels  on  the  rails  and  the  momentum  of  the 
moving  carriage  is  employed  to  put  in  motion  machinery 
that  is  brought  into  action  on  the  brakes,  or  caused  to  act 
on  them  when  connected  with  the  rotating  pulley,  put  in 
motion  by  the  pulley  of  the  axle  of  the  wheels,  the  attend- 
ant or  brakeman  only  performing  the  office  of  moving  the 
sliding  part  of  the  clutch  ;  but 

What  is  claimed  by  us  is  to  so  combine  the  brakes  of  the 
two  trucks  with  the  operative  windlasses  or  their  equiva- 
lents at  both  ends  of  the  car,  by  means  of  the  vibrating 
lever  A',  or  its  equivalent,  or  mechanism  essentially  as  speci- 
fied, as  to  enable  the  brakeman  by  operating  either  of  the 
windlasses,  to  simultaneously  apply  the  brakes  of  both 
trucks,  or  bring  or  force  them  against  their  respective  wheels, 
and  whether  he  be  at  the  forward  or  rear  end  of  the  car. 

In  testimony  whereof  we  have  hereto  set  our  signatures 
this  eighth  day  of  April,  A.  D.  1852. 

A.  G.  BACHELDER, 
LAFAYETTE  F.  THOMPSON. 

Witnesses : 
Daniel  S.  Richardson,      )         »    ^   ^    ,    ,  -. 
Nahum  Leonard,  Jr,        f  ^"^  ^-  ^-  Ba^helder. 

P.  C.  Truman,  l  +    t  *      **   ^^  Tn. 

MiLON  C.  McClitre,  ]  ^  Lafayette  F.  Thompson. 

The  Stevens  brake,  which  is  alleged  to  be  an  infringe 
ment  on  the  Tanner  brake,  is  shown  in  the  annexed  cut. 

Messrs.  Oeorge  Payson^  B.  C.  Cook  and  A.  J,  Poppleton^ 
the  argument  of  B.  R,  Curtis^  in  the  Circuit  Court  being 
also  fiUdy  for  appellant 
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The  Court  erred  in  not  finding  the  patent  invalid  for  the 
delay  in  prosecuting  the  application ;  the  change  made  in 
the  amended  application;  the  delay  in  making  this  amend- 
ment; the  doubt  as  to  who  was  the  author  of  it;  in  finding 
that  Bachelder  and  Thompson  were  the  inventors  of  the 
Tenor  brake;  in  not  finding  the  patent  void  for  want  of  nov- 
elty in  view  of  the  other  devices;  in  finding  that  the  Stevens 
brake  was  an  infringement. 

By  their  delay  in  prosecuting  their  application  the  ap- 
pellants forfeited  their  right  to  an  application.  They  filed 
their  application  June  26,  1847.  It  was  wretchedly  defec- 
tive. December  9,  1847,  they  wrote  to  the  Patent  Office  to 
stay  proceedings,  as  they  wished  to  make  some  further  im- 
provements, when,  of  course,  the  Office  did  as  they  re- 
quested. 

After  this  it  may  be  supposed  that  they  busied  themselves 
in  making  the  proposed  improvement;  they  did  nothing  of 
the  kind,  however,  but  having  in  about  a  month  found  out 
that  they  wanted  no  improvement,  they  then  stood  still  till 
October  4,  1850,  when  they  wrote  to  have  the  papers  re- 
turned to  R.  H.  Eddy,  their  attorney,  who,  after  keeping 
them  idle  in  his  hands  for  nine  full  months  longer,  returned 
them  to  the  Office  in  the  same  imperfect  shape  in  which  he 
received  them,  without  any  change  or  amendment  whatever. 
October  17,  1857,  the  papers  were  examined  and  returned 
and ' '  returned  for  entire  insufficiency. ' '  Then  comes  another 
delay  of  six  months  on  the  part  of  the  applicants  when  in 
April,  1851,  Eddy  returned  the  papers  to  the  Patent  Office 
with  amendments.  April  30,  the  papers  were  again  sent 
back,  there  being  another  discrepancy  between  the  model 
and  drawings.  A  new  model  was  accordingly  gotten  up  by 
Tanirer,  who  had  now  become  sole  owner  of  the  invention, 
and  finally,  July  6,  1852,  inore  than  five  years  after  the 
original  application^  the  patent  was  issued  in  its  present 
shape. 

They  excuse  this  delay  on  various  grounds,  but  the  fact 
is,  as  we  shall  show,  that  the  brake  really  invented  by 
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Bachelder  and  Thompson  was  worthless,  and  that  they 
knew  it;  it  was  no  more  than  natural,  therefore,  that  they 
should  press  their  application  in  the  intermittent,  half- 
hearted manner  just  shown. 

Then  how  does  this  delay  affect  the  patent  ?  The  authori- 
ties all  assume  that  there  is  a  delay  which  shall  be  fatal. 
Thus  in  Adams  v.  Jones,  1  Fish.  529,  it  was  held  that  the 
applicant  having  by  his  application  given  notice  of  his  in- 
tention,  ought  not  to  lose  his  rights  by  mistakes  in  the 
Patent  Office,  or  delays  in  courts,  unless  gross  laches  be 
imputed  to  him.  But  that  one  might  justly  be  treated  as 
having  abandoned  his  application  if  not  prosecuted  with 
reasonable  diligence. 

So  in  Rich  v.  lippincott,  2  Fish.  9;  Dental  Vulcanite  Co. 
^?.  Weatherbee,  3  lb.  87;  Blandy  v.  Griffith,  lb,  609;  Mc- 
Millen  v.  Barclay,  6  lb,  189;  Johnson  v,  Fassman,  lb,  471; 
Goodyear  Dental  Vul.  Co.  v.  Smith,  lb,  688;  Roberts 
V,  Ryer,  6  lb.  309;  Jones  v.  Sewall,  lb.  365;  Howe  v, 
Williams,  2  Cliff.  262;  Smith  v.  Goodyear  Dental  Vul.  Co., 
3  Otto,  486  [11  Am.  &  Eng.  1.] 

We  have  thus  far  assumed  that  the  brake  patented  was 
the  same  as  that  in  the  original  application.  But  this  was 
far  from  being  the  case.  Tlie  Bachelder  and  Thompson 
brake  patent  was  a  '  *  bumper ' '  brake,  a  brake  to  be  operated 
by  cars  crowding  on  top  of  each  other;  it  was  of  no  value 
and  never  could  come  into  use.  The  Tanner  brake,  on  the 
contrary, was  not  a  '^bumper"  brake  at  all,  but  wholly  a 
hand-break;  it  was  far  superior  to  the  other,  and  has  con- 
tinued in  use  to  this  day. 

Their  first  application  neither  described  nor  indica,ted 
that  invention.  They  kept  that  invention,  if  they  really 
made  it,  lying  by  them  five  years;  and  then  at  last,  years 
after  others  had  invented  the  same  thing,  and  given  it  to 
the  public;  after  others  had  patented  still  better  things, 
they  filed  an  amended  application  in  which  they  described 
and  claimed  the  Tanner  brake;  the  Stevens  brake,  used  by 
api)ellant,  was  patented  in  1851. 
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But  in  the  next  place  we  insist  that  the  change  here  made 
in  the  character  of  the  invention  was  sufficient  to  defeat  the 
I)atent,  no  matter  when  made.  We  deny  that  the  inventor 
had  the  right  to  change  the  whole  character  of  his  inven- 
tion. We  deny  that  he  may  lawfully  cancel  every  part  of 
his  original  specification,  drawings  and  model,  and  put  en- 
tirely new  and  different  ones  in  their  place.  He  may  change 
the  details  of  construction,  but  he  cannot  cliange  its  essence. 

The  rule  first  suggested  in  Woodworth  v.  Stone,  3  Story, 
753,  and  afterwards  more  fully  defined  in  Cahart  v.  Austin, 
21  Fish.  563,  but  nothing  can  be  included  in  the  reissue 
which  is  not  described  or  indicated  in  the  original  specifica- 
tion,* drawings  or  model,  has  been  fully  adopted  by  this 
court. 

Seymour  v.  Osborne,  11  Wall.  544  [8  Am.  &  Eng.  290 ;] 
Gill  V.  Wells,  22  Wall.  34  [9  Am.  &  Eng.  471.] 

The  courts  have  done  for  amendments  just  what  Congress 
has  done  for  reissues.  We  have  reached,  therefore,  the 
same  point  as  to  both  these  claims ;  by  different  roads,  it 
is  true,  but  one  as  good  as  the  other.  The  courts  have  held 
with  reissues  that  nothing  shall  be  deemed  the  same  inven- 
tion that  is  not  indicated  in  the  original  specification,  draw- 
ings or  model.  How  can  they  refuse  to  take  that  step  with 
these  amendments  ? 

The  difference  between  the  two  machines  is  so  gross  and 
palpable  that,  no  matter  what  tests  we  apply,  or  what  rule 
of  evidence  we  adopt,  we  come  to  the  same  end.  In  con- 
struction, operation,  purpose  and  result  we  find  them  to- 
tally unlike.  The  change  that  was  made  was  in  the  highest 
degree  imi)ortant.  It  was  not  merely  the  addition  of  two 
new  rods,  leaving  the  other  parts  unchanged,  though  that ' 
would  be  enough  to  make  it  an  essentially  different  device  ; 
it  involved  the  making  over  of  the  whole  machine.  It  rep- 
resented  all  thai  difference  so  often  insisted  upon  by  the 
courts  between  failure  and  success.  Instead  of  a  brake 
that  has  never  been  in  use,  even  on  the  single  car,  and  that 
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&eyer  wonld  or  could  have  been  used,  it  has  given  us  a 
brake  that  has  been  in  use  from  that  day  to  this. 

The  question  then  is  can  such  a  radical  change  in  the  in- 
vention be  allowed  at  any  time  under  the  guise  of  an  amend- 
ment. Can  it  be  made  five  years  after  the  filing  of  the  first 
application  ?  And  especially  years  after  otiiers  have  given 
the  same  thing  to  the  public  ?  With  the  purpose  and  re- 
sult of  forestalling  those  earlier  and  more  diligent  patentees, 
and  compelling  them^  and  those  who  in  good  faith  have 
bought  of  them,  to  pay  over  again  for  what  they  cannot  but 
legard  as  an  unjust  and  fraudulent  claim. 

The  whole  law  on  the  question  of  infringement  may  be 
summed  up  as  follows :  There  can  be  no  infringement  of 
the  plainttflPs  combination,  unless  we  use  all  its  parts,  or 
their  equivalents.  And  the  parts  used  by  us  are  not  equiv- 
alents unless  well  known  as  proper  substitutes  at  the  date 
of  its  patent  Nor  unless  they  are  combined  in  the  same 
way — ^to  operate  in  the  same  way — and  produce  the  same 
upecific  results.  Nor  unless  they  could  have  been  substi- 
tuted by  the  ordinary  skilled  mechanics  without  invention. 
There  is  not  one  of  the  above  rules  but  what  is  settled  be- 
yond question.  And  there  is  not  one  of  them  but  what 
must  be  disregarded  in  order  to  find  infringement  in  this 
case.  Tlie  defendant's  combination  is  different — ^its  parts 
•re  different — ^their  arrangement,  connection  and  results  are 
all  different ;  and  finally  all  these  differences  are  beyond 
question  substantial  and  material ;  they  constitute  a  pat- 
entable invention — ^that  invention  has  been  patented,  and 
the  patent  has  been  sustained  by  this  court — we  have  a  li- 
cense under  it,  and  it  is  by  virtue  of  that  license  we  have 
msed  the  Stevens'  brake. 

Messrs.  R  D.  Cousiiis  and  Albert  H.  WaUcer^  for  ap- 
g^eUee : 

The  Stevens  brake  contains  the  modified  truck  brakes  of 

Bachelder  and  Thomipson,  and  also  the  precise  equivalent 

^  their  added  letter  system.     It  combines  these  elements 
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with  the  windlass  in  substantially  the  same  way.  This  oom- 
bination  in  it  operates  in  substantially  the  same  way  for 
precisely  the  same  purpose. 

The  defendant^  s  brake  contains,  and  cannot  be  used  with- 
out Bachelder  and  Thompson's  added  letter  system,  or  at 
all  events  the  substantial  equivalent  therefor. 

It  is  specially  to  be  noted  that  Stevens  did  not  enter  the 
field  until  about  1851,  five  years  after  Batchelder  and 
Thompson  had  made  their  invention.  Their  invention, 
therefore,  was — as  to  Stevens — a  part  of  the  state  of  the 
art  by  which  his  later  claims  to  originality  must  be  con- 
trolled and  limited.  He  needed  to  use,  for  a  foundation  ol 
his  brake,  such  a  truck  mechanism  as  is  seen  in  their  pat- 
ent. He  found  it  ready  to  his  hand  in  the  prior  invention 
of  Bachelder  and  Thompson,  and  he  took  it  bodily  from 
them.  It  therefore  follows  in  common  sense  and  in  law 
that  his  brake  is  bottomed  on  theirs  and  not  on  the  single 
brake. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  suit  was  commenced  in  the  Circuit  Court  in  Decem- 
ber, 1861,  by  bill  in  equity  filed  by  (a)  the  appellee  on 
letters  patent  (b)  for  an  improved  railroad  car  brake,  issued 
on  the  6th  day  of  July,  1862,  to  one  Henry  Tanner,  as  as- 
signee of  Lafayette  F.  Thompson  and  Asahel  G.  Bachelder. 
The  bill  charged  that  the  defendant  (c),  from  the  1st  of 
June,  1859,  to  the  time  of  filing  the  bill,  infringed  and  was 
still  infringing  the  said  patent,  of  which  the  complainant 
had  become  the  owner,  and  prayed  for  an  injunction  and  an 
account  of  profits  received  by  the  defendant  from  the  use 
of  the  invention  patented. 
The  defendant  answered,  setting  up  prior  invention  and 
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(a)  otto  inserta  ''Thomas  Sayles.'* 
(6)  Otto  inserts  '^No.  9,109." 

(c)  Otto  sal»titate8  for  *^the  defendant"   *'Tbe  Chicago  and  Northwestern 
BaUway  Co." 
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use  by  others  of  the  improvement  clauned,  and  denying  in- 
fringement. 

After  proofs  taken,  a  decree  was  rendered  for  the  com- 
plainant in  February,  1866,  and  a  reference  ordered.  This 
decree  was  afterwards  opened,  and  the  defendant  was  al- 
lowed to  introduce  newly  discovered  evidence.  A  decree 
was  a^ain  rendered  for  the  complainant  in  July,  1871,  and 
reference  again  ordered.  The  master  reported  profits  re- 
ceived by  the  defendant,  for  the  period  of  five  years,  from 
June  2,  1859,  to  June  2,  1864,  to  the  amount  of  $63,638.40, 
being  $41,280  for  saving  in  wages  of  brakeman,  and  $22,- 
358.40  for  saving  in  car  wheels.  A  decree  was  rendered  for 
the  whole  amount  in  December,  1873 ;  but  on  a  further  re- 
hearing in  September,  1875,  the  item  for  saving  on  car  wheels 
was  apparently  thrown  out,  and  the  decree  was  reduced  to 
the  sum  of  $47,726.  From  this  decree  the  present  appeal  is 
taken.  The  counsel  for  the  appellee  now  concedes  that,  in 
the  light  of  our  decision  in  Mowry  v.  'Whitney,  14  WalL 
620  [9  Am.  &  Eng.  1,]  the  principle  adopted  by  the  master 
was  not  correct,  and  consents  that  the  decree  be  further  re- 
duced to  the  sum  of  $24,768,  with  interest  from  the  date  of 
the  report. 

The  evidence  in  the  case  is  very  voluminous,  especially  in 
reference  to  the  question  of  priority  of  invention,  and  would 
be  well  calculated  to  present  questions  of  much  embarrass- 
ment and  diflBculty  for  our  determination,  if  we  felt  obliged 
to  pass  upon  the  validity  of  the  patent.  But  as  we  are  sat- 
isfied that  the  Stevens  brake  used  by  the  defendant  is  not 
an  infringement  of  the  plaintiflTs  patent,  we  are  relieved 
from  that  unpleasant  and  difficult  duty,  involving  the 
weight  of  evidence  given  by  witnesses  speaking  to  facts  and 
occurrences  long  passed,  and  often  in  direct  conflict  with 
each  other. 

At  the  time  when  the  complainant  alleges  that  Thompson 
and  Bachelder  completed  the  invention  for  which  the  let- 
ters patent  on  which  the  suit  is  brought  were  granted, 
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namely :  in  1846  and  1847,  double  trucks  under  railroad  cars 
had  come  into  general  use  in  the  country,  and  it  was  a  de- 
sideraiuTTi  to  have  a  brake,  or  system  of  brakes,  which 
could  be  operated  from  either  end  of  the  car,  upon  the 
wheels  of  both  trucks ;  and  a  number  of  inventors  were  in 
the  field,  contriving  and  testing  their  various  devices.  Like 
almost  all  other  inventions,  that  of  double  brakes  came  when, 
in  the  progress  of  mechanical  improvement,  it  was  needed ; 
and  being  sought  by  many  minds,  it  is  not  wonderful  that 
it  was  developed  in  different  and  independent  forms,  all 
original,  and  yet  all  bearing  a  somewhat  general  resem- 
blance to  each  other.  In  such  cases,  if  one  inventor  pre- 
cedes all  the  rest,  and  strikes  out  something  which  includes 
and  underlies  all  that  they  produce,  he  acquires  a  mono- 
poly, and  subjects  them  to  tribute.  But  if  the  advance  to- 
wards the  thing  desired  is  gradual,  and  proceeds  step  by 
step,  so  that  no  one  can  claim  the  complete  whole,  then 
each  is  entitled  only  to  the  specific  form  of  device  which  he  pro- 
duces, and  every  other  inventor  is  entitled  to  his  own  specific 
form,  so  long  as  it  diflfers  from  those  of  his  competitors,  and 
does  not  include  theirs.  These  general  principles  are  so 
obvious,  that  they  need  no  argument  or  illustration  to  sup- 
port them.  We  think  they  are  specially  applicable  to.  the 
case  before  us. 

The  patent  sued  on  was  granted  on  the  6th  day  of  July, 
1852.  It  was  not  the  first  patent  granted  for  double  car 
brakes.  A  patent  for  s^ch  a  brake  had  been  granted  to  one 
Charles  B.  Turner,  on  the  14th  of  November,  1848;  an- 
other to  Nehemiah  Hodge,  October  2,  1849  ;  and  a  third  to 
Francis  A.  Stevens,  November  25,  1851 ;  and  double  acting 
brakes  had  been  constructed  by  other  persons  before  any  of 
these  patents  were  issued.  The  patent  granted  to  Tanner 
antedates  the  other  patents  referred  to,  by  reason  of  its  being 
issued  upon  an  application  for  a  patent  made  by  Thompson 
and  Bachelder,  on  the  29th  of  June,  1847.  It  is  alleged  by 
the  complainant  that  Thompson  and  Bachelder  completed 
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their  invention  as  early  as  the  fall  of  1846,  and  made  a  model 
of  it  in  January,  1847,  a  copy  of  which  is  put  in  the  case. 
The  application  tiled  by  them  in  the  Patent  Office  in  June, 
1847,  is  the  first  authentic  evidence,  of  a  public  character,  of 
what  their  invention  was.  A  copy  of  this  application  and 
of  the  drawings  and  model  by  which  it  was  accompanied 
have  been  exhibited  in  evidence,  and  necessarily  constitute 
an  important  feature  of  the  case.  Being  regarded  as  defec- 
tive and  insufficient  by  the  Patent  Office,  no  patent  was 
granted  at  the  time,  and  the  application  lay  dormant  and 
without  alteration  for  the  space  of  five  years  ;  w^hen,  being 
purchased  by  Tanner,  and  being  considerably  modified  and 
changed,  the  letters  patent  now  in  question  were  issued  to 
him  as  assignee  of  Thompson  and  Bachelder.  It  is  obvious 
that  the  original  exhibit  of  the  invention  made  by  them, 
and  remaining  so  long  in  the  Patent  Office  unchanged,  should 
possess  great  weight  as  to  what  their  invention  really  was, 
and  what  they  claimed  it  to  be. 

Of  course  their  object  was  to  connect  the  brakes  of  the  two 
trucks  together  in  such  a  manner  as  to  make  them  operate 
together  by  the  application  of  force  at  either  end  of  the  car. 

This  force  they  proposed  to  apply  either  by  hand  at  the 
windlass  on  the  platform,  or  by  the  bumpers  when  the  train 
was  slowed  and  the  cars  came  together.  Thfs  latter  seems 
to  have  been  their  favorite  plan,  and  to  effect  it  was  one  of 
the  principal  objects  of  their  improvement. 

The  system  of  brakes  attached  to  each  truck  was  not  ma- 
terially changed  by  them.  An  upright  lever  in  the  center 
of  the  truck  was  so  connected  with  the  brakes  on  both  pair 
of  wheels  as  to  draw  them  tightly  to  the  wheels  when  its 
upper  extremity  was  forced  inward  towards  the  center  of  the 
car.  To  this  upper  extremity  of  the  lever  the  external  force 
was  applied  when  the  brakes  were  to  be  put  on.  The  inner  end 
of  the  bumi)er  being  attached  thereto,  produced  the  desired 
effect  when  the  bumper  was  pushed  in  by  the  adjoining  car. 
The  same  effect  was  produced  by  winding  up  the  windlass 
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by  hand,  by  means  of  a  chain  and  pulley  working  from  a 
point  inside  of  the  lever ;  that  is,  nearer  to  the  center  of  the 
car. 

The  next  point  was  to  communicate  this  movement  of  the 
brakes  in  one  truck  to  those  of  the  other,  by  some  device 
that  would  cause  the  upper  extremity  of  the  lever,  in  the 
latter,  to  be  drawn  inward,  towards  the  center  of  the  car, 
at  the  same  time  that  the  lever  on  the  first  truck  was  forced 
inward  ;  a  simple  rod  connecting  them  together  would  not 
do  this,  but  it  would  have  the  contrary  effect.  The  upper 
extremities  of  the  two  levers  must  be  so  connected  that, 
upon  the  application  of  force,  they  would  approach  each 
other,  each  being  forced  inwardly  towards  the  center  of  the 
car.  To  effect  this,  Thompson  and  Bachelder  proposed  a  de- 
vice constructed  substantially  as  follows : — Under  the  center 
of  the  car  body  they  attached  thereto,  by  a  pivot,  a  vibrating 
horizontal  lever,  situated  midway  between  the  trucks,  and 
arranged  crosswise  of  the  car.  To  the  outer  ends  of  this  lever 
were  attached  connecting  rods,  one  of  which  extended  to  and 
connected  with  the  truck  lever  on  one  of  the  trucks,  and  the 
other  extended  to  and  connected  with  the  truck  lever  on  the 
other  truck.  By  this  arrangement,  when  one  of  the  truck 
levers  was  forced  inward,  towards  the  center  of  the  car,  it 
would  push  back  the  connecting  rod  attached  to  it,  and  cause 
the  vibrating  lever  to  revolve  on  its  pivot,  and  thus  draw  the 
other  connecting  rod  towards  the  center  from  the  other  di- 
rection, and  force  the  truck  lever  on  the  other  truck  inward 
at  the  same  time.  Thus  when  the  windlass  was  wound  up 
at  either  end  of  the  car,  it  had  the  effect  of  operating  the 
brakes  on  both  trucks,  by  pushing  one  connecting  rod  at  the 
same  time  that  it  worked  the  truck  lever,  and  simultaneously 
pulling  the  other  connecting  rod.  The  bumpers  produced 
the  same  effect  by  having  gains  cut  into  their  sides  for  re- 
ceiving the  upper  arms  of  the  truck  levers,  and  thereby 
forcing  them  inward  when  driven  inward  themselves.  A 
long  iron  rod  extended  the  whole  length  of  the  car,  which 

97  U.  8.  558-559. 


140  RAILWAY  CO.  v.  SAYLES.  [Sup.  Ct. 

Opiniou  of  the  court 

was  provided  with  a  device  for  forcing  the  truck  lever?  out 
of  the  gains  in  the  bumpers  when  it  was  desired  to  ease  the 
brakes. 

Such,  substantially,  was  Thompson  and  Bachelder's 
brake,  according  to  the  description  thereof  deposited  and 
left  by  them  in  the  Patent  Office.  In  the  new  application, 
filed  in  their  name  by  Tanner  in  1852,  the  bumper  arrange- 
ment was  left  out  entirely  and,  as  before  stated,  consider- 
able modifications  were  introduced.  The  connecting  rods 
were  attached  to  the  vibrating  lever  nearer  to  its  pivot,  and  two 
additional  rods  were  applied  to  the  outer  ends  of  this  lever, 
extending  respectively  to  the  two  windlasses  at  either  end 
of  the  car,  being  used  for  the  purpose  of  working  the  lever ; 
and  the  parts  were  so  arranged  as  to  supply  the  x)Ower  by 
drawing  or  pulling  both  of  the  connecting  rods,  instead  of 
pushing  one  and  pulling  the  other. 

Now,  in  1847,  when  Thompson  and  Baehelder  filed  their 
application  for  a  patent,  and  in  1846,  when  it  is  said  they 
completed  their  invention,  double  brakes  were  already  in 
existence,  formed  as  theirs  was  (though  not  in  the  same 
manner),  by  connecting  together  the  movements  of  the  two 
system  of  truck  brakes,  so  that  one  brakeman  at  either  end 
of  a  car,  could  apply  the  brakes  to  both  trucks  at  the  same 
time. 

Without  noticing  those  inventions,  the  dates  of  which 
are  disputed,  it  is  sufficient  to  refer  to  two  instances  in  point, 
the  existence  of  which  before  1846  cannot  be  seriously  con- 
troverted. We  refer  to  those  known  as  the  Springfield  brake 
and  the  MillhoUand  brake.  These  brakes  may  not  have 
been,  and  were  not,  so  perfect  as  that  of  Thompson  and 
Baehelder,  and  others  constructed  at  a  later  period ;  but  they 
were  used,  and  used  successfully  ;  sufficiently  so,  at  least, 
to  have  sustained  patents  for  the  inventions,  had  patents 
been  applied  for. 

The  Springfield  brake  was  made  by  one  Harris,  in  1842  or 
1843,  and  placed  on  a  long  platform  car  for  carrying  freight 
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crates  on  the  Western  Railroaxl  of  Massachusetts.  Each 
truck  was  provided  with  two  levers,  one  to  each  of  the 
brakes;  and  these  levers  were  connected  together  by  a  rod 
which  caused  them  both  to  be  operated  at  the  same  time  by 
the  windlass  which  was  connected  by  a  short  chain  to  the 
nearest  one.  A  long  rod  connected  one  of  the  levers  of  the 
other  truck  to  the  same  windlass  by  means  of  another  chain, 
so  that  when  the  windlass  was  worked  it  wound  up  both 
chains  and  operated  the  brakes  on  both  trucks  simultane- 
ously. '  A  like  arrangement  was  connected  with  the  wind- 
lass at  the  other  end  of  the  car.  Each  windlass  could  thus 
be  made  to  operate  the  brakes  of  both  trucks. 

This  brake  was  used,  as  we  gather  from  the  evidence,  for 
a  year  or  two,  until  the  car  was  broken  up.  It  was  un- 
doubtedly attended  with  some  inconveniences  in  its  opera- 
tion, especially  in  going  around  sharp  curves  ;  but  this  did 
not  prevent  it  from  being  used ;  and  on  a  straight  track  or 
on  a  track  having  only  slight  curves  it  operated  very  satis- 
factorily. In  1856  and  1867,  when  some  diflSculty  arose 
about  the  right  to  use  another  brake,  the  employment  of 
this  Springfield  brake  was  resumed  for  more  than  a  year  on 
the  passenger  cars  of  the  same  railroad,  with  only  the  slight 
and  obvious  modification  of  attaching  the  long  connecting 
rod  to  a  lever  in  each  of  the  trucks,  instead  of  attaching  it 
to  the  windlass  at  one  end  of  the  car,  and  to  a  lever  in  the 
truck  at  the  other  end. 

It  is  useless  to  argue  that  this  brake  was  an  imperfect  one, 
or  that  it  worked  far  less  satisfactorily  than  the  Tanner  or 
other  brakes.  It  did  work,  and  under  favorable  circum- 
stances worked  as  well  as  the  most  improved  form  of  brakes. 

The  same  brake  with  only  a  single  windlass,  was  applied 
to  tenders  (which  require  and  admit  of  only  one  windlass) 
as  early  as  1841,  and  continued  to  be  thus  used  to  the  time 
of  this  litigation. 

The  Millholland  brake  approached  much  nearer  in  its 
mode  of  operation  to  the  Tanner  brake  than  did  the  Spring- 
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field.  According  to  the  testimony,  it  was  placed  on  a  pas- 
senger car  of  the  Baltimore  and  Susquehanna  Railroad  in  or 
about  the  year  1848,  and  was  continued  in  use  for  a  con- 
siderable period,  one  witness  says,  a  year  or  eighteen  months. 
It  was  taken  off  because  the  brakemen  were  opposed  to  it, 
inasmuch  as  it  had  to  be  worked  by  hand  by  means  of  a 
windlass,  whilst  they  were  used  to  brakes  that  were  operated 
by  the  foot.  AVhilst  used,  however,  it  worked  with  entire 
success.  It  is  thus  described  by  the  inventor,  James  Mill- 
holland,  in  his  testimony.  He  says:  *'It  broke  upon  all 
the  eight  wheels  from  either  end  of  the  car;  the  brakes  were 
operated  by  means  of  a  drum  placed  under  the  car,  about 
the  center;  there  were  connections  running  from  this  drum 
to  the  levers  on  each  truck,  and  also  from  the  drum  to  the 
windlasses  of  the  car."  He  then  describes  the  manner  in 
which  the  connecting  rods  were  attached  to  the  truck  lever, 
and  their  mode  of  operation.  It  is  apparent  from  this  de- 
scription that  the  drum  performed  almost  precisely  the  same 
office  which  is  performed  by  the  vibrating  lever  in  the  T>an- 
ner  brake,  operating,  by  means  of  the  connecting  rods,  upon 
the  brakes  in  nearly  the  same  manner. 

In  1846,  MillhoUand  applied  a  double  brake  somewhat 
like  the  last  named  to  car  tenders,  using  a  rock  shaft  with 
an  arm  on  it  instead  of  the  drum  as  a  means  of  connecting 
the  brakes  to  the  two  trucks.  This  brake  was  continued  in 
use  for  many  years. 

The  subsequent  invention  of  double  brakes  of  improved 
and  better  forms  superseded  these  early  brakes,  it  is  true ; 
so  that,  excepting  the  modified  forms  in  which  they  w^ere 
applied  to  tenders,  and  excepting  the  temporary  resuscita- 
tion of  the  Springfield  brake  in  1866,  and  again  in  1871, 
they  went  entirely  out  of  use.  But  their  construction  and 
use,  though  with  limited  success,  are  sufficient  to  show  that 
Thompson  and  Bachelder  were  not  the  pioneers  in  tliis  field  of 
improvement,  and  that  they  were  not  the  originators  of  the 
double  brake,  nor  of  the  use  of  rods,  chains  and  similar  ap- 
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pliances  for  connecting  the  brake  systems  of  two  trucks 
under  a  car.  They  invented  a  particular  apparatus  for  do- 
ing the  desired  worit ;  and  they  can  only  claim  their  par- 
ticular apparatus,  or  that  which  is  substantially  the  same. 

This  brings  us  to  the  question  whether  the  apparatus 
used  by  the  defendant,  and  known  as  the  Stevens  brake,  (d) 
is  substantially  the  same  as  Thompson  and  Bachelder's,  or 
whether  it  contains  in  it  anything  substantially  the  same. 

Now,  the  Stevens  brake  has  no  vibrating  lever  between 
the  trucks,  as  the  Tanner  brake  has,  for  the  purpose  of  re- 
versing the  motion  communicated  from  one  truck  system  to 
the  other  and  causing  the  truck  levers  to  move  in  opposite 
directions,  that  is,  towards  each  other  when  the  brakes  are 
put  on,  and  away  from  each  other  when  the  brakes  are  re- 
lieved. This  is  a  marked  feature  in  the  Tanner  brake,  and 
one  on  which  stress  is  laid  in  the  original  application.  The 
parts  particularly  x)ointed  out  by  Tliompson  and  Bachelder 
as  their  improvements,  exclusive  of  those  connected  with 
the  bumpers,  are  only  these  three,  namely :  the  vibrating 
lever,  the  two  rods  connected  therewith,  and  their  connec- 
tion vrith  the  truck  levers.  They  speak  of  their  improve- 
ment as  *'  An  improvement  upon  the  car  brake  now  in  gen- 
eral use,"  expressly  disclaiming  its  original  invention. 
This  language  is  somewhat  vague ;  but  it  sufficiently  indi- 
cates that  that  they  regarded  their  improvement  as  consist- 
ing in  their  particular  apparatus  for  effecting  the  desired 
result.  The  claim  of  the  patent  as  finally  issued  to  Tanner 
is  only  for  so  combining  the  brakes  of  the  two  trucks  by 
means  of  the  vibrating  lever,  or  its  equivalent,  or  mechan- 
ism essentially  as  specified  (and  no  other  is  specified),  as  to 
enable  the  brakeman  operating  the  windlass  at  either  end 
of  the  car  to  simultaneously  apply  the  brakes  of  both 
trucks. 

Now  the  apparatus  for  effecting  the  same  purpose  in  the 
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Stevens  brake  is  essentially  different  from  this.  As  before 
stated,  it  has  no  central  vibrating  lever  at  all  and,  as  we 
think,  no  equivalent  of  it.  It  connects  the  brakes  of  the 
two  trucks  by  a  single  straight  rod,  extending  from  the 
truck  lever  connected  with  the  outside  brake  of  one  truck 
to' the  lever  connected  with  the  outside  brake  of  the  other 
truck.  This  outside  lever  in  each  truck  is  connected,  by  a 
rod  running  across  and  under  the  axles  of  the  truck,  with 
a  similar  lever  attached  to  the  inner  brake  of  the  same 
truck ;  and  that  again  is  connected  with  the  windlass  by 
another  rod  running  back  over  the  axles  of  the  truck ;  tlms 
establishing  a  direct  and  continuous  connection,  from  one 
windlass  to  the  other,  between  all  the  brakes  in  both 
trucks,  so  that  when  either  windlass  is  wound  up  (the 
other  being  held  by  a  ratchet,)  it  winds  up  and  tightens 
the  whole  system  of  brakes  on  both  trucks.  In  Stevens' 
arrangement,  the  separate  trucks  have  two  levers,  it  is  true, 
one  attached  to  each  brake ;  and  it  is  contended  by  the 
complainant's  counsel  that  one  of  these  levers  on  each 
truck  is  equivalent  to  one  half  of  the  vibrating  lever  in  the 
Tanner  brake.  But  this  supposed  equivalency  is,  in  our 
judgment,  too  far  fetched  and  imaginary.  The  levers  re- 
ferred to  are  no  ways  different,  in  form  or  mode  of  opera- 
tion, from  ordinary  brake  levers,  and  the  use  of  two  levers 
on  a  truck  was  not  new,  having  been  employed  in  much  the 
same  way  in  the  Springfield  brake.  They  belong  to  the 
trucks  to  which  they  are  respectively  attached,  having  no 
pivotal  or  f ulcral  connection  with  the  body  of  the  car,  as 
Tanner's  vibrating  lever  has.  In  a  word ;  the  construction 
and  mode  of  operation  of  the  Stevens  brake  are  altogether 
so  different  from  that  of  Thompson  and  Bachelder's,  or  Tan- 
ner's, that,  considering  the  state  of  the  art  at  the  time 
when  the  latter  was  produced,  and  the  necessary  limits  by 
which  the  Tanner  patent  must  be  circumscribed,  we  think 
that  the  two  are  to  be  regarded  as  independent  inventions ; 
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each  being  limited  and  confined  to  the  particular  contri- 
vance which  constitutes  its  peculiarity. 

Having  come  to  this  conclusion,  it  is  unnecessary  to  con- 
sider the  other  questions  in  the  cause. 

It  will  be  observed  that  we  have  given  particular  attention 
to  the  original  application,  drawings  and  models  filed  in  the 
Patent  Office  by  Thompson  and  Bachelder.  We  have 
deemed  it  proper  to  do  this,  because,  if  the  amended  applica- 
tion and  model,  filed  by  Tanner  five  years  later,  embodied 
any  material  addition  to  or  variance  from  the  original — 
anything  new  that  was  not  comprised  in  that — such  addition 
or  variance  cannot  be  sustained  on  the  original  application. 
The  law  does  not  permit  such  enlargements  of  an  original 
specification,  which  would  interfere  vrith  other  inventors  who 
have  entered  the  field  in  the  meantime,  any  more  than  it 
does  in  the  case  of  reissues  of  patents  previously  granted. 
Courts  should  regard  with  jealousy  and  disfavor  any  attempts 
to  enlarge  the  scope  of  an  application  once  filed,  or  of  a  patent 
once  granted,  the  effect  of  which  would  be  to  enable  the 
patentee  to  appropriate  other  inventions  made  prior  to  such 
alteration,  or  to  appropriate  that  which  has,  in  the  mean- 
time, gone  into  public  use. 

The  decree  of  the  Circuit  Court  is  reversed  and  the  cause 
remanded^  with  directions  to  erder  a  decree  dismissing  the 
bill  of  complaint. 
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HAMILTON  BATES  bt  al.,  APPELLANTS  v.  CHARLES 

W.  COE. 

08  (8  Otto)  U.  8.  31-SO.     Oct.  Term,  1878. 

[Bk  25,  L.  ed.  68  ;  15  O.  G.  337.] 

Argued  May  3,  1878.     Decided  November  25,  1878. 

Notice  of  special  defences — how  given,  Ptior  publication.  Par- 
ticular patent  construed.  Sufficient  description.  Peisstie.  First 
inventor.  Abandonment.  Infringement.  Ambigtiity.  Con- 
struction of  claims.  Reissue — original  in  evidence.  Combiner 
tion  an  entirety.  NbveUy.  Substantial  identity.  Prior  pub- 
lic use.  Secret  invention.  Assignment  of  error — defences  not  set 
up  in  answer.  Joinder  of  invention.  Burden  of  proving  in- 
fringenieut. 

1.  Persons  sued  as  infringers  may,  if  they  comply  with  the  statutory 

condition  as  to  notice,  give  the  special  defences  mentioned  in 
the  patent  act  in  evidence,  under  the  general  issue.  Such 
notices  in  a  suit  in  equity  may  be  given  in  the  answer  and  the 
provision  is  that  if  any  one  of  those  defences  is  proved,  the 
judgment  or  decree  shall  be  in  favor  of  the  defending  party 
with  costs,     (p.  163.) 

2.  Where  the  defence  set  up  is  that  the  improvement  has  been  pat- 

ented or  described  in  some  printed  publication  prior  to  the 
supposed  invention,  it  cannot  be  proved  that  the  invention  de- 
scribed in  the  prior  patent  or  publication  was  made  prior  to  the 
date  of  such  patent  or  publication,     (p.  163.) 

3.  Reissued  letters  patent  No.  2,487,  C.  W.  Coe,  February  19, 1867, 

(original  No.  37,433,  January  20,  1863,)  Drilling  and  Screw- 
Cutting  Machine,  considered.  Held,  that  the  invention  was 
sufficiently  described  in  the  specification  and  claims;  that 
the  reissue  is  for  the  same  invention  as  the  original,  the 
original  not  having  been  introduced  in  evidence;  that  the  pat- 
entee was  the  first  and  original  inventor;  that  the  invention 
was  not  described  in  any  prior  patent  or  printed  publication; 
that  it  was  not  in  public  use  or  on  sale  for  more  than  two  years 
prior  to  his  application;  and  is  infringed,     (p.  164.) 

4.  Where  the  actual  invention  described  in  the  specification  is  larger 
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than  the  claims  of  the  patent,  patentee  must  be  limited  to  what 
is  claimed;  but  the  claims  must  be  reasonably  construed,  and 
in  cases  of  doubt  or  ambiguity,  it  is  proper  to  refer  to  the  speci- 
fication for  their  construction,  (p.  169.) 
o.  Where  the  defence  set  up  was  that  the  reissue  was  not  for  the 
same  invention  as  the  original  patent,  and  the  original  patent 
was  not  given  in  evidence,  fieldy  that  the  defence  could  not  be 
sustained,     (p.  170.) 

6.  Where  the  defence  set  up  was  that  the  patentee  was  not  the  first 

and  original  inventor  of  his  described  improvement,  hM^  that 
the  introduction  of  the  reissued  patent  established  a  prima 
facie  presumption  that  he  was,  and  cast  on  defendants  the  bur- 
den of  proving  that  he  was  not.    (p.  171.) 

7.  Defences  that  patentee  is  not  the  first  and  original  inventor,  of 

the  thing  patented  and  that  it  has  been  described  in  a  prior 
patent  or  printed  publication,  where  the  invention  consists  in 
a  combination  of  old  elements,  incapable  of  division  or  sep- 
arate use,  must  be  addressed  to  the  entire  invention  and  not 
merely  to  the  separate  parts  of  the  thing  patented,     (p.  171.) 

8.  A  thing  is  substantially  the  same  as  another  if  it  performs  sub- 

stantially the  same  function  or  office  in  substantially  the  same 
way  to  obtain  substantially  the  same  results,     (p.  173.) 

9.  The  defence  of  public  use  or  sale  in  this  country  for  more  than 

two  years  before  the  application  for  patent.  Revised  Statutes, 
§  4920,  considered  and  compared  with  prior  patent  acts.  (p. 
177.) 

10.  Inventors  may,  if  they  can,  keep  their  inventions  secret  and  if 

they  do,  no  neglect  to  petition  for  a  patent  will  forfeit  their 
right  to  apply  to  the  Commissioner  for  that  purpose.  Mere 
delay  is  not  a  good  defence,  but  the  respondent  in  a  suit  for 
infringement,  if  he  gives  the  required  notice,  may  allege  and 
prove  that  the  invention  embodied  in  the  patent  in  suit,  had 
been  in  public  use  or  on  sale  for  more  than  two  years  prior  to 
the  complainant's  application  for  a  patent,  and  if  he  alleges 
and  proves  that  defence  he  is  entitled  to  prevail  in  the  suit. 
Those  requirements  constitute  conditions  to  the  sufficiency  of 
the  defence  and  the  court  held  that  the  respondents  had  not 
complied  with  either  to  any  effectual  extent,      (p.  177.) 
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11.  Defences  not  set  up  in  the  answer,  cannot  serve  as  grounds  for 
an  assignment  of  error,     (p.  179.) 

12.  Where  two  of  the  defences  presented,  but  not  set  up  in  the 
assignment  of  errors,  were  that  the  Circuit  Court  erred  in 
holding  that  the  patentee  was*  the  original  and  first  inventor 
of  the  respective  improvements  specified  in  the  second  and 
fourth  claims  of  the  patent,  Iieldy  that  they  could  not  be  sus- 
tained. 1.  Because  they  were  not  set  up  in  answer.  2.  Be- 
cause they  were  addressed  to  a  separate  claim  of  the  patent 
(part  only  of  an  undivisible  improvement,)  and  not  to  the  en- 
tire invention,  as  required  by  act  of  Congress,     (p.  179.) 

1».  Where  the  thing  patented  is  an  entirety,  consisting  of  a  single 
device  or  combination  of  old  elements  incapable  of  division 
or  separate  use,  the  defence  that  patentee  is  not  the  first  or 
original  inventor,  must  be  addressed  to  the  invention  and  can- 
not be  established  by  proving  that  a  part  is  found  in  one  prior 
patent  or  publication  and  another  part  in  another,     (p.  180.) 

14.  Combination  patents  may  be  mentioned  as  examples  where 
more  than  one  invention  may  be  secured  by  a  single  patent 
(p.  180.) 

1,^.  Infringement  being  denied  in  the  answer  the  burden  of  proof 
is  upon  the  complainant  and  the  court  decided  that  the  charge 
in  this  case  was  fully  proved,     (p.  181.) 

[Citations  in  the  opinion  of  the  court :] 

Brooks  V.  Fiske,  15  How.  212  [6  Am.  &  Eng.  15.]     p.  169. 

Curt.  Pat.  (4th  ed.)  U  222,  289  a.     p.  169. 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290.  J    p.  170, 171, 178. 

Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471.]    p.  170,  171, 180. 

Cahoon  v.  Ring,  1  Qiff.  592.     p.  173. 

Pennock  v.  Dialogue,  2  Pet.  1  [4  Am.  &  Eng.  217.]    p.  17a 

Whitney  v.  Emmett,  1  Bald.  303.     p.  178. 

Kyan  v.  Goodwin,  3  Sumn.  514.     p.  178. 

Wyeth  V.  Stone,  1  Story,  273.     p.  178. 

Hereon  v.  Eagle  Screw  Co.,  3  Story,  402.    p.  178. 

Blanchard  v.  Putnam,  8  Wall.  420.    p.  181. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  Ohio. 

The  api)ellee  filed  a  bill  in  the  court  below,  for  an  injunc- 
tion and  other  relief,  against  the  infringement  of  a  certam 
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patent.  A  decree  having  been  entered  in  favor  of  the  com- 
plainant, the  respondents  appealed  to  this  court. 

The  case  further  appears  in  the  opinion  of  the  court. 

The  specifications  and  drawings  of  the  Coe  reissued  letters 
patents  are  as  foUows: 


CHARLES  W.  COE,  OF  PENTONVILLE,  MICHIGAN. 

Letters  Patent  No.  37,433,  dated  January  20,  1863;  Reissue  No. 

2,487,  dated  February  19,  1867. 

Improvement  in  Drilling  and  Bolt-Tapping  Machines. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  Toay  concern : 

Be  it  known  that  I,  Charles  W.  Coe,  of  Fentonville,  in 
the  county  of  Genesee,  and  State  of  Michigan,  have  in- 
vented a  new  and  improved  Drilling  and  Screw-Cutting  Ma- 
chine; and  I  do  hereby  declare  that  the  following  is  a  full, 
clear,  and  exact  description  thereof,  reference  being  had  to 
the  accompanying  drawings,  making  a  part  of  this  specifi- 
cation, in  which — 

Figure  1  is  a  side  view  of  my  invention. 

Figure  2  is  a  plan  or  top  view  of  the  same,  a  screw  pertain- 
ing to  the  invention  being  bisected  horizontally,  as  shown  at 
X xm  Fig.  1. 

Figure  3,  a  detached  central  vertical  section  of  a  clamp  and 
bed  pertaining  to  the  same. 

Similar  letters  of  reference  indicate  corresponding  parts 
in  the  several  figures. 

This  invention  relates  to  a  novel  and  improved  arrange- 
ment of  parts,  as  hereinafter  fully  shown  and  described, 
whereby  a  very  simple  and  compact  machine  is  obtained  for 
the  purpose  of  drilling  and  cutting  screws,  and  one  by 
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which  it  is  believed  several  advantages  are  obtained  over 
those  now  in  use. 

To  enable  those  skilled  in  the  art  to  fully  understand  and 
construct  my  invention,  I  will  proceed  to  describe  it. 

A  represents  a  cast-metal  frame  or  support,  which  is 
firmly  secured  to  any  suitable  fixture,  and  B  is  a  shaft, 
which  is  fitted  horizontally  in  the  upper  part  of  the  frame 
or  support  A,  and  has  a  fly-wheel  C  at  one  end  of  it,  and  a 
bevel-pinion  D,  at  the  opposite  end.  The  pinion  D  gears 
into  a  bevel-wheel,  E,  the  shaft  F  of  which  is  fitted  in  suit- 
able bearings  on  the  upper  part  of  the  frame  or  supi)ort  A, 
and  at  right  angles  to  shaft  B,  as  shown  clearly  in  Pig.  2. 
The  outer  end  of  the  shaft  F  is  provided  with  a  crank,  G. 
H  is  a  bevel-pinion,  which  also  gears  into  the  wheel  E. 
This  pinion  is  fitted  loosely  on  a  shaft,  I,  or  in  such  a  man- 
ner that  the  shaft  may  rise  and  fall  independently  of  the 
wheel,  and  the  latter  at  the  same  time  made  to  rotate  said 
shaft.  The  shaft  I  is  tubular  at  its  lower  end,  and  is  pro- 
vided with  a  set-screw  J,  by  which  a  drill  or  screw-cutting 
die  may  be  secured  in  it.  K  is  a  vertical  screw,  which 
works  in  a  nut,  L,  on  the  upper  part  of  the  frame  or  sup- 
port A.  The  lower  end  of  this  screw  is  connected  by  a 
swivel-joint  with  the  upper  end  of  the  shaft  I.  On  the 
screw  K,  above  the  nut  L,  there  is  placed  a  ratchet,  M. 
This  ratchet  is  fitted  on  the  screw  K  in  such  a  manner  that 
it,  when  turned,  will  turn  the  screw,  and  at  the  same  time 
admit  of  the  latter  rising  and  falling  under  the  action  of  the 
nut  L,  The  ratchet  M  is  turned  by  means  of  a  pawl,  N, 
which  is  connected,  by  means  of  a  pivot,  a,  to  an  arm,  0, 
the  latter  being  attached  to  the  frame  or  support  A  by  a 
pivot,  h.  A  spring,  P,  is  connected  to  the  arm  O,  and  this 
spring  has  a  tendency  to  keep  the  outer  or  free  end  of  the 
pawl  N  in  contact  with  the  face  of  the  wheel  E,  which  is  of 
such  a  shape  as  to  form  a  cam,  Q,  and  operate  the  pawl  N, 
so  that  the  latter  will  turn  the  ratchet  M,  the  latter,  as  it 
rotates,  turning  the  screw  K,  the  nut  L  causing  the  same  to 
descend  as  it  is  turned  so  that  the  shaft  I  will  be  forced 
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down,  and  the  drill  fed  to  its  work.  It  is  easy  to  throw  the 
pawl  N  back,  so  that  the  cam  Q  can  no  longer  operate  there- 
on. In  this  case  the  drill  must  be  fed  to  its  work  by  hand, 
which  is  done  by  turning  the  screw  K  by  means  of  tlie 
handle  on  wheel  T,  on  top  pf  said  screw.  The  base  R  of 
the  frame  or  support  A  has  an  oblong  opening,  a',  made 
through  it  vertically,  to  receive  the  shanks  bbot  the  jaws 
S  S',  one  of  which,  S,  has  the  ends  of  a  yoke,  T,  bolted  to 
it.  Through  the  semi-circular  end  of  this  yoke  a  screw,  U, 
passes,  said  screw  also  passing  into  the  jaw  S'.  These  jaws 
S  S'  are  for  the  purpose  of  clamping  or  holding  the  rods  on 
which  screws  are  to  be  cut,  (see  Fig.  3, )  the  rod  V  being 
placed  between  the  jaws,  and  secured  or  clamped  firmly  be- 
tween them  by  turning  the  screw  U.  The  screw-cutting  die  W 
is  secured  in  the  lower  end  of  the  shaft  I,  and  the  pawl  N  is 
disengaged  from  the  ratchet  M,  as  no  feed  movement  is  re- 
quired in  this  arrangement,  the  jaws  S  S'  and  rod  V  rising 
and  falling  under  the  action  of  the  die  W,  the  shanks  &  6  of 
the  jaws  serving  as  guides  for  the  same.  The  whole  ar- 
rangement, it  will  be  seen,  is  extremely  simple,  occupies 
but  a  small  space,  may  be  manufactured  at  a  small  cost, 
and  at  any  time,  when  more  i)Ower  is  required,  for  either 
drilling  or  screw-cutting,  than  can  be  obtained  by  turning 
the  wheel  E,  the  power  may  be  applied  to  the  shaft  B,  the 
increase  of  power  in  the  latter  case  being  due  to  the  small- 
ness  of  the  diameter  of  the  bevel-pinion  D  relatively  with 
that  of  the  wheel  E.  Thus  it  is  seen  that  when  great  speed 
is  required,  the  motion  is  applied  to  the  wheel  E,  while, 
when  more  power  is  needed,  the  shaft  D  is  revolved  either 
by  hand  or  by  steam  power,  which  may  be  applied  to  the 
pulley  C.  The  machine  is  by  this  peculiar  arrangement 
adapted  to  both  heavy  and  light  work,  and  combines  both 
BpeeA  and  power  with  simplicity  and  strength  of  construc- 
tion. 

Bfeiving  thus  described  my  invention,  I  claim  as  new,  and 
desire  to  secure  by  Letters  Patent — 

1.  The  arrangement  of  the  bevel  gear-wheels  D  E  and  H 
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in  such  a  manner  that  the  shaft  I  may  thereby  be  revolved 
with  more  or  less  speed  and  power,  for  the  diflEei?ent  pur- 
poses to  which  the  machine  may  be  adapted,  substantially 
as  herein  shown  and  described. 

3.  The  automatic  feed  arrangement,  consisting  of  the 
ratchet  M,  pawl  N,  spring  P,  and  cam  Q,  whereby  the  drill 
is  fed  to  its  work,  substantially  as  set  forth,  the  said  feed 
arrangement  being  so  made  that  it  can  be  detached  and  the 
drill  fed  by  hand,  substantially  as  herein  shown  and  de- 
scribed. 

3.  In  combination  with  the  machine,  I  also  claim  the  vise 
for  holding  bolts  for  making  screws,  said  vise  consisting  of 
the  jaws  S  S'  and  screw  U,  arranged  in  the  base  R  of  the 
frame,  substantially  as  herein  shown  and  described. 

4.  I  claim  the  combination  of  the  shaft  I  and  screw  K 
with  the  pinion  H  and  nut  L,  whereby  the  rotary  motion  is 
given  to  the  drill,  and  also  the  necessary  feed,  substantially 
as  herein  sho\vn  and  described.  ' 

CHARLES  W.  COE. 
Witnesses : 

Wm.  F.  MoNamara, 
Alex.  F.  Roberts. 

Mr.  JaTnes  Moore^  for  appellants : 

The  decree  of  the  Circuit  Court  is  erroneous,  in  adjudg- 
ing that  respondents  had  infringed  the  first  claim  specified 
in  letters  patent  upon  which  the  bill  of  complaint  was 
founded ;  also  in  adjudging  that  said  Charles  W.  Coe  was 
the  original,  and  first  inventor  of  the  improvement  specified 
in  the  second  claim  of  said  patent ;  also  in  adjudging  that 
resx)ondents  had  infringed  the  second  claim  of  said  patent ; 
also  in  adjudging  that  respondents  had  infringed  the  third 
claim  of  said  patent ;  also  in  adjudging  that  respondents  had 
infringed  the  fourth  claim  of  said  patent ;  also  in  adjudging 
that  said  reissued  patent  is  a  good  and  valid  patent. 

The  one  real  error  of  the  Court  below,  by  which  appel- 
lants have  been  injured,  arises  from  the  definition  given  to 
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the  patent.  By  this  it  is  not  meant  that  it  is  intended  to 
waive  any  of  the  errors  assigned.  I  stand  on  them  all. 
But  what  is  more  particularly  meant.,  is  that  the  learned 
Court  below  did  not  mean  that  the  second  and  fourth  claims 
of  the  patent  were  valid,  if  those  inventions  were  correctly 
8i)ecified  in  those  claims  respectively.  Nor,  did  the  Court 
mean  that  the  defendants  had  infringed  either  one  of  the 
inventions  secured  to  the  complainant  if  the  inventions 
secured  by  the  i)atent  were  the  inventions  specified  in  the 
several  claims  respectively. 

The  first  claim  is  for  a  O/Ombination  of  three  wheels  and 
waiving  the  question  of  the  patentability  of  this  combina- 
tion, it  ought  to  be  sufficient  to  say  that  appellants'  manu- 
facture has  not  those  three  wheels,  or  their  equivalents. 

The  arrangement  of  wheels  and  pinions  used  by  respond- 
ents, is  only  a  simplification  of  the  very  old  and  generally 
used  devices,  for  giving  different  degrees  of  si)eed  and  ix)wer 
to  drilling  machines. 

The  argument  of  api>ellee^s  counsel  upon  this  question  of 
infringement,  is  that  these  two  sets  of  wheels  and  pinions 
contain  the  invention  specified  in  Coe's  first  claim ;  not  that 
either  set  contains  the  invention  in  question.  That  argu- 
ment is  necessarily  based  ui)on  the  assumption  that  these 
two  sets  of  wheels  and  pinions  make  a  combination — a  pat- 
entable combination.  If  they  do  not,  they  cannot  infringe 
any  invention.  If  they  cannot  contain  an  invention,  they 
cannot  be  said  to  be  an  infringement  of  the  invention. 
And  assuming  that  the  pinion  and  wheel  are  old  for  the 
purpose  of  conveying  motion  from  one  shaft  to  another,  and 
that  the  two  sets  of  wheels  and  pinions  shown  in  complain- 
ant's exhibit  B  do  not,  and  cannot,  co-act  or  aid  each  other, 
in  the  performance  of  any  function ;  surely  it  is  beyond  the 
fear  of  dispute  that  they  are  not  in  "  combination." 

The  two  devices  are  so  entirely  different  in  principle  of 
construction  and  mode  of  operation  that  it  is  impossible  to 
pick*  out  corresponding  or  equivalent  parts  in  the  two  ma- 
chines, and  I  may  say,  in  truth,  that  it  is  impossible  to  find 
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two  devices  for  accomplishing  the  isame  purpose  more  essen- 
tially different  than  the  gearing  of  complainant's  exhibit  A, 
and  the  gearing  of  complainant's  exhibit  B.  I  have  been 
frequently  called  upon  to  compare  mechanical  devices,  and 
I  cannot  call  to  mind  as  good  an  illustration  of  opposite 
mechanical  devices  for  accomplishing  a  certain  end  as  these 
two  sets  of  gearing  present.  There  is  positively  but  one 
thing  in  which  they  agree,  and  that  is  they  each  give  the 
drill  spindle  two  speeds,  a  peculiarity  of  construction  com- 
mon in  drilling  machines. 

I  know  that  the  obvious  inference  from  the  opinion  of  the 
Court  below  is  that  appellee  was  the  first  inventor  of  the 
machine,  that  was  at  once  a  drilling  machine  and  a  screw- 
cutter;  though,  as  to  whether  the  Court  actually  meant 
that,  or,  meaning  it,  where  the  learned  Judge  got  that  infor- 
mation, are,  to  me,  mysteries,  as  no  such  question  was  at 
issue  in  the  cause,  nor  does  the  record  contain  proof  in  re- 
ference thereto. 

In  reference  to  this  subject,  Charles  Barnes,  an  intelligent 
mechanic  and  manufacturer  of  machinery  testified  as  fol- 
lows :  ' '  There  are  several  names  for  this  machine,  the  gen- 
eral name  by  the  trade  is  a  jack  planing  machine ;  it  ia 
used  for  planing  parallel,  or  imperfect,  faces  or  surfaces." 
"'  I  have  examined  complainant's  exhibit  A  and  understand 
the  combination  of  the  ratchet  M,  pawl  N,  spring  P,  cam 
or  knocker  Q,  They  are  intended  for  an  automatic  feed 
for  the  drill  spindle  shown  in  complainant's  exhibit  A  and 
are  virtually  the  same  as  the  feed  combination  shown  in  re- 
spondents exhibit  No.  1." 

Messrs,  E.  E.  Wood  and  E,  Boyd^  for  appellee : 

The  record  shows  that  the  several  devices  specifically 

claimed  in  each  of  the  four  claims  of  complainant' s  patent, 

are  novel,  and  the  invention  of  the  patentee  and  appellee, 

C.  W.  Coe. 
The  defendant  introduced  several  devices  to  anticipate 

this  patent  but  in  not  one  of  the  six  exhibits  do  we  find  a 
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machine  monnted  upon  a  frame,  to  which  a  drill  spindle  is 
attached  by  means  of  a  nut  L,  with  hand- wheel  T,  and 
screw  K,  and  the  automatic  feeding  devices,  keeping  the 
leather  in  contact  with  a  cam,  mount.ed  on  a  hand-wheel, 
which  hand-wheel  is  capable  of  being  run  at  different 
speeds.  In  not  one  of  them  do  we  find  two  kinds  of  feed- 
ing mechanisms  designed  to  be  employed  so  that  these  differ- 
ent kinds  of  feed  may  be  employed  for  the  drills.  Such 
mechanism  is  new  with  Coe,  according  to  the  records  of 
this  case. 

The  efforts  of  defendants  to  find  some  equivalent  for 
Coe's  automatic  devices,  arranged  so  as  to  operate  in  the 
manner  described  is  almost  unparalleled ;  and,  it  seems  to 
us,  that  their  failure  to  anticipate  Coe's  invention  is  as 
complete  as  their  efforts  are  extraordinary.  These  efforts 
of  theirs  to  anticipate  complainant' s  invention  is  a  confes- 
sion of  the  necessity  of  proving  some  devices  older  than 
Coe's  in  order  to  clear  themselves  from  the  charge  of  in- 
fringement. 

It  seems  to  us  clear  that  an  examination  of  the  alleged 
infringing  machine  and  comparing  it  with  the  patented  ma- 
chine of  Coe  would  satisfactorily  determine  the  question  of 
infringement.  The  designing  objects  of  these  two  machines 
are  confessedly  the  same.  They  accomplish  the  same  re- 
sults ;  they  use  the  same  elements ;  they  feed  the  drill  ver- 
tically when  it  is  being  revolved  at  different  speeds  ;  they 
are  detached  in  the  same  manner,  and  fed  by  a  hand-wheel. 
The  ideas  and  offices  of  one  are  found  in  the  other.  Slight 
changes  have  been  made  in  the  arrangement  of  the  feeding 
devices  in  the  Bates  drill,  but  a  change  of  form  is  immate- 
rial when  offices  of  the  parts  are  unchanged. 

The  following  cases  seem  to  be  an  illustration  of  the  case 
at  bar:  Blake  v.  Eagle  Mnfg.  Co.,  4  Pish.  595;  Potters. 
WUson,  2  Pish.  Ill ;  Bank  v.  Valentine,  1  0.  G.  296. 

In  Blanchard  v.  Beers,  2  Blatch.  416,  Justice  Nelson 
says :  "In  examining  a  machine  to  ascertain  whether  or  not 
it  is  an  infringement  of  another,  the  similarity  or  dissimi- 
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larity  of  the  mechanical  construction  is  not  necessarily  ex- 
clusive or  controlling.  The  structure  may  be  very  similar, 
but  the  principle,  operation,  and  result  be  very  different ; 
or  the  structure  and  appearance  may  be  very  different*  and 
yet  the  principle  be  in  reality  the  same. 

' '  No  person  can  appropriate  the  benefit  of  the  new  ideas 
which  another  has  originated  and  put  into  practical  use, 
because  he  may  have  been  enabled,  by  superior  mechanical 
skill  to  embody  them  in  a  form  different  in  appearance,  or 
different  in  reality.  Although  he  may  not  have  preserved 
the  exterior  appearance  of  the  previous  machine,  he  may 
have  appropriateed  the  ideas  which  gave  to  it  all  its  value. 
Whenever  a  defendant  sets  up  that  he  has  substantially 
departed  from  an  existing  machine,  so  as  to  avoid  the  con- 
sequence of  an  infringement,  he  must  show  that  his  de- 
parture has  been  such  as  involves  invention,  and  not  mere 
mechanical  skill.  There  must  be  mind  and  inventive  genius 
involved  in  it,  and  not  the  mere  skill  of  the  workman." 

See  also  Sargent  v.  Lamed,  2  Curt.  349. 

The  diflferenoes  relied  ui)on  by  defendants  do  not  rise  to 
the  dignity  of  invention,  and  will  not  relieve  them  from  the 
charge  of  infringement,  because  such  changes  are  formal,  and 
hot  substantial ;  formal  because  the  identical  mode  of  ope- 
ration and  result  is  obtained.  No  new  features  are  intro- 
duced, and  no  change  of  function  claimed  by  reason  of  the 
slight  difference  in  arrangement. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Persons  sued  as  infringers  in  a  suit  in  equity,  if  they  give 
the  required  notice  in  their  answer,  may  prove  at  the  final 
hearing  the  same  special  matters  in  defence  to  the  charge  of 
infringement  as  those  which  the  defendant,  in  an  action  at 
law,  may  set  up  under  like  conditions. 

Defences  of  the  kind  which  it  is  important  to  notice  in 
the  present  case  are  the  following :  (1)  That  the  imtentee 
is  not  the  original  and  first  inventor  of  any  material  and 
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snbstantial  part  of  the  thing  patented.  (2)  That  the  im- 
provement had  been  patented  or  described  in  some  printed 
publication  prior  to  the  supposed  invention.  (3)  That  it 
had  been  in  public  use  or  on  sale  in  this  country  for  more 
than  two  years  before  his  application  for  a  patent,  or  had 
been  abandoned  to  the  public. 

Notices  of  the  kind,  when  the  suit  is  in  equity,  may  be 
given  in  the  answer  or  amended  answer ;  and  if  the  defence 
is  previous  invention,  knowledge,  or  use  of  the  thing  pat- 
ented, the  respondent  must  state  in  the  notice  the  names  of 
the  patentees,  and  the  dates  of  their  patents  and  when 
granted,  and  the  names  and  residences  of  the  persons  al- 
leged to  have  invented  or  to  have  had  the  prior  knowledge 
of  the  thing  patented,  and  where  and  by  whom  it  had  been 
used.  Each  of  these  defences,  it  wiU  be  seen,  goes  to  the 
entire  invention,  and  not  to  separate  parts  of  the  thing  pat- 
ented ;  and  the  provision  is,  that  if  any  one  or  more  of  the 
special  matters  alleged  shall  be  found  for  the  defending 
party,  the  judgment  or  decree  shall  be  rendered  in  his  favor, 
with  costs.     Eev.  Stat.,  2d  ed.,  sec.  4920. 

Evidence  to  sustain  the  second  defence  is  suflBcient,  if  the 
patent  introduced  for  the  purpose,  whether  foreign  or  do- 
mestic, was  duly  issued  or  the  complete  description  of  the 
invention  was  published  in  some  printed  publication  prior 
to  the  patented  invention  in  suit ;  and  the  patent  offered  in 
evidence  or  the  printed  publication  will  be  held  to  be  prior, 
if  it  is  of  prior  date  to  the  patent  in  suit,  unless  the  patent 
in  suit  is  accompanied  by  the  application  for  the  same,  or 
unless  the  complainant  introduces  parol  proof  to  show  that 
his  invention  was  actually  made  prior  to  the  date  of  the  pat- 
ent, or  prior  to  the  time  the  application  was  filed. 

Neither  the  defendant  in  an  action  at  law  nor  a  resi)ond- 
ent  in  an  equity  suit  can  be  permitted  to  prove  that  the  in- 
vention described  in  the  prior  patent,  or  the  invention  de- 
scribed in  the  printed  publication,  was  made  prior  to  the 
date  of  such  patent  or  printed  publication,  for  the  reason 
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that  the  patent  or  publication  can  only  have  the  efiect  as 
evidence  that  is  given  to  the  same  by  the  Act  of  Congress. 
Unlike  that,  the  presumption  in  respect  to  the  invention  de- 
scribed in  the  patent  in  suit,  if  it  is  accompanied  by  the  ap- 
plication for  the  same,  is  that  it  was  made  at  the  time  the 
application  was  filed ;  and  the  complainant  or  plaintiflf  may, 
if  he  can,  introduce  proof  to  show  that  it  was  made  at  a 
much  earlier  date.  f 

Improvements,  it  seems,  were  made  by  the  complainant 
in  drilling  and  bolt-tapping  machines,  called,  in  the  intro- 
ductory part  of  the  specification,  a  new  and  improved  drill- 
ing and  screw-cutting  machine,  for  which  he,  on  the  20th  of 
January,  1863,  received  letters  patent  in  due  form;  and  the 
record  shows  that  on  the  19th  of  February,  four  years  later, 
he  surrendered  the  same,  and  that  a  new  patent,  being  the  re- 
issued patent  in  suit,  was  granted  to  him  for  the  same  in- 
vention. 

Special  reference  is  made  in  the  specification  to  the  figures 
given  in  the  drawings  for  a  description  of  the  invention; 
and  they  show,  beyond  doubt,  what  the  specification  al- 
leges, that  the  invention  relates  to  a  novel  and  improved  ar- 
rangement of  the  parts  of  a  machine  constructed  and  de- 
signed for  the  purpose  of  drilling  and  cutting  screws ;  nor 
is  it  doubted  that  the  allegation  of  the  patentee  is  true,  that 
it  affords  to  the  operator  engaged  in  cutting  screws  consid- 
erable advantages  beyond  what  he  woidd  obtain  by  the  use 
of  the  ordinary  hand  machine. 

Inventors,  before  they  can  receive  a  patent,  are  required 
to  file  in  the  Patent  Oflice  a  written  description  of  their  in- 
vention, and  of  the  manner  and  process  of  making  and  using 
the  same,  in  such  full,  clear,  concise  and  exact  terms  as  to 
enable  any  person  skilled  in  the  art  to  make,  construct,  and 
use  the  same. 

Pursuant  to  that  requirement,  the  patentee  gave  a  par- 
ticular and  full  description  of  all  the  operative  devices  of 
the  machine,  even  to  the  minutest,  and  of  the  function  per- 
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formed  by  each,  and  of  the  mode  of  operation  of  the  whole 
when  the  machine  is  put  in  motion,  including  the  devices 
employed  when  the  machine  is  operated  by  steam.  The  de- 
vices may  be  divided  into  two  classes :  (1)  Thase  employed 
to  do  the  work.  (2)  Those  employed  to  operate  the  ma^ 
chine,  whether  by  steam  or  by  hand. 

Constituted,  as  the  machine  is,  of  numerous  devices  ope- 
rating as  a  whole,  it  is  scarcely  possible  to  define  its  opera- 
tions without  first  taking  into  the  account  its  separate  parts. 
Of  course  it  has  a  frame  secured  to  some  appropriate  fix- 
ture, which  constitutes,  directly  or  indirectly,  the  supi)ort 
of  all  the  parts  of  the  machine.  Operated,  as  the  machine 
is,  by  i)ower,  which  may  be  either  steam  or  hand  power,  it 
follows,  almost  necessarily,  that  it  has  a  shaft,  which  in 
this  machine  is  fitted  horizontally  in  the  upper  part  of  the 
frame,  with  a  fly-wheel  at  one  end  and  a  bevel-pinion  at  the 
other,  which  latter  device  gears  into  the  bevel-wheel  shown 
in  the  drawings,  the  shaft  of  which  is  fitted  in  suitable  bear- 
ings on  the  upper  part  of  the  frame  and  at  right  angles  with 
the  main  shaft,  as  shown  in  the  second  figure  of  the  draw- 
ings, the  outer  end  of  the  last  named  shaft  being  provided 
with  a  crank. 

Besides  the  pinion  already  mentioned,  there  is  another, 
called  a  bevel-pinion,  which  also  gears  into  the  same  wheel, 
the  statement  being  that  it  is  fitted  loosely  on  the  shaft  of 
the  wheel  in  such  a  manner  that  the  shaft  may  rise  and  fall 
independently  of  the  wheel,  and  the  latter  be  made  at  the 
same  time  to  rotate  the  shaft,  which  is  tubular  at  its  lower 
end,  and  is  provided  with  a  set-screw,  by  which  a  drill  or 
Bcrew-cutting  die  may  be  secured  in  it. 

In  addition  to  that,  there  is  a  vertical  screw,  which  works 
in  a  nut  on  the  upi)er  part  of  the  frame,  the  lower  end  of 
the  screw  being  connected  by  a  swivel  joint  with  the  upper 
end  of  the  tubular  shaft.  On  the  screw  above  the  nut  there 
is  placed  a  ratchet,  fitted  on  the  screw  in  such  a  manner 
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that,  when  turned  it  turns  the  screw  and  at  the  same  time 
admits  the  latter  to  rise  and  fall  under  the  action  of  the  nut. 

Speaking  of  the  rachet,  the  patentee  states  that  it  is 
turned  by  means  of  a  pawl  which  is  connected  by  a  pivot  to 
the  arm,  the  latter  being  attached  to  the  frame  of  the  ma- 
chine by  a  pivot.  Connected  with  the  arm  is  a  spring,  which 
has  a  tendency  to  keep  the  outer  or  free  end  of  the  pawl  in 
contact  with  the  face  of  the  wheel,  which  is  of  such  a  shape 
as  to  form  a  cam  and  operate  the  pawl,  so  that  the  latter 
will  turn  the  ratchet  and  cause  the  ratchet  as  it  rotates,  to 
turn  the  screw ;  the  ratchet  causing  the  same  to  descend  as 
it  is  turned,  so  that  the  tubular  shaft  will  be  forced  down 
and  the  drill  fed  to  its  work. 

Such  is  the  described  mode  of  oi)eration  of  the  working 
devices  when  the  motive  power  is  steam ;  but  the  patentee 
states  that  it  is  easy  to  throw  the  pawl  back  so  that  it  can 
no  longer  be  operated  by  the  cam,  in  which  event  the  drill 
must  be  fed  to  its  work  by  hand,  which  is  done  by  turning 
the  screw  by  means  of  the  handle  attached  to  the  wheel  on 
top  of  the  screw. 

Next  follows  the  description  of  that  feature  of  the  ma- 
chine which  may*  be  denominated  the  screw-cutting  appara- 
tus. Brief  as  the  description  is,  it  is  obviously  sufficient  to 
justify  the  patentee  in  his  claim  that  it  is  both  new  and 
useful.  He  commences  by  stating  that  the  base  of  the  frame 
has  an  oblong  opening  made  through  it  vertically  to  receive 
the  shanks  of  the  jaws  constituting  the  vise,  one  of  which 
has  the  ends  of  the  yoke,  so  called,  bolted  to  it.  Two  screws 
are  also  described,  one  of  which  passes  through  the  semi- 
circular end  of  the  yoke,  and  the  other  passes  into  the  jaws 
of  the  vise.  These  jaws  are  for  the  purpose  of  clamping  or 
holding  the  rods  on  which  screws  are  to  bie  cut.  Such  rods 
are  clamped  firmly  between  the  jaws  by  turning  the  screw 
that  passes  through  them  which  coniStitutes  the  vise,  the 
screw-cutting  die  being  screwed  in  the  lower  end  of  the  tu- 
bular shaft,  and  the  pawl  being  disengaged  from  the  ratchet 
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No  feed  movement  is  required  in  the  operation,  as  the  jaws 
and  rod  rise  and  fall  under  the  action  of  the  die,  the  shanks 
of  the  jaws  serving  as  guides.  When  more  speed  is  re- 
quired for  either  drilling  or  screw-cutting  than  can  be  ob- 
tained by  turning  the  bevel- wheel,  it  is  accomplished  by 
applying  additional  power  to  the  main  shaft,  which  shows 
that  the  machine  is  adapted  to  both  heavy  and  light  work. 

Service  was  made;  and  the  respondents  appeared  and 
filed  an  answer  setting  up  several  defences,  as  follows: 
(1)  That  the  complainant  is  not  the  original  and  first  inven- 
tor of  the  allied  improvement.  (2)  That  the  alleged  im- 
provement, in  all  its  parts,  was  fully  described  in  the  sev- 
eral patents,  printed  publications,  and  rejected  applications 
for  patents  set  forth  in  the  answer,  prior  to  the  alleged  in- 
vention thereof  by  the  complainant.  (3)  That  the  improve- 
ment secured  by  the  reissued  patent  is  not  for  the  same  in- 
vention as  that  embodied  in  the  original  patent.  (4)  That 
the  alleged  improvement  was  in  public  use  and  was  known 
to  divers  persons  in  the  United  States  prior  to  the  alleged 
invention  thereof  by  the  patentee,  more  particularly  set 
forth  in  the  amended  answer  subsequently  filed,  by  leave  of 
court  (5)  That  the  resi)ondents  have  not' infringed  the  al- 
leged invention,  and  that  if  they  have,  the  complainant  has 
not  suffered  any  damages  by  such  infringement. 

Proofs  were  taken,  hearing  had,  and  the  court  entered  a 
decree  in  favor  of  the  complainant,  and  sent  the  cause  to  a 
master  to  compute  the  gains  and  profits  of  the  infringement 
made  by  the  respondents.  Prompt  report  was  made  by  the 
master,  to  which  both  parties  excepted ;  but  it  is  wholly 
unnecessary  to  notice  the  exceptions  of  the  complainant, 
as  he  did  not  appeal ;  nor  is  it  necessary  to  give  much  con- 
sideration to  the  exceptions  filed  by  the  resi)ondents,  as  the 
assignment  of  errors  varies  materially  from  the  exceptions 
taken  to  the  master's  report. 

Both  parties  appeared,  and  were  heard ;  and  the  court 
confirmed  the  rei)ort  of  the  master  as  to  the  amount  awarded, 
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and  entered  a  final  decree  that  the  complainant  reoover  of 
the  respondents  the  som  of  1290  and  costs ;  from  which  de- 
cree the  respondents  api)ealed  to  this  conrt. 

Since  the  appeal  was  entered  here  the  respondents  have 
filed  the  following  assignment  of  errors :  (1)  That  the  Cir- 
cuit Court  erred  in  finding  that  the  respondents  had  in- 
fringed the  first  claim  of  the  reissued  patent.  (2)  That  the 
court  erred  in  finding  that  the  complainant  was  the  original 
and  first  inventor  of  the  improvement  specified  in  the  sec- 
ond claim  of  the  patent.  (3)  That  the  court  erred  in  find- 
ing that  the  respondents  had  infringed  the  second  claim  of 
the  patent.  (4)  That  the  court  erred  in  finding  that  the  re- 
ispondents  had  infringed  the  third  claim  of  the  patent  (6) 
That  the  court  erred  in  finding  that  the  complainant  was 
the  original  and  first  inventor  of  the  improvement  specified 
in  the  fourth  claim  of  the  patent.  (6)  That  the  court  erred 
in  finding  that  the  respondents  had  infringed  the  fourth 
claim  of  the  patent.  (7)  Tliat  the  court  erred  in  adjudging 
that  the  reissued  patent  is  a  good  and  valid  patent.  (8) 
That  the  court  erred  in  confirming  the  fifth  finding  in  the 
report  of  the  master.  (9)  ITiat  the  court  erred  in  the  con- 
struction given  to  the  reissued  i)atent. 

Annexed  to  the  specification  are  the  claims  of  the  patent^ 
which  are  as  follows :  (1)  The  arrangement  of  the  three 
bevel-wheels  in  such  a  manner  that  the  tubular  shaft  may 
be  revolved  with  more  or  less  speed  and  power  for  the  dif- 
ferent purposes  to  which  the  machine  may  be  adapted.  (2) 
The  automatic  feed  arrangement,  consisting  of  the  ratchet, 
pawl,  spring,  and  cam,  whereby  the  drill  is  fed  to  its  work, 
the  arrangement  being  so  made  that  it  can  be  detached  and 
the  drill  fed  by  hand.  (3)  He  also  claims  the  vise  for  hold- 
ing the  rods  for  making  screws,  in  combination  with  the 
machine,  the  vise  consisting  of  the  described  jaws  and  flie 
described  screw  arranged  in  the  base  of  the  frame.  (4)  Fi- 
nally, he  claims  the  combination  of  the  tubular  ehaft  and 
the  described  vertical  screw  with   the   pinion  and  nnt^ 
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whereby  the  rotary  motion  and  the  necessary  feed  ia  given 
to  the  drill,  as  describedin  the  specification. 

Cases  arise  not  nnfrequently,  where  the  actual  invention 
described  in  the  specification  is  larger  than  the  claims  of 
the  patent ;  and  in  such  cases  it  is  undoubtedly  true  that 
the  patentees  in  a  suit  for  infringement  must  be  limited  to 
what  is  specified  in  the  claims  annexed  to  the  specification, 
but  it  is  equally  true  that  the  claims  of  Ihe  patent,  like 
other  provisions  in  writing,  must  be  reasonably  construed, 
and  in  case  of  doubt  or  ambiguity  it  is  proper  in  all  cases  to 
refer  back  to  the  descriptive  portions  of  the  specification  to 
aid  in  solving  the  doubt  or  in  ascertaining  the  true  intent 
and  meaning  of  the  language  employed  in  the  claims ;  nor 
is  it  incorrect  to  say  that  due  reference  may  be  had  to  the 
specifications,  drawings,  and  claims  of  a  patent,  in  order  to 
ascertain  its  true  legal  construction.  Brooks  v.  Fiske,  15 
How.  215  [6  Am.  &  Eng.  15.] 

Apply  that  rule  to  the  case,  and  it  follows  that  there  ia 
no  substantial  variance  between  the  claims  of  the  patent  and 
the  description  of  the  invention  or  inventions  described  in 
the  specification. 

In  construing  i)atents,  it  is  the  province  of  the  court  to 
determine  what  the  subject-matter  is  upon  the  whole  face 
of  the  specification  and  the  accompanying  drawings.  Curt, 
on  Pat.,  4th  ed.,  sec.  222. 

In  case  of  a  claim  for  a  combination,  where  all  the  ele- 
ments of  the  invention  are  old,  and  where  the  invention 
consists  entirely  in  the  new  combination  of  old  elements  oii 
devices  whereby  a  new  and  useful  result  is  obtained,  such 
combination  is  sufficiently  described  if  the  elements  or  de- 
vices of  which  it  is  composed  are  all  named  and  their  mode 
of  oi)eration  given,  and  the  new  and  useful  result  to  be  ac- 
complished pointed  out,  so  that  those  skilled  in  the  art  and 
the  public  may  know  the  extent  and  nature  of  the  claims, 
and  what  the  i)arts  are  which  coox)erate  to  produce  the  de- 
scribed new  and  useful  result.    Curt,  on  Pat.,  4th  ed.,  sec, 
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289  a,  p.  275 ;  Seymour  v.  Osborne,  11  Wall.  542  [8  Am.  & 
Eng.  290.] 

Accurate  description  of  the  invention  is  required  by  law, 
for  several  important  purposes :  (1)  That  the  Government 
may  know  what  is  granted  and  what  will  become  public  prop- 
erty when  the  term  of  the  monopoly  expires.  (2)  That  licensed 
persons  desiring  to  practice  the  invention  may  know,  dur- 
ing the  term,  how  to  make,  construct,  and  use  the  invention. 
(3)  That  other  inventors  may  know  what  part  of  the  field  of 
invention  is  unoccupied.  Gill  v.  Wells,  22  Wall.  27  [9  Am. 
&  Eng.  471.J 

Sufficient  has  already  been  remarked  to  show  that  the  in- 
vention, in  its  primary  feature,  is  an  improved  machine  for 
drilling,  composed  of  the  devices  pointed  out  in  the  speci- 
fication, which  operate  and  perform  the  functions  therein 
described,  and  which  by  their  joint  operation  in  the  manner 
described  accomplish  the  patented  result;  that  the  other 
feature  of  the  invention  is  an  improved  vise  constructed  on 
the  same  frame,  consisting  of  the  several  devices  already 
described,  and  which  oi)erate  in  the  manner  described  to 
accomplish  the  described  result. 

.  Construed  in  that  way,  as  the  specification  should  be,  it 
is  clear  that  the  whole  invention,  including  the  drill  and  the 
vise,  is  sufficiently  described  both  in  the  specification  and  in 
the  claims  of  the  patent,  and  that  the  objection  of  the  re- 
spondents in  that  regard  must  be  overruled. 

Reissued  letters  patent  must  be  for  the  same  invention  as 
that  secured  in  the  original  patent ;  and  if  it  appears  that 
such  a  patent  is  for  a  different  invention,  it  is  clear  that  it 
is  void,  as  no  such  power  is  vested  in  the  Commissioner ; 
but  no  such  defence  can  be  sustained  in  this  case,  as  the 
original  patent  was  not  introduced  in  evidence.  Persons 
seeking  redress  for  the  infringement  of  a  reissued  patent 
are  not  obliged  to  introduce  the  surrendered  patent ;  and 
if  the  old  patent  is  not  given  in  evidence  by  the  party  sued, 
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he  cannot  have  the  benefit  of  such  a  defence.  Seymour  v. 
Osborne,  11  Wall.  546  [8  Am.  &  Eng.  290.] 

Power  to  grant  patents  is  conferred  upon  the  Commis- 
sioner; and  when  that  power  has  been  duly  exercised,  it  is, 
of  itself,  when  introduced  in  evidence  in  cases  like  the  pres- 
ent, prima  facie  evidence  that  the  patentee  is  the  original 
and  first  inventor  of  that  which  is  therein  described  as  his 
invention.  Proof  may  be  introduced  by  the  respondent  to 
overcome  that  presumption;  but  in  the  absence  of  such 
proof,  the  priToa  fa^ie  presumption  is  sufficient  to  enable 
the  i)arty  instituting  the  suit  to  recover  for  the  alleged  vio- 
lation of  his  rights. 

Availing  himself  of  that  rule  of  law,  the  complainant  in 
this  case  introduced  the  reissued  patents  referred  to  in  the 
bill  of  complaint,  the  effect  of  which  is  to  cast  the  burden 
of  proof  upon  the  respondent  to  prove  his  first  defence,  that 
the  complainant  is  not  the  original  and  first  inventor  of  the  al- 
leged improvement.  Both  parol  and  documentary  evidence 
is  admissible  to  establish  that  defence;  and,  inasmuch  as 
the  same  documentary  evidence  is  sufficient  to  prove  the 
second  defence,  the  two  defences  will  be  considered  together. 

Throughout,  it  should  be  borne  in  mind  that  such  de- 
fences are  authorized  by  the  Act  of  Congress,  and  that  they 
are  required  to  be  addressed  to  the  invention  as  described 
in  the  specifications  and  claims  of  the  patent.  None  of  the 
elements  or  devices  of  the  patented  machine  are  new,  and 
the  invention  itself  consists  in  a  combination  of  old  devices. 
Such  a  combination  is  an  entirety,  though  more  than  one 
combination  may  be  included  in  the  same  patent.  GiU  v. 
Wells,  22  Wall.  2-24  [9  Am.  &  Eng.  471.] 

Where  there  is  only  one  combination  of  an  entire  char- 
acter, incapable  of  division  or  separate  use,  the  defences  of 
the  kind  mentioned  must  be  addressed  to  the  invention. 
Exact  conformity  to  that  rule  was  observed  by  the  respon- 
dents in  framing  their  answer  in  this  case;  and,  inasmuch 
as  no  parol  evidence  of  any  considerable  importance  was  in- 
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taxxiuced  to  support  the  first  defence,  the  two  under  consid- 
eration are  substantially  identical  in  respect  to  the  proofs 
introduced  in  their  support.  Exhibits  in  great  numbers 
were  introduced  by  the  respondents  to  establish  those  de- 
fences, consisting  of  patents,  printed  publications,  and  re- 
jected specifications,  of  which  those  regarded  as  most  ma- 
terial will  be  separately  examined. 

Briefly  described,  the  invention  embodied  in  the  reissued 
patent  is  a  hand-drill  and  screw-cutter,  designed  for  ordi- 
nary mechanical  use,  with  five  constituent  or  elementary 
parts :  (1)  The  frame  to  support  the  operating  mechanism, 
with  a  base  for  holding  the  material  to  be  wrought  or 
worked.  (2)  Bevel-gearing  for  driving  a  shaft  or  spindle 
propelled  by  manual  power,  capable  of  running  at  two 
speeds,  and  arranged  so  that  the  operator  who  turns  the 
crank  can  properly  adjust  and  attend  to  the  material  and 
cause  the  several  parts  of  the  machine  to  work  harmoni- 
ously. (8)  Automatic  and  hand  feeding  devices,  so  arranged 
to  the  machine  as  to  be  easily  controlled  by  the  operator,  to 
give  vertical  motion  to  the  spindle  when  used  for  drilling. 
(4)  A  shaft  or  spindle  for. holding  the  tool  for  performing 
the  work,  constructed  and  arranged  in  the  machine  so  that 
it  may  be  fed  automatically  or  by  hand,  or  by  both,  and  so 
connected  by  a  pinion  to  the  crank  that  it  can  receive  rotary 
motion  independent  of  its  vertical  feeding  motion,  by  means 
of  which  it  is  enabled  to  act  as  a  screw  cutter.  (5)  A  vise 
attachment  for  holding  rods  when  the  machine  or  spindle 
is  receiving  rotary  motion  only  and  is  cutting  screws. 

Screw  cutting  requires  the  drill  to  be  made  vertical,  so  as 
to  allow  the  vise  to  rise  and  fall  under  the  action  of  the  die, 
in  which  respect  the  invention  differs  from  all  othar  hand 
drills  described  in  the  record.  Owing  to  the  peculiar  con- 
struction of  the  machine,  it  is  adapted  to  drilUng,  and  may 
be  converted  into  a  screw  cutter  by  placing  a  vise  in  the 
opening  of  the  base  and  detaching  the  feed  devices.  Ar- 
ranged as  it  is,  it  may  be  propelled  at  two  different  sx)eeds, 
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ao  that  it  can  have  more  or  less  power  either  to  cnt  screws 
or  drill  holes,  simply  by  changing  the  point  where  power  is 
applied.  When  the  greater  power  and  less  speed  is  re- 
quired, the  smaller  geai'  is  used ;  and  when  greater  speed 
and  less  power  is  required,  the  larger  gear  is  used  as  the 
driving  pinion,  the  change  being  only  in  the  use  of  pinions 
acting  on  the  driving  gear. 

Exhibit  1,  introduced  by  the  respondents,  is  a  wooden 
model  of  a  part  of  a  planer.  Unquestionably,  it  shows  a 
cam,  spring,  ratchet,  and  pawl ;  but  they  are  not  combined 
so  as  to  give  vertical  or  lateral  motion  to  a  revolving  spindle 
and,  as  separate  devices,  will  perform  no  useful  function. 
They  are  connected  by  a  series  of  rods  and  levers,  but  they 
give  simply  an  intermittent  motion  to  the  shaft.  Instead  of 
that,  the  device  of  the  reissued  patent  employs  in  connection 
with  the  spindle  a  swivel  joint,  nut  and  screw,  to  give  verti- 
cal as  well  as  rotary  motion  to  the  shaft. 

Devices  in  one  machine  may  be  called  by  the  same  name 
as  those  contained  in  another,  and  yet  they  may  be  quite 
unlike,  in  the  sense  of  the  patent  law,  in  a  case  where  those 
in  one  of  the  machines  perform  different  functions  from 
those  in  the  other.  In  determining  about  similarities  and 
differences,  courts  of  justice  are  not  governed  merely  by  the 
names  of  things  ;  but  they  look  at  the  machines  and  their 
devices  in  the  light  of  what  they  do  or  what  office  or  func- 
tions they  perform,  and  how  they  perform  it,  and  find  that 
a  thing  is  substantially  the  same  as  another,  if  it  performs 
substantially  the  same  function  or  office  in  substantially  the 
same  way  to  obtain  substantially  the  same  result ;  and  that 
devices  are  substantially  different  when  they  perfonn  dif- 
ferent duties  in  a  substantially  different  way,  or  produce 
substantially  a  different  result.    Cahoon  v.  Ring,  1  Cliff.  620. 

Reference  will  next  be  made  to  the  patent  of  Amos 
Morgan,  dated  May  30,  1844,  and  called  Exhibit  3.  It  is 
what  is  called  a  horizontal  machine,  and  is  so  arranged  that 
aU  parts  of  the  oi)erative  machinery,  including  the  feeding 
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devices  and  driving  machinery,  move  forward  on  ways  like 
the  carriage  of  ii  mill.  Unlike  the  invention  of  the  reissued 
patent,  it  has  but  one  speed  for  the  spindle,  which  is  im- 
parted by  two  pinions.  Two  pinions  are  also  employed  to 
feed  the  spindle  when  the  machine  is  to  bore  wood.  When 
iron  is  to  be  drilled,  two  cams  are  employed,  which  are  put 
through  the  driving  shaft,  and  made  to  slip  out  and  in  soas 
to  adjust  the  apparatus  to  feed  fast  or  slow.  Suffice  it  to 
say  that  the  claim  of  the  patent,  without  entering  further 
into  the  descriptive  i)ortion  of  the  specification,  shows  that 
the  two  inventions  are  unlike  in  most  or  all  of  their  essen- 
tial features.  It  is  not  in  any  aspect  a  vertical  machine, 
and  it  is  without  any  such  base  for  a  vise  as  that  exhibited 
in  the  reissued  patent  of  the  complainant,  and  is  not  at 
all  adapted  to  be  used  as  a  screw  cutter ;  nor  is  it  arranged 
with  two  speeds,  nor  w  ith  a  cam  fixed  on  the  j)inion  driving 
the  spindle,  so  that  the  automatic  feed  will  always  corre- 
spond, as  in  the  patent  in  suit,  with  the  speed  of  the  spindle. 
Many  other  differences  might  be  pointed  out ;  but  those 
given  are  amply  sufficient  to  show  that  the  exhibit  has  no 
tendency  to  support  the  defence  for  which  it  was  introduced. 

Next  follows  exhibit  number  4,  which  is  a  second  patent 
granted  to  the  same  patentee  for  a  small  horizontal  hand 
drill,  with  one  motion  or  speed.  By  the  specification  it  ap- 
pears that  it  is  fed  automatically  by  certain  described  de- 
vices, which  are  so  entirely  unlike  those  employed  in  the 
reissued  patent,  both  in  their  combination  and  mode  of  oj)- 
eration,  that  it  is  not  deemed  necessary  to  waste  words  in 
their  description,  as  it  is  clear  that  the  invention,  if  any,  se- 
cured by  the  patent,  is  in  every  material  respect  different 
from  the  patent  in  suit. 

Nor  will  it  be  necessary  to  examine  very  fully  two  other 
exhibits  introduced  by  the  respondents,  for  the  same  reasons. 
They  consist  of  two  patents  issued  to  Gteorge  C.  Taft,  of 
which  the  iirst  in  date  is  for  an  improved  drill  shaft  appa- 
ratus, and  in  the  construction  of  the  machine,  so  far  as  re- 
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spects  its  automatic  feed  arrangement,  it  bears  a  pretty 
strong  resemblance  to  the  mechanism  dascribed  in  exhibit 
number  thi*ee,  ah-eady  somewhat  fully  described  ;  but  it  is 
not  adapted  to  a  feed  drill  running  at  different  speeds,  and  in 
that  respect  bears  no  resemblance  to  the  mechanism  de- 
scribed in  the  reissued  patent  in  suit.  Complicated  as  the 
devices  of  the  feeding  apparatus  are,  it  is  quite  difficult  to 
compare  the  same  with  the  more  simple  mechanism  found 
in  the  machine  of  the  complainant,  except  by  saying  that 
they  are  unlike  the  former  in  almost  every  important  par- 
ticular. 

Tliree  years  later,  the  same  patentee  obtained  another 
X)atent,  called  in  this  case  exliibit  number  5,  which  is  also 
for  an  improved  hand  drill  or  drilling-machine  of  a  horizontal 
construction.  According  to  the  specification,  the  invention 
consists  in  the  arrangement  and  application  of  a  support 
piece  to  the  slide  rod,  together  with  the  drill  shaft,  and  the 
operating  mechanism  of  such  shaft,  by  the  employment  of 
which  the  patentee  is  enabled  to  support  not  only  the  vi- 
brating lever  of  the  pawl,  but  other  parts  of  the  drilling  ap- 
paratus, and  particularly  to  employ  a  driving  shaft  and 
certain  gears  for  the  purpose  of  increasing  the  speed  of  the 
drill  shaft. 

Evidently  it  is  an  improvement  grafted  upon  the  prior  in- 
vention of  the  patentee,  bearing  very  little  resemblance  to 
the  invention  of  the  complainant,  except  that  it  has  auto- 
matic feed  devices,  by  which  alone  the  drill  is  fed  to  the 
work.  Precisely  what  the  feed  mechanism  is  it  is  difficult 
to  state,  as  the  only  description  given  of  it  in  the  specifica- 
tion is  the  following :  During  the  rotations  of  the  drill  shaft, 
the  pawl  mechanism  will  be  put  in  action  in  such  a  manner 
as  to  turn  the  ratchet-gear  and  the  tubular  shaft,  and  thus 
cause  the  drill  shaft  to  be  moved  forward  regularly  and 
gradually,  in  order  that  the  drill  may  be  fed  into  an  article 
during  the  process  of  drilling  the  same. 

Should  inquiry  arise  as  to  what  the  mechanism  is  that 
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performs  those  functions,  it  is  very  clear  that  no  one  eajk 
answer  the  question  without  other  means  than  those  giyen 
in  the  specification.  Better  description  is  given  of  the  ope- 
rating devices  of  the  machine,  in  respect  to  which  it  will  be 
sufficient  to  say  that  they  are  quite  unlike  those  shown  in 
the  specification  of  the  complainant. 

Improvements  in  machinery  for  making  envelopes  and 
paper  were  made  by  E.  W.  Qoodale,  and  the  j)atentB 
granted  to  him  were  introduced  by  the  respondents  as  ex- 
hibits in  the  case  to  support  the  first  and  second  defences ; 
but  it  is  so  obvious  that  they  have  no  such  tendency,  that 
it  is  not  necessary  to  give  the  exhibits  any  special  examina- 
tion. 

Certain  extracts  from  a  printed  publication  were  also  in- 
troduced in  evidence  by  the  respondents  for  the  same  pur- 
pose, in  respect  to  which  it  is  only  necessary  to  state  that, 
in  the  judgment  of  the  court,  they  fail  far  short  of  what  is 
required  in  such  a  controversy  to  constitute  satisfactory 
proof  that  the  invention  had  been  described  in  a  printed 
publication  prior  to  the  invention  of  the  complainant.  Sey- 
mour V.  Osborne,  11  Wall.  655  [8  Am.  &  Eng.  290.] 

Tliese  several  exhibits  have  been  carefully  examined; 
and  the  conclusion  of  the  court  is,  that  there  is  not  found  in 
any  one  of  them  a  machine  with  a  frame  secured  as  described 
in  the  complainant's  specification,  to  which  a  drill  spindle 
is  attached  by  means  of  the  device  called  a  nut,  with  a 
hand  wheel  and  the  described  screw  and  the  automatic 
feed  devices,  consisting  of  the  ratchet  carrying  the  drill 
shaft,  the  pawl,  and  the  spring  keeping  the  lever  in  con- 
tact with  the  cam  mounted  on  the  hand  wheel,  which  is 
capable  of  being  operated  at  two  different  speeds ;  nor  is 
there  found  in  any  one  of  them  the  two  kinds  of  feeding 
mechanism  designed  to  be  employed  in  the  manner  and  for 
the  purposes  described  in  the  complainant's  specification. 
For  these  reasons,  the  court  is  of  the  opinion  that  the  first 
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and  second  defences  set  up  by  the  resi)ondents  in  their  an- 
swer and  amended  answer  must  be  overruled. 

Evidence  of  a  parol  character  was  also  introduced  by  the 
respondents,  having  some  slight  tendency  to  prove  that  the 
complainant  is  not  the  original  and  first  inventor  of  the  pat- 
ented improvement ;  but  it  is  so  slight  and  so  manifestly 
insufficient  to  overcome  the  prima  facie  presumption  aris- 
ing in  favor  of  the  complainant,  that  the  court  does  not 
deem  it  necessary  to  enter  into  the  details  of  the  evidence. 

Suppose  that  is  so ;  still  it  is  insisted  by  the  respond- 
ents that  the  improvement  was  in  use  in  divers  places  in 
the  United  States,  prior  to  any  alleged  invention  thereof  by 
the  complainant. 

Before  proceeding  to  examine  the  evidence  in  that  re- 
gard, it  is  proi)erto  remark  that  the  defence  as  pleaded 
does  not  state  how  long  the  invention  had  been  in  public 
use,  nor  does  the  answer  state  anything  from  which  it  can 
be  inferred  when  the  public  use  commenced,  except  that  it 
WU8  prior  to  any  alleged  invention  thereof  by  the  patentee. 

Authority  is  given  by  the  act  of  Congress  to  plead  or  set 
tip  in  the  answer  that  the  invention  had  been  in  public  use 
or  on  sale  in  this  country  for  more  than  two  years  before 
the  application  for  a  patent.     R.  S.,  2d  ed.,  sec.  4920. 

Inventors  may,  if  they  can,  keep  their  invention  secret ; 
and  if  they  do  for  any  length  of  time,  they  do  not  forfeit 
flieir  right  to  apply  for  a  patent,  unless  another  in  the 
meantime  has  made  the  invention,  and  secured  by  patent 
•tile  exclusive  right  to  make,  use,  and  vend  the  patented  im- 
provement. Within  that  rule  and  subject  to  that  condi- 
tion, inventors  may  delay  to  apply  for  a  patent ;  but  the 
Patent  Act  provides,  as  before  stated,  that  the  defending 
party  in  a  suit  for  infringement  may  plead  the  general  is- 
sue, and,  having  given  the  required  notice,  may  prove  in 
defence  that  the  jyatented  invention  had  been  in  public  use 
or  on  sale  for  more  than  two  years  before  the  alleged  in- 
ventor filed  his  application  for  a  patent,  and  the  provision 
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in  that  event  is,  that  if  the  issue  be  found  for  the  party  set- 
ting up  that  defence,  the  judgment  or  decree  shall  be  in  hia 
favor. 

Different  phraseology  was  employed  in  a  prior  Patent 
Act,  which  made  it  necessary  for  the  party  setting  up  such 
a  defence  to  prove  that  the  invention  had  been  in  public  use 
or  on  sale,  with  the  consent  and  allowance  of  the  patentee, 
before  his  application  for  a  patent  was  filed.  6  Stat,  at  L. 
123.  Decided  cases  adjudicated  under  that  act  and  certain 
earlier  acts  show  that  a  very  limited  public  use  or  sale  of 
the  invention,  if  prior  to  the  application  and  with  the  con- 
sent and  allowance  of  the  patentee,  was  held  to  be  sufficient 
to  defeat  the  right  of  the  inventor  to  the  protection  of  the 
Patent  Act.  Pennock  v.  Dialogue,  2  Pet.  19  [4  Am.  &  Eug. 
217 ;]  AVTiitney  v.  Emmett,  Baldw.  310 ;  Ryan  v.  Goodwin, 
3  Sumn.    518 ;  Wyeth  v.  Stone,  1  Story,  281. 

Congress,  however,  interfered,  and  provided  that  no  pat- 
ent shall  be  held  to  be  invalid  by  means  of  such  purchase, 
oale,  or  use,  prior  to  the  application  of  a  patent,  except  on 
proof  of  abandonment  to  the  public,  or  that  such  purchase, 
sale,  or  prior  use  has  been  for  more  than  two  years  prior,to 
such  application.     6  Stat,  at  L.  364. 

Public  use  or  sale,  even  under  that  provision,  which  waa 
in  the  nature  of  an  amendment  to  the  earlier  Patent  Act,  in 
order  to  defeat  the  right  of  the  inventor  to  a  patent,  must 
have  been  for  the  period  prescribed,  with  his  consent  and 
allowance.     Pierson  v.  Eagle  Screw  Co.,  3  Story,  305. 

Unlike  that,  the  present  Patent  Act  provides  that  the  de- 
fending party,  having  giveii  the  requisite  notice,  may  prove 
that  the  invention  has  been  in  public  use  or  on  sale  in  this 
country  for  more  than  two  years  before  the  inventor  ap- 
plied for  a  patent,  and  that  if  that  special  matter  is  found 
in  his  favor  he  is  entitled  to  the  judgment  or  decree  with 
costs.  Nothing  of  the  kind  is  pleaded  in  the  answer,  nor 
is  there  anything  in  the  record  to  support  the  proi)osition, 
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if  it  had  been  well  pleaded,  from  which  it  follows  that  the 
fourth  defence  must  be  overruled. 

Two  assignments  of  error,  to  wit:  the  second  and  the 
fifth,  must  not  be  passed  oyer  without  comment.  They  are 
to  the  effect  that  the  court  erred  in  holding  that  the  pat- 
entee was  the  original  and  first  inventor  of  the  respective  im- 
provements specified  in  the  second  and  fourth  claims  of  the 
patent. 

Two  objections  to  those  assignments  of  error  exist,  each 
of  which  is  sufficient  to  show  that  they  cannot  be  allowed : 
(1)  That  there  is  no  such  defence  set  up,  either  in  the  an- 
swer or  amended  answer.  Nothing  can  be  assigned  for 
error  which  contradicts  the  record,  nor  can  an  api)ellant  be 
allowed  to  assign  for  error  the  ruling  of  the  court  in  respect 
to  any  defence  not  set  up  in  his  plea  or  answer.  Appellate 
courts  cannot  amend  the  pleadings,  nor  can  they  allow  that 
to  be  accomplished  by  an  assignment  of  error.  (2)  Neither 
of  those  defences  is  pleaded  as  required  by  the  Act  of  Con- 
gress, as  each  is  pleaded  to  a  separate  claim  of  the  patent, 
and  not  to  the  invention  which  is  embodied  in  the  specifi- 
cation. 

Such  defences,  if  well  pleaded  to  the  invention  described 
in  the  Patent  Act,  are  good  defences,  as  the  Act  of  Congress 
provides  that  the  defending  party  may  plead  a  general 
denial  of  the  charge  of  infringement,  and,  having  complied 
with  the  requirement  as  to  notice,  may  give  such  special 
matters  in  evidence  to  defeat  the  patent.  Under  such  a 
pleading  and  notice,  the  respondent  in  an  equity  suit  may 
prove  that  the  patentee  was  not  the  original  and  first  in- 
ventor of  the  alleged  improvement ;  or  that  it  had  been  pat- 
ented or  described  in  some  printed  publication  ;  or  that  the 
invention  had  been  in  public  use  or  on  sale  in  this  country 
for  more  than  two  years  prior  to  the  application ;  and  the 
provision  is,  that  the  judgment  or  decree  must  be  in  favor 
of  the  defending  party,  if  he  proves  any  one  or  more  of 
these  special  matters. 
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Where  the  thing  patented  is  an  entirety,  consisting  of  a 
single  device  or  combination  of  old  elements,  incapable  of 
division  or  separate  use,  the  respondent  cannot  escape  the 
charge  of  infringement  by  alleging  or  proving  that  a  part  of 
the  entire  thing  is  found  in  one  prior  patent  or  printed  pub- 
lication or  machine,  and  another  part  in  another  prior  ex- 
hibit, and  still  another  part  in  the  third  one,  and  from  the 
three  or  any  greater  number  of  such  exhibits  draw  the  con- 
clusion that  the  patentee  is  not  the  original  and  first  in- 
ventor of  the  patented  improvement. 

Attempts  of  the  kind  are  sometimes  made  ;  but  it  is  plain 
that  the  plea,  which  in  the  action  at  law  is  the  general  issue, 
is  required  to  be  addressed  to  the  entire  charge  of  the  dec- 
laration, and  that  its  eflfect  is  to  cast  the  burden  of  proof 
upon  the  plaintiff  to  make  good  the  charge  of  infringement. 
Infringement  is  the  charge  made  by  the  party  seeking  re- 
dress ;  and  it  -is  comi)etent,  beyond  all  doubt,  for  the  de- 
fending party  to  show  that  he  does  not  infringe  at  all,  or 
that  he  has  infringed  only  a  part  of  the  claims  of  the  patent 
Authority  for  that  proposition  is  found  in  the  very  nature  of 
the  issue  between  the  parties ;  but  the  only  authority  for 
attacking  the  originality  or  validity  of  the  patent  is  that 
given  in  the  Act  of  Congress  and,  consequently,  the  attack 
must  be  made  in  the  mode  the  patent  act  j)rescribes.  Rev. 
Stat.  sec.  4920. 

Defences  of  the  kind  must,  if  the  thing  patented  be  an 
entirety  and  incapable  of  division  or  separate  use,  be  ad- 
dressed to  the  invention,  and  not  merely  to  one  or  more  of 
the  claims  of  the  patent  if  less  than  the  whole  invention. 
More  than  one  patent  may  be  included  in  one  suit,  and  more 
than  one  invention  may  be  secured  in  the  same  patent ;  in 
which  cases  the  several  defences  may  be  made  to  each  pat- 
ent in  suit,  and  to  each  invention  included  in  the  bill  of 
complaint.     Gill  v.  Wells,  22  WaU.  24  [9  Am.  &  Eng.  471.] 

Combination  patents  may  be  mentioned  as  examples 
where  more  than  one  invention  may  be  secured  by  a  single 
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patent,  and  in  such  a  case  the  patentee  may  give  the  des- 
cription of  each  combination  in  one  specification.  Cases  of 
the  kind  often  arise ;  and  in  such  a  case  the  party  charged 
with  infringement  may  plead  and  prove  the  statutory  de- 
fences to  each  invention,  just  as  if  the  two  combinations 
had  been  embodied  in  separate  patents,  for  the  reason  that 
each  combination  in  such  a  case,  like  what  is  secured  in  a 
division  patent,  must  be  regarded  as  a  distinct  invention,  at 
least  for  the  purpose  of  pleading  the  statutory  defences  to 
the  charge  of  infiingement. 

Ample  support  to  that  proposition  is  found  in  the  lan- 
guage of  the  Patent  Act  and  in  the  practice  of  the  courts ; 
but  where  the  patent  is  an  entire  invention,  incapable  of 
division  or  separate  use,  the  defences  authorized  by  the  act 
of  Congress  must  be  addressed  to  the  thing  patented,  and 
the  evidence  to  support  the  defence  must  show  that  the 
patentee  was  not  the  original  and  first  inventor,  or  establish 
some  one  of  the  other  statutory  defences. 

Patentees  seeking  redress  for  the  infringement  of  their 
patent  must  undoubtedly  allege  and  prove  tliat  they  are  the 
original  and  first  inventors  of  the  alleged  improvement,  and 
that  the  same  has  been  infringed  by  the  party  against  whom 
the  suit  is  brought.  In  the  first  place,  the  burden  to  estab- 
lish both  of  those  allegations  is  upon  the  party  instituting 
the  suit ;  but  the  law  is  well  settled  that  the  patent  in  suit, 
if  introduced  in  evidence,  affords  to  the  moving  party  a 
ptirfia  facie  presumption  that  the  first  allegation  is  true, 
the  effect  of  which  is  to  shift  the  burden  of  proving  the  de- 
fence upon  the  defending  party.  Blanchard  v,  Putnam,  8 
Wall.  420  [8  Am.  &  Eng.  107 ;]  Seymour  t?.  Osborne,  11 
Wall.  638  [8  Am.  &  Eng.  290.]  Infringement  being  denied, 
the  burden  of  proof  is  upon  the  complainant  to  establish  the 
charge. 

Where  the  invention  is  embodied  in  a  machine,  manu- 
facture, or  product,  the  question  of  infringement,  which  is  a 
question  of  fact,  is  ordinarily  best  determined  by  a  com- 
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parison  of  the  exhibit  made  by  the  respondent  witii  the 
mechanism  described  in  the  complainant's  patent.  Both 
parties  gave  evidence  upon  the  subject ;  but  the  weight  of 
the  proofs,  in  the  judgment  of  the  court,  supports  the  af- 
firmative of  the  charge. 

Strong  support  to  that  view  is  derived  from  the  stipula- 
tion filed  in  the  case,  in  which  the  respondents  admit  that, 
between  the  date  of  the  patent  and  the  filing  the  bill  of 
complaint,  they  made  and  sold  drilling  machines  with  a 
vise  attached,  like  complainant's  Exhibit  B,  which  is  equiv- 
lent  to  a  confession  of  the  charge,  leaving  open  only  the 
question  as  to  the  extent  of  the  infringement. 

They  also  except  to  the  master's  report ;  but  the  excep- 
tion is  not  well  founded,  and  the  amount  of  profits  found 
being  quite  reasonable,  it  is  clear  that  the  decree  of  the 
Circuit  Court  is  correct. 

Decree  affi/rToed. 

MCr.ft.4IMW. 
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WILLIAM  T.  GARRATT,  APPELLANT,  v.  NICHOLAS 

SEIBERT.* 

m  (8<HU>)  U.  8.  7G-70.    Oob.  3>Bvm,  1OT8. 

[Bk.  26,  L.  ed.  84;  15  O.  G.  383.] 
Argued  November  21, 1878.     Decided  December  2,  1878. 

Interfering  pcUents.    Particular  patent  considered.    Prior  inventor. 

Act  1870y  sec.  58;  R.  S.  4918. 

1.  Where  complainant,  N.  Seibert,  in  the  case  of  his  letters  patent, 
No.  111,881,  February  14,  1871,  Lubricator, — sought  relief  un- 
der Act  1870,  sec.  58,  re-enacted  in  the  R.  S.,  sec.  4918,  against 
W.  T.  Garratt,  patentee  of  the  interfering  reissued  patent  No. 
5328,  March  18,  1873,  (original  No.  133,217,  November  19, 
1872,)  Lubricator;  and  by  the  pleadings  an  interference  of  the 
patents  was  substantially  admitted;  held,  that  even  if  not  so 
admitted  still  the  patents  were  for  the  same  invention,  the 
arrangement  of  devices  producing  the  same  results  in  substan- 
tially the  same  manner;  that  the  only  remaining  question  was 
which  of  the  patentees  was  the  prior  inventor;  and  ruled  upon 
the  evidence,  that  Seibert  was  the  first  and  original  inventor,  and 
that  consequently,  the  patent  of  Garratt  was  invalid,     (p.  195.) 

Api)eal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  California. 

The  appellee  was  the  complainant  below.  The  patent 
upon  which  he  claimed  is  the  same  one  in  issue,  and  fully 
described  in  the  case  of  Garratt  v.  Seibert,  [9  Am.  &  Eng. 
161.] 

The  specifications  and  drawings  of  the  Seibert  patent  axe 
as  follows : 

*See  E^pLanatlou  of  Notes,  p«g«  III. 
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NICHOLAS  SEIBERT,   OF  SAN  FRANCISCO,   CALI- 
FORNIA. 

Letters  Patent  No.  111,881.     Dated  February  14,  1871. 

Improvement  in  Lubricatoes. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  wTiom  it  may  concern : 

Be  it  known  that  I,  Nicholas  Seibert,  of  San  Francisco, 
in  the  county  of  San  Francisco,  and  State  of  California, 
have  invented  a  new  and  useful  Improvement  in  Lubrica- 
tor ;  and  I  do  hereby  declare  that  the  following  is  a  fuU, 
clear,  and  exact  description  thereof,  which  will  enable  others 
skilled  in  the  art  to  make  and  use  the  same,  reference  being 
had  to  the  accompanying  drawing  forming  part  of  this 
specification. 

This  invention  relates  to  an  improvement  in  lubricators 
for  steam-engine  cylinders ;  and 

It  consists  in  the  arrangement  of  parts,  as  hereinafter 
described,  and  as  particularly  specified  in  tlie  claims. 

In  the  accompanying  drawing — 

Fig.  1  represents  a  side  view  of  the  lubricator  as  con- 
nected with  the  cylinder  of  a  steam-engine. 

Fig.  2  is  a  central  section  of  the  lubricator,  detached. 

Similar  letters  of  reference  indicate  corresponding  parts. 

A  is  the  cylinder. 

B  is  the  steam-pipe. 

C  is  the  steam-chest. 

A'  is  the  condensing-pii)e,  connecting  the  steam-pipe  B 
and  lubricator. 

D  is  a  reservoir,  which  is  supplied  with  water  by  reason 
of  the  steam  condensing  in  the  condensing-pipe  A'. 

E  is  the  oil-pipe  leading  to  the  cylinder  and  valve-chest. 

F  is  the  cup  or  reservoir  which  contains  the  oil  or  other 
lubricating  material. 
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G  is  the  stop-cock  or  valve  in  the  oil-pipe  E. 

H  is  a  check- valve. 

I  represents  a  waste-cock  at  the  bottom  of  the  oil-reser- 
voir, 

J  is  a  glass  tube. 

K  is  a  sliding  gauge,  which  indicates  the  amount  of  oil 
used. 

L  is  the  regulating  feed- valve,  which  is  opened  slightly. 

The  water  in  the  reservoir  D  being  higher  and  heavier 
than  the  oil  in  the  cup  F,  forces  itself  under  the  oil  in  the 
cup  F  and  glass  tube  J,  and  passes  out  through  the  check- 
valve  H  and  oil-pipe  E  into  the  steam-pij)e  B,  to  lubricate 
the  valves  and  cylinders. 

M  is  a  cock  to  regulate  the  admission  of  steam  from  the 
steam-chest  into  the  oil-cup  F  when  taUow  is  used.  The 
cock  I  is  used  to  draw  the  water  oflf  when  the  cup  F  is  to  be 
replenished. 

N  is  a  screw  plug  in  the  top  of  the  oil-cup  or  reservoir  F, 
through  which  the  oil  or  other  lubricating  material  is  in- 
troduced. 

O  is  a  vertical  tube  within  the  oil-cup  F. 

P  is  another  vertical  tube  within  O ;  and 

Q  is  an  annular  space  between  the  two  tubes. 

The  tube  P  is  in  communication  with  the  steam  in  the 
steam-chest  by  means  of  the  passages  S  S^,  so  that  the  sx)ace 
q  is  kept  hot  by  the  steam,  which  enters  it  as  indicated  by 
the  arrow. 

R  R  are  passages  leading  from  the  oil-reservoir  F  to  the 
glass  tube  J.  The  oil  in  the  glass  tube  will  stand  at  the 
same  height  as  in  the  reservoir^  so  that  the  quantity  con- 
tained therein  may  be  always  visible  to  the  eye. 

The  guage  K  may  be  set  at  any  time  when  the  machinery 
is  to  be  put  in  motion,  to  indicate  the  height  at  which  the 
oil  stands.  When  the  movement  of  the  machinery  has 
ceased,  the  distance  between  the  height  of  the  oil  and  the 
gauge  will  indicate  the  precise  quantity  consumed  (the 
cubical  capacity  of  the  reservoir  F  being  known.) 
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Whatever  amonnt  of  steam  may  condesiBe  in  the  tubes  0 
and  P,  will  flow  back  into  the  steam-chest  C  by  gravity. 

The  i^^eam-pressure  in  tabes  D  and  £  is  at  all  times  equal, 
hence  the  gravity  of  the  water  in  the  former  will  determine 
the  direction  of  the  flow  of  oil. 

Having  thus  described  my  invention, 

I  claim  as  new  and  desire  to  secure  by  letters  patent — 

1.  The  arrangement  of  the  cock  M,  passages  S  S'  and 
tubes  O  and  P,  with  the  oil  reeeiToir  P  and  gauge  J  R,  as 
herein  shown  and  described,  for  the  purpose  specified. 

2.  The  improved  lubricator,  consisting  of  the  parts  herein 
described,  constructed,  and  airanged  substantially  as  speci- 
fied. 

NICHOLAS  SEIBERT, 
Witnesses : 

Ben.  Morgan, 
W.  S.  Brimley. 

Messrs.  M.  A.  Wheaton  and  Hobert  Ask^for  wppettamt: 

The  case  came  to  this  court  by  a  writ  of  error,  and  n]X)n 
the  construction  of  the  patent,  and  this  oourt  afRrmed  the 
construction  given  it  by  the  Circuit  Court,  viz:  that  S^bert's 
patent  is  for  the  entire  lubricator,  consisting  of  no  less  than 
nine  parts,  how  then  can  it  be  consistently  claimed,  as  it 
was  in  the  court  below,  that  the  combination  patented  by 
Garratt,  of  only  two  or  three  of  those  nine  parts  interferes 
with  Seibert's  patent? 

Oarratt^s  ])^tent  had  two  claims  only.  They  are  as  fol- 
lows: ''1.  In  combination  with  the  oil  reservoir  A,  of  the 
lubricator,  the  elevated  condensing  pipe  or  vessel  F,  tite 
lower  end  of  which  is  connected  by  an  opening  H,  with  the 
lower  part  of  the  reservoir  A,  substantially  as  and  for  the 
purpose  hereinbefore  set  forth.  2.  The  combination  in 
a  lubricator  of  the  cocking-valve  I,  with  condensing  pix>e  F, 
and  oil  reservoir  A,  substantially  as  and  for  the  purpose 
hereinbefore  set  forth." 

The  foregoing  claims  do  not  in  terms  cover  an  entire  lubri- 
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otor,  as  does  8eiba*t's  patent.  Neither  do  they  claim  any 
of  the  parts  as  new  by  themselves,  but  only  a  oombination 
of  certain  parts,  which  parts  so  combined  will  not  make  by 
themselves  a  working  lubricator. 

As  to  the  lubricator  described  in  Seibert's  patent  set  up 
in  the  bill,  Seibert  himself  swears  that  he  did  not  invent  it 
until  May,  1870.  It  is  an  undisputed  fact  that  Seibert  did 
Bot  commence  to  invent  the  lubricating  cup  patented  by  him 
till  May,  1870,  and  as  it  is  also  an  undisputed  fact  Garratt 
had  contrived  and  caused  to  be  applied  the  condensing  pipes 
with  their  regulating  cocks  in  the  Roscoe  lubricators  six 
months  h^ore  May^  1870^  it  is  difficult  to  see  cm  what  ground 
tile  decree  in  this  case  can  maintained. 

The  patent  to  Gkirratt  is,  of  course,  prima  facie  evidence 
in  his  favor. 

Furtiier  than  this,  the  bill  of  complaint  shows  that  Garratt 
applied  one  of  the  condensing  pipes  oa  the  Roscoe  lubrica- 
tor in  the  fall  of  1869.  This  is  proved  by  several  wit- 
nesses, no  part  of  whose  testimtony  is  contradicted  or  dis- 
puted. 

• 

A,  H.  BvanSy  for  appellee : 

The  testimony  is  clear,  straight-forward,  and  unequivocal ; 
it  proves  beyond  a  doubt  that  Seibert's  cup,  patented  in 
1869,  was  operated  by  hydrostatic  pressure,  however  much 
S^Jbert  himself  might  have  been  ignorant  of  the  fact  at  the 
time.  His  ignorance  cannot,  in  the  least,  affect  his  legal 
claim  to  whatever  he  reaUy  invented.  It  is  clear  from  the 
testimony  that  Seibert  invented  the  hydrostatic  pressure 
feed  as  early  as  February,  1869 — ^when  Phillips  swears  he 
liad  charge  of  one  of  the  cups  in  the  Nevada  mills. 

The  court  will  be  struck  by  the  similarity  between  the 
models  of  Seibert  and  Garratt  and  might  well  conclude  that 
43ne  of  the  two,  was  but  a  copy  of  the  other  for  such  is  a 
:CBct  as  shown  by  the  testimony.  It  is  not  strange  that  Gar- 
lutt's  model  should  be  the  counterpart  of  Seibert's  inven- 
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tion  when  the  parties  are  bold  enough  to  admit  that  they 
stole  bodily  the  whole  thing. 
Garratt's  testimony : 

Q.  When  and  where  did  you  first  see  the  lubricator 
marked  Weed's  Exhibit  D  (Seibert's  cup)? 

A.  I  think  it  was  at  Mr.  Booth's  foundry. 

Q.  When  was  that  ? 

A.  It  was  some  time  after  I  put  the  pipes  on  the  Spring 
Valley  Water  Works.    About  a  year  after. 

Q.  Did  you  then  have  a  model  made  of  it  ? 

A.  Yes. 

Q.  How  long  was  this  before  you  applied  for  the  patent  I 

A.  Somewhere  about  six  months;  cannot  tell  exactly; 
do  not  know  how  long. 

He  knows  however  that  fact  that  he  had  an  exact  draw- 
ing made  of  Seibert'  s  cup— had  a  patent  made — ^had  a  model 
made — and  applied  for  a  patent.  Did  any  criminal  ever 
confess  to  a  bolder  robbery  ?  And  this  court  is  called  on  to 
sustain  a  patent  thus  obtained. 

Garratt's  patent,  which  was  in  controversy,  need  not  be 
ref enred  to,  as  he  admitted  it  to  be  an  infringement  of 
Seibert' s  patent,  unless  he  was  himself  the  first  inventor. 

The  case  is  further  stated  by  the  court. 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
(a)  This  bill  is  founded  upon  the  Act  of  Congress  of  July 

98  U.  S.  75. 

(a)  otto  snbstitates  for  from  atob,  "  This  bill  is  fotinded  upon  the  act  of  Gon- 
gieas  of  Jaly  8,  1870  (16  Stat.  207,  c.  230,  sect.  58,)  re-enacted  in  the  Revised 
Statutes,  sect.  4918.  That  section  enacted,  *  That  whenever  there  shall  be  in- 
terfering patents,  any  jierson  interested  in  any  one  of  such  interfering  patents, 
or  in  the  working  of  the  invention  claimed  under  either  of  such  patents,  may 
have  relief  against  the  interfering  patentee,  and  all  parties  interested  under 
him,  by  suit  in  equity  against  the  owners  of  the  interfering  patent ;  and  the 
court  ha\'ing  cognizance  thereof  (as  in  the  act  provided,)  on  notice  to  adverse 
parties,  and  other  due  proceedings  had  according  to  the  course  of  equity,  may 
a4judge  and  declare  either  of  the  patents  void  in  whole  or  in  part,  or  inopera- 
tive, or  invalid  in  any  particular  part  of  the  United  States,  according  to  tlie 
interest  of  the  parties  in  the  patent  or  the  invention  patented.'    Hie  cam- 
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8,  1870,  16  Stat,  at  L.,  207,  ch.  230,  sec.  68,  re-enacted  in  the 
Revised  Statutes,  section  4918.  That  section  enacted, ' '  That, 
whenever  there  shall  be  interfering  patents,  any  person  in- 
terested in  any  one  of  such  interfering  patents,  or  in  the 
working  of  the  invention  claimed  under  either  of  such  pat- 
ents, may  have  relief  against  the  interfering  patentee,  and 
all  parties  interested  under  him,  by  suit  in  equity  against 
the  owners  of  the  interfering  patent ;  and  the  court  having 
cognizance  thereof  (as  in  the  Act  provided,)  on  notice  to 
adverse  parties,  and  other  due  proceedings  had  according  to 
the  course  of  equity,  may  adjudge  and  declare  either  of 
the  patents  void  in  whole  or  in  part,  or  inoi)erative  or  in- 
valid in  any  particular  part  of  the  United  States,  according 

08  U.  8.  76-77. 

plainant  cbaiges  that,  on  the  fonrteenth  day  of  February,  1871,  he  obtained 
letteiB  patent  No.  111,881,  for  a  new  and  useful  improvement  in  lubricators, 
fully  described  in  said  letters,  for  the  term  of  seventeen  years  from  and  after 
the  date  thereof,  and  that  he  is  the  sole  and  exclusive  owner  thereof  He 
chaiiges  further,  that  letters  patent  were  issued  to  William  T.  Garratt,  the  de- 
fendant, on  the  nineteenth  day  of  November,  1872,  for  the  period  of  seventeen 
years,  purporting  to  secure  to  him  the  exclusive  right  to  make,  use,  and  vend  a 
new  and  useful  improvement  in  lubricators,  alleged  to  have  been  invented  by 
him.  It  is  further  charged  that,  March,  1873,  the  defendant  surrendered  his 
letters,  and  on  the  18th  of  that  month  they  were  reissued  (No.  5,328,)  upon 
an  amended  specification,  for  the  term  of  seventeen  years,  from  Nov.  19, 
1872.  The  bill  further  charges  that  the  alleged  invention,  patented  to  the  de- 
fendant by  the  said  reissued  letters,  is  substantially  the  same  invention  made 
by  the  complainant  in  the  month  of  May,  1870,  and  patented  to  him  on  the  14th 
of  February,  1871,  as  before  mentioned,  and  that  the  reissued  letters  granted  to 
the  defendant  are  a  direct  interference  with  the  prior  letters  granted,  as  afore- 
Baid,  to  the  complainant 

*'  The  answer  of  the  defendant  does  not  deny  the  grant  of  the  several  letters 
potent,  as  charged  in  the  biU,  at  the  several  dates  mentioned,  nor  does  it  di- 
rectly deny  that  his  reissued  letters  are  an  interference  with  those  granted  to 
the  complainant  on  the  14th  of  February,  1871.  But  it  avers  that  in  the 
Patent  Office,  in  the  year  1872,  an  interference  was  declared  between  the  com- 
plainant and  the  respondent,  in  order  to  try  the  question  of  priority  of  inven- 
tion, that  testimony  was  taken  and  that  the  Commissioner  of  Patents  decided  that 
the  defendant  was  the  first  and  original  inventor  of  the  invention  described  in 
bis  letters,  and  granted  him  letters  therefor,  which  were  afterwards  reissued. 
This  aveiment  is  unsupported  by  proot" 


1»«  GARRATT  v.  SEIBERT.  [Smp.  a. 

Opinloa  of  ihB  eaurt 

to  the  interest  of  the  parties  in  the  jyatest  or  the  inrenlioQ 
patented."  The  complainant  charges  that^  on  the  14th  day 
of  February,  1871,  he  obtained  a  patent  for  a  new  and  use- 
ful improvement  in  lubricators,  fully  described  in  the  letters 
patent  for  the  term  of  seventeen  years  from  and  after  the 
date  of  said  letters,  and  that  he  is  the  sole  and  exclusive 
owner  thereof.  He  charges  further,  that  letters  patent  were 
issued  to  William  T.  Garratt,  the  defendant,  on  the  19th 
day  of  November,  1872,  purporting  to  secure  to  him  the  ex- 
clusive right  to  make,  use,  and  vend  a  new  and  useful  im- 
provement in  lubricators,  alleged  to  have  been  invented  by 
him  for  the  i)eriod  of  seventeen  years.  It  is  further  charged 
that,  in  March,  1873,  the  defendant  surrendered  his  said 
I)atent,  and  on  the  18th  of  that  month  obtained  a  reissue 
upon  an  amended  specification,  for  the  term  of  seventeen 
years,  from  November  19,  1872.  And  the  bill  further 
charges  that  the  alleged  invention,  patented  to  the  defend- 
ant by  the  said  reissued  letters,  is  substantially  the  same 
invention  made  by  the  complainant  in  the  month  of  May, 
1870,  and  patented  to  him  on  the  14th  of  February,  1871,  as 
before  mentioned,  and  that  the  reissued  letters  patent 
granted  to  the  defendant  are  a  direct  interference  with  the 
prior  letters  patent  granted,  as  aforesaid,  to  the  complain- 
ant. 

The  answer  of  the  defendant  does  not  deny  the  grant  of 
the  several  patents  as  charged  in  the  bill,  at  the  several 
dates  mentioned,  nor  does  it  directly  deny  that  the  defend- 
ant's reissued  letters  patent  are  an  interference  with  the 
prior  patent  granted  to  the  complainant  on  the  14th  of  Feb- 
ruary, 1871.  But  it  avers  that  in  the  Patent  Office,  in  the 
year  1872,  an  interference  was  declared  between  the  com- 
plainant and  the  respondent,  in  order  to  try  the  question 
of  priority  of  invention,  that  testimony  was  taken,  and  that 
the  Commissioner  of  Patents  decided  that  the  respondent 
was  the  first  and  original  inventor  of  the  invention  described 
in  the  defendant's  patent,  and  granted  him  a  patent  there- 

•«  U.  8.  76-77. 
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for,  which  was  afterwards  reissaed.  Tins  ayerment  is  nn- 
supported  by  proof.  (6) 

In  view  of  such  pleadings,  it  is  hardly  necessary  to  in- 
quire whether  there  is  an  interference.  The  answer  does 
not  deny  it.  It  rather  impliedly  admits  it.  And  if  it  did 
not,  a  comparison  of  the  complainant's  and  the  defendant's 
specifications,  including  the  models  and  drawings,  pre- 
cludes all  doubt  that  both  patents  are  for  the  same  inven- 
tion, and  that  the  arrangement  of  devices  in  each  produces 
the  same  result  in  substantially  the  same  way. 

All  that  remains,  therefore,  is  to  determine  whether  Sei- 
bert  was  the  first  and  original  inventor  of  the  invention,  or 
whether  the  invention  was  first  made  by  G^a^ratt,  the  de- 
fendant. 

Seibert's  ][)atent,  as  we  have  stated,  was  granted  on  the 
14th  day  of  February,  1871,  for  a  new  and  useful  improve- 
ment in  lubricators.  He  had  previously,  in  1869,  Septem- 
ber 14,  obtained  a  patent  for  a  lubricator,  in  which  hydro- 
static pressure  in  forcing  the  lubricant  from  its  cup  or  reser- 
voir, was  found  to  act  beneficially,  though  the  patent  did 
not  claim  that  specifically,  and  the  inventor  seems  not  to 
have  been  aware  at  that  time  of  its  value.  The  model  for 
this  patent  Seibert  procured  to  be  made  by  Garratt.  Sub- 
sequently, having  discovered  its  value  in  May,  1870,  he 
caused  to  be  made  a  new  arrangement,  by  which  the  lubri- 
cant reservoir  was  made  to  stand  vertically,  instead  of  hori- 
zontally, as  in  his  first  invention,  and  hydrostatic  pressure 
was  applied  near  its  base  at  the  bottom  of  the  lubricant. 
For  this  arrangement,  he  took  out  his  patent  of  February, 
1871.  The  principle  was  manifestly  the  same  as  that  re- 
vealed in  the  earlier  patent,  though  the  arrangement  for  its 
operation  was  different.  In  the  one,  the  lubricant  and  the 
condensed  water  were  sei)arated  by  a  piston ;  in  the  other, 
by  the  difference  of  their  specific  gravities.  It  is  not,  how- 
ever, very  material  to  determine  that  Seibert's  invention 
was  made  before  May,  1870 ;  for  we  are  of  opinion  that 

•8  U.  S.  77. 
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even  if  it  was  not  made  before  February,  1871,  there  is  not 
sufficient  evidence  in  the  case  to  show  it  was  anticipated  by 
Garratt,  or  by  anyone.  Garratt  was  a  brass  founder.  In 
1869,  he  had  the  agency  for  making  the  Roscoe  oilers  or  lu- 
bricators, then  covered  by  a  patent.  It  is  plain  those  lu- 
bricators were  designed  for  the  use  of  tallow,  and  tallow 
alone.  They  were  arranged  to  admit  steam  into  the  reser- 
voir containing  the  lubricant,  whereby  it  came  in  contact 
with  the  surface  of  the  tallow,  melted  it  and  caused  it  to 
mix  with  the  steam  and  pass  out  in  a  volatile  condition  into 
the  steam-chest.  They  did  not  work  well.  The  steam,  act- 
ing only  on  the  surface  of  hard  tallow,  would  not  melt  and 
take  up  enough  to  lubricate  the  engine ;  and  Garratt,  late 
in  the  fall  of  1869,  after  Seibert's  first  patent  was  granted, 
as  he  and  some  other  witnesses  testify,  undertook  to  remedy 
the  defect.  He  put  on  a  Roscoe  lubricator,  what  he  calls  a 
condensing  pipe,  with  a  regulating  cock.  It  connected  the 
bottom  of  the  reservoir  with  the  steam-pipe  of  the  engine, 
at  a  point  above  the  top  of  the  reservoir.  Notwithstand- 
ing what  he  testifies,  it  is  plain  that  this  pipe  was  intended 
only  to  heat  and  melt  the  tallow.  In  view  of  the  difficulty 
it  was  designed  to  remedy,  and  of  the  utter  uselessness  of  a 
condensing  pipe  applied  to  the  base  of  hard  tallow,  this 
cannot  be  doubted.  The  tallow  needed  heat,  not  pressure ; 
not  a  column  of  water ;  and  the  evidence  is  very  satisfactory 
that  the  pipe  put  on  was  a  melting  pipe,  aud  used  as  such 
alone.  It  was  soon  shortened  from  six  feet  to  two.  Why 
was  that  done,  if  it  was  a  condensing  pipe  ?  If  it  was  a 
melting  pipe,  it  is  easy  to  see  why  its  length  was  reduced ; 
and  the  proof  is,  that  it  never  was  used  for  hydrostatic 
pressure.  The  cocks  were  kept  wide  open  in  its  use,  ex- 
cept when  the  reservoir  was  to  be  cleaned  out  or  filled. 
Such  is  the  testimony  of  the  engineers  who  had  it  in  charge. 
We  think,  also,  the  weight  of  the  evidence  is  tliat  the  ap- 
plication of  the  melting  pipe  was  not  Garratt' s  device,  even 
if  it  involved  invention.  It  seems  rather  to  have  been  sug- 
gested by  Watson. 

08  U.  8.  78. 
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Without  going  minutely  over  the  evidence,  we  may  no- 
tice that  after  Garratt  caused  the  pipe  to  be  put  on  the 
Roscoe  lubricator,  and  after  he  had  made  Seibert's  first 
model,  he  obtained  drawings  of  the  Seibert  device,  and  had 
a  model  made  of  it  for  himself.  Not  until  after  this  was 
done  did  he  apply  for  a  patent.  It  is  diflBcult  to  believe, 
in  view  of  this  evidence,  that  he  did  not  obtain  the  idea  of 
his  alleged  invention  from  the  prior  invention  and  patent 
of  Seibert  There  is  nothing,  then,  to  rebut  the  presump- 
tion arising  from  his  patent  that  Seibert  was  the  first  and 
original  inventor.  It  follows  that  the  decree  of  the  Circuit 
Court  was  right. 

Decree  affirmed. 

08  U.  S.  78-7«. 
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Process  and  product  Reissue  of  process  for  product.  Divisional 
reissue.  New  matter.  Act  1870,  sec.  53,  construed.  Particu- 
lar patents  construed.    Peissue.     Demurrer. 

I.  Wbether  a  patent  is  for  a  process  or  a  composition  is  especially 
a  question  of  construction  and  is  for  the  court  to  decide;  and 
-whether  a  patent  for  a  process  is  the  same  invention  as  a  pat- 
ent for  a  composition  is  certainly  a  mere  question  of  law.  (p. 
224.) 

f  3.  A  patent  granted  for  certain  processes  of  exploding  nitro-glyce- 
rine  will  not  support  a  reissue  for  a  composition  of  nitro>glyce- 
rine  and  gunpowder  or  other  substances;  even  though  the 
original  application  claimed  the  invention  of  both  process  and 
compound.     They  are  distinct  inventions,     (p.  226.) 

f  3.  An  original  patent  for  a  process  will  not  support  a  reissued 
patent  for  a  composition,  unless  the  composition  is  the  result 
of  the  process  and  the  invention  of  one  involves  the  inven- 
tion of  the  other,     (p.  227.) 

t«4.  A  reissued  patent  must  be  for  the  same  invention  as  that  which 
formed  the  subject  of  the  original  patent;  or  for  a  part  thereof 
when  divisional  reissues  are  granted.  It  must  not  contain  any- 
thing substantially  new  or  different,     (p.  228.) 

6.  "New  matter."  R.  S.,  sec.  4916,  signifies  new  substantive  mat- 
ter,    (p.  228.) 

fe.  The  last  clause  of  section  53,  act  of  1870,  (sec.  4916,  Rev. 
Stat.,)  "  But  where  there  is  neither  model  nor  drawing,  amend- 
ments may  be  made  upon  proof  satisfactory  to  the  Commis- 

*See  Kxplanation  of  Notea,  page  III. 

t  Head-notes  marked  with  a  dagger  by  Mr.  Justice  Bbadlst. 
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flioner  that  Biich  new  matter  or  amendment  was  a  part  of  the 
original  invention  and  was  omitted  from  the  specification  by 
inadvertence,  accident,  or  mistake" — ^relates  merely  to  the 
evidence  to  which  the  Commissioner  may  resort;  but  does  not 
increase  his  power  as  to  the  invention  for  which  a  reissue  may 
be  granted.  Whether  said  claim  relates  to  any  other  than  ma- 
chine patents,  not  considered  in  this  case.     (p.  229.) 

t.  Where  the  original  letters  patent  No.  60,617,  A.  Nobel,  October 
24,  1865,  was  construed  to  be  for  processes  of  exploding  nitro- 
glycerine and  two  of  its  reissues,  Nos.  4,818  and  4,819,  March 
9,  1872,  were  construed  to  be  for  compounds  of  nitro-glycerine 
with  several  other  substances.  The  decision  of  the  Circuit 
Court  of  California  was  sustained  as  to  the  invalidity  of  the  two 
reissued  patents  for  compounds  of  nitro-glycerine  and  gun- 
powder and  other  substances  in  the  case  of  The  Giant  Powder 
Co.  t;.  The  California  Works  and  others,     (p.  230.) 

f  8.  When  there  is  a  demurrer  to  the  whole  bill,  and  also  to  part; 
and  the  latter  only  is  sustained,  the  regular  decree  is  to  dis- 
miss so  much  of  the  bill  as  seeks  relief  in  reference  to  the 
mattei*s  adjudged  bad,  and  to  overrule  the  demurrer  to  the 
residue,  and  direct  the  defendant  to  answer  thereto,     (p.  230.) 

[Citations  in  the  opinion  of  the  oonrt :] 

Goodyear  v.  Day,  2  Wall.,  Jr.  283.     p.  226. 

Goodyear  v.  R.  R.  Co.,  2  Wall.,  Jr.  356.    p.  227. 

Burr  V.  Duryee,  1  Wall.  531  [7  Am.  A  Eng.  224.]    p.  230. 

Seymonr  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eog.  290.]    p.  230. 

Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471.]    p.  230. 

The  Wood  Paper  Patent^  23  Wall.  56G  [10  Am.  &  Eng.  199.]    p.  23a 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  California. 

The  case  is  fully  stated  by  the  court 

The  specifications  and  drawings  of  the  original  and  le- 
iBSued  Nobel  patents  are  as  follows : 


I 
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ALFRED  NOBEL,  OF  HAMBURG. 
Improved  Substitute  for  Gunpowder. 

Specification  forming  part  of  Letters  Patent  No.  60^617^  dated 

October  24,  1865. 

7b  all  wTiom  it  may  concern : 

Be  it  known  that  I,  Alfred  Nobel,  of  the  city  of  Ham- 
burg, have  invented  the  use  of  nitro-glycerine  or  analogous 
substances  as  a  substitute  for  gunpowder ;  and  I  do  hereby 
'declare  the  following  to  be  a  full,  clear,  and  exact  descrip- 
tion of  the  same,  reference  being  had  to  the  accompanying 
drawings,  and  to  the  letters  of  reference  marked  thereon. 

My  invention  consists  in  the  use,  as  a  substitute  for  gun- 
powder, of  nitro-glycerine  or  its  equivalent,  substantially 
in  the  manner  described  hereinafter,  so  that  tiie  said  liquid, 
which,  when  exposed,  cannot  be  wholly  decomposed  and 
exploded,  shall  by  confinement  be  subjected  to  heat  and 
pressure,  by  which  its  total  and  immediate  decomposition 
and  explosion  is  effected. 

Li  order  to  enable  others  to  make  and  use  my  iQvention, 
I  will  now  proceed  to  describe  the  method  of  carrying  it 
into  effect. 

On  reference  to  the  accompanying  drawings,  which  form 
a  part  of  this  specification.  Fig.  1  is  a  view,  partly  in  sec- 
tion, of  one  apparatus  by  means  of  which  I  render  nitro- 
glycerine or  its  equivalent  available  as  a  substitute  for  gun- 
powder, and  Fig.  2  a  plan  view. 

There  is  a  class  of  explosive  substances,  comprising  nitro- 
glycerine, the  nitrates  of  ethyl  and  methyl,  and  nitro-man- 
nite,  which  have  long  been  known,  but  have  never  been 
practically  applied  as  explosive  agents.  When  a  flame  is 
applied  to  gunpowder  or  gun-cotton  the  whole  mass  is  instan- 
taneously decomposed,  this  sudden  decomposition  taking 
place  both  when  the  substance  is  unconfined  and  when  it  is 
ignited  under  pressure.  On  the  application  of  heat  or  flame 
to  nitro-glycerine  or  other  of  the  liquids  above  mentioned, 
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when  the  latter  is  uncanfined,  only  that  portion  of  the 
liquid  is  decomposed  which  is  directly  acted  on  by  the  heat  or 
flame,  so  that  it  is  practically  impossible  to  instantaneously 
.explode  the  entire  mass;  hence,  under  ordinary  circum- 
stances, such  substances  cannot  be  looked  upon  as  explosive 
agents.  I  have  found,  however,  that  when  glycerine,  man- 
nite,  or  other  of  the  materials  mentioned  is  confined  and  a 
portion  of  the  same  is  heated  to  decomposition  the  gases 
'eyolved  are  at  such  an  intense  heat  and  subject  the  material 
to  .#uch  an  excessive  pressure  that  the  whole  mass  is  decom- 
posed almost  instantaneously.  The  chief  point  in  my  inven- 
tion consists  in  overcoming  the  difficulty  of  suddenly  ig- 
niting the  entire  mass  of  the  materials  mentioned,  so  that 
the  same  can  be  practically  used  as  explosive  agents. 

TBie  nitro-glycerine  is  first  prepared  by  adding  glycerine 
to  a  mixture  of  sulphuric  and  nitric  acids,  the  addition  not 
being  made  drop  by  drop,  as  in  the  usual  manner,  but  the 
glycerine  and  acids  being  poured  together  into  a  funnel,  and 
being  discharged  from  the  same  into  a  body  of  cold  water, 
the  nitro-glycerine,  being  insoluble,  quickly  separating  from 
the  water,  which  is  maintained  at  a  low  temperature  by  any 
suitable  means. 

When  nitric  acid  of  a  high  specific  gravity  is  used,  the 
t6inx)^rature  is  much  increased  by  reaction.  It  is  therefore 
better  to  introduce  the  nitric  acid  and  glycerine  gradually 
into  the  sulphuric  acid,  allowing  the  mixture  to  cool  be- 
t$¥=een  each  operation. 

If  the  material  is  to  be  used  for  blasting,  it  may  be  poured 
directly  into  the  opening  drilled  in  the  rock,  the  opening 
above  the  liquid  being  closed  in  any  suitable  manner.  For 
<)ther  purposes,  however,  the  material  can  be  best  used  when 
confined  in  cases.  The  material  when  thus  confined  may  be 
exploded — 

Firet  By  exploding  a  quantity  of  gunpowder  or  other 
substance  in  contact  with  the  liquid  (the  powder  being  con- 
fined in  XI  water-proof  tube  or  case)  the  heated  gases  evolved 
from  the  powder,  being  distributed  throughout  the  mass  of 


AMM. 


Fig,  z. 
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the  liqnid,  raise  the  temperature  of  the  latter  sufficiently  to 
decompose  the  same.  When  powder  is  used  for  this  purpose, 
the  case  containing  it  may  be  immersed  in  the  liquid,  the 
powder  being  ignited  by  means  of  a  fuse  or  by  an  electric 
spark.  If  desirable,  however,  the  liquid  may  be  placed  in 
a  tube  and  inserted  in  a  mass  of  powder,  which  is  then  ig- 
nited in  any  suitable  manner. 

Secondly.  By  an  electric  spark  or  by  passing  a  powerful 
current  of  electricity  through  a  fine  wire  immersed  in  the 
liquid.  An  apparatus  for  thus  effecting  the  explosion  of 
the  fluid  is  shown  in  the  accompanying  drawings,  A  being 
the  case  containing  the  fluid,  B  B'  two  wires  which  pass 
through  glass  tube  a  a,  or  through  other  insulating  sub- 
stance to  the  interior  of  the  case,  and  c  a  tine  platina  wire, 
which  connects  the  ends  of  the  wires  B  B'  together  within 
the  case.  The  platina  wire  is  heated  by  an  electric  current, 
the  material  in  contact  with  the  wire  being  thus  decomposed, 
and  the  remaining  portion  subjected  to  the  heat  and  pres- 
sure necessary  to  instantaneously  decompose  the  whole  mass, 
as  already  described. 

Thirdly.  By  inserting  in  the  liquid  a  thin  case  containing 
lime  and  water,  or  any  substances  which,  in  combining, 
evolve  heat. 

Fourthly.  By  a  fuse.  This  will  do  in  a  closed  space,  and 
under  sufficient  pressure,  but  if  the  gases  of  the  decomposed 
liquid  are  unable  to  escape  before  they  accumulate  to  such 
a  pressure  as  to  effect  the  requisite  impulses  of  explosion, 
the  liquid  is  decomposed  but  slowly,  and  the  fire  expiree 
before  the  whole  mass  is  consumed. 

I  claim  as  my  invention,  and  desire  to  secure  by  letters 
patent — 

The  use  of  nitro-glycerine  or  its  equivalent,  substantially 
in  the  manner  and  for  the  purpose  described. 

ALFRED  NOBEL. 

In  presence  of — 

F.  P.  VOHME, 

A.  D.  RrrTER. 
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ALFRED  NOBEL,  OP  HAMBURG,  GERMANY,  AS- 
SIGNOR TO  THE  UNITED  STATES  BLASTING-OIL 
COMPANY,  OP  NEW  YORK,  N.  Y. 

Improvement  in  Useful  Compounds  Containing  Nitro- 
glycerine. 

Specification  forming  part  of  Letters  Patent  No.  60,617,  dated 
October  24,  1865;  Reissue  No.  3,380,  dated  April  13,  1869;  Re- 
issue No.  4^818^  dated  March  19,  1872. 

Division  D. 
Specification. 

lb  all  whom  it  may  concern : 

Be  it  known  that  Alfred  Nobel,  of  the  city  of  Hamburg, 
Germany,  has  invented  certain  new  and  useful  Improve- 
ments in  the  Manufacture  of  Nitro-Glycerine  and  certain 
compounds  thereof,  and  in  the  utilization,  as  explosives,  of 
nitro-glycerine  and  the  analogous  substances  known  as 
nitrates  of  ethyl  and  of  methyl  and  nitro-mannite. 

The  improvement  in  the  manufacture  of  nitro-glycerine  is 
the  subject  of  a  separate  specification ;  this  specification  hav- 
ing reference  to  certain  modes  of  utilizing,  as  explosives, 
nitro-glycerine  and  the  analogous  substances  above  men- 
tioned. 

There  is  a  dass  of  explosives  long  known,  but  not  at  the 
date  of  Nobel' s  invention  applied  to  technical  purposes,  in 
consequence  of  practical  difficulties  in  procuring  their  ex- 
plosion. Such  substances  are  nitro-glycerine,  the  nitrates 
of  ethyl  and  of  methyl  and  nitro-mannite.  These  substances 
are  liquid  at  ordinary  temperatures,  and  by  that  character- 
istic are  distinguishable  from  solid  explosives,  such  as  gun- 
powder, gun-cotton,  etc. ;  and  they  have  also  the  property 
that  fire  may  be  applied  to  them  without  their  exploding. 
Nitro-glycerine,  for  example,  if  ignited  in  an  oi>en  space,  is 
slowly  decomposed  and  takes  fire,  but  the  flame  is  apt  to 
die  out  when  the«match  is  withdrawn ;  hence  it  cannot  under 


Oct.,  1878.J    POWDER  00.  v.  POWDER  WORKS.  209 

statement  of  the  case. 

ordinary  circumstances  be  looked  upon  as  a  ready  explosive 
agent,  for  while  gunpowder  and  other  substances  used  as 
explosives  prior  to  Nobel's  invention,  always  explode  or 
deflagrate  throughout  their  whole  mass  when  fire  is  set  to 
,them,  nitro-glycerine  and  the  analogous  substances  before 
named  will  not  explode  from  the  mere  contact  of  flame.  So, 
also,  if  a  drop  of  nitro-glycerine  be  poured  on  an  anvil,  the 
blow  of  a  hammer  causes  it  to  explode,  but  only  that  part  is 
involved  which  has  received  the  blow,  so  that  in  this  case 
the  explosion  is  merely  a  local  one. 

A  principal  object  of  Nobel' s  invention  consists  in  the  re- 
moval of  this  obstacle  to  the  use  of  nitro-glycerine  and  the 
analogous  substances  before  named,  as  explosives.  For  this 
end  two  different  methods  have  been  invented  bv  Nobel  for 
promoting  the  explosion  of  nitro-glycerine.  One  method, 
which  forms  the  subject  of  this  patent,  relates  to  a  com- 
pound with  nitro-glycerine  of  other  more  easily  explosive 
substances;  and  the  other  method,  which  is  described  in  a 
separate  speciflcation,  relates  to  the  means  of  effecting  the 
explosion. 

Nobel  discovered  that  the  difficulty  experienced  in  effect- 
ing the  explosion  of  nitro-glycerine,  and  the  analogous  sub- 
stances before  mentioned,  could  be  overcome  by  mixing  or 
combining  them  with  gunpowder,  gun-cotton,  or  other  simi- 
lar substance.  This  mixing  may  be  effected  in  any  con- 
venient manner,  and  the  proportions  in  which  they  are  to 
be  combined  may  be  varied  to  suit  the  pleasure  or  conveni- 
ence of  the  user  or  manufacturer.  The  nitro-glycerine  may 
be  mixed  with  gunpowder  or  gun-cotton,  either  of  which 
will  absorb  a  considerable  quantity  of  nitro-glycerine — say 
thirty  per  cent.,  more  or  less — ^in  such  proportions  as  to 
make  the  compound  either  wet  or  comparatively  dry.  If 
mixed  with  gunpowder,  it  may  be  either  absorbed  with  it 
by  pouring  the  nitro-glycerine  on  the  mass  of  gunpowder, 
or  the  two  may  be  mingled  together  by  trituration,  the 
powder  in  the  nitro-glycerine. 

The  effect  of  these  combinations  will  produce  an  explosive 
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especially  suitable  for  certain  blasting  purposes — ^f or  exam- 
ple, in  crevice  rock — and  greatly  superior  either  to  gun- 
powder or  gun-cotton  in  explosive  force,  and  quite  readily 
exploded,  so  that  it  may  be  fired  and  exploded  by  means  of 
a  match  or  electric  spark  in  like  manner  as  gunpowder  or 
gun-cotton  alone.  By  means  of  this  combination  with  gun- 
powder, gun-cotton,  or  other  similar  readily  explosive  sub- 
stances, of  nitro-glyc>erine,  and  the  analogous  substances 
before  named,  which  are  liquid  at  the  ordinarj*^  tempera- 
ture, these  substances  which  had  not  at  the  date  of  Nobel's 
invention  been  applied  to  any  technical  use  as  explosives, 
owing  to  their  difficulty  of  explosion,  have  been  introduced 
from  the  domain  of  science  into  that  of  practical  use  in  the 
arts,  and  have  rendered  of  commercial  value  what  was  pre- 
viously known  as  a  mere  chemical  curiosity. 

We  therefore  claim  as  the  invention  of  said  Alfred  Nobel, 
and  desire  to  secure  by  Letters  Patent,  in  the  name  of  the 
United  States  Blasting-Oil  Company,  as  assignee  of  said 
Nobel : 

1.  The  utilization,  as  explosives,  of  nitro-glycerine,  and 
the  analogous  liquid  substances  hereinbefore  mentioned,  by 
combining  therewith  gunpowder,  gun-cotton,  or  other  simi- 
lar substances  developing  a  rapid  heat  on  combustion,  sub- 
stantially as  hereinbefore  described. 

2.  The  combination  of  gunpowder  with  nitro-glyoerine, 
substantially  as  and  for  the  purposes  hereinbefore  described. 

3.  The  combination  of  gun-cotton  with  nitro-glycerine, 
substantially  as  and  for  the  purposes  hereinbefore  described. 

In  witness  whereof  the  said  The  United  States  Blasting- 
Oil  Company,  by  Tal.  P*  Shaffner,  President,  have  hereun- 
to set  their  hand. 

THE  UNITED  STATES  BLASTING-OIL  CO., 

By  Tal.  P.  Shaffisteb,  President. 
Witnesses : 

OcTAvius  Knight, 
Edm.  F.  Brown. 
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ALFRED  NOBEL,  OF  HAMBURG,  GERMANY,  AS- 
SIGNOR TO  THE  UNITED  STATES  BLASTING-OIL 
COMPANY,  OF  NEW  YORK,  N.  Y. 

Improvement  in  Nitro-Glycerine  Compounds. 

Specification  forming  part  of  Letters  Patent  No.  60,617,  dated 
October  24,  1865;  Reissue  No.  3,380,  dated  April  13,  1869;  Re- 
issue No.  4^819^  dated  March  19,  1872. 

Division  E. 

Specification. 

To  all  whom  it  may  concern : 

Be  it  known  that  Alfred  Nobel,  of  the  city  of  Hamburg, 
Gennany,  has  invented  certain  new  and  useful  Improve- 
ments in  the  Manufacture  of  Nitro-Glycerine,  and  certain 
compounds  thereof,  and  in  the  utilization  of  nitro-glycerine 
as  an  explosive. 

The  improvement  in  the  manufacture  of  nitro-glycerine  is 
the  subject  of  a  separate  speciiication ;  this  specification  hav- 
ing reference  to  the  utilization  of  nitro-glycerine  as  an  ex- 
plosive. 

Nitro-glycerine  belongs  to  a  class  of  explosives  long  known, 
but  not  at  the  date  of  Nobel's  invention  applied  to  technical 
purposes,  in  consequence  of  practical  difficulties  in  procuring 
their  explosion.  Nitro-glycerine  is  liquid  at  ordinary  tem- 
peratures, and  by  that  characteristic  is  distinguishable  from 
solid  explosives,  such  as  gunpowder,  gun-cotton,  etc.,  and 
has  also  the  property  that  fire  may  be  applied  to  it  without 
its  exploding.  Nitro-glycerine,  for  example,  if  ignited  in 
an  open  space,  is  slowly  decomposed  and  takes  fire ;  but 
the  flame  is  apt  to  die  out  when  the  match  is  withdmwn, 
hence  it  cannot,  under  ordinary  circumstances,  be  looked 
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upon  as  a  ready  explosive  agent;  for,  while  gunpowder 
and  other  substances  used  as  explosives  prior  to  Nobel's  in- 
vention always  explode  when  fire  is  set  to  them,  nitro-gly- 
cerine  will  not  explode  from  the  mere  contact  of  flame.  So, 
also,  if  a  drop  of  nitro-glycerine  be  poured  on  an  anvil,  the 
blow  of  a  hammer  causes  it  to  explode  ;  but  only  that  part 
is  involved  which  has  received  the  blow,  so  that  in  this  case 
the  explosion  is  merely  a  local  one. 

A  principal  object  of  Nobel's  invention  consists  in  the  re- 
moval of  this  obstacle  to  the  use  of  nitro-glycerine  as  an  ex- 
plosive. For  this  end  two  different  methods  have  been  in- 
vented by  Nobel  for  promoting  the  explosion  of  nitro-gly- 
cerine :  one  method,  which  forms  tlie  subject  of  this  patent, 
consists  in  a  compound  with  nitro-glycerine  of  a  readily- 
ignitible  substance ;  and  the  other  method,  which  is  de- 
scribed in  a  separate  specification,  relates  to  the  means  of 
effecting  the  explosion. 

Nobel  discovered  that,  by  mixing  nitro-glycerine  with 
rocket-powder,  which  is  a  mere  loose  mechanical  mixture  of 
niter,  charcoal,  and  sulphur,  the  difficulty  in  effecting  the 
explosion  of  nitro-glycerine  was  effectually  overcome. 
Rocket-powder  is  almost  non-explosive,  but  readily  bums 
and  deflagrates  on  contact  with  a  spark  of  fire,  while  nitro- 
glycerine, on  the  other  hand,  as  before  stated,  is  hard  to  ex- 
plode ;  but  when  the  explosion  is  obtained  is  extremely 
violent  in  its  effects. 

By  the  mixing  of  these  substances  a  compound  is  pro- 
duced which  is  a  very  powerful  explosive,  and  is  easily  ex- 
ploded by  means  of  the  simple  contact  with  fire.  Tlie  mix- 
ing may  be  effected  in  any  convenient  manner,  and  the  pro- 
portions in  which  they  are  combined  may  be  varied  to  suit 
the  pleasure  or  convenience  of  the  user  or  manufacturer. 

What,  therefore,  we  claim  as  the  invention  of  Alfred 
Nobel,  and  desire  to  secure  by  Letters  Patent,  is — 

The  mixture  of  nitro-glycerine  and  rocket-powder,  sub- 
stantially as  and  for  the  purposes  hereinbefore  described. 

In  witness  whereof  the  said  The  United  States  Blasting- 


Oct.,  1878.]     POWDER  CO.  v.  TOWDER  WORKS.  213 

Argument  of  counaeL 

Oil  Company,  by  Tal.  P.  Shaflfner,  President,  have  hereun- 
to 8et  their  hand. 

THE  UNITED  STATES  BLASTING-OIL  CO., 

By  Tal.  P.  Shaffneb,  President. 
Witnesses : 

Octavius  Knight, 
Edm.  F.  Brown. 

Messrs.  Wm.  BaJcewell^  M.  A.  WJiedton  and  Oeorge 
Gifford^foT  appellant : 

In  Exhibit  A,  page  18  of  the  bill,  Nobel  claims  as  his  in- 
vention : 

"  1.  The  use  of  gunpowder  or  similar  substances,  when 
mixed  with  nitro-glycerine  or  analogous  substances. 

2.  The  reduction  of  the  quickness  of  gunpowder,  when 
mixed  with  oily  explosives  or  non-explosive  substances. 

4.  The  exclusive  use  of  nitro-glycerine,  and  the  substances 
described  above,  or  mixtures  of  such,  as  far  as  their  appli- 
cation may  be  classed  under  any  of  the  methods  indicated 
in  this  memorandum." 

The  original  patent  that  was  granted  to  Nobel  reads  as 
follows,  viz : 

"Whereas,  Alfred  Nobel,  of  Hamburg,  has  alleged  that 
he  has  invented  a  new  and  useful  improved  substitute  for 
gunpowder ;  that  he  does  verily  believe  that  he  is  the  origi- 
nal and  first  inventor  or  discoverer  of  the  said  invention, 
and  presented  a  petition  to  the  Commissioner,  signifying  a 
desire  of  obtaining  an  exclusive  property  in  the  said  inven- 
tion," etc. 

Now,  the  invention  named  in  this  patent  as  there  named, 
was  Nobel's  whole  invention  ;  it  included  his  whole  inven- 
tion of  substituting  nitro-glycerine  for  gunpowder.  It,  in 
its  terms,  as  much  covered  the  mixtures  patented  in  reissues 
4,818  and  4,819,  as  it  did  any  other  part  of  Nobel's  invention. 

It  was  a  patent  on  its  face  for  the  invention  for  which  he 
had  presented  a  petition.    Every  part  of  the  invention  cov- 
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vered  by  that  petition  was,  in  terms,  covered  by  the  patent 
and  was  a  part  of  the  patented  invention,  notwithstanding 
that  a  part  of  the  patent  was  made  inoperative  and  ineffec- 
tual, because  it  afterward  falsely  stated  that  the  invention 
was  described  in  the  annexed  specifications,  when  it  was 
only  partly  described  therein. 

In  the  case  of  Hoflfheins  v.  Brandt,  3  Fish.  229,  the  court 
declared  that  the  model  is  a  part  of  the  patent.  If  the 
model  is  a  part  of  the  patent,  surely  the  whole  record  of 
the  application  is  as  much  so.  The  law  does  not,  in  terms, 
say  that  the  model  constituted  any  part  of  the  patent.  If 
the  model  is  a  part  of  the  patent,  it  becomes  so  by  being 
placed  upon  the  public  records  where  the  public  may  see 
and  know  what  it  is.  The  original  specifications  are  as 
much  a  part  of  the  patent  as  the  model  is.  The  case  of  Sey- 
mour V.  Osborne,  11  Wall.  545  [8  Am.  &  Eng.  290,]  is  the 
case  supposed  to  weigh  most  heavily  against  us,  and  we 
find  the  same  general  idea  in  that  as  in  the  other  cases 
when  all  weighed  together. 

It  says:  "Corrections  maybe  made  in  the  description, 
specification  or  claim,  where  the  patentee  has  claimed  as 
new  more  than  he  had  a  right  to  claim,  or  where  the  des- 
cription, specification  or  claim  is  defective  or  insufficient ; 
but  he  cannot,  under  such  an  application,  make  material 
additions  to  the  invention  which  were  not  described  in  the 
original  specification^  drawings,  or  Patent  Office  model." 

The  other  side  seemed  to  feel  a  deep  sympathetic  alarm 
lest  an  innocent  public  should  be  liable  to  loss  somehow  or 
in  some  way  not  explained,  because  the  original  specifica- 
tions did  not  issue  with  the  patent. 

But  the  case  of  Grant  v.  Raymond,  6  Pet.  220  [4  Am.  & 
Eng.  245,]  fumiighes  a  full  answer  to  the  argument.  It  was 
the  great  Chief  Justice  Marshall  answering  the  great  law- 
yer Webster.  The  great  lawyer  urged,  with  all  the  power 
of  his  mighty  intellect,  that,  after  years  of  use  of  a  part  of 
an  invention  by  the  public,  which  the  inventor  had  failed 
to  patent  if  he  could  then  go  back  and  take  a  reissue  of  the 
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whole  invention,  thereby  shutting  up  factories  and  stopping 
machinery  lawfully  made,  the  inventor  would  be  perpetrat- 
ing a  fraud  upon  the  public  which  should  not  be  allowed. 

Tlie  court  answered,  fully  showing  that  the  inventor  was, 
even  in  such  a  case,  getting  less  than  belonged  to  him.  The 
law  had  promised  him  his  invention  for  a  certain  number  of 
years,  and  the  sense  of  justice  and  of  right  which  all  feel, 
pleads  strongly  against  depriving  an  inventor  of  the  com- 
pensation thus  solemnly  promised,  because  he  has  commit- 
ted an  inadvertent  or  innocent  mistake. 

It  was  admitted  that  reissue  No.  6,799,  for  dynamite,  was 
without  fault,  on  the  decision  of  this  case.  The  dismissal 
ought  to  have  been  made  without  prejudice  to  our  com- 
mencing a  new  suit  on  the  patent.  This  was  not  done.  The 
mistake  can  only  be  corrected  by  this  court. 

See  House  v.  Mullen,  22  Wall.  42 ;  Story,  Eq.  PL,  sec. 
466. 

The  grant  of  the  reissue  is  prima /acie  evidence  that  the 
Commissioner  did  his  duty,  and  that  reissues  were  granted 
on  proofs  satisfactory  to  him  that  whatever  new  matter  was 
introduced  into  the  reissues,  was  a  part  of  the  original  in- 
vention, and  was  omitted  from  the  specifications  which  was 
attached  to  the  original  patent  by  inadvertence,  accident, 
or  mistake. 

It  may,  however,  be  contended  on  the  part  of  the  defend- 
ant that,  inasmuch  as  there  was  a  drawing  filed  with  the 
original  application  for  patent  No.  60,617,  the  reissue  does 
not  come  within  the  purview  of  the  last  clause  of  the  63d 
section  of  the  act  of  1870. 

Unless  we  have  entirely  failed  in  comprehending  the  mean- 
ing of  the  enactment  referred  to,  there  is  certainly  no  force 
in  such  an  argument.  The  statute  must  mean  that  where 
there  is  no  drawing  or  model  of  that  part  of  the  invention 
which  has  been  omitted  from  the  original,  the  amendment 
might  be  made  on  proof.  Any  other  interpretation  would 
make  the  provision  a  mere  arbitrary  enactment,  without 
any  reason  for  it  in  the  nature  of  the  case. 


216  POWDER  CO.  v.  POWDER  WORKS.      [Sup.  Ct 

Argument  of  counsel. 

In  the  present  case  the  matter  omitted  from  the  original 
patent  and  which  fonns  the  subject-matter  of  reissue  No. 
4,818,  is  found  in  the  original  specification  on  the  records 
of  the  office ;  so  that  there  is  no  need  to  go  outside  of  the 
record  at  all ;  and,  furthermore,  no  model  or  drawing  of 
anything  embraced  in  that  reissue  was  filed,  for  the  reason 
that  the  invention  is  not  susceptible  of  illustration  in  that 
way,  being  not  a  machine,  but  a  combination  of  nitro-glyce- 
rine  with  gunpowder,  gun-cotton  or  similar  substances. 

In  the  specification  of  the  original  patent  we  find  the  fol- 
lowing clause : 

"By  exploding  a  quantity  of  gunpowder  or  other  sub- 
stance in  contact  with  the  liquid,  the  powder  being  confined 
in  a  water-proof  tube  or  case,  the  heated  gases  derived  from 
the  powder,  being  distributed  through  the  mass  of  the  liquid, 
raises  the  temperature  of  the  latter  sufficiently  to  decom- 
pose the  same.  (The  liquid  here  referred  to  is  nitro-glyce- 
rine.)  When  powder  is  used  for  this  purpose,  the  case 
containing  it  may  be  immersed  in  the  liquid,  the  powder 
being  ignited  by  means  of  a  fuse  or  an  electric  spark.  If 
desirable,  however,  the  liquid  may  be  placed  in  a  tube,  or 
inserted  in  a  mass  of  powder,  which  is  then  ignited  in  any 
suitable  manner." 

No  doubt  this  is  a  very  imperfect  description  of  Nobel's 
invention,  and  that  the  patent  is  inoperative  to  protect  the 
inventor  in  his  actual  invention  by  reason  of  a  defective  or 
insufficient  specification,  but  it  is  just  for  the  purpose  of 
curing  such  defects,  and  granting  to  the  patentee  what  he 
actually  invented,  that  the  law  of  reissue  was  enacted. 

Messrs.  Oeo.  Harding  and  C.  B.  Oreathouse^  for  ap- 
pellees :  ^ 

The  court  below  decided  to  rest  its  judgment  upon  a  com- 
parison of  the  original  and  the  reissued  patents,  and  holds, 
as  a  matter  of  construction,  that  the  latter  are  not  on  their 
face  issued  for  the  same  invention,  or  any  distinct  or  sepa- 


Oct,  1878.]     POWDER  CO.  v.  POWDER  WORKS.  217 

Argument  of  counsel. 

rate  part  thereof,  and  that  for  this  reason  the  Commissioner 
exceeded  his  authority  in  issuing  them : 

1.  As  to  the  correctness  of  the  decision  made  by  the  court 
below,  viz :  that  the  reissued  patents  and  the  original  pat- 
ents were  to  be  compared  on  their  face  to  ascertain  if  they 
were  made  for  the  same  invention,  the  appellees  refer  to  the 
following  authorities : 

Act,  1870,  R.  S.,  2d  ed.,  sec.  4916,  p.  950  ;  Seymour  v.  Os- 
borne,  11  Wall.  516  [8  Am.  &  Eng.  290 ;]  Dyson  v.  Dan- 
forth,  per  Grier,  J.,  4  Pish.  133 ;  Pelting  Co.  v.  Haven,  per 
Treat,  J.,. 3  Dill.  131 ;  Sarven  v.  Hall,  per  Woodruflf,  J.,  5 
Pish.  415;  Sickles  v.  Evans,  per  CliflFord,  J.,  2  Pish.  417; 
Goodyear  v.  Rubber  Co.,  per  Cliiford,  J.,  2  Pish.  499 ;  Burr 
V.  Duryee,  1  Wall.  575  [7  Am.  &  Eng.  224 ;]  Cahart  v. 
Austin,  per  Clifford,  J.,  2  Pish.  542 ;  Gill  o.  Wells,  22  Wall. 
1  [9  Am.  &  Eng.  471 ;]  Wicks  v.  Stevens,  2  Woods,  312 ; 
Ball  V.  Wellington,  6  Off.  Gaz.  933 ;  Tarr  v.  Webb,  10 
Blatchf .  99  ;  Russell  v.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng. 
495 ;]  Collar  Co.  v.  Van  Deusen,  23  Wall.  530  [10  Am.  & 
Eng.  156 ;]  Wood  Paper  Co.  v.  Pibre  Co.,  23  Wall.  568  [10 
Am.  &  Eng.  199.] 

The  clause  of  the  Act  of  1870,  section  73,  relied  upon  by 
appellant,  applies  only  to  machine  patents. 

Tarr  v.  Webb,  10  Blatchf.  96. 

The  api)ellant's  bill  and  exhibits  show  that  there  was  a 
drawing  annexed  to  the  original  patent.  No.  50,617,  and, 
therefore,  the  introduction  of  the  new  matter  into  the  re- 
issues thereof  is  expressly  excluded  by  the  language  of  the 
clause  of  Act  of  1870,  relied  upon,  which  is  as  follows : 

*'But  when  there  is  neither  model  nor  drawing,  amend- 
ments may  be  made  upon  proof  satisfactory  to  the  Commis- 
sioner, etc." 

Act,  1870,  sec.  73. 

"  It  is  where  a  patent  is  inoperative  or  invalid  by  reason 
of  a  defective  or  insufficient  description,  specification,  or 
claim,  and  not  where  the  device  is  not  described  or  specified 
at  all,  that  i)ermission  is  given  to  reissue  the  patent.     De- 
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vices  not  described  or  specified  may,  if  they  are  the  inven- 
tion of  the  patentee,  be  the  subject  of  a  patent  subject  to  all 
other  rules  governing  the  inventor's  rights ;  but  it  is  not 
the  office  of  a  reissue  to  embrace  them.  Seymour  v.  Os- 
borne (supra,) 

It  is  true  that  an  observation  of  the  court  in  Hussey  v. 
Bradley,  2  Pish.  Pat.  Gas.  362,  371,  gives  a  broader  scope 
to  the  right  of  reissue,  and  an  intimation  in  Doughty  v. 
West,  2  Fish.  Pat.  Gas.  553,  566,  is  in  the  same  direction ; 
but  in  the  subsequent  case  of  Doughty  v.  West,  3  Fish. 
Pat.  Gas.  580,  and  Doughty  v.  West,  6  Blatchf .  429,  founded 
on  a  reissue  of  the  same  patent,  the  reissue  was  sustained 
on  grounds  entirely  consistent  with  the  doctrine  above 
stated,  and  the  rule  is,  in  my  judgment,  not  only  clearly 
C/orrect  in  principle,  but  settled  by  the  authority  of  the 
Supreme  Gourt,  in  the  case  first  above  mentioned." 

Sarven  v.  Hall,  9  Blatchf.  526. 

' '  Reissued  patents,  in  order  that  they  may  be  valid  must 
be  for  the  same  invention  as  the  surrendered  originals." 

Gill  V.  Wells,  22  Wall.  15  [9  Am.  &  Eng.  471.] 

The  reissue  here  appears  on  its  face  to  be  for  a  different 
invention,  and  the  Gommissioner,  therefore,  exceeded  his 
authority  in  issuing  it. 

Seymour  t^.  Osborne,  11  Wall.  544  [8  Am.  &  Eng.  290;] 
Wicks  V.  Stevens,  2  Woods,  312 ;  Russell  v.  Dodge,  93  U. 
S.  464  [10  Am.  &  Eng.  495.] 

Mr.  Justice  Bradley,  after  stating  the  facts,  delivered 
the  opinion  of  the  court : 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  dis- 
missing a  mill  in  equity  upon  demurrer.  The  bill  was  filed 
by  the  appellant  against  the  appellees  charging  them  with 
the  infringement  of  three  certain  letters  patent  belonging  to 
the  complainant,  and  praying  for  an  injunction  and  a  de- 
cree for  damages.  These  patents  were  granted  for  certain 
alleged  inventions  of  one  Alfred  Nobel,  of  Hamburg,  in 

Omitted  In  V.  8. 
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Germany,  relating  to  the  use  of  nitro-glycerine  in  the  man- 
ufactnre  of  dynamite  and  other  explosive  compounds.  The 
patents  are  all  reissues  of  previous  patents ;  two  of  them 
bearing  date  the  19th  day  of  March,  1872,  and  numbered 
respectively  4,818  and  4,819 ;  and  the  third  bearing  date  the 
17th  day  of  March,  1874,  and  numbered  6,799.  Number 
4,818  is  for  the  mixture  of  gunpowder  with  nitro-glycerine : 
number  4,819  is  for  the  mixture  of  rocket-powder  with  nitro- 
glycerine ;  and  number  5,799  is  for  a  mixture  of  nitro-gly- 
cerine with  porous  or  absorbent  substances,  forming  what 
is  calJed  dynamite  or  giant  powder.  The  bill  sets  out  the 
substance  of  the  original  and  intermediate  patents  as  well 
as  those  sued  on,  and  of  some  of  th^m  makes  prof  ert.  A 
consent  order  was  made  in  the  cause,  that  the  complainant 
should  file,  as  parts  of  the  bill,  copies  of  the  several  letters 
patent  mentioned  and  described  therein,  of  which  prof  ert 
was  so  made.  The  bill  also  sets  forth  by  way  of  schedule  a 
copy  of  the  original  application  of  Nobel  filed  in  the  Patent 
Office  on  the  16th  day  of  September,  1865. 

From  the  statements  of  the  bill,  and  the  documents  thus; 
annexed  to  and  made  part  thereof,  it  appears  that  Alfred 
Nobel,  on  the  day  last  aforesaid,  by  his  attorney,  filed  in 
the  Patent  Office  a  paper  describing  certain  alleged  discov- 
eries and  inventions  made  by  him  in  reference  to  the  use  of 
nitro-glycerine  as  an  explosive  agent  and  as  a  component 
in  explosive  compounds.  Having  in  this  document  refer- 
red to  the  well  known  property  of  nitro-glycerine,  and  the 
nitrates  of  ethyl  and  methyl,  nitro-mannite,  etc.,  whereby 
they  cannot  be  exploded  in  open  space  by  the  application 
of  fire,  he  proceeds  to  point  out  how  he  succeeds  in  effect- 
ing their  explosion.     He  says : 

' '  A  chief  point  of  my  invention  consists  in  overcoming 
this  difficulty.  According  as  nitro-glycerine  is  to  be  used 
for  fire-arms  or  for  blasting,  I  adopt  two  different  methods 
for  promoting  its  explosion,  viz : 

Ist  Method.  By  mixing  it  with  guuDowder,  gun-cotton, 
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or  any  other  substance  developing  a  rapid  heat,  nitro-gly- 
cerine  being  an  oil,  fills  the  pores  of  gunpowder,  and  is 
heated  by  the  latter  to  the  degree  of  its  explosion.  Gun- 
powder treated  in  this  way  can  take  up  from  ten  to  fifty 
per  cent,  of  nitro-glycerine,  and  develops  a  greater  power 
vrith  a  lesser  quickness  of  explosion.  Where  the  only  ob- 
ject in  view  is  to  reduce  the  quickness  of  explosion  of  gun- 
powder, I  mix  it  with  or  make  it  absorb  common  non-ex- 
plosive oil  from  one  to  t^n  per  cent,  of  its  weight. 

2d  Method.  When  nitro-glycerine  is  to  be  used  for  blast- 
ing, where  quickness  of  explosion  is  of  great  importance,  I 
submit  it  to  the  most  rapid  source  of  heat  known,  viz :  that 
developed  by  pressure.  To  effect  this,  I  make  use  of  the 
pressure  developed  by  heating  a  minute  portion  of  nitro- 
glycerine, or  by  the  detonation  of  any  other  violently  ex- 
ploding substance.  Nitro-glycerine  being  a  liquid,  if  it 
cannot  escape,  as  for  instance  in  a  bore,  receives  and  propa- 
gates the  initial  pressure  through  its  whole  mass,  and  i3  by 
that  pressure  instantaneously  heated ;  hence  the  first  im- 
pulse of  explosion  decomposes  the  rest.  There  are  many 
means  of  obtaining  this  impulse  of  explosion,  such  as  : — 

1.  When  nitro-glycerine  in  tubes  is  surrounded  by  gun- 
powder, or  vice  versa. 

2.  By  the  spark  or  heat  develoj)ed  by  a  strong  electric 
current  wheli  the  nitro-glycerine  is  inclosed  on  all  sides,  so 
as  not  to  afford  an  escape  to  the  gas  developed. 

3.  By  a  capsule,  etc.,  etc.,  six  different  methods  of  pro- 
ducing explosion  of  nitro-glycerine  being  pointed  out, 
accompanied  by  drawings  for  showing  the  manner  in  which 
they  were  employed. 

He  then  claims  as  his  invention : 

1.  The  use  of  gunpowder  or  similar  substances,  when 
mixed  with  nitro-glycerine  or  analogous  substances. 

2.  The  reduction  of  the  quickness  of  explosion  of  gun- 
powder by  mixing  it  with  oily  explosive,  or  non-explosive 
substances. 
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3.  The  effecting  the  detonation  of  nitro-glycerine  or  ana- 
logous substances  (which  can  be  ignited  without  exploding) 
by  the  heat  developed  by  pressure,  promoting  an  impulse  of 
explosion  which  decomposes  the  rest. 

4.  The  exclusive  use  of  nitro-glycerine  and  the  class  of 
substances  described  above,  or  mixtures  of  such  as  far  as 
their  application  may  be  classed  under  any  of  the  methods 
indicated  in  this  memorandum. 

He  then  describes  a  new  method  of  preparing  or  manu- 
facturing nitro-glycerine,  and  claims  to  be  the  inventor  of 
that. 

The  bill  further  states  that,  after  filing  the  above  appli- 
cation Nobel's  agent  (one  Howson)  filed  certain  amend- 
ments thereto,  striking  out  a  portion  of  the  original ;  and 
on  the  24tli  day  of  October,  1865,  upon  such  amended  ap- 
plication, letters  patent  were  granted  to  Nobel  for  the  term 
of  seventeen  years,  numbered  50,617;  and  profert  is  made  of 
the  same  in  the  bill,  and  they  are  set  out  in  the  record. 

By  reference  to  the  specification  of  these  letters,  which 
are  accompanied  with  drawings,  they  appear  to  be  for  a 
process,  to  wit :  the  process  of  using  nitro-glycerine,  or  its 
equivalent,  as  a  substitute  for  gunpowder,  by  exploding  it 
in  the  manner  pointed  out.  Having  explained  the  nature 
of  nitro-glycerine,  nitrate  of  ethyl,  methyl,  and  nitro-man- 
nite,  as  in  the  original  paper,  the  specification  then  points 
out  how  nitro-glycerine  may  be  exploded  after  being  con- 
fined in  a  hole  drilled  in  the  rock  when  to  be  used  for  blast- 
ing, or  in  a  case  when  to  be  used  for  other  purposes.  Four 
distinct  modes  of  doings  this  are  enumerated :  first,  by  ex- 
ploding gunpowder  in  contact  with  the  liquid ;  secondly  by 
passing  an  electric  spark  through  a  fine  wire  immersed  in 
it ;  thirdly  by  inserting  in  it  a  thin  case  containing  lime- 
water;  and,  fourthly  by  a  fuse.  The  drawings  show  the 
manner  in  which  the  wire  is  arranged  for  passing  an  electric 
spark  through  the  fluid. 

The ,  bill  then  states  that  on  the  13th  of  April,  1869,  the 
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above  patent  was  surrendered,  and  four  new  divisional  pat- 
ents were  issued  for  the  same  inventions  for  which  the  origi- 
nal patent  was  granted,  numbered  respectively  reissues 
3,377,  3,378,  3,379,  3,380 ;  the  first,  No.  3,377,  being  for  the 
method  of  exploding  nitro-glycerine  by  detonation,  the 
•second,  No.  3,378,  being  for  the  application  and  use  of  per- 
cussion-caps and  other  exploders  to  create  the  detonation 
necessary  to  explode  the  nitro-glycerine ;  the  third.  No. 
8,379,  being  for  the  improved  mode  of  manufacturing  nitro- 
glycerine ;  and  the  fourth,  No.  3,380,  being  (as  stated  in  the 
bill)  for  the  new  explosive  compounds  invented  by  Nobel, 
viz:  the  mixture  of  gunpowder  and  nitro-glycerine,  and  the 
mixture  of  gun-cotton  and  nitro-glycerine,  and  the  mixture 
of  rocket-powder  and  nitro-glycerine. 

These  four  reissued  patents  are  not  referred  to  by  way  of 
prof ert  in  the  bill ;  but  the  above  description  of  their  pur- 
port is  sufficient  for  the  purpose  of  understanding  their 
character. 

The  bill  then  states  that  on  the  19th  day  of  March,  1872, 
the  said  rftissue  3, 380  was  surrendered,  and  two  new  divi- 
sional patents  for  the  same  inventions  were  issued  in  lieu 
thereof,  numbered  respectively  reissues  4,818  and  4,919;  the 
former  being  for  the  mixture  of  gunpowder  with  nitro- 
glycerine, and  the  latter  for  the  mixture  of  rocket-powder 
with  nitro-glycerine ;  and  each  patent  securing  to  the  paten- 
tee the  exclusive  right  of  making,  using,  and  vending  the 
explosive  compound  therein  described  respectively.  These 
are  two  of  the  patents  on  which  the  suit  is  brought ;  and 
profert  is  made  of  them  in  the  bill,  and  they  are  set  out  in 
the  record.  By  reference  thereto,  it  appears  that  in  reissue 
4,818  the  patentee  claims : 

1.  The  utilization,  as  explosives,  of  nitro-glycerine  and 
the  analogous  liquid  substances  before  mentioned,  nitrate 
of  ethyl,  etc.,  by  combining  therewith  gunpowder,  gun- 
cotton,  or  other  similar  substances  developing  a  rapid  heat 
or  combustion,  substantially  as  described 
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2.  -The  combination  of  gunpowder  with  nitro-glycerine, 
substantially  as  and  for  the  purposes  described. 

3.  The  combination  of  gun-cotton  with  nitro-glycerine, 
substantially,  etc. 

In  reissue  4,819  the  claim  is  for  the  mixture  of  nitro-gly- 
cerine and  rocket-powder. 

The  remainder  of  the  bill  is  taken  up  in  setting  forth  the 
other  patent  sued  on,  and  various  assignments  by  which  the 
complainant  deduces  its  title  to  the  patents  with  the  allega- 
tion of  infringement  and  prayer  for  relief. 

To  this  bill  the  defendant  demurred,  as  well  to  the  whole 
bill  for  want  of  equity  as  to  the  relief  sought  in  respect  of 
the  different  patents  taken  separately ;  also  for  multifari- 
ousness, misjoinder  of  defendants,  etc. 

{a)  The  main  defence  relied  on  by  the  ccmnsel  of  the  de- 
fence, on  the  demurrer,  is  that  it  is  apparent  that  the  reis- 
sued patents  numbered  4,818  and  4,819  are  not  for  the  same 
invention  as  that  which  was  described  in  the  original  letters 
patent  numbered  50,617  for  a  portion  of  which  they  purport 
to  be  reissues. 

It  is  apparent,  they  say,  that  the  original  patent  was  for 
a  process,  to  wit :  a  mode,  or  different  modes,  of  exploding 
nitro-glycerine  ;  whereas,  the  reissues  are  for  manufactured 
compounds  or  mixtures,  namely,  mixtures  of  nitro-glyce- 
rine with  gunpowder,  gun-cotton  and  rocket-powder.  It  is 
contended  that  a  process  and  a  mixture  are  the  subjects  of 
different  inventions ;  that  a  patent  granted  for  one  cannot, 
by  its  surrender,  be  the  basis  of  a  reissued  patent  for  the 
other.  If  this  position  is  sound,  and  the  matter  can  be  ex- 
amined on  deuHirrer,  it  was  not  error  to  dismiss  the  bill  as 
to  all  relief  sought  in  reference  to  the  tVo  reissues  in  ques- 
tion. 

We  have  no  doubt  that  the  question  may  be  examined  on 
demurrer ;  for  the  bill  sets  forth  in  full  both  the  original 
patent  and  the  reissues,  so  that  they  may  be  examined  and 
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compared  together.  If  it  were  a  case  in  which  the  identity 
or  non-identity  of  the  inventions  in  the  original  and  reissued 
patents  was  a  complicated  question,  the  court  might  require 
the  defendants  to  answer,  in  order  to  have  the  benefit  of 
evidence  on  the  subject.  But  in  ordinary  cases,  the  court 
itself  will  compare  them.  Whether  a  patent  is  for  a  pro- 
cess or  a  composition  is  especially  a  question  of  construc- 
tion, and  is  for  the  court  to  decide ;  and  whether  a  patent 
for  a  process  is  the  same  invention  as  a  patent  for  a  compo- 
sition is  certainly  a  mere  question  of  law.  We  feel  no  hesi- 
tation, therefore,  in  approaching  the  consideration  of  the 
questions  presented  by  the  pleadings. 

Upon  due  examination  of  the  patents  in  question,  it  can- 
not well  be  doubted  that  the  original  patent.  No.  50,617, 
granted  on  the  24th  of  October,  1865,  was  for  a  process,  or 
rather  for  different  processes  and  appliances  for  producing 
the  explosion  of  nitro-glycerine ;  nor  can  it  be  doubted  that 
the  reissued  patents,  Nos.  4,818  and  4,819,  granted  in  1872, 
are  for  compounds  and  mixtures ;  in  other  words,  for  com- 
positions of  matter.  In  the  specification  of  the  original 
patent,  the  inventor  says:  "My  invention  consists  in  the 
use  as  a  substitute  for  gunpowder  of  nitro-glycerine,  or  its 
equivalent,  siibstantially  in  the  manner  described  here- 
after^ so  that  the  said  liquid,  which,  when  exposed,  cannot 
be  wholly  decomposed  and  exploded,  shall  by  confinement 
be  subjected  to  heat  and  pressure,  by  which  its  total  and 
immediate  decomposition  and  explosion  is  effected."  He 
then  proceeds :  "In  order  to  enable  others  to  make  and  use 
my  invention,  I  will  now  proceed  to  describe  the  method  of 
carrying  it  into  effect.  On  reference  to  tht#  accompanying 
drawing  which  forms  a  part  of  this  specification.  Fig.  1  is  a 
view,  partly  in  section,  of  one  apparatus  by  means  of  which 
I  render  nitro-glycerine,  or  its  equivalent,  available  as  a 
substitute  for  gunpowder ;  and  Fig.  2  is  a  plan  view. 
Tliere  is  a  class  of  explosive  substances  comprising  nitro- 
glycerine, the  nitrates  of  ethyl  and  methyl,  and  nitro-man- 
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nite,  which  have  long  been  known,  but  hare  never  been 
practically  applied  as  explosive  agents."  He  then  describes 
the  behavior  of  these  substances,  when,  being  in  an  uncon- 
fined  state,  they  are  subjected  to  appliances  of  flame  and  con- 
tusion, no  explosion  being  thereby  produced ;  and  then 
shows  how,  when  they  are  in  a  confined  state,  their  com- 
plete explosion  may  be  produced  by  the  processes  which  he 
describes,  adding:  *'The  chief  point  of  my  invention  con- 
sists in  overcoming  the  difficulty  of  suddenly  igniting  the 
entire  mass  of  the  materials  mentioned,  so  that  the  same 
can  be  practically  used  as  explosive  agents."  He  then 
shows  how  nitro-glycerine  may  be  best  prepared  and  man- 
ufactured for  the  purposes  of  use  as  an  explosive  agent. 
Then  he  describes  the  four  several  methods  or  appliances 
for  producing  the  explosion  desired,  which  have  already 
been  referred  to,  concluding  with  this  formal  claim:  ''I 
claim  as  my  invention,  and  desire  to  secure  by  letters  patent, 
the  use  of  nitro-glycerine,  or  its  equivalent,  substantially 
in  the  manner  and  for  the  purposes  described."  The  only 
equivalents  of  nitro-glycerine  referred  to  or  pointed  at  in  th^ 
specification  are  the  cognate  substances  of  nitrate  of  ethyl 
and  methyl  and  nitro-mannite.  It  is  to  be  presumed  that 
these  are  referred  to  when  the  patentee  uses  the  expression, 
"nitro-glycerine  or  its  equivalent." 

Now,  in  all  this  specification  there  is  not  a  hint  of  any 
new  mixture  or  new  composition  of  matter  having  been  in- 
vented by  the  patentee.  The  only  thing  that  approaches  it 
is  the  method  which  he  describes,  of  preparing  the  pure 
nitro-glycerine.  The  whole  invention  set  forth,  described, 
and  claimed  consists  of  methods  or  processes  of  exploding 
the  substance  so  as  to  render  it  a  useful  exploding  agent. 
The  technical  form  of  the  claim,  it  is  true,  is  in  appearance 
a  little  broader,  being  for  the  use  (generally)  of  nitro-glyce- 
rine as  an  exploding  agent ;  but  these  general  terms  are 
properly  limited  by  those  which  follow,  namely,  ''sub- 
stantially in  the  manner  and  for  the  purposes  described." 
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If  any  oliier  method  of  exploding  nitro-glycerine  should  be 
discovered  different  from  the  processes  invented  and  de- 
scribed by  the  patentee,  it  could  be  employed  without  in- 
fringing his  patent.  According  to  our  view,  therefore,  the 
patent  is  for  those  processes  and  methods  as  applied  to  the 
use  of  nitro-glycerine,  or  its  equivalent,  as  an  explosive 
agent. 

Now,  inasmuch  as  the  reissued  patents  in  question,  num- 
bered 4,818  and  4,819,  are  for  compounds  of  nitro-glycerine 
with  various  other  substances,  it  is  impossible  not  to  say 
that  they  are  for  an  entirely  different  invention  from  that 
secured  or  attempted  to  be  secured  by  tlie  original  patent. 

If  the  patent  had  been  not  for  the  mode  or  process  of  ex- 
ploding nitro-glycerine,  but  for  the  process  of  compounding 
nitro-glycerine  with  gunpowder  and  other  substances,  inad- 
vertently omitting  to  claim  the  exclusive  use  of  the  sub- 
stances so  produced,  the  case  would  have  been  one  of  very 
different  consideration.  That  was  the  case  with  Goodyear's 
patent,  which  was  issued  in  1844,  and  claimed  only  the  pro- 
cess of  vulcanizing  India  rubber.  In  1849  it  was  surren- 
dered, and  two  new  patents  issued  in  lieu  thereof :  one  for 
the  process  and  the  other  for  the  composition.  In  1852,  the 
validity  of  these  reissues  came  up  for  consideration  in  the 
Third  Circuit,  in  the  case  of  Goodyear  v.  Day,  which  was 
argued  by  Mr.  Choate,  Mr.  Webster,  and  other  eminent  coun- 
sel. Mr.  Justice  Grier  disposed  of  the  objection  as  follows : 
*'  We  now  come  to  the  objections  which  have  been  made  to 
the  reissued  or  amended  patents  of  1849.  The  first  objec- 
tion is  that  the  patents  of  1844  and  1849  are  not  for  the  same 
invention.  This  objection  is  not  founded  in  fact.  Both 
patents  are  for  precisely  the  same  invention  or  discovery. 
They  both  describe,  in  nearly  the  same  words,  the  best 
mode  of  manufacturing  India  rubber,  by  exposing  it  to  a 
high  degree  of  heiit,  in  connection  with  sulphur  and  white 
lead ;  by  which  treatment  the  substance  is  endowed  with 
new  and  valuable  qualities  which  it  did  not  possess  before. 
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The  discovery  is  the  same ;  the  mode  of  manufacturing  the 
compound  is  the  same.  The  first  patent  had  set  forth  the 
nature  and  extent  of  the  invention  defectively.  There  is  no 
reason  to  doubt  the  bona  fides  and  propriety  of  the  reissue. 
It  is  apparent  on  the  face  of  the  papers,  even  if  the  action 
of  the  Commissioner  on  that  point  was  not  conclusive." 
Again,  he  adds :  "  The  fourth  objection  is  Hhat  the  latter 
patent  claims  more  than  was  contained  in  the  original.'  If 
the  latter  patent  is  for  precisely  the  same  invention,  art  or 
discovery  as  that  described  in  the  first,  the  objection  that  it 
claims  more  is  a  mistake  of  fact.  If  the  last  patent  differs 
from  the  first  only  in  stating  more  clearly  and  definitely  the 
real  principles  of  the  invention,  so  that  those  who  wish  to 
pirate  it  may  not  be  allowed  to  escape  with  impunity 
through  the  imperfection  of  the  language  used  in  the  first, 
there  has  arisen  one  of  the  cases  for  which  it  was  the  in- 
tention of  the  Act  of  Congress  to  provide,  and  the  objection 
is  worthless  in  point  of  law."  This  case  is  partially  reported 
in  2  Wall.,  Jr.,  283,  but  the  opinion  of  Mr.  Justice  Grier  is 
not  stated  in  full.  In  another  case,  arising  on  the  original 
patent  of  Goodyear  [Goodyear  v.  R.  R.  Co.,]  reported  in  2 
Wall.,  Jr.,  356.  Mr.  Justice  Grier  used  this  expression: 
"The  product  and  the  process  constitute  one  discovery." 
The  product  in  Goodyear' s  invention  was  the  direct  result 
of  the  process.  They  were  parts  of  one  invention  and,  ex- 
cept in  imagination,  could  no  more  be  separated  ivoxa  each 
other  than  the  two  sides  of  a  sheet  of  paper,  or  than  a 
shadow  from  the  body  that  produces  it. 

The  present  case  is  entirely  different.  The  processes 
which  the  patentee  described  as  his  invention  in  the  origi- 
nal patent.  No.  50,617,  had  no  connection  with  the  com- 
pounds or  mixtures  which  are  patented  in  the  reissued  pat- 
ents. They  were  not  processes  for  making  those  com- 
pounds, and  in  describing  them  the  compounds  were  not 
mentioned.    The  invention  of  the  one  did  not  involve  the 
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invention  of  the  other.  The  two  inventions  might  have 
been  made  by  different  persons,  and  at  different  times. 

We  think,  therefore,  that  the  conclusion  is  irresistible, 
that  the  two  reissued  patents,  numbered  4,818  and  4,819,  are 
for  a  different  invention  from  that  described  or  suggested  in 
the  original  patent  60,617,  upon  which  they  are  founded  and 
which  they  are  intended,  in  part,  to  supersede. 

These  reissues  being  granted  in  1872,  were  subject  to  the 
law  as  it  then  stood,  being  the  Act  of  [July  8,  J 1870,  the 
63d  section  of  which  (reproduced  in  section  4916  of  the  Re- 
vised Statutes)  relates  to  the  matter  in  question.  It  seems 
to  us  impossible  to  read  this  section  carefully  without  coni- 
ing  to  the  conclusion  that  a  reissue  can  only  be  granted  for 
the  same  invention  which  formed  the  subject  of  the  original 
patent  of  which  it  is  a  reissue.  The  express  words  of  the 
Act  arei  '  'A  new  patent  for  the  same  invention  ;' '  and  these 
words  are  copied  from  the  Act  of  1836,  which  in  this  respect 
was  substantially  the  same  as  the  Act  of  1870.  The  specilS- 
cation  may  be  amended  so  as  to  make  it  more  clear  and  dis- 
tinct ;  the  claim  may  be  modified  so  as  to  make  it  more  con- 
formable to  the  exact  rights  of  the  patentee ;  but  the  inven- 
tion must  be  the  same.  So  particular  is  the  law  on  this 
subject,  that  it  is  declared  that  "No  new  matter  shall  be 
introduced  into  the  specification."  This  prohibition  is  gen- 
eral, relating  to  all  patents ;  and  by  "  new  matter"  we  sup- 
pose to  be  meant  new  substantive  matter,  such  as  would 
have  the  effect  of  changing  the  invention  or  of  introducing 
what  might  be  the  subject  of  another  application  for  a  pat- 
ent. The  danger  to  be  provided  against  was  the  temptation 
to  amend  a  patent  so  as  to  cover  improvements  which  might 
have  come  into  use  or  might  have  been  invented  by  others, 
after  its  issue.  The  Legislature  was  willing  to  concede  to  the 
patentee  the  right  to  amend  his  specification  so  as  fully  to  de- 
scribe and  claim  the  very  invention  attempted  to  be  secured 
by  his  original  patent,  and  which  was  not  fully  secured  there- 
by, in  consequence  of  inadvertence,  accident  or  mistake;  but 
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was  not  willing  to  give  him  the  right  to  patch  up  his  patent 
by  the  addition  of  other  inventions,  which,  though  they  might 
be  his,  had  not  been  applied  for  by  him,  or,  if  applied  for,  had 
been  abandoned  or  waived.  For  such  inventions  he  is  re- 
quired to  make  a  new  application,  subject  to  such  rights  as 
the  public  and  other  inventors  may  have  acquired  in  the 
meantime.  This,  we  think,  is  what  the  present  statute 
means,  and  what,  indeed,  was  the  law  before  its  enactment 
under  the  previous  Act  of  1836.  If  decisions  can  be  found 
which  present  it  in  any  different  aspect,  we  cannot  admit 
them  to  be  correct  expositions  of  the  law. 

The  counsel  for  the  complainant  refers  us  to  and  places 
special  reliance  on,  the  last  clause  of  section  53  of  the  Act 
of  1870,  where  it  is  said :  "  But  where  there  is  neither  model 
nor  drawing,  amendments  may  be  made  upon  proof  satis- 
factory to  the  Commissioner  that  such  new  matter  or  amend- 
ment was  a  part  of  the  original  invention,  and  was  omitted 
from  tlie  specification  by  inadvertence,  accident,  or  mis- 
take." But  this  clause  relates  only  to  the  evidence  which 
may  be  employed  by  the  Commissioner  in  ascertaining  the 
defects  of  the  specification.  It  does  not  authorize  him  to 
grant  a  reissue  for  a  different  invention,  or  to  determine 
that  one  invention  is  the  same  as  another  and  different  one ; 
or  that  two  inventions  essentially  distinct  constitute  but 
one.  In  this  case,  it  is  not  necessary  for  us  to  decide,  and 
we  express  no  opinion  as  to  the  precise  meaning  and  extent 
of  the  final  clause  of  section  53,  to  which  we  have  referred ; 
as,  whether  it  relates  to  all  patents  or  only  to  patents  for 
machines.  But  as  it  relates  to  the  matter  of  evidence  alone, 
it  cannot  enlarge  the  i)ower  of  the  Commissioner  in  refer- 
ence to  the  invention  for  which  a  reissue  may  be  granted. 
That  power  is  restricted,  by  the  general  terms  of  the  section, 
to  the  same  invention  which  was  originally  patented.  Con- 
ceding that  the  Commissioner  had  a  right,  in  this  case,  by 
virtue  of  the  clause  in  question,  to  examine  the  original  ap- 
plication of  Nobel,  as  it  stood  before  it  was  amended,  in 
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order  to  ascertain  wliat  his  invention  really  was,  it  would 
only  show  that  he  described,  in  that  paper,  two  different  in- 
ventions :  one  for  a  composition,  and  another  for  a  process 
distinct  from  the  composition.  It  would  not  prove  that  the 
two  inventions  were  the  same ;  and  it  would  not  authorize 
the  Commissioner,  on  a  reissue,  to  add  the  one  to  the  other, 
as  a  part  thereof. 

The  complainant  insists,  however,  that  the  present  re- 
issues are  for  the  same  invention  which  was  patented  in  the 
reissued  patent,  No.  3,380,  granted  in  April,  1869  ;  and  that 
the  latter  reissue  was  granted  before  the  passage  of  the  Act 
of  1870.  But  this  fact  does  not  help  the  complainant.  The 
law  relating  to  reissues  was  substantially  the  same  under 
the  Act  of  1836  as  it  is  under  the  Act  of  1870.  As  before 
remarked,  the  former  Act  as  well  as  the  latter  restricted  the 
power  of  the  Commissioner,  in  granting  reissues,  to  ''the 
same  invention"  which  was  the  subject  of  the  original 
patent.  It  has  been  repeatedly  so  held  by  this  court,  as  the 
following  cases  will  show :  Burr  ^?.  Duryee,  1  Wall.  675 
[7  Am.  &  Eng;  224;]  Seymour  v.  Osborne,  11  Wall.  616  [8 
Am.  &  Eng.  290;]  Gill  v.  Wells,  22  Wall.  1  [9  Am.  &  Eng. 
471;]  The  Wood  Paper  Patent,  23  Wall.  699  [10  Am.  & 
Eng.  199.] 

Since,  therefore,  the  reissues  in  question  are  not  for  the 
same  invention  for  which  the  original  patent  was  gnmted, 
it  follows  that  they  are  void  ;  and  the  bill  must  be  dismissed 
so  far  as  relates  to  the  said  reissued  patents  numbered  re- 
spectively 4,818  and  4,819. 

As  nothing  is  shown,  however,  in  the  statements  of  the 
bill,  which  affects  the  validity  of  the  third  patent  sued  on, 
the  bill  should  not  have  been  dismissed  as  a  whole,  but  only 
as  to  the  said  reissues  4,818  and  4,819.  For  this  error  the 
decree  must  be  reversed  and  the  caibse  remanded^  with  di- 
rections to  eTtter  a  decree  in  conformity  with  this  opinion^ 
dismissing  the  bill  as  to  aU  relief  sought  therein  in  respect 
of  or  in  reference  to  or  founded  ui)on  the  said  reissued 

98  U.  S.  189-140. 
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patents  numbered  respectively  4,818  and  4,819,  and,  as  to 
the  residue  of  the  bill,  overruling  the  demurrer  and  direct- 
ing the  defendants  to  answer  in  accordance  with  the  rules 
and  practice  of  the  court, 

98  U.  S.  140. 

Notes : 

1.  Ambiguous  claim  construed  to  be  for  a  machine  and  not  for  a 

process: 
Corning  v.  Burden,  15  How.  252  [6  Am.  &  Eng.  69.] 


Obscure  claim  construed  to  be  for  a  process  : 

Merrill  w.  Yeomans,  94  U.  S.  568  [U  Am.  &  Eng.  203.] 


Mechanical  claims  cannot  be  construed  to  be  for  a  process  : 
I^  Roy  V.  Tatham,  14  How.  156  [5  Am.  &  Eng.  313.] 
Railroad  Co.  «.  Dubois,  12  Wall.  47  [8  Am.  &  Eng.  433.] 
Grier  v.  Wilt,  120  U.  S.  412. 
Dryfoos  v.  Wiese,  124  U.  S.  32. 


3.  Reissue  of  process  patent  to  cover  product : 

Cochrane  v,  Anilin  Fabrik,  111  U.  S.  293. 


4.  Reissue  patents  held  void  for  want  of  identity  with  original 

patent : 
Union  Paper  Collar  Co.  v.  Van  Deusen,  23  Wall.  530  [10 
Am.  &  Eng.  156.] 
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Wood  Paper  Patent,  23  Wall.  666  [!0  Am.  &  Eng.  199.] 

Russell  V.  Dodge,  93  U.  S.  46  [10  Am.  &  Eng.  495.] 

Ball  V.  Langles,  102  U.  S.  128  [p.  60%  postJ] 

Heald  v.  Rice,  104  U.  S.  737. 

Matthews  v,  Boston  Machine  Co.,  105  U.  S.  64. 

Bantz  V.  Frantz,  105  U.  S.  160. 

Clements  v.  Odorless  Co.,  109  U.  S.  641. 

McMurray  v.  Malloiy,  111  U.  S.  97. 

Eagleton  v.  West  Bradley  Mnf g.  Co.,  1 1 1  U.  S.  490. 

Torrent,  etc..  Arms  Co.  v,  Rodgers,  112  U.  S,  659. 

Eachus  V,  Broomall,  115  U.  S.  429. 

Hartshorn  v.  Saginaw,  119  U.  S.  664. 

Worden  v.  Searls,  121  U.  S.  14. 

Parker  &  Whipple  Co.  «.  Yale  Clock  Co.,  123  U.  S.  87. 


6.  Act  1832,  sec.  3  ;  Act  1836,  sec.   13  ;  Act  1837,  sees.  5  and  8  ; 

Act  1870,  sec.  53  ;  E.  S.  sec.  491 6.     "  New  matter" 

construed  : 
Parker  &  Whipple  v.  Yale  Clock  Co.,  123  U.  S.  87. 
Flower  v.  City  of  Detroit,  127  U.  S.  563. 


Patent  in  aultt 

No.  50,617.  Nobel,  A.  October  24,  1865.  Reissues,  Nos. 
4,818  and  4,819.  March  9, 1872  a.*  Reissue  No.  5,798. 
March  17,  1874  h.  Reissue  No.  5,800.  March  17,  1874  c. 
Nitro-glycerine. 


Other  Suits  on  Same  Patent  : 

Atlantic  Giant  Powder  Co.  v.  California  Powder  Works,  1876.     3 
Sawy.  448 ;  2  Ban.  A  Ard.  131  a* 

*The  letter  a,  b,  or  c  following  a  patent  is  repeated  after  the  title  of  the  case 
to  indicate  that  the  soit  was  on  that  particular  patent. 
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GEORGE  HENDRIE,  APPELLANT,  ».  THOMAS 

SAYLES.* 

ee  (8  Otto)  V.  8.  54«-OSS.    Oct.  Ttorm,  1878 

[Bk.  25,  L.  ed.  176.] 
Submitted  January  6,  1879.     Decided  January  20,  1879. 

Assignment  of  invention  prior  to  patenting.    Assignment  of  "j»a^ 

e«^,"  of  "  invention^'* 

1.  An  assignment  of  an  invention  may  be  made  before  the  patent 

is  obtained  and  the  patent  when  granted  is  vested  as  a  legal 
estate  in  the  assignee,     (p.  239.) 

2.  When  the  patentee  assigns  the  patent  to  a  purchaser,  the  as- 

signee acquires  only  the  exclusive  right  to  make,  use,  and  vend 
the  patented  improvement  for  the  term  during  which  the  pat- 
ent was  granted,  unless  the  assignment  contains  words  show- 
ing that  it  was  intended  to  include  the  extended  term.  (p.  241.) 

3.  A  conveyance  of  the  described  invention  carries  with  it  all  its 

incidents,  and  the  inchoate  right  to  obtain  a  renewal  or  exten- 
sion of  the  patent  is  as  much  an  incident  of  the  invention  as 
the  inchoate  right  to  obtain  the  original  patent,  and  both  are 
included  in  the  instrument  which  conveys  the  described  inven- 
tion without  limitation  or  qualification,     (p.  246.) 

[Citations  in  the  opinion  of  the  oonrt:] 
Curt.  Pat.  (4tli  ed.)  \  168.     p.  239. 

Gayler  t?.  Wilder,  10  How.  477  [5  Am.  &  Eng.  188.]  pp.  240,  242. 
Rathbone  v.  On,  5  McLean,  131.    p.  240. 
Rich  V,  Lippincott,  2  Fish.  1.    p.  240. 
Herbert  t?.  Adams,  4  Mas.  15.    p.  240. 
Dixon  ».  Moyer,  4  Wash.  68.    p.  240. 
Bei\j.  on  Sales  (2d  ed.)  5.    p.  241. 
Peer  r.  Humphrey,  2  Ad.  &  Ell.  495.    p.  241. 
Clum  t».  Brewer,  2  Curt.  506.    p.  246. 
R,  R.  C6.  V.  Trimble,  10  Wall.  367.     p.  246. 

Pavement  Co.  v,  Jehkins,  14  Wall.  452  [8  Am.  A  Eng.  516.]    p.  246. 
Emmons  t.  Sladden,  9  Off.  Gaz.  352.     p.  246. 
Gaman  v.  Bowles,  2  Bro.  Ch.  84.    p.  246. 

•See  Explanation  of  Notes,  page  III. 
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Argument  of  oounsel. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Michigan. 
The  case  is  fully  stated  by  the  court. 

Mr.  B.  Bethune  J>uffi€ld,  for  appellard : 

The  assignment  is  to  be  construed,  like  any  other  con- 
tract, to  carry  out  the  intention  of  the  parties.  Pavement 
Co.  V.  Jenkins,  14  Wall.  466  [8  Am.  &  Eng.  616.] 

And  to  gather  that  intention,  the  court  may  look  at  the 
situation  of  the  parties  and  the  surrounding  circumstances. 

2  Pars.  Cont.  499 ;  Shore  v,  Wilson,  9  CI.  &  F.  666 ;  Mum- 
ford  v,  Gething,  7  C.  B.  (N.  S.)  309 ;  Carr  v.  Montefiore,  5 
Best  &  S.  427. 

The  inventors  sell  the  right  they  now  have,  or  by  letters 
patent  would  be  entitled  to  have  and  possess,  in  the  afore- 
said invention. 

And  again,  the  inventors  authorize  the  issue  of  '*  said  let- 
ters patent  to  Tanner,  as  the  assignee  of  their  whole  right 
and  title  to  the  same,"  not  to  any  letters  patent,  but  to  said 
letters  patent. 

Does  not  this  clearly  show  that  the  original  term  was 
alone  intended  to  be  conveyed  ? 

See,  Wilson  v,  Rousseau,  4  How.  646  [4  Am.  &  Eng.  436.] 

Two  cases  in  the  circuit  courts,  Clum  v.  Brewer,  2  Curt.  C. 
C.  520;  Waterman  v.  Wallace,  13  Blatchf .  132,  hold  that  the 
term  "invention"  does  not  necessarily  include  both  terms. 

Tanner  bought  this  patent  "  as  a  matter  of  business  and 
speculation."  Had  he  supposed  he  was  buying  the  most 
valuable  part  of  the  patent,  the  extension,  can  there  be  any 
doubt  that  he  would  have  been  careful  to  see  that  it  was  in- 
cluded eo  nomine  f 

Mr.  Alfred  H.  Walker^  for  appellee : 

First.  The  discoverer  of  a  new  and  useful  improvement 
is  vested  by  law  with  an  inchoate  right  to  its  exclusive  use, 
which  he  may  perfect  and  make  absolute  by  proceeding  in 
the  manner  which  the  law  requires. 
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Gayler  v.  WUder,  10  How.  493  [5  Am.  &  Eng.  1881  (1850.) 

Second.  Also  a  further  inchoate  right  to  have  the  term 
extended,  provided,  etc. 

Curtis,  J.,  in  Clum  v.  Brewer,  2  Curt.  C.  C.  520  (1855.) 

Third.  The  first  of  these  inchoate  rights  is  capable  of 
assignment  while  inchoate. 

Gayler  v.  Wilder  (supra,) 

Fourth.  The  inchoate  right  to  an  extension  of  a  patent 
is  also  assignable  while  inchoate. 

Wilson  t).  Rousseau,  4  How.  679  [4  Am.  &  Eng.  436] 
(1846;)  Pavement  Co.  v,  Jenkins,  14  Wall.  456  [8  Am.  & 
Eng.  516,]  (1872.) 

Fifth.  An  assignment  of  this  last  inchoate  right,  equally 
with  an  assignment  of  the  inchoate  right  to  the  first  term, 
operates  to  vest  the  legal  title  in  the  assignee,  the  moment 
the  patent  is  extended. 

R.  R.  Co.  V.  Trimble,  10  Wall.  380  [8  Am.  &  Eng.  261.] 

The  decision  of  this  court  in  the  case  of  Pavement  Co.  v. 
Jenkins,  siipra^  is,  in  the  opinion  of  Judge  Shepley,  alone 
conclusive  of  such  a  question  as  the  one  at  bar^  In  refer- 
ring to  that  case  he  said :  "  The  law  must,  therefore,  be  con- 
sidered as  settled  by  this  decision,  that  whenever  a  patentee 
conveys  his  invention,  without  any  other  language  in  the 
deed  of  conveyance,  restricting  the  right  to  use  the  inven- 
tion by  a  limitation  of  time  or  place,  he  must  be  considered 
to  have  granted  the  right  to  any  letters  patent  which  may 
be  issued  thereon." 

Emmons  t,  Sladdin,  9  Pat.  Oflf.  Gaz.  354(1875.) 

Doubts  arising  on  assignments,  must  be  resolved  against 
the  grantor. 

Smith  t).  Selden,  1  Blatchf,  476  (1849.) 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 
Patents  or  any  interest  therein  may  be  assigned  by  an  in- 
strument in  writing,  and  the  patentee,  his  assigns  or  legal 
representatives,  may  in  like  manner  grant  and  convey  an 

9S  U.  S.  54S. 
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exclusive  right  under  the  patent ;  and  where  the  convey- 
ance precedes  the  granting  of  the  patent,  it  may  be  issued 
to  the  assignee,  the  assignment  thereof  being  first  entered 
of  record  in  the  Patent  Office.  16  Stat,  at  Large,  202,  203 ; 
R.  S.,  sees.  4895,  4896. 

Sufficient  appears  to  show  that  the  complainant  claims  to 
be  the  lawful  owner  of  the  patented  improvement,  which 
consists  of  a  new  mode  of  operating  railroad  brakes,  and 
that  he  became  such,  as  he  alleges,  by  virtue  of  an  instru- 
ment of  assignment,  bearing  date  July  13,  1854,  from  the 
assignee  of  the  original  inventors. 

Prior  to  the  granting  of  the  patent,  to  wit,  on  the  first  day 
of  April,  1852,  the  inventors  conveyed  and  set  over  to  the 
assignor  of  the  complainant  all  the  right,  title,  and  interest 
whatever  which  they  had,  or  by  letters  patent  would  be  en- 
titled to  have  and  possess,  in  the  described  invention ;  and 
the  record  shows  that  the  assignment  was  duly  recorded  in 
the  Patent  Office,  as  required  by  law. 

Such  an  assignment  may  be  made  before  the  patent  is  ob- 
tained ;  and  provision  is  made  that  the  patent  may  be  issued 
to  the  assignee,  provided  the  application  is  made  and  duly 
sworn  to  by  the  inventor  himself,  and  the  assignment  is 
duly  recorded.  When  so  granted,  the  exclusive  interest  is 
vested  as  a  legal  estate  in  the  assignee,  who  thus  becomes 
the  lawful  holder  of  the  invention,  and  the  inventor  himself 
is  divested  of  the  legal  title.  Curt.  Pat.  4th  ed.  sec.  168 ; 
16  Stat,  at  L.  202. 

By  virtue  of  the  assignment  the  legal  title  to  the  inven- 
tion vested  in  the  assignee  of  the  inventors,  and  the  record 
also  shows  that  the  patent,  on  the  6th  of  July,  1852,  was 
duly  issued  in  his  name,  it  appearing  that  the  application 
for  the  same  was  duly  sworn  to  by  the  inventors,  and  that 
the  assignment  was  duly  recorded  in  the  Patent  Office,  as 
the  Act  of  Congress  requires. 

Even  the  respondent  concedes  that  the  legal  title  to  the 
invention  was  vested  in  the  assignee,  as  the  patentee  named 

98  U.  8.  648-549. 
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in  the  patent,  for  the  period  of  fourteen  years,  which  is  the 
term  for  which  the  patent  was  granted.  Prom  the  date  of 
the  assignment  to  the  close  of  the  term  for  which  the  patent 
was  gi'anted,  it  is  conceded  that  the  legal  title  to  the  inven- 
tion became  vested  in  the  assignee  of  the  inventors,  by  vir- 
tue of  the  instrument  of  assignment  which  they  executed  to 
the  assignee  before  the  patent  was  issued.  Such  an  instru- 
ment, though  executed  before  the  patent  is  granted,  trans- 
fers the  legal  title  to  the  assignee.  Gayler  v.  Wilder,  10 
How.  492  [5  Am.  &  Eng.  188;]  Eathbone  v.  Orr,  5  McLean, 
131 ;  Rich  v.  Lippincott,  2  Fish.  1;  Herbert  v,  Adams,  4 
Mas.  15;  Dixon  v.  Moyer,  4  Wash.  72. 

Assume  that  the  legal  title  to  the  invention  was  in  the 
assignee,  and  it  requires  no  argument  to  prove  that  he 
could  convey  the  entire  interest  to  a  purchaser  for  a  valuable 
consideration.  Well  founded  doubt  upon  that  subject  can- 
not arise,  and  the  record  shows  that  the  assignee  of  the  in- 
ventors, on  the  13th  of  July,  1854,  sold,  assigned,  trans- 
ferred, and  conveyed  to  the  complainant  all  his  right,  title, 
interest,  and  claim  whatsoever  which  he  then  had  or  may 
have  in  and  to  said  invention  and  patent,  and  any  exten- 
sion thereof  that  may  hereafter  be  granted,  with  certain 
specified  exceptions  not  material  to  be  noticed  in  this  in- 
vestigation. Before  the  term  of  the  original  patent  ex- 
pired, due  application  was  made  for  a  renewal  and  exten- 
sion of  the  patent ;  and  it  is  conceded  that  it  was  duly  ex- 
tended and  renewed  by  the  Commissioner  for  the  further 
term  of  seven  years  from  and  after  the  expiration  of  the 
first  term. 

Controversy  arising  between  these  parties,  the  complain- 
ant instituted  the  present  suit  in  the  Circuit  Court  against 
the  respondent.  When  instituted,  the  bill  of  complaint 
contained  many  matters  which  are  wholly  immaterial  in 
the  present  controversy  and,  consequently,  are  omitted. 
Suflice  it  to  say  in  this  connection  that  the  complainant 
charges  that  the  respondent  has  infringed  his  exclusive 
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right  under  the  extended  term  of  the  patent,  and  prays  for 
process  and  for  an  account. 

Service  was  made,  and  the  respondent  appeared  and  de- 
murred to  the  bill  of  complaint,  showing  for  cause  the 
complainant  has  not  in  and  by  his  amended  bill  of  com- 
plaint made  any  such  title  in  himself  to  the  extended 
term  of  the  patent  therein  set  forth  as  entitles  him  to  any 
relief.  Hearing  was  had,  and  the  court  overruled  the  de- 
murrer and  entered  a  decree  in  favor  of  the  complainant, 
the  respondent  electing  to  stand  upon  his  demurrer. 
Prompt  appeal  was  taken  by  the  respondent  to  this  court, 
and  he  maintains  the  same  proposition  that  he  did  in  the 
court  below,  to  wit:  that  the  bill  of  complaint  shows  no 
legal  title  to  the  extended  term  in  the  complainant. 

When  the  patentee  assigns  the  patent  to  a  purchaser,  the 
assignee  acquires  only  the  exclusive  right  to  make,  use,  and 
vend  the  patented  improvement  during  the  term  for  which 
the  patent  was  granted,  unless  the  instrument  of  assign- 
ment contains  words  showing  that  the  parties  intended  that 
the  instrument  should  be  more  comprehensive  and  include 
the  extended  tenn  in  case  an  extension  should  be  granted 
by  the  Commissioner.  During  the  term  for  which  the  pat- 
ent is  granted  the  assignee  of  all  the  right,  title,  and  interest 
of  the  patentee  in  the  same  may  himself  sell,  assign,  and 
convey  the  patent  for  the  residue  of  the  term  granted,  or  he 
may  continue  to  hold  the  same  during  that  period,  and  may 
make,  use,  and  vend  the  patented  improvement,  but  his  title 
to  the  invention  terminates  when  the  term  of  the  patent  ex- 
pires ;  nor  will  his  assignee  or  grantee  stand  in  any  better 
condition,  as  the  maxim  JVemo  dat  non  hahet  applies  to  the 
assignee  of  the  patentee.  Benj.  on  Sales,  2d  ed.,  5;  Peer 
V.  Humphrey,  2  Ad.  &  Ell.  495. 

Assignees  of  the  patent  from  the  patentee  can  only  sell 
and  convey  what  they  acquire  by  virtue  of  the  instrument 
of  assignment,  and  inasmuch  as  the  presumption  is  that  the 
grantor  contracts  to  sell  and  convey  only  what  is  secured 
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by  the  patent,  the  proper  construction  of  the  instrument 
limits  the  right  conveyed  to  the  term  expressed  in  the  pat- 
ent, unless  the  instrument  contains  words  to  indicate  a  dif- 
ferent intent.  Holders  of  patents  may  not  be  the  inventors, 
nor  is  it  true  in  every  case  that  the  patent  is  issued  to  the 
inventor.  On  the  other  hand,  the  inventor  is  vested  by  law 
with  the  inchoate  right  to  the  exclusive  use  of  the  inven- 
tion to  every  extent  that  the  Patent  Act  accords,  which  he 
may  perfect  and  make  absolute  by  proceeding  in  the  man- 
ner which  the  law  requires. 

Bona  fide  inventors'  rights  are  never  derivative,  and  they, 
even  before  the  patent  is  issued,  have  the  exclusive  inchoate 
right  not  only  to  the  original  patent  that  may  issue,  but  to 
any  reissue,  renewal  or  extension  that  may  thereafter  be 
granted  under  the  Patent  Act.  Authorities  to  support  that 
proposition  are  numerous  and  decisive,  and  it  is  equally 
clear  that  they  may  sell,  assign,  or  convey  the  invention,  in- 
cluding the  inchoate  right  to  obtain  the  jiatent,  and  to  sur- 
render and  reissue  it  or  to  procure  a  renewal  or  extension 
of  the  monopoly  from  the  Commissioner,  if  the  instrument 
of  assignment  contains  apt  words  to  show  that  such  was  the 
intent  of  the  grantor. 

Such  an  inventor  has  no  exclusive  right  to  make,  use,  and 
vend  the  improvement  until  he  obtains  a  patent  for  the  in- 
vention, and  that  is  created  and  secured  by  the  patent ;  nor 
can  the  inventor  maintain  any  suit  for  infringing  the 
same  before  the  patent  is  issued,  but  the  inventor,  says 
Taney,  Ch.  J.,  is  vested  by  law,  with  an  inchoate  right  to 
the  exclusive  use,  which  he  may  perfect  and  make  absolute 
in  the  manner  which  the  law  requires.  Gayler  v.  Wilder, 
10  How.  492  [5  Am.  &  Eng.  188.] 

Enough  appears  in  that  case  to  show  that  the  invention 
had  been  made  and  the  specification  prepared  to  obtain  a 
patent  before  the  instrument  of  assignment  was  executed, 
and  the  question  was  whether  the  instrument  was  sufficient 
to  transfer  the  inchoate  right  of  the  inventor  to  the  as- 
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signee,  it  appearing  by  the  language  of  the  instrument  that 
it  was  intended  to  oi)erate  upon  the  perfect  legal  title 
which  the  inventor  then  had  a  lawful  right  to  obtain,  as 
well  as  upon  the  imperfect  and  inchoate  interest  which  he 
also  possessed.  Speaking  to  that  point,  the  learned  Chief 
Justice  said  there  would  seem  to  be  no  sound  reason  for  de- 
feating the  intention  of  the  parties  by  restraining  the  opera- 
tion of  the  assignment  to  the  right  to  obtain  the  patent, 
and  comi)elling  them  to  execute  another  transfer  of  the 
other  inchoate  right,  unless  the  act  of  Congress  makes  it 
necessary  in  order  to  render  the  transfer  complete  ;  and  the 
court  held  that  no  such  second  assignment  is  required,  as 
the  matter  to  be  assigned  is  the  monopoly  or  the  right  of 
property  vested  in  the  inventor,  so  that  when  the  party  ac- 
quired an  inchoate  right  to  it,  and  the  power  to  make  that 
right  i)erf  ect  and  absolute  at  his  pleasure,  the  whole  inter- 
est of  the  inventor,  whether  the  instrument  was  executed 
before  or  after  the  patent  issued,  passed  to  the  assignee. 

Two  other  reasons  were  given  by  the  Chief  Justice  in  sup- 
port of  the  construction  of  the  assignment,  which  the  court 
adopted  in  that  case,  both  of  which  are  entitled  to  weight : 
(1)  That  no  purpose  of  justice  would  be  subserved  by  the 
opposite  rule,  which  would  require  the  execution  of  a  sec- 
ond instrument  to  accomplish  what  the  parties  intended  to 
do  by  the  first.  (2)  That  the  construction  was  the  same  as 
had  prevailed  in  such  cases  under  the  prior  Patent  Acts. 
Herbert  v.  Adams,  4  Mas.  15. 

Views  of  a  like  character  were  expressed  by  Judge  Cur- 
tis at  a  later  period,  in  a  case  of  great  importance.  Clum 
t).  Brewer,  2  Curt.  (C.  C.,)  520.  Prior  to  obtaining  the  pat- 
ent, the  inventor  conveyed  to  the  assignee  one  undivided 
fourth  part  of  the  invention,  and  all  his  rights  and  proi)erty 
therein  ;  and  the  patent  having  subsequently  been  obtained 
and  the  term  extended,  the  question  was  whether  the  as- 
signee held  the  same  interest  in  the  extended  term.  Both 
parties  were  represented  by  able  counsel,  and  the  court, 

98  V.  8.  ft51l« 


m  HENDRIE  V.  SAYLES.  [Sap.  Ct 

Opinion  of  the  court 

upon  the  authority  of  Ghiyler  v.  WUder,  10  How.  492  [5 
Am.  &  Eng.  188,]  held  that  the  extended  term  passed  by 
the  assignment  as  well  as  the  original  term.  Discussion, 
it  seems,  had  taken  place  at  the  bar  in  respect  to  the  extent 
of  the  property  of  the  inventor  in  his  invention  before  it  is 
secured  by  a  patent.  Preliminary  to  that  subject  he  ad- 
verted to  the  fact  that  the  instrument  of  assignment  only  con- 
veyed one  quarter  part  of  the  inchoate  right.  But  the  in- 
ventor, remarked  the  Judge,  has  not  only  an  inchoate  right 
to  obtain  a  patent  securing  to  him  the  exclusive  right  to 
his  invention  for  the  term  of  fourteen  years,  but  also  a  fur- 
ther inchoate  right  to  have  the  term  extended  on  the  condi- 
tions annexed  by  the  law  to  the  right. 

Differences  of  opinion  prior  to  that  time  existed  in  some 
quarters  whether  the  inchoate  right  to  obtain  an  extension 
of  the  term  was  the  proper  subject  of  purchase  and  sale; 
but  the  court  in  that  case  answered  the  inquiry  in  the  af- 
firmative, and  supported  his  conclusions  by  the  following 
satisfactory  reasons :  (1)  That  the  inchoate  right  to  obtain 
an  extension  of  the  patent  appertains  to  the  invention  as 
well  as  the  inchoate  right  to  obtain  the  original  patent.  (2) 
That  each  is  incomplete,  and  its  completion  depends  upon 
the  compliance  by  the  inventor  with  the  statutory  condi- 
tions and  the  performance  by  public  officers  of  certain  acts 
prescribed  by  law.  (3)  Though  there  is  an  additional  con- 
dition annexed  to  the  right  to  obtain  an  extension  of  the 
term  beyond  what  is  required  to  obtain  a  patent,  yet  that 
does  not  change  the  nature  of  the  right,  and  it  no  more  pre- 
vents it  from  being  the  subject  of  a  contract  of  sale  than 
any  other  condition  which  is  attached  to  it ;  and  he  held 
that  the  inchoate  right  to  obtain  the  extension  passed  by 
the  assignment  as  well  as  the  inchoate  right  to  obtain  the 
original  patent. 

Instruments  of  the  kind  have  more  than  once  been  con- 
strued by  this  court,  and  always  in  the  same  way,  where 
the  instrument  was  executed  under  existing  laws.    R.  R. 
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Co.  V.  Trimble,  10  WaU.  367  [8  Am.  &  Eng.  261 ;]  Pavement 
Co.  V.  Jenkins,  14  Wall.  452  [8  Am.  &  Eng.  516.] 

A  deed  of  assignment,  says  Mr.  Justice  Swayne,  by 
which  a  patentee  of  an  invention  conveys  all  the  right, 
title,  and  interest  which  he  has  in  the  "said  invention,"  as 
secured  to  him  by  letters  patent,  and  also  all  right,  title, 
and  interest  which  may  be  secured  to  him  from  time 
to  time,  the  same  to  be  held  by  the  assignee  for  his  own 
use  and  that  of  his  legal  representatives  to  the  full  end  of 
the  term  for  which  said  letters  patent  are  or  may  be  granted, 
carries  the  entire  invention  and  all  alterations  and  improve- 
ments, and  all  patents  whatsoever,  issued  and  extensions 
alike,  to  the  extent  of  the  territory  specified  in  the  instru- 
ment. 

Beyond  doubt,  the  assignment  in  that  case  was  made  sub- 
sequent to  the  issuing  of  the  patent ;  but  the  case  fully  sup- 
ports the  proposition  that  the  operation  of  such  an  instru- 
ment is  not  limited  to  the  term  specified  in  the  patent, 
where  the  instrument  contains  apt  words  to  show  that  the 
parties  intended  that  its  operation  should  be  more  compre- 
hensive. 

Decisive  support  to  that  view  is  also  found  in  the  second 
case.  An  assignment  of  an  invention  secured  by  letters 
patent,  says  Justice  Davis,  is  a  contract  and,  like  all  other 
contracts,  is  to  be  construed  so  as  to  carry  out  the  intention 
of  the  parties  to  it ;  and  he  adds,  that  it  is  well  settled  that 
the  title  of  an  inventor  to  obtain  an  extension  may  be  the 
subject  of  a  contract  of  sale,  and  when  it  is,  the  instrument 
by  which  the  sale  was  effected  is  the  proi)er  subject  of  con- 
struction, in  order  to  determine  whether  it  secures  to  the 
purchaser  any  subsequent  extension  of  the  patent,  or  merely 
the  patent  for  the  original  term. 

Conveyance  in  that  case  was  made  of  all  the  title  and  in- 
terest the  patentee  had  in  the  reissued  patent,  to  be  en- 
joyed by  the  grantee  and  his  legal  representatives  to  the 
full  end  of  the  term  for  which  the  patent  is  or  may  be 
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granted.  Taking  the  whole  instrument  together,  say  the 
court  in  that  case,  it  is  quite  clear  that  it  was  intended  to 
secure  to  the  grantee  and  his  assigns  the  right  to  use  the 
invention  in  the  locality  specified  as  long  as  the  patentee 
and  his  legal  representatives  have  the  right  to  use  it  any- 
where else.  Manifestly,  say  the  court,  something  more 
was  intended  to  be  assigned  than  the  interest  secured  by  the 
patent,  and  the  court  decided  that  it  included  the  renewal 
as  well  as  the  residue  of  the  original  term. 

Apt  words  are  required,  where  the  conveyance  is  of  an 
existing  patent,  to  show  that  the  conveyance  includes  more 
than  the  term  specified  in  the  patent ;  but  where  the  con- 
veyance is  of  the  invention,  whether  before  or  after  the  pat- 
ent is  obtained,  the  rule  is  otherwise,  unless  there  is  some- 
thing in  the  instrument  to  indicate  a  different  intention, 
the  rule  being  that  a  conveyance  of  the  described  invention 
carries  with  it  all  its  incidents,  and  all  the  well  considered 
authorities  concur  that  the  inchoate  right  to  obtain  a  renewal 
or  extension  of  the  patent  is  as  much  an  incident  of  the  in- 
vention as  the  inchoate  right  to  obtain  the  original  patent ; 
and  if  so,  it  follows  that  both  are  included  in  the  instru- 
ment which  conveys  the  described  invention,  without  limi- 
tation or  qualification.  Emmons  v.  Sladdin,  9  Off.  Graz, 
354 ;  Gayler  v.  Wilder,  10  How.  493  [5  Am.  &  Eng.  188 ;] 
Clum  V.  Brewer,  2  Curt.  620;  Caman  v.  Bowles,  2  Bro. 
Ch.  84. 

Viewed  in  the  light  of  these  suggestions,  the  court  is  of 
opinion  that  the  entire  interest  in  the  invention  passed  from 
the  inventors  to  the  assignor  of  the  complainant  by  the  in- 
strument of  assignment  which  they  executed  to  him  before 
the  patent  was  granted,  and  that  the  patent  was  properly 
issued  in  the  name  of  their  assignee.  They,  the  inventors, 
do  not  controvert  the  exclusive  right  of  the  complainant, 
nor  does  the  respondent  deny  that  the  terms  of  the  assign- 
ment from  the  assignee  of  the  inventors  to  the  complainant 
are  amply  sufficient  to  convey  to  him  all  that  he  claims,  if 
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his  assignor  at  the  time  held  the  title  to  obtain  the  extended 
term ;  and  the  court  being  of  opinion  that  the  assignor  of 
the  complainant  did  hold  that  right,  it  follows  that  there  is 
no  error  in  the  record. 
Decree  affirmed,  ••  ^-  *•  **«• 
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Contract,     Jurisdiction,     Rescission  of  Contract, 

f  1.  A  suit  between  citizens  of  the  same  State  cannot  be  sustained  in  a 
Circuit  Court  of  the  United  States,  as  arising  under  the  patent 
laws,  where  there  is  no  denial  of  the  validity  of  plaintiff's  pat- 
ent, where  its  use  is  admitted  and  where  a  subsisting  contract  is 
shown  governing  the  rights  of  the  parties  in  the  use  of  the  in- 
vention. Relief  in  such  an  action  is  founded  on  the  contract, 
and  not  on  the  patent  laws  of  the  United  States,     (p.  255.) 

2.  Where  the  contract  had  been  partly  performed,  held  that  it  could 
only  be  rescinded  by  mutual  agreement  or  by  the  decree  of  a 
court  of  justice,     (p.  261.) 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Pennsylvania. 
The  case  is  fully  stated  by  the  court. 

Messrs,  M.  D,  Connelly  and  William  Henry  Bawle^  for 
appellants  : 

•See  Explanation  of  Notes,  page  III. 
t  Head  notes  by  Mr.  Justice  Milleb. 
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When  the  conflict  between  the  parties  grows  out  of  their 
contract  relating  to  a  patent,  or  out  of  their  license,  or  the 
terms  of  a  license  to  be  thereafter  granted  to  use  a  patent, 
and  does  not  arise  from  the  patent  itself,  the  Federal  Courts 
will  not  entertain  jurisdiction  of  the  suit. 

Slemmer's  Api^eal,  58  Pa.  164 ;  Wilson  v.  Sandford,  10 
How.  99,  1()0  [5  Am.  &  Eng.  122;]  Hartshorn  v.  Day,  19 
How.  211;  Goodyear  ??.  Rubber  Co.,  4  Blatchf.  63;  Blanch- 
ard  V.  Sprague,  1  Cliff.  288 ;  Goodyear  v.  Day,  1  Blatchf. 
566  ;  Merserole  v.  Paper  Collar  Co.,  6  Blatchf.  367;  Burr  v. 
Gregory,  2  Paine  (C.  C.)  426 ;  Hill  o.  Whitcomb,  1  Holmes, 
817,  822 ;  Pulte  7).  Derby,  6  McLean,  328,  336 ;  Curt.  Pat. 
sec.  496. 

Nor  does  the  case  of  Brooks  v.  StoUey,  3  McLean,  623, 
conflict  with  these  views.  It  is  expressly  stated  in  the  re- 
port, that  **The  defendant  admitted  his  failure  to  make 
payment,"  and  defended  on  the  ground  of  the  invalidity 
of  the  patent. 

Mr,  Oeo.  Harding^  for  appellee : 

In  the  case  under  consideration,  the  complainants  have 
licensed  the  defendant  to  use  the  patented  right  on  certain 
conditions.  If  the  use  go  beyond  these  conditions,  there  is 
an  infringement,  which  must  stand  upon  the  general  ground, 
unaffected  by  the  contract. 

Brooks  n,  StoUey,  3  McLean,  626,  629. 

In  Bloomer  n.  Gilpin,  4  Pish.  60,  it  is  said  by  Judge 
Levitt:  "But  if  an  infringement  is  proved,  jurisdiction  is 
conferred ;  and,  having  power  to  protect  the  right  of  a  party 
under  a  patent,  the  court  will  take  cognizance  of  other  mat- 
ters as  incidental  to  the  infringement." 

' '  An  action  which  raises  a  question  of  infringement,  is 
an  action  arising  under  the  law,  and  one  who  has  the  right 
to  sue  for  the  infringement,  may  sue  in  the  circuit  court. 
Such  a  suit  may  involve  the  construction  of  a  contract  as 
well  as  the  patent ;  but  that  will  not  oust  the  court  of  its 
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jurisdiction.  K  the  patent  is  involved  it  carries  with  it  the 
whole  case." 
littletield  v.  Perry,  21  Wall.  222  [9  Am.  &  Eng.  446.] 
In  Hartshorn  v.  Day  {supra^)  the  case  of  Brooks  v,  Stol- 
ley,  is  cited  and  distinguished  without  interrogatory  com- 
ment. In  all  reported  cases  where  it  is  in  i)oint,  Brooks  u. 
StoUey,  is  cited  approvingly  and  built  upon. 

The  rule,  then,  upon  which  all  these  cases  may  be  har- 
monized, is  so  plain  that  it  cannot  be  mistaken,  and  it  is 
one  by  which  the  State  courts  as  well  as  those  of  the  United 
States  have  uniformly  governed  themselves,  viz  :  that  where 
the  main  issue  in  the  suit  relates  to  a  contract  between  the 
parties,  the  circuit  court  has.  no  jurisdiction,  although  the 
subject-matter  of  the  contract  may  be  a  patent-right,  but 
that  where  a  question  of  contract  arises  incidentally  in  a 
suit  for  infringement,  the  court  is  not  ousted  of  its  jurisdic- 
tion, but  may  pass  upon  such  collateral  issue. 

Mr.  Justice  Miller  delivered  the  opinion  of  the  court : 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of 
the  Eastern  District  of  Pennsylvania,  in  which  Tilghman, 
the  appellee,  describes  himself  in  his  bill  as  a  citizen  of  that 
State,  and  the  defendants  as  citizens  of  the  same  State.  It 
thus  appears  affirmatively  that,  if  the  court  had  jurisdiction 
of  the  case,  it  was  for  some  other  reason  than  the  citizen- 
ship of  the  parties;  and  it  is  argued  by  appellants  that 
there  is  no  such  other  ground  for  the  jurisdiction. 

The  counsel  for  appellee,  however,  insists  that  it  is  ''a 
case  arising  under  the  patent  laws  of  the  United  States" 
and,  therefore,  cognizable  in  the  Circuit  Courts  of  the 
United  States,  on  account  of  the  subject-matter  of  the  suit. 

Subdivision  9  of  section  six  hundred  and  twenty-nine  of 
the  Revised  Statutes,  which  section  is  devoted  to  a  defini- 
tion of  the  powers  of  that  court,  gives  it  original  jurisdic- 
tion "  Of  all  suits  at  law  or  in  equity  arising  under  the  pat- 
ent or  copyright  laws  of  the  United  States. 

•9  U.  8.  048. 
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This  section  of  the  revision  is  founded  on  section  fifty- 
five  of  the  act  of  July  8,  1870,  whicli  declares  that  all  ac- 
tions, suits,  controversies,  and  cases  arising  under  the  pat- 
ent laws  of  the  United  States  "  Shall  be  originally  cogniza- 
ble, as  well  at  law  as  in  equity,  in  the  Circuit  Courts  of  the 
United  States ;"  and  that  those  courts  shall  have  power  to 
grant  injunctions  according  to  the  course  and  principles  of 
courts  of  equity,  to  prevent  the  violation  of  any  right  se- 
cured by  patent,  on  such  terms  as  the  court  may  deem  rea- 
sonable ;  and  on  a  decree  for  infringement  complainant 
shall  be  entitled,  in  addition  to  profits,  to  the  damages  he 
has  sustained  thereby.  The  language  of  the  act  of  1836  is 
substantially  the  same,  except  as  to  the  damages  to  be  re- 
covered. We  are,  therefore,  to  decide  whether  this  suit  ia 
one  arising  under  the  patent  laws  of  the  United  States, 
within  the  meaning  of  the  clause  we  have  cited. 

If  a  man  owning  a  tract  of  land,  his  title  to  which  is  a 
patent  from  the  United  States,  should  sell  or  lease  that 
land,  and  a  controversy  should  arise  between  him  and  his 
vendee  or  lessee  as  to  their  rights  in  the  premises,  it  could 
not  be  said  that  any  suit  brought  by  the  vendor  to  assert 
his  rights  was  a  suit  arising  under  the  land  laws  of  the 
United  States ;  and  this  would  be  beyond  question  if  the 
defendant,  admitting  the  title  of  plaintiff  to  the  land, 
should  make  no  other  defence  than  such  as  was  founded  in 
rights  derived  from  plaintiff  by  contract.  That  is  the  case 
before  ns,  with  the  variance  that  plaintiff's  title  is  to  a  pat- 
ent for  an  invention  instead  of  a  patent  for  land. 

His  bill  begins  by  a  statement  that  he  is  the  original  in- 
ventor and  patentee  of  a  process  for  cutting  and  engraving 
stone,  glass,  metal,  and  other  hard  substances.  It  is  the  one 
known  as  the  sand-blast  process. 

He  then  sets  out  what  we  understand  to  be  a  contract 
with  defendants  for  the  use  by  the  latter  of  his  invention. 
He  declares  that  defendants  paid  him  a  considerable  sum 
for  the  machines  necessary  in  the  use  of  the  invention,  and 

90  U.  S.  648-540. 


264  HARTELL  v.  TILGHMAN.  [Sup.  Ct 

Opinion  of  the  court 

also  paid  him  the  royalty  which  he  asked,  for  several 
months,  for  the  use  of  the  process,  which  he  claims  to  be 
the  thing  secured  to  him  by  patent.  He  alleges  that  after 
this  defendants  refused  to  do  certain  other  things  which  he 
charges  to  have  been  a  part  of  the  contract,  and  thereujxjn 
he  forbade  them  further  to  use  his  patent  process,  and  now 
charges  them  as  infringers. 

The  defendants  admit  the  validity  of  plaintiflf  s  patent. 
They  admit  the  use  of  it  and  their  liability  to  him  for  its 
use  under  the  contract.  They  set  out  in  a  plea  the  contract 
as  they  understand  it,  and  the  tender  of  all  that  is  due  to 
plaintiff  under  it,  and  their  readiness  to  perform  it. 

AVhat  is  there  here  arising  under  the  patent  laws  of  the 
United  States  ?  What  controversy  that  requires  for  its  de- 
cision a  reference  to  those  laws  or  a  construction  of  them  ? 
There  is  no  denial  of  the  force  or  validity  of  plaintiff's  pat- 
ent, nor  of  his  right  to  the  monopoly  which  it  gives  him, 
except  as  he  has  parted  with  that  right  by  contract. 

Tlie  complainant's  view  of  the  case  is  that  there  was  a 
verbal  agreement  that  he  should  prepare  and  put  up  in  de- 
fendant' s  workshop,  ready  for  use,  such  parts  of  the  ma- 
chinery as  were  of  special  use  in  his  invention,  for  which 
defendants  were  to  pay  him  at  all  events.  That  after  this 
was  done  defendants  should  take  a  license  for  the  use  of  his 
inveption ;  that  this  license  was  to  be  the  same  in  its  terms 
as  that  given  to  all  other  persons  who  used  the  process,  and 
among  these  were  the  right  on  the  part  of  the  patentee  to 
visit  the  works  of  the  defendants  at  all  times,  as  well  as  to 
inspect  their  books,  with  a  view  to  ascertain  the  amount  of 
work  done  on  which  royalty  was  due.  Also,  that  once 
every  year  the  complainant  had  a  right  to  fix  the  tariff  of 
rates  to  be  paid  by  defendants,  by  increasing  it  if  he  so  de- 
termined, with  no  other  limitation  than  that  the  increase  of 
rates  should  apply  equally  to  all  licensees  of  the  patent. 

It  is  established  by  evidence  of  which  there  is  no  contra- 
diction that  complainant  did  furnish  and  put  in  place  the 

09  U   8.  549-550. 
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machines,  for  which  defendants  paid  him  $649.  That  com- 
plainant also  furnished  a  schedule  of  tlie  rates  of  royalty  to 
be  paid  on  the  different  kinds  of  work  to  which  the  pat- 
ented process  was  to  apply,  and  that  defendants  made 
monthly  returns  and  monthly  payments  according  to  this 
schedule,  which  were  received  by  plaintiff  without  objec- 
tion. That  besides  the  machinery  purchased  of  plaintiff, 
the  defendants  had  expended  about  $3,000  in  erecting  a 
blower  for  the  use  of  the  sand-blast  of  complainant's  pro- 
cess. 

At  this  stage  of  the  affair  complainant  tendered  to  defend- 
ants two  blank  forms  of  lioense  to  be  signed  by  both  parties, 
containing  the  two  conditions  we  have  mentioned.  After 
some  fruitless  negotiations,  defendants  refused  to  sign  these 
papers,  and  complainant  thereupon,  as  we  have  said,  for- 
bade them  to  use  the  process,  and  on  their  disregard  of  this 
admonition  brought  his  bill  in  chancery  for  an  injunction, 
and  for  an  accounts  of  profits  and  additional  damages. 

The  argument  of  counsel  is  that  defendants,  having  re- 
fused to  sign  the  papers  tendered  them,  are  without  license 
or  other  authority  to  use  his  invention,  and  are  naked  in- 
fringers of  his  rights  under  the  acts  of  Congress. 

The  defendants  say  that  they  never  agreed  to  accept  a  li- 
cense with  the  conditions  we  have  mentioned  in  them  ;  that 
they  never  agreed  to  permit  complainant' s  agents  to  inspect 
all  the  processes  of  their  own  w^orks,  some  of  which  were 
valuable  secrets,  nor,  after  they  had  expended  thousands 
of  dollars  in  preparations  for  the  use  of  his  process,  to  place 
themselves  under  his  arbitrary  control  as  to  the  prices  they 
should  pay  for  the  use  of  his  invention.  And  they  say  that 
when  the  machines  were  in  full  operation  and  paid  for,  and 
the  schedule  of  rates  had  been  furnished  by  complainant 
and  accepted  by  them,  the  contract  was  complete,  and 
needed  no  such  written  agreement  as  the  one  tendered  them 
for  signature. 

Such  were  the  pleadings  and  the  principal  conceded  facts 
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on  which  the  court  was  called  to  act,  and  we  pause  here  to 
consider  the  question  of  jurisdiction  on  the  case  thus  stated. 
Burr  V.  Gregory,  2  Paine,  426. 

(a)  One  of  the  earliest  cases  on  this  subject  was  decided 
by  Mr  Justice  Thompson  in  the  New  York  Circuit.  It  was 
a  bill  to  procure  a  decree  that  the  assignment  of  a  patent  by 
Bumap  to  Gregory  was  to  the  extent  of  three-fifteenths  for 
the  benefit  of  complainant.  Burr,  and  to  have  a  conveyance 
executed  accordingly.  The  court  said  that  if  the  validity 
of  the  patent  or  of  the  assignment  could  be  drawn  in  ques- 
tion, (b)  the  Circuit  Court  might  have  jurisdiction.  But  as 
it  was  a  matter  which  grew  ou  t  /)f  the  contract,  and  there 
was  no  averment  of  citizenship,  the  amount  prayed  for, 
growing  out  of  the  profits,  did  not  vary  the  case  so  as  to 
give  jurisdiction.  This  decision  was  made  before  the  Act  of 
1836,  but  is  indicative  of  the  sound  doctrine  that  controver- 
sies arising  out  of  contracts  concerning  patent-rights  did  not 
necessarily  belong  to  the  federal  Courts. 

The  next  case  in  chronological  order  was  founded  on  the 
Act  of  1836,  the  language  of  which,  as  we  have  seen,  was  on 
this  point  preserved  in  the  Act  of  1870,  and  is  embodied  in 
the  Revised  Statutes.  It  is  the  only  authoritative  construc- 
tion of  the  statute  on  that  point  made  by  this  court,  except 
littlefield  v.  Perry,  21  Wall.  205  [9  Am.'&  Eng.  446,]  which 
is  in  accord  with  it,  and  we  think  it  covers  the  case  under 
consideration.  It  is  the  case  (c)  of  Wilson  v.  Sandford,  in 
10  How.  101  [5  Am.  &  Eng.  122,]  and  the  opinion  was  de- 
livered by  Chief  Justice  Taney. 

The  complainant  was  assignee  of  the  Wood  worth  planing- 
machine  patent,  and  had  licensed  the  defendants  to  use  one 
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machine  upon  payment  of  $1,400,  of  which  $250  was  paid 
down,  and  notes  payable  in  nine,  twelve,  eighteen,  and 
twenty-four  months  given  for  the  remainder.  This  license 
contained  a  provision  that  if  either  of  the  notes  was  not 
punctually  paid  at  maturity,  all  the  rights  under  the  license 
ceased  and  reverted  to  "Wilson,  who  became  re-invested  in 
the  same  manner  as  if  the  license  had  never  been  made." 
Upon  failure  to  pay  the  two  first  notes,  Wilson  brought  his 
bill,  charging  that,  notwithstanding  this,  the  defendants 
were  using  the  machine  and  thus  infringing  his  patent.  He 
prayed  an  injunction,  an  account,  etfe. 

The  bill  was  dismissed  in  the  court  below,  and  on  appeal 
to  this  court  the  appeal  was  dismissed  because  the  amount 
in  controversy  did  not  exceed  $2,000.  If,  however,  it  had 
been  a  case  arising  under  the  patent  laws  of  the  United 
States,  no  sum  was  necessary  to  give  jurisdiction. 

The  precise  question,  therefore,  to  be  decided  was,  whether 
the  suit  arose  under  the  patent  laws  of  the  United  States ; 
and  the  Chief  Justice,  after  reciting  the  clause  in  the  Act  of 
1836  which  gives  the  Circuit  Courts  jurisdiction  in  all  such 
cases,  proceeds  to  discuss  that  question  in  this  manner; 
"The  peculiar  privilege,"  he  says,  "given  to  this  class  of 
cases  was  intended  to  secure  uniformity  of  decision  in  the 
construction  of  the  Act  of  Congress  in  relation  to  patents. 
Now,  the  dispute  of  this  case  does  not  arise  under  any  Act 
of  Congress,  nor  does  the  decision  depend  upon  the  constnic- 
tion  of  any  law  in  relation  to  patents.  It  arises  out  of  the 
contract  stated  in  the  bill,  and  there  is  no  act  of  Congress 
providing  for  or  regulating  contracts  of  this  kind.  The 
rights  of  the  parties  depend  altogether  upon  common 
law  and  equity  principles.  The  object  of  the  bill  is  to  have 
this  contract  set  aside  and  declared  to  be  forfeited ;  and  the 
prayer  is,  *  that  the  appellant's  re-investiture  of  title  to  the 
license  granted  to  the  appellees,  by  reason  of  the  forfeiture 
of  the  contract,  maybe  sanctioned  by  the  court,'  and  for  an 
injunction.    But  the  injunction  he  asks  for  is  to  be  the  con- 
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sequence  of  the  decree  of  the  court  sanctioning  the  forfeit- 
ure. He  alleges  no  ground  for  an  injunction,  unless  the 
contract  is  set  aside.  And  if  the  case  made  in  the  bill  was 
a  fit  one  for  relief  in  equity,  it  is  very  clear  that  whether 
the  contract  ought  to  be  declared  forfeited  or  not  in  a  court 
of  chancery  depended  altogether  upon  the  rules  and  princi- 
ples of  equity,  and  in  no  degree  whatever  upon  any  Act  of 
Congress  concerning  patent-rights.  And  whenever  a  con- 
tract is  made  in  relation  to  them,  which  is  not  provided  for 
and  regulated  by  Congress,  the  parties,  if  any  dispute  arises, 
stand  upon  the  same  ground  with  other  litigants  as  to  the 
right  of  appeal." 

Let  us  see  how  closely  these  remarks  and  the  case  to 
which  they  related  apply  to  the  present  case.  In  that  case 
a  contract  was  made  under  which  the  defendants  entered  on 
the  use  of  the  invention.  This  is  also  true  of  the  case  be- 
fore us.  In  that  case  it  is  charged  that  an  act  to  be  per- 
formed by  the  defendant  and  licensee  under  the  contract 
was  not  performed,  to  wit :  payment  of  the  notes.  In  the 
case  before  us  it  is  alleged  in  like  manner  that  defendants 
failed  to  perform  part  of  the  contract,  to  wit :  to  sign  a 
license. 

In  that  case  plaintiff  asserted,  as  in  this,  that  all  right 
under  the  contract  had  ceased,  and  he  was  remitted  to  his 
original  rights  under  the  patent,  and  could,  therefore,  sue 
in  the  federal  Court  under  the  statute ;  but  the  court  held 
this  to  be  eiToneous,  and  that  the  rights  of  the  parties  de- 
pended on  the  contract  and  not  on  the  statute.  Why  does 
not  the  same  rule  apply  to  the  present  case?  WiUon^s  case 
was  stronger  than  TilghinarC  s  case,  for  two  reasons : 

1.  Because  the  contract  was  all  in  writing,  and  there  was 
no  dispute  about  its  meaning.  Here  it  was  in  parol,  and 
there  is  not  only  dispute  about  its  meaning,  but  the  rights 
of  the  parties  depend  almost  wholly  upon  the  points  in  dis- 
pute, which  have  no  relation  to  the  patent  laws  of  the 
United  States. 
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2.  In  Wilson^  s  case  there  was  an  express  provision  in 
writing  that  a  failure  to  pay  any  note  when  due,  forfeited 
the  license  and  re-invested  Wilson  with  all  his  original 
rights.  No  such  provision  is  set  up  in  the  contract  between 
Tilghman  and  defendants. 

In  this  case,  as  in  that,  the  defendants  had  bought  the 
machine  and  paid  for  it  and  used  it.  In  this  case,  as  in 
that,  the  right  to  its  further  use  depended  upon  the  con- 
tract, and  was  to  be  determined  by  its  construction  and  ef- 
fect. In  this,  as  in  that,  the  case  in  Judge  Taney's  lan- 
guage, "  Does  not  arise  under  an  act  of  Congress,  nor  does 
the  decision  depend  upon  the  construction  of  any  law  in 
relation  to  patents.  The  rights  of  the  parties  depend  al- 
together upon  common  law  and  equity  principles." 

In  Goodyear  v.  The  Union  Rubber  Co. ,  where  the  licensees 
had  neglected  for  three  years  to  pay  the  royalty  which  they 
had  agreed  to  pay,  and  refused  to  permit  their  books  to 
be  inspected,  and  where  one  of  the  prayers  of  bill  was  that 
until  they  had  so  accounted  and  paid  the  royalty  due  they 
should  be  enjoined  from  the  use  of  the  invention,  Judge 
Ingersoll  held  that  the  bill  stated  no  case  arising  under  the 
patent  laws  of  the  United  States,  but  did  make  a  case  for 
relief  on  the  contract.  4  Blatch.  63.  And  Judge  Blatcii- 
FORB  stated  the  doctrine  still  more  strongly  in  Merserole 
et  al.  V.  The  Union  Paper  Collar  Co.,  6  Blatchf.  856. 

In  the  case  of  Blanchard  v.  Sprague,  decided  by  Mr. 
Justice  Clifford  in  1859,  he  said:  "No  dispute  arises  in 
the  case  under  any  act  of  Congress,  nor  does  the  decision 
depend  in  any  respect  on  any  law  of  Congress  in  relation  to 
patents.  On  the  contrary,  it  arises  entirely  out  of  the 
agreement,  express  or  implied,  for  a  license,  and  the  rights 
of  the  parties  depend  altogether  upon  the  ordinary  rules  of 
law.  *  *  *  What  the  complainiuit  really  claims  is,  that 
he  terminated  or  revoked  the  license  under  the  agreement 
which  previously  existed  between  the  parties,  by  giving 
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the  notice,  and  that  the  defendant  subsequently  continued 
the  use  of  the  machine  without  any  stipulation  as  to  the  rate 
of  the  tariff."  How  precisely  descriptive  of  the  case  under 
consideration,  in  which  Tilghman,  claiming  that  he  has 
terminated  at  his  own  option  the  arrangement  under  which 
defendants  had  been  operating,  can  now  sue  in  the  federal 
Court  for  an  infringement  in  violation  of  the  acts  of  Congress. 
In  the  case  mentioned  Judge  Clifford  held  otherwise.  1 
Cliff.  298. 

To  the  same  purport  is  the  case  of  Hill  v.  Whitcomb,  de- 
cided by  Judge  Shepley,  and  reported  in  1  Holmes,  317. 

It  may  be  conceded  that  the  case  of  Brooks  v.  StoUey  (3 
McLean,  523, )  decided  by  Mr.  Justice  McLean  on  the  cir- 
cuit prior  to  the  act  of  1836,  is,  in  some  respects,  opposed 
to  the  authorities  we  have  cited.  But  in  them  it  stands 
alone,  and  is  not  supported  by  the  better  reason. 

AVe  may  be  asked,  if  we  concede  complainant's  statement 
of  the  verbal  agreement  to  be  correct,  what  remedy  has  he 
on  it  ?  The  answer  is  very  easy.  He  can  establish  his  roy- 
alty once  every  year,  and  sue  plaintiff  at  law  and  recover 
every  month  or  every  year  for  what  is  due.  If  he  desires 
to  assert  his  right  of  examining  defendants'  work,  he  can, 
in  a  proper  case  made,  compel  them  to  submit  to  this  ex- 
amination. If  he  desires  to  enforce  the  agreement  for  ex- 
ecuting a  written  contract  of  license,  he  can  bring  a  suit  in 
equity  for  specific  performance,  and  with  or  without  that 
specific  relief  h3  can  ask  the  court  to  enjoin  defendants 
from  usmg  the  patented  process  until  they  execute  the 
agreement  and  comply  with  its  requirements.  All  these 
and  perhaps  other  remedies  are  open  to  liim  to  enforce  the 
contract.  He  may  also  file  a  bill  in  chancery  to  have  it  an- 
nulled or  set  aside  because  of  the  difficulties  placed  in  the 
way  of  its  fair  execution  by  defendants. 

Not  content,  however,  with  all  these  remedies,  complain- 
ant assumes  that  he  has,  under  the  condition  of  things  he 
has  proved,  the  right  in  himself  to  abandon  the  contract,  to 
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treat  it  as  a  nullity,  and  to  charge  the  defendants  as  in- 
fringers, liable  as  trespassers  under  the  act  of  Congress  to 
pay  both  profits  and  damages. 

The  analogy  of  an  action  of  ejectment  to  recover  posses- 
sion of  land  in  cases  of  a  broken  contract  of  sale  is  referred 
to.  The  analogy,  however,  is  imperfect  and  deceptive. 
That  action  is  one  at  law,  depending  on  the  existence  of  the 
strict  legal  title  to  land  in  plaintiflF,  and  the  doctrine  that 
the  right  of  possession  follows  the  title.  It  is  a  peculiar 
action,  founded  on  a  peculiar  doctrine  limited  to  real  estate, 
and  liable  to  be  defeated  in  equity  by  a  bill  for  sp€i5ific  per- 
formance and  an  injunction. 

In  the  case  of  a  patent,  plaintiff  does  not  recover  any  spe- 
cific property,  real  or  personal.  He  recovers  damages  or 
compensation  for  the  use  of  his  monopoly ;  and  if  he  has 
made  a  bargain  with  the  defendant,  his  right  to  rescind  or 
annul  it  must  depend  on  all  the  equitable  circumstances  of 
the  case. 

Here,  where  he  has  sold  and  received  a  considerable  sum 
for  a  machine  of  no  use  for  any  other  purpose  ;  where  the 
defendants  have  spent  several  thousand  dollars  on  other 
machinery,  which  is  also  valueless  except  in  connection  with 
the  use  of  this  process ;  where  defendants  have  paid  and 
plaintiff  received  for  many  months  th^  royalty  which  plain- 
tiff established,  and  are  still  ready  and  willing  to  continue 
payment ;  and  where  the  contract  being  in  parol  the  parties 
differ  about  one  or  two  of  its  minor  terms,  we  do  not  agree 
that  either  party  can  of  his  own  volition  declare  the  contract 
rescinded,  and  proceed  precisely  as  if  nothing  htid  been 
done  under  it.  If  it  is  to  be  rescinded,  it  can  be  done  only 
by  a  mutual  agreement,  or  by  the  decree  of  a  court  of  jus- 
tice. If  either  party  disregards  it,  it  can  be  specifically  en- 
forced against  him,  or  damages  can  be  recovered  for  its  vio- 
lation. But  until  so  rescinded  or  set  aside,  it  is  a  subsist- 
ing agreement,  which,  whatever  it  is,  or  may  be  shown  to 
be,  must  govern  the  rights  of  these  parties  in  the  use  of 
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complainant's  process,  and  must  be  the  foundation  of  any 
i-elief  given  by  a  court  of  equity. 

Such  a  case  is  not  cognizable  in  a  court  of  the  United 
States  by  reason  of  its  subject-matter,  and  as  the  parties 
could  not  sustain  such  a  suit  in  the  Circuit  Court  by  reason 
of  citizenship,  this  bill  should  have  been  dismissed. 

The  decree  of  that  court  is,  therefore^  reversed,  with  di- 
rections to  dismiss  the  bill  without  prejudice  (d), 

Mr.  Justice  Bradley,  (e)  dissenting : 

I  disstnt  from  the  opinion  of  the  court  in  this  case.  I 
cannot  see  the  slightest  room  for  doubt  as  to  the  jurisdic- 
tion of  the  Circuit  Court.  The  suit  is  a  bill  in  equity, 
which  sets  up  letters  patent  issued  to  the  complainant  for 
a  new  and  useful  improvement  in  cutting  and  engraving 
stone,  metal,  and  glass ;  and  complains  that  the  defendants 
are  infringing  said  patent  by  using  the  said  process  without 
any  license  therefor,  and  praying  an  injunction,  and  decree 
for  profits  and  damages.  The  bill  also  states  the  fact  that 
negotiations  had  passed  between  the  complainant  and  the 
defendants  for  a  license  to  use  the  said  invention,  but  that 
the  defendants  had  failed  to  comply  with  the  conditions, 
and  hence  had  no  right  to  continue  the  use,  but  persisted 
in  doing  so.  This  is  the  substance  of  the  bill.  It  is  a  clear 
case,  it  seems  to  me,  ''arising  under  the  patent  laws  of  the 
United  States,"  and  is,  therefore,  proi)erly  cognizjible  by 
the  Circuit  Court  of  the  United  States  under  the  629tli  sec- 
tion, article  9,  and  sections  4919  and  4921  of  the  Revised 
Statutes,  and  the  laws  from  which  that  article  and  those 
sections  were  compiled.  The  cause  of  action,  or  ground  of 
relief,  is  the  infringement  of  the  patent.  The  plaintiff 
chooses  to  place  himself  on  that  ground  alone.     By  doing 

90  U.  8.  556-567. 

((f)  otto  inserts  "  and  it  is  so  ordered."     "  Mr.  Justice  Stbono  did  not  hear 
the  argument  nor  take  any  part  in  the  decision  of  the  case." 
(e)  Otto  inserts  *'  with  whom  concurred  Mr.  Chief  Justice  Waite  and  Mr. 

Justice  SWAYNE." 


Oct.,  1878.]  KARTELL  v.  TILQIIMAN.  263 

Dissenting  opinion. 

SO  he  runs  the  risk  of  any  defence  which  would  show  a  right 
to  use  the  invention,  whether  license  from  himself,  invalid- 
ity of  the  patent,  non-infringement,  or  any  other  proper  de- 
fence to  a  suit  on  a  patent.  He  states  in  his  bill,  as  he  had 
a  right  to  do  by  the  rules  of  equity  pleading,  what  the  sup- 
posed defence  would  be,  and  answers  it.  This  anticipation 
of  the  defence  does  not  change  the  nature  of  the  suit  in  the 
least.  Perhaps  he  need  not  have  anticipated  the  defence, 
but  might  have  left  the  defendants  to  develop  it  in  their 
answer.  Certainly  in  that  case  the  character  of  the  defence 
would  not  have  ousted  the  court  of  its  jurisdiction.  If  a 
cause  of  action  is  cognizable  by  the  United  States  Court, 
the  defendant  cannot  oust  that  jurisdiction  by  his  defence 
to  the  action.  He  may  defeat  the  action,  but  he  cannot 
destroy  the  jurisdiction. 

It  will  not  do  to  say  that  the  remedy  of  the  plaintiff  was 
a  bill  for  a  specific  performance  of  the  parol  agreement  that 
the  defendants  would  take  a  license.  Perhaps  the  plaintiff 
had  such  a  remedy.  But  he  did  not  choose  to  pursue  it. 
He  waived  it  by  suing  as  for  an  infringement.  He  chose  to 
take  the  responsibility  of  having  a  right  to  put  an  end  to 
the  agreement  without  juridical  aid.  Having  done  this,  his 
only  remedy  was  to  sue  on  the  patent  as  for  an  infringe- 
ment. He  certainly  had  a  right  to  do  this.  He  was  not 
bound  to  sue  for  specific  performance.  Nor  was  he  bound 
to  sue  for  the  avoidance  of  the  supposed  agreement.  It  may 
be  that  it  would  have  been  his  better  remedy.  It  may  be 
that  the  result  of  the  negotiation  is  to  create  a  defence  to 
the  suit  for  infringement,  amounting  to  a  parol  leave  and 
license,  or  a  license  in  law.  If  so,  the  plaintiff  has  only 
made  a  mistake  in  suing  as  for  an  infringement  of  his  pat- 
ent, and  may  fail  in  his  action.  How  that  may  be  it  is  un- 
necessary now  to  inquire,  since  the  majority  of  this  court 
has  decided  the  case  on  the  question  of  jurisdiction.  But 
whether  it  be  so  or  not,  the  character  of  the  present  suit  is 
not  changed,  as  a  suit  for  injunction  and  damages  for  the 
aUeged  infringement 
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How,  I  would  ask,  could  a  State  court  have  determined 
this  suit  'i  Suppose  the  defence  of  license,  express  or  im- 
plied, had  failed,  what  would  the  State  court  have  done  ? 
Could  it  have  taken  an  account  of  profits  ?  Could  it  have  as- 
sessed damages  for  the  infringement  ?  Could  it  have  granted 
an  injunction  to  restrain  the  defendants  in  the  use  of  the  in- 
vention ?  This  would  have  been  a  new  branch  of  jurisdiction 
and  inquiry  for  a  State  court  to  have  assumed.  It  is  too  ob- 
vious for  argument,  as  it  seems  to  me,  that  no  State  court 
has,  or  could  rightfully  take,  jurisdiction  of  the  suit. 

It  is  perfectly  well  settled,  I  admit,  that  where  a  suit  is 
brought  on  a  contract,  of  which  a  patent  is  the  subject-mat- 
ter, either  to  enforce  such  contract,  or  to  annul  it,  the  case 
arises  on  the  contract,  or  out  of  the  contract,  and  not  under 
the  patent  laws.  But  where  infringement  of  the  patent  is 
the  ground* of  action,  and  redress  is  sought  therefor,  the 
case  does  arise  under  the  patent  laws,  and  is  cognizable  in 
the  federal  Court,  no  matter  what  collateral  issues  may  be 
raised  by  the  defendant.  He  may  set  up  that  the  patent  is 
void,  tlmt  he  does  not  infringe,  that  he  has  a  license,  or  a 
release,  or  what  not ;  the  federal  Court  is  fully  comi)etent 
to  try  any  of  the  issues  thus  made. 

The  case  principally  relied  on  by  the  majority  of  the  court 
is  that  of  Wilson  7).  Sandford,  10  How.  101  [5  Am.  &Eng.  122.] 
But  there  the  bill  prayed  to  have  the  license  declaimed  void. 
The  Chief  Justice  said :  * '  The  object  of  the  bill  is  to  have  this 
contract  set  aside  and  declared  to  be  forfeited,  and  the  prayer  is 
that  the  appellant' s  re-investiture  of  title  to  the  license  granted 
to  the  api)ellees,  by  reason  of  the  forfeiture  of  the  contract, 
may  be  sanctioned  by  this  court,  and  for  an  injunction."  In 
such  a  case  it  may  be  that  relief  is  properly  to  be  sought  in 
the  State  court.  But  if  the  question  were  a  new  one,  I  should 
think  that  where  the  complainant  seeks  damages  for  in- 
fringement and  an  injunction  against  the  use  of  the  inven- 
tion, making  that  the  basis  of  his  suit,  it  would  not  be  im- 
proper, nor  oust  the  jurisdiction  of  the  federal  Court,  to 
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join  in  such  a  bill,  as  ancillary  to  the  principal  relief  sought, 
an  application  to  avoid  an  inequitable  license  held  by  the 
defendant.  I  see  nothing  incongruous  in  the  joinder  of 
such  matters  in  the  bill.  It  seems  to  me  that  the  views  of 
Mr.  Justice  McLean  on  this  subject  as  expressed  in  Brooks 
V.  Stolley,  3  McLean,  525,  are  perfectly  sound  and  just. 
There  the  complainant  had  given  a  license  to  use  a  patented 
invention,  determinable  on  non-payment  of  the  royalty.  On 
feilure  to  pay  he  filed  his  bill  for  an  injunction  and  dam- 
ages, at  the  same  time  stating  the  granting  of  the  license 
and  the  failure  to  perform  the  conditions  of  it.  Justice 
McLean  said:  "It  is  suggested  that,  as  the  whole  contro- 
versy in  the  cases  arises  under  the  contract  of  license,  the 
parties  to  which  being  citizens  of  this  State,  the  federal 
Court  cannot  take  jurisdiction.  This  objection  would  be 
unanswerable,  if  no  right  were  involved  in  the  controversy 
except  what  arises  out  of  the  contract,  as,  for  instance,  the 
Circuit  Court  could  take  no  jurisdiction  under  the  contract 
of  an  action,  merely  to  recover  the  sums  agreed  to  be  paid 
by  the  defendant ;  but  in  the  present  aspect  of  the  case,  it 
is  not  limited  to  the  contract.  The  complainants  set  up 
their  right  under  the  patent,  and  allege  that  the  defendant 
is  infringing  that  right ;  that  the  license  affords  no  justifi- 
cation whatever  to  the  defendant.  The  right,  then,  of  the 
complainants  to  an  injunction  is  not  founded  by  them  on 
the  contract,  but  on  the  assignment  of  the  patent.  If  the 
object  of  the  bill  were  merely  to  enforce  the  specific  execu- 
tion of  the  contract,  the  Circuit  Court  of  the  United  States 
could  exercise  no  jurisdiction  in  the  case."  (See,  also.  Curt, 
on  Pat.  sec.  496,  to  the  same  purpose,  citing  this  opinion.) 

It  seems  to  me,  with  all  due  submission,  that  if  we  are  to 
have  regard  to  "the  better  reason,"  we  shall  find  it  ex- 
pressed in  these  remarks  of  Justice  McLean. 

It  may  be  laid  down,  I  think,  as  a  general  principle,  that 
where  a  case  necessarily  involves  a  question  arising  under 
the  Constitution  or  laws  of  the  United  States,  and  cannot 
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h^  decided  without  deciding  that  question,  it  is  a  case  aris- 
ing under  said  Constitution  and  laws,  and  may  be  brought, 
BB  the  law  now  stands,  in  the  Circuit  Court  of  the  United 
States,  although  other  questions  may  likewise  be  involved, 
which  might  be  tried  and  decided  in  the  State  courts.  I  do 
not  believe  in  the  doctrine  that  the  presence  of  a  question  of 
municipal  law  in  a  case  which  necessarily  involves  federal 
questions  can  deprive  the  federal  Courts  of  their  jurisdic- 
tion. It  is  too  narrow  a  construction  of  the  judicial  powers 
and  functions  of  the  federal  Government  and  its  courts. 

But  in  this  case  the  complainant  asks  no  relief  in  relation 
to  the  supposed  agreement  between  him  and  the  defendants. 
He  places  himself  solely  on  his  rights  accruing  under  the 
patent  and  on  the  defendant' s  infringement  of  those  rights. 
I  think,  therefore,  the  jurisdiction  of  the  Circuit  Court  of 
the  United  States  was  undoubted  (/).  I  am  authorized  to 
say  that  the  Chief  Justice  and  Justice  Swayne  concur  in 
this  opinion  (g). 

Mr.  Justice  Strong  and  Mr.  Justice  Hunt  did  not  sit  in 
this  case  nor  participate  in  its  decision. 
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MATTHLA.S  TERHUNE,  APPELLANT,  v.  JOHN  PHIL^ 

LIPS  ET  AL.* 
09  (9  Otto)  U.  8.  592-60a    Oct.  Term,  187& 

[Bk.  25,  L.  ed.  29a] 
Submitted  December  24,  1878.     Decided  January  27,  1879. 

Jmticial  notice — x>f  what  taken.  PaHimikLr  patent  eonstrtted.  iSm^ 
stitution  of  material,    Idick  ofinventiony  of  utility. 

1.  Judicial  notice  taken  by  the  court  that  the  thing  patented  was 

known  and  in  general  use  long  before  the  issuing  of  the  pat- 
ent,    (p.  273.) 

2.  Reissued  letters  patent  No.  5,748.     J.  W.  Truby.     January  27, 

1874,  (original  No.  117,831,  August  8,  1871,)  Show-case 
Sockets,  claimed  the  '^  metallic  comer-piece  D  provided  with 
the  sockets  dy  e,  and^  adapted  to  receive  the  members  A,  B, 
and  C  of  a  show-case  frame,  as  specified ;"  ?ield  that  the  sub- 
stitution of  metal  for  wood  was  destitute  both  of  patentable 
invention  and  utility,     (p.  273.) 

[GitationB  in  the  opinion  of  the  oonrt :] 

Brown  V.  Piper,  91  TJ.  S.  37.     [10  Am.  &  Eng.  ^?72.]    p.  273. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Illinois. 

The  appellant  brought  suit  in-  the  court  below,  for  the  al- 
leged infringement  of  a  certain  patent  for  metallic  comer 
sockets  of  show-cases.  The  defence  alleged  a  lack  of  nov- 
elty in  the  patent.  The  court  entered  a  decree  dismissing 
the  bill,  from  which  the  tx)mplainant  appealed. 

The  case  is  sufficiently  stated  by  the  court. 

The  drawings  and  specifications  of  appellant's  letters  pot- 
ent are  as  follows : 

*See  Explanation  of  Notes,  page  III. 
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JOHN  W.  TRUBY,  OF  CHICAGO,  ILLINOIS,  ASSIGN- 
OR  TO  MATTHIAS  TERHUNE,  OF  SAME  PLACE. 

Improvement  in  Cobnek-Sockets  for  Siiow-Cases. 

Specification  forming  part  of  Letters  Patent  No.  117,831,  dated 
Augusts,  1871;  Reissue  No.  5^748^  dated  Januaiy  27,  1874;  ap- 
plication filed  December  1,  1873. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  John  W.  Truby,  of  Chicago,  in  the 
county  of  Cook  and  State  of  Illinois,  have  invented  a  new 
and  useful  Improvement  in  Comer-Pieces  for  Show-Cases ; 
and  I  do  hereby  declare  the  following  to  be  a  full,  clear,  and 
exact  description  thereof,  which  will  enable  others  skilled 
in  the  art  to  which  my  invention  appertains  to  make  and 
use  the  same,  reference  being  had  to  the  accompanying 
drawing  forming  part  of  this  specification,  in  which — 

Figure  1  is  a  general  plan  or  top  view  of  a  show-case  em- 
bodying my  said  invention.  Fig.  2  is  a  side  elevation  of 
the  same ;  and  Fig.  3  is  a  vertical  longitudinal  section  cut- 
ting one  of  the  uprights  through  the  center,  showing  the 
manner  of  connecting  the  ends  of  the  different  members  of 
the  frame  within  the  comer-pieces. 

Similar  letters  of  reference  indicate  like  parts  in  the  sev- 
eral figures  of  the  drawing. 

My  invention  has  for  its  object  to  provide  a  means  for 
connecting  the  ends  of  the  horizontal  and  vertical  members 
of  a  show-case  frame ;  and  to  that  end  it  consists  in  a  me- 
tallic comer-piece,  provided  with  sockets  adapted  to  receive 
the  ends  of  the  differeiit  members,  whereby  the  same  are 
firmly  connected  at  the  comers  of  the  case. 

In  the  drawing,  A  is  the  vertical  members,  and  B  C  the 
horizontal  members,  of  the  frame- work ;  but  as  the  same 
constitute  no  part  of  the  present  invention,  a  description 
thereof  is  not  necessary  to  be  herein  particularly  given.  D 
is  a  comer-piece,  which  may  be  made  of  any  suitable  metal. 
These  comer-pieces  are  provided  with  sockets  d^  e,  and/. 
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which  are  so  arranged  as  to  receive  the  ends  of  the  different 
members  A,  B,  and  C  of  the  frame,  socket  d  receiving  the 
vertical  member,  and  sockets  e  and/  receiving  the  horizon- 
tal members.  The  walls  of  these  sockets  are  shaped  ap- 
proximating the  form  of  the  molding  on  the  member  to  be 
used,  and  are  so  arranged  as  to  closely  fit  tjie  same. 

The  comer-pieces  used  in  connecting  the  comers  of  the 
upper  portion  or  members  of  the  case  are  made  to  corres- 
I)ond  with  the  molding  used,  and  are  inverted,  by  which 
means  the  upper  ends  of  the  vertical  members  are  inserted 
within  socket  d  of  the  same. 

Show-cases  have  been  heretofore  manufactured  by  dove- 
tailing,  mortising,  or  gluing  the  comers  together  ;  but  with 
such  connections  the  comers  are  more  or  less  liable  to  break 
apart,  while,  with  my  invention,  this  difficulty  is  entirely 
overcome,  as  the  comer-pieces  hold  the  comers  lirmly  to- 
gether, making  a  more  durable  frame- work. 

Having  thus  described  my  invention,  I  claim — 

The  metallic  comer-piece  D,  provided  with  the  sockets  rf, 
^,  and/,  adapted  to  receive  the  members  A,  B,  and  C  of  a 
show-case  frame,  as  specified. 

The  above  specification  of  my  invention  signed  by  me 
this  29th  day  of  August,  ISTd. 

JOHN  W.  TRUBY. 

Witnesses : 

N.  H.  Sherburne, 
James  Coleman. 

Messrs.  W.  J,  Merriam  and  L.  L.  Cobum^  for  appeir 
lant : 

It  was  error  to  admit  the  depositions  on  behalf  of  the  de- 
fendants, and  constituting  part  of  the  record,  upon  the  ques- 
tions of  novelty  or  the  validity  of  the  patent. 

Teese  7).  Huntingdon,  23  How.  10  [7  Am.  &  Eng.  72;] 
Blanchard  v.  Putnam,  8  Wall.  420  [8  Am.  &  Eng.  107;]  R. 
R.  Co.  V.  Dubois,  12  Wall.  47  [8  Am.  &  Eng.  433;]  Agawam 
Co.  V.  Jordan,  7  WaU.  696  [8  Am.  &  Eng.  24.] 
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Even  if  all  the  testimony  taken  by  the  defendants  should 
be  held  to  be  properly  admitted  and  considered,  it  is  not  suf- 
ficient to  warrant  the  court  in  its  finding. 

Judge  Sprague  in  Eames  v.  Cook,  2  Fish.  147,  gives  this 
rule  for  determining  whether  one  device  is  similar  to  another : 
he  says,  "We  must  ascertain  whether  it  embraces  both  its 
elements,  viz :  the  devices  and  the  mode  of  applying  them." 

We  do  not  admit  that  the  inventor  in  this  case  borrowed 
Ms  ideas  from  any  source,  he  swears  that  he  did  not,  but  if 
he  had  borrowed  them  aU,  and  put  them  together  in  such  a 
way  as  to  produce  a  new  and  useful  article,  as  is  admitted 
by  the  result  in  this  case,  such  borrowing  would  not  have 
detracted  from  the  merits  of  the  invention  nor  effected  its 
legal  status. 

No  counsel  appeared  for  appellees. 

Mr.  Justice  Swayne  delivered  the  opinion  of  the  court : 
The  determination  of  this  case  is  controlled  by  Brown  v. 
Piper,  91 U.  S.  37  [10  Am.  &  Eng.  272.  ]  We  cannot  f  aU  to  take 
judicial  notice  that  the  thing  patented  was  known  and  in  gen- 
eral use  long  before  the  issuing  of  the  patent.  The  substitu- 
tion of  metal  for  wood  was  destitute  both  of  patentable  inven- 
tion and  utility.  The  admission  of  improper  testimony,  if  it 
occurred,  was,  therefore,  immaterial.  The  case  of  the  appel- 
lant as  it  api)ears  in  the  record,  without  any  testimony,  is 
clear  and  conclusive  against  him. 

The  decree  of  the  Circuit  Court  is  affirmed, 

99  U.  8.  598. 

Biotess 

1.  The  court  will  take  judicial  notice  of  things  in  common  knowl- 
edge or  use: 
Brown  v.  Piper,  91  U.  S.  37  [10  Am.  A  Eng.  2Y2.] 
Slawson  v.  Railroad  Co.,  107X1.  S.  649. 
.King  «?.  Gallun,  109  U.  S.  99. 
Phillips  V.  City  of  Detroit,  111  U.  S.  604. 
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2.  Substitution  of  material  not  involving  invention: 

Hotchkiss  V.  Greenwood,  II  How.  248  [5  Am.  &£ng.  240.] 
Hicks  V.  Kelsey,  18  Wall.  620  [9  Am.  &  Eng.  150.] 
Reckendorfer  v,  Faber,  92  U.  S.  347  [10  Am.  &  Eng.  373.] 
Smith  V.  Goodyear  P.  V.  Co.,  93  U.  S.  486  [1 1  Am.  A  Eng  1.] 
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5,748.    January  27,  1874.     Show-Case  Sockets. 
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34  Fed.  Rep.  328. 
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GLENDALE  ELASTIC  FABRIC  COMPANY,  APPEL- 

LANTS,  «.  WILLLAJd  SMITH.* 

100  (lO  otto)  U.  8.  U&-112.    Oot.  Term,  1879. 

[Bk.  25,  L.  ed.  547.] 

Affirming  Smith  v.  Glendale  Elastic  Fabric  Co.,  1  Holmes,  840. 

Argued  November  4,  1879.     Decided  November  10,  1879. 

Appeal,     Costs.     Disclaimer.     Divisional  reissue, 

1.  Where  the  question  presented  for  decision  was  whether,  not- 

withstanding a  disclaimer  to  one  divisional  reissue,  the  other 
divisions  of  the  reissue  should  be  sustained,  held  that  the  dis- 
claimer had  no  effect  on  the  costs  in  the  case.     (p.  278.) 

2.  No  appeal  lies  from  a  mere  decree  respecting  costs  and  ex- 

penses,    (p.  279.) 

[Citations  in  the  opinion  of  the  ooort:] 
Canter  v.  Ins.  Co.,  3  Pet.  307.    p.  279. 

Appeal  from  the  Circuit  Court  of  the  United  States  for  the 
District  of  Massachusetts. 
Tlje  case  is  stated  by  the  court. 

Mr.  Benjamin  Dean^  for  appellant : 

The  statute  distinctly  provides  that  the  complainant  shall 
not  recover  costs,  where  a  disclaimer  is  filed  before  the 
commencement  of  the  suit.  Here  the  disclaimer  was  filed 
after  the  action  was  begun,  and  most  of  the  costs  accrued ; 
and  the  second  disclaimer  was  filed  after  all  the  testimony 
had  been  taken. 

But  a  trifle  of  the  complainants'  testimony  has  any  rele- 
vance to  this  cause.  Much  of  it  has  no  relevancy  to  any 
cause. 

Surely  the  defendant  should  not  be  held  to  pay  any  costs 
of  such  testimony. 

*See  Explanation  of  Notes,  page  IIL 
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Mr,  R,  P.  Jjowe^  for  appellee : 

The  appellee  in  this  case  does  not  ask  the  court  to  go  be- 
yond the  question  of  costs,  the  judgment  for  which  should 
be  changed  and  enlarged,  and  made  to  cover  the  whole  costs 
instead  of  a  mere  fractional  part  thereof,  as  ruled  below. 

In  this  class  of  cases  it  is  competent  as  well  as  usual,  I 
believe,  for  a  court  of  the  last  resort  to  render  such  a  decree 
as  the  court  below  should  have  given.  Such  an  exercise  of 
power  has  its  foundation  in  the  policy,  the  wisdom,  and  the 
justice  of  the  law,  whoever  may  take  the  apj)eal. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court : 

For  all  practical  purposes,  except  costs,  the  appellant 
was  successful  in  the  court  below.  While  appellee's  patent 
was  sustained,  it  was  a  fruitless  victory  to  him  (a),  because 
since  the  patent  had  expired  he  got  no  injunction  (ft)  and 
the  court  found  he  was  not  entitled  to  recover  from  the  ap- 
pellant either  profits  or  damages.  #  As  the  decree  stands,  it 
sustains  an  expired  patent,  and  does  no  more.  The  appel- 
lant was  left  at  liberty,  when  the  decree  against  him  was  ren- 
dered, to  use  the  patented  machine  in  any  way  he  chose, 
and  he  has  not  been  required  to  pay  anything  for  the  use 
he  made  of  it  while  the  patent  was  in  force.  The  appeal, 
therefore,  presents  only  a  moot  case  except  as  to  costs. 

We  think  the  disclaimer  as  to  the  reissued  patent,  divi- 
sion B,  had  no  effect  on  the  costs  in  this  case,  because  the 
question  presented  for  decision  was  whether,  notwith- 
standing that  disclaimer,  the  other  divisions  of  the  reissue 
should  be  sustained.  Tlie  statute  as  to  costs  after  a  dis- 
claimer. Rev.  Stat.,  sec.  4922,  therefore,  has  no  application 
to  this  suit,  and  the  appeal  is  practically  reduced  to  the 
single  question  whether,  if  the  decree  below  should  be  re- 
versed, the  appellee  ought  to  have  his  costs  in  that  court  and, 

100  U.  S.  111. 

(a)  otto  substitntes  for  from  a  to  5  ''because  the  patent  expired  before  the 
determination  of  the  snif 
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if  80,  how  much.    As  no  appeal  lies  from  a  mere  decree  re- 
specting costs  and  exi)enses  (Canter  v.  Ins.  Co.,  3  Pet.  819,) 
and  this  case  comes  within  the  reason  of  that  rule,  we  af- 
firm the  decree  below  without  examining  the  merits. 
Ajffirined. 

100  U.S.  118. 

Biotess 

1.  Effect  of  disclaimer  as  to  costs: 

Silsby  V.  Foot,  14  How.  218  [5  Am.  A  Eng.  411.] 
O'Reilly  v.  Morse,  15  How.  62  [5  Am.  &  Eng.  483.]  And  see 
Yale  Lock  Mnfg.  Co.  v.  Sargent,  117  U.  S.  636. 
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1.  Claim  1  of  letters  patent  No.  93,268,  Gilbert  &  Barker,  Augnst 
3, 1869,  Apparatus  for  Carbureting  Air,  for  "the  arrangement 
of  tlie  carburetor  with  a  meter-wheel,  SJiid  wheel  being  driven 
by  a  descending  weight,  or  other  equivalent  mechanical  power, 
applied  to  force  the  air  through  the  carburetor  to  the  burners. 
Said  carburetor  being  placed  within  a  vault  by  itself,  separate 
from  the  building  to  be  lighted,  the  whole  arranged  and  con- 
nected with  pipes,  substantially  as  herein  described  and  set 
forth."  Construed  and  held,  in  view  of  the  prior  existence  of 
a  machine  substantially  the  same,  except  in  respect  to  the  air- 
forcing  apparatus,  that  it  was  not  a  patentable  invention  to 
substitute  the  meter-wheel  pump  for  that  apparatus  (an  air- 
pump  and  air-receiver,  a  well-known  equivalent  for  the  meter- 
wheel  pump.     (p.  300.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts,  dismissing  a  bill  in  equity 
filed  to  restrain  the  infringement  of  certain  letters  patent. 

The  patent  No.  93,268  was  issued  August  3, 1869,  to  John 
P.  Barker  and  Charles  N.  Gilbert  for  an  improved  apparatus 
for  makinjf  an  illuminating  gas,  by  impregnating  air  with 
the  vapor  of  gasoline.  The  first  claim  alone  is  in  contro- 
versy, as  neither  appellants  nor  appellees  ever  use  the  heat- 
ing coil  referred  to  in  the  second  claim.  It  was  conceded 
on  the  argument  below  that  the  appellees'  apparatus  con- 
tained everything  claimed  in  the  first  claim  of  the  api)el- 

t  This  caso  has  been  omitted  from  all  reports  of  U.  S.  Supremo  Court 
cases,  and  is  here  pubUahed  for  the  first  time. 
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lasts'  patent,  and  the  only  material  question  raised  was  the 
validity  of  the  patent.  There  was  no  evidence  to  impeach 
the  regularity  of  the  proceedings  in  the  Patent  Office  upon 
the  granting  of  the  patent,  nor  any  evidence  that  complain- 
ants' apparatus  had  been  in  public  use  or  on  sale  for  more 
than  two  years  before  the  application  for  the  patent. 

The  court  held  that  the  invention  was  anticipated  by  the 
prior  use  of  a  certain  machine  owned  by  Parker  Brothers, 
at  Meriden,  Connecticut,  adjudged  the  patent  void  for  lack 
of  novelty,  and  dismissed  the  bill  with  costs. 

The  Gilbert  and  Barker  Manufacturing  Company  v.  The 
Walworth  Manufacturing  Company. 

The  following  is  the  opinion  of  the  court  below  from 
which  this  appeal  was  taken : 

Shepley,  J. 

The  complainants  are  the  owners  of  letters  patent  of  the 
United  States,  dated  August  3,  1869,  No.  93,268,  for  an  im- 
proved apparatus  for  carbureting  air.  The  invention  is  des- 
cribed in  the  specifications  as  relating  to  the  apparatus  used 
for  carbureting  air  in  the  manufacture  of  illuminating-gas 
for  dwelling-houses  and  factories,  and  as  consisting  in  the 
arrangement  of  the  carburetor  with  the  meter-wheel  or 
pump  for  driving  the  air  through  said  carburetor  to  the 
burners,  and  the  coil  and  heating  pipes  for  evaporating  the 
oil  within  the  carburetor,  whereby  the  whole  apparatus  is 
rendered  perfectly  safe  with  regard  to  life  and  property  in 
the  building  lighted,  the  carburetor  being  situated  in  a 
vault  or  house  away  from  the  building  to  be  lighted,  while 
the  heating  apparatus  and  the  pump  or  meter-wheel  are 
within  the  building  to  be  lighted,  and  where  they  can  be 
easily  and  quickly  reached,  and  under  perfect  control  of  the 
occupant  of  the  house.  There  was  nothing  novel  in  the 
meter-wheel,  or  the  carburetor,  or  the  combination  of  a 
meter- wheel  with  a  carburetor,  or  their  connection  with  the 
gas-pipe,  air,  or  heating-pipes,  except  so  far  as  their  loca- 
tion and  arrangement  was  claimed  to  be  new,  by  placing 
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the  carburetor  in  a  vault  or  house  by  itself,  separate  from 
the  building  to  be  lighted,  and  arranging  the  meter-wheel 
and  the  heating-coil  in  the  building  to  be  lighted  where 
they  could  be  easily  reached,  and  under  control  of  the  oc- 
cupant of  the  house  without  exposure  to  explosion  conse- 
quent upon  frequent  access  to  the  room  in  which  the  carbu- 
retor is  placed,  and  connected  by  pipes  passing  through  a 
wall  or  the  ground,  so  as  to  cut  off  any  communication  of 
gas  or  flame  between  the  room  in  which  the  carburetor  is 
placed  and  the  building  to  be  lighted. 

It  is  denied  on  the  part  of  the  defendants  that  there  is 
any  patentability  in  such  a  change  of  location  of  parts,  all 
of  which  are  confessedly  old.  Mere  change  of  location  is 
not  patentable,  but  where  change  of  location  brings  into 
existence  a  new  combination  of  devices  opferating  by  reason 
of  such  new  combination  to  produce  a  new  and  useful  re- 
sult, such  new  combination  is  patentable.  (Woodruff,  J., 
in  Marsh  et  al.  v.  The  Dodge  Stevenson  Manufacturing  Co., 
3  Off.  Gaz.  398.) 

I  am  not  prepared  to  say  that  the  new  arrangement  and 
location  constituting  a  new  form  or  mode  of  combination,  as 
described  in  the  patent,  taking  into  consideration  the  new 
and  useful  result  claimed  for  it,  was  not  patentable,  if  it 
was  novel  at  the  time  claimed  as  the  date  of  the  plaintiffs' 
invention.  The  combination  and  arrangement  of  the  re- 
spondents embrace  all  that  is  claimed  in  the  first  claim  of 
the  patent.  No  issue  of  infringement  need,  therefore,  be 
considered.  The  only  material  question  left  for  considera- 
tion is  whether  what  is  claimed  in  th^  first  claim  of  the  jyat- 
ent  was  new  in  the  sense  of  the  patent  law.  The  determina- 
tion of  this  question  requires  a  careful  and  critical  analysis 
of  the  supposed  invention  and  of  the  first  claim  of  the  pat- 
ent, and  a  careful  comparison  of  the  claimed  invention  with 
the  prior  existing  combinations  and  arrangements  claimed 
as  anticipating  it. 

The  invention  described  jmd  claimed  is  ''the  arrangement 
of  the  carburetor  "  [that  is,  any  carburetor,  for  no  new  form 
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of  carburetor  is  claimed  or  was  invented,]  "with  a  meter- 
wheel  being  driven  by  a  descending  weight,  or  other  equiva- 
lent mechanical  power,  applied  to  force  the  air  through  the 
carburetor  to  the  burners,"  [this  allows  the  use  of  an  equiva- 
lent for  the  weight  to  drive  the  meter-wheel,  and  embraces 
the  use  of  ''  other  equivalent  mechanical  power  applied  to 
force  the  air  through  the  carburetor  to  the  burners,"  as  for 
instance  an  hydraulic  blower,  an  air-pump,  a  pump  with  a 
gas-holder,  known  generally  as  a  gasometer,  a  bag  weighted, 
or  other  well-known  equivalents  for  this  purpose  of  a  meter- 
wheel  pump,]  "said  carburetor  being  situated  in  a  vamlt,'^ 
\i.  e,  an  arched  or  vaulted  apartment,  especially  a  subter- 
ranean room]  ''or  Jious^'^  "by  itself,  away  from  the  build- 
ing to  be  lighted,"  "the  whole  arranged  and  connected 
with  pipes,  substkntially "  as  therein  (in  the  patent)  "des- 
cribed and  set  forth."  This  arrangement  and  connection 
embraces,  ^r^^,  pipe  A,  the  air-pipe,  which,  running  through 
the  wall  of  the  building,  and,  also,  when  required,  the 
ground  between  the  walls  of  the  building  to  be  lighted  and 
the  carburetor  room,  connects  the  meter- wheel  pump,  or  its 
equivalent,  inside  the  building  with  the  carburetor  in  its 
"  vault  or  housed"  furnishing  a  conduit  for  the  air  from  the 
pump  to  the  carburetor;  second^  the  heating-coil  P,  and 
pipes  R  R,  connecting*  a  heating-coil  in  the  building  with  a 
carburetor  in  the  vault  or  house ;  tldrd^  the  pipe  N,  the 
gas-pipe  leading  through  the  wall  or  ground,  or  both,  as  the 
case  may  be,  from  the  carburetor  in  its  vault  or  house  into 
the  building  to  be  lighted,  furnishing  a  conduit  from  the 
gas  in  the  carburetor  to  the  distributing-pipes  to  the  bur- 
ners. The  first  claim  in  the  patent  is  for  all  this  combina- 
tion and  arrangement  (exclusive  of  the  heating-coil  P  and 
heating-pipes  R  R. )  The  second  claim  is  for  the  heating- 
coil  and  its  connections  with  the  heating-pipes  and  the  car- 
buretor with  reference  to  their  respective  locations.  As  de- 
fendents  use  no  heating-coil  or  pipes,  no  question  arises  in 
this  case  on  the  second  claim,  and  its  only  importance  is  in 
aiding  in  the  construction  of  the  first  clainL 
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.  Having  now  definitely  stated  the  invention  described  and 
claimed  in  the  patent,  we  pass  to  the  consideration  of  the 
function  and  purpose  of  the  patented  combination  and  ar- 
rangement. This  is  clearly  set  forth  by  the  patentees.  They 
describe  their  invention  as  consisting  in  an  arrangement 
"whereby  the  whole  apparatus  is  rendered  safe  to  life  and 
property  in  the  building  lighted,  the  carburetor  being  situ- 
ated in  a  vault  or  house  away  from  the  building  to  be 
lighted,  and  where  they  can  be  easily  and  quickly  reached,' 
and  under  perfect  control  of  the  occupant  of  the  house." 

Without  instituting  a  comparison  between  the  patented  in- 
vention and  all  the  other  prior  existing  forms  of  apparatus 
for  carbureting  air  for  illuminating  purposes,  which  have  been 
proved  to  have  existed,  I  have  selected  the  Meriden  machine 
for  the  reasons  that  it  is  proved  to  have  been  constructed 
and  operated  successfully  in  the  fall  of  1864,  while  the  in- 
vention of  Gilbert  &  Barker  is  not  even  claimed  to  have 
been  before  June,  1867,  and  also  because  this  apparatus  ap- 
pears to  me  to  have  embodied  in  1864,  in  successful  and 
practical  and  public  use,  every  element  of  the  first  claim 
of  the  complainants'  patent  of  August,  1869. 
..  The  Meriden  apparatus  was  used  for  carbureting  air  for 
illuminating  a  factory.  It  consisted  of  an  air-pump,  and 
air-receiver,  a  well-known  equivalent  for  the  meter-pump 
wheel,  a  carburetor,  the  equivalent  of  the  complainants'  carbu- 
retor placed  in  a  brick  vault  built  on  the  surface  of  the  ground 
ninety-three  feet  from  the  main  building  to  be  lighted.  This 
was  actually  both  a  vault  and  a  house,  and  therefore  iden- 
tical with  complainants'  vault  or  house.  There  was  an  air- 
pipe,  which  connected  the  pump  inside  the  building  to  be 
lighted  with  the  carburetor  in  the  vault,  passing  nnder- 
ground  and  furnishing  a  conduit  from  the  air  in  the  pump 
to  the  carburetor,  being  thus  the  equivalent  of  complain- 
ants' pipe  A.  There  was  a  gas-pipe  leading  from  the  car- 
buretor in  the  vault  through  and  underground,  and  fumish- 
.ing  a  conduit  for  the  carbureted  air  or  gas  from  the  carbu- 
retor to  the  building  to  be  lighted.     This  is  identical  with 
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complainant's  pipe  N.  There  was  also  a  steam-pipe  with 
its  connections,  but  that  was  not  material  to  the  inquiry  in- 
volved in  this  case,  because  the  defendants  do  not  use  any 
artiticial  heat,  and  the  complainants  do  not  make  their 
heating  coil  and  pii)es  a  part  of  the  arrangement  and  com- 
bination claimed  in  the  first  claim. 

Meriden  apparatus  contained  every  element  of  location, 
arrangement,  and  combination  claimed  in  the  first  claim  of 
complainants'  patent. 

I  have  carefully  examined  and  considered  the  learned 
opinion  of  Judge  Woodruff,  of  the  second  circuit,  in  the 
case  of  these  same  complainants'  against  Oakes  Tirrell.  It 
is  not  without  much  diffidence  and  great  reluctance  that  I 
am  forced  to  arrive  at  conclusions  which  may  appear  to  be 
at  variance  with  the  opinion  of  that  learned,  upright,  and 
able  judge. 

Had  the  record  in  this  case  presented  the  same  or  sub- 
stantially the  same  state  of  facts  as  was  presented  in  the 
record  before  Judge  Woodruff  I  might  have  been  con- 
tented to  rest  my  conclusions  upon  the  weight  of  his  high 
authority,  leaving  the  responsibility  of  revision,  if  revision 
were  necessary,  to  the  Supreme  Court  of  the  United  States ; 
but  the  additional  evidence  in  the  record,  not  found  in  the 
case  before  him,  compels  me  to  make  an  independent  and 
critical  comparison  of  the  invention  claimed  with  prior  ex- 
isting combinations  and  arrangements.  Such  examination 
and  comparison  force  upon  me  the  conclusion  that  the  as- 
signors of  the  complainants  were  not  the  first  and  original 
inventors  of  what  is  claimed  in  the  first  claim  of  their  pat- 
ent. I  cannot  find,  upon  the  most  careful  examination  of 
this  patent,  what  Judge  Woodruff  seems  to  have  found 
in  it,  any  claim  or  description  of  such  an  arrangement  of 
the  gas-pipe  as  would  effect  a  preliminary  condensation  be- 
fore the  gas  enters  the  distributing-pipes,  which  would  re- 
lieve the  operation  of  the  apparatus  from  the  dangers  aris- 
ing from  condensation  by  reason  of  the  pipes  passing 
through  cold  apartments  in  the  building  to  be  lighted.    I  can 
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find  nothing  in  the  patent  which  discloses  any  such  danger* 
I  can  find  nothing  in  the  i)atent  or  drawings  which  teaches 
how  such  danger  is  to  be  avoided  by  preliminary  condensa- 
tion. I  can  find  no  statement  that  by  the  patented  appa- 
ratus  such  danger  is  obviated,  or  any  statement  that  it  is 
the  purix)se  of  the  invention,  or  the  function  of  the  arrange- 
ment or  combination,  to  avoid  such  danger  by  such  prelimi- 
nary condensation.  John  P.  Barker,  one  of  the  patentees, 
in  his  testimony  says  machines  are  highly  dangerous  unless 
condensation  in  the  building  is  prevented ;  that  this  is  done 
by  laying  the  pipe  in  the  ground  about  the  frost-line  in  a 
cooler  medium,  causing  preliminary  condensation.  The 
patent  is  silent  as  to  this  danger,  and  fails  to  disclose  any 
mode  of  adjusting  such  an  arrangement  to  meet  the  differ- 
ent climates  and  temi)eratures.  On  the  contrary,  the  draw- 
ings show  only  a  gais-pipe  passing  through  a  partition-wall 
between  the  building  to  be  lighted  and  the  carburetor- vault, 
under  such  conditions  that  no  amount  of  preliminary  conden- 
sation would  be  likely  to  take  place  in  any  degree  equal  to 
what  took  place  in  the  then  existing  well-known  arrange- 
ments in  common  use.  The  advantages  of  the  arrangement 
claimed  in  the  patent  itself  are  these  and  only  these :  first, 
' '  whereby  the  whole  apparatus  is  rendered  perfectly  safe 
with  regard  to  life  and  property  in  the  building  to  be 
lighted,  the  carburetor  being  situated  in  a  vault  or  house 
away  from  the  building  to  be  lighted,  while  the  heating  ap- 
paratus and  the  pump  or  meter- wheel  are  within  the  build- 
ing to  be  lighted,  and  where  they  can  be  easily  and  quickly 
reached,  and  under  perfect  control  of  the  occupant  of  the 
house ;"  and  again  ''  so  that  the  i)ossibility  of  any  accident 
resulting  from  the  escape  of  the  gas  from  the  carburetor 
shall  be  entirely  removed,  as  there  will  then  be  no  vessel 
containing  gas  within  or  near  the  building  to  be  lighted." 
There  are  many  other  references  to  the  patent  or  draw- 
ings, and  other  comparisons  between  tfie  described  inven- 
tion and  arrangements  other  than  those  of  the  Meriden  ap- 
paratus which  might  be  made  confirmatory  of  the  views  I 
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have  taken  ;  but  those  akeady  stated  are  so  conclusive  to 
my  own  apprehension,  that  further  illustration  would  seem 
to  be  superfluous.  It  follows  that  the  bill  must  be  dis- 
missed.    Bill  dismissed  with  costs. 

Appeal  was  also  taken  by  the 

The  Gilbert;  and*  Barker  Manufacturing  Co.  v.  The  Cole- 
man Pneumatic  Gas  Works  Co. 

The  following  is  the  final  decree  of  the  court  below  from 
which  this  appeal  was  taken : 


The  Gilbebt  &  Barker  MAiTOFACTXTRDfo  1 

Company 

vs. 

The   Coleman    Pneumatic    Gas   Works 

Company. 


1906  Equity. 


This  cause  coming  on  to  be  heard  upon  pleadings  and 
proofs,  upon  hearing  counsel  for  both  parties,  and  it  ap- 
pearing that  in  a  case  in  the  United  States  circuit  court  for 
the  district  of  Massachusetts,  wherein  this  complainant  is 
complainant  and  the  Walworth  Manufacturing  Company  is 
defendant,  and  in  which  the  proofs  by  agreement  are  the 
same  as  in  this  cause,  the  bill  has  been  dismissed  ;  this  court, 
following  the  findings  in  the  said  cause,  doth  order  that  the 
bill  of  complaint  herein  do  stand  dismissed  out  of  this  court 
with  costs  to  be  paid  by  complainant.  Whereupon  com- 
plainant prays  an  appeal  which  is  allowed,  and  the  amount 
of  the  appeal  bond  fixed  at  $1,000. 

The  following  are  the  drawings  and  specifications  of  Gil- 
bert &  Barker's  letters  patent  and  drawing  of  the  Meriden 
machine : 
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J.    F.   BARKER,     OP    SPRINGFIELD,     MASSACHU- 
SETTS, AND  C.  N.  GILBERT,  OF  NEW  YORK,  N.  Y. 

Letters  Patent  No.  93^268^  dated  August  3,  1869.     Improved  Ap- 
paratus for  Carbureting  Air. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  J.  F.  Barker,  of  Springfield,  in  the 
county  of  Hami)den  and  S^te  of  Massachusetts,  and  C.  N. 
Gilbert,  of  the  city,  county,  and  State  of  New  York,  have 
invented  a  new  and  useful  improvement  in  apparatus  for 
carbureting  air ;  and  we  do  hereby  declare  that  the  follow- 
ing is  a  full,  clear,  and  exact  description  thereof,  reference 
being  had  to  the  accompanying  drawings,  making  a  part  of 
this  specification,  and  to  the  letters  of  reference  marked 
thereon,  in  which — 

Figure  1  is  a  view  showing  the  general  arrangement  of  the 
carburetor,  with  the  pump  or  meter- wheel  which  drives  the 
air  tlirough  the  carburetor,  together  wdth  tlie  connecting- 
pipes  and  the  coil  and  pipes  fco*  heating  the  oil  contained 
within  the  carburetor. 

Our  invention  relates  to  the  apparatus  used  for  carburet- 
ing air  in  the  manufacture  of  illuminating-gas,  and  consists 
in  the  arrangement  of  the  gas  with  the  meter- wheel  or  pump 
for  driving  the  air  through  said  carburetors  to  the  burners, 
and  the  coil  and  heating-pipes  for  evaporating  the  oil  vidthin 
the  carburetor,  whereby  tlie  whole  apparatus  is  rendered 
perfectly  safe  with  regard  to  life  and  property  in  the  build- 
ing lighted,  the  carburetor  being  situated  in  a  vault  or  house 
away  from  the  building  to  be  lighted  while  the  heating  ap- 
paratus and  the  pump  or  meter- wheel  are  within  the  build- 
ing to  be  lighted,  and  where  they  can  be  easily  and  quickly 
reached  and  under  perfect  control  of  the  occupant  of  the 
house. 

That  others  skilled  in  the  art  may  be  able  to  make  s^id 
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use  our  invention,  we  will  proceed  to  describe  its  construc- 
tion and  arrangement  and  its  application  to  use. 

In  the  drawings  B  represents  the  cellar  of  the  building 
to  be  lighted,  and  G  the  outside  wall  of  the  house.  A  rep- 
resents a  vault  to  be  made  outside  the  cellar  of  the  building 
to  be  lighted  and  underground ;  I  being  a  manhole  tlirough 
which  to  enter  the  said  vault  when  necessary,  said  hole  be- 
ing covered  with  a  grating  or  hammered  glass  as  may  be 
desirable. 

This  vault  A  may  be  made  with  no  other  place  of  ingress 
or  egress  except  the  manhole  I,  and  the  carburetor  is  set 
therein  and  then  arched  over  the  top  with  bricks,  stone,  or 
other  material  L. 

The  meter- wheel  or  pump  C  is  set  in  the  cellar  B  of  the 
building  to  be  lighted,  the  said  wheel  or  pump  being  driven 
by  the  weight  D,  suspended  and  arranged  with  the  pulleys 
E  E'  E"  and  the  cord  S,  one  end  of  which  is  attached  to  the 
winding  drum  on  the  pump  C. 

The  pipe  P,  passing  through  the  outer  wall  G,  connects 
the  pump  C  with  the  carburetor  H,  and  furnishes  a  conduit 
for  the  passage  of  the  air  from  the  pump  C  to  the  carbu- 
retor H. 

The  heating-coil  P  is  placed  also  in  the  cellar  B  of  the 
building  to  be  lighted,  and  is  connected  by  the  pipes  R  B/ 
to  the  carburetor  C,  said  pipes  passing  through  the  wall  G. 

The  pipe  N  passes  out  the  top  of  the  carburetor  H  and 
through  the  wall  G  into  the  building  to  be  lighted,  and 
thence  into  the  distributing  pipes  into  the  burners. 

All  the  apertures  in  the  wall  G  through  which  the  pii)es 
pass  may  be  made  tight  around  the  pipes,  so  that  there 
shall  be  no  leakage  of  gas  from  the  vault  A  through  said 
apertures  into  the  cellar  B. 

It  is  evident  that  the  vault  A  may  be  made  at  any  desira- 
ble distance  from  the  cellar  B,  the  pii)e8  being  laid  in  the 
ground  and  x>assing  through  the  wall  G.  Large  manufac- 
.  tories  may  be  lighted  in  this  way,  the  vault  A  being  made 
fifty  feet  or  even  more  from  the  building  to  be  lighted,  so 
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that  the  jxwsibility  of  any  accident  resulting  from  the  es- 
cape of  gas  from  the  carburetor  shall  be  entirely  removed, 
as  there  will  then  be  no  vessel  containing  gas  within  or  near 
the  building  to  be  lighted. 

It  will  be  seen  that  all  the  apparatus  which  requires  care 
is  situated  within  the  cellar  B. 

O  is  a  small  gas-pipe  supplying  gas  to  the  burner  under 
the  coil  P,  and  whenever  it  becomes  necessary  to  heat  the 
oil  in  the  carburetor  it  is  easily  done  by  lighting  the  burner 
under  the  coil,  and  the  water  or  other  heating  fluid  rises 
in  the  coil  as  it  becomes  heated,  passes  through  the 
lower  pipe  R  into  and  up  through  the  carburetor,  out 
through  the  upper  pipe  R  and  down  into  the  lower  part  of 
the  coil  again  ;  and  a  constant  circulation  of  hot  water  is 
kept  passing  through  the  carburetor  H  as  long  as  the  gas  is 
kept  lighted  under  the  coil  P. 

The  pump  C,  and  coU  P,  being  the  only  parts  of  the  ap- 
paratus which  require  daily  care,  are  within  easy  access  of 
the  x>ersons  having  charge  of  the  apparatus,  and  can  be  at- 
tended to  by  descending  into  the  cellar,  while  the  carbu- 
retor, being  once  filled,  need  require  no  care  for  months, 
the  occasional  attentions  requisite  being  given  to  it  by  de- 
•  scending  through  the  manhole  I. 

It  is  evident  that  the  meter-wheel  may  be  driven  by  a 
spring  applied  to  the  drum,  or  other  mechanical  power, 
which  would  be  an  equivalent  to  the  suspended  weight  and 
cord. 

We  are  aware,  however,  that  a  meter-wheel  has  been 
driven  by  a  suspending  or  descending  weight,  and  also  by 
other  applications  of  mechanical  power,  and  we  do  not 
claim  the  same  irrespective  of  our  arrangement  of  the  wheel 
with  the  carburetor  and  the  connecting-pipes ;  neither  do 
we  claim  the  combination  of  a  meter- wheel  with  a  carbu- 
retor ;  but  having  described  our  invention,  what  we  claim 
as  new  and  desire  to  secure  by  letters  patent  is — 

1.  The  arrangement  of  the  carburetor  with  a  meter-wheel, 
said  wheel  being  driven  by  a  descending  weight  or  other 
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equivalent  mechanical  power  applied  to  force  the  air  through 
the  carburetor  to  the  burners,  said  carburetor  being  placed 
within  a  vault  by  itself,  separate  from  the  building  to  be 
lighted,  the  whole  arranged  and  connected  with  pipes,  sub- 
stantially as  herein  described  and  set  forth. 

2.  The  heating-coil  P  and  pipes  R  R',  connected  with  a 
carburetor,  said  carburetor  being  placed  within  a  vault  by 
itself,  while  the  coil  is  placed  within  the  cellar  or  building 
to  be  lighted,  the  whole  arranged  substantially  as  herein 
described  and  for  the  purpose  specified. 

J.  P.  BARKER. 
C.  N.  GILBERT. 
Witnesses : 

T.  A.  Curtis, 

E.    J.    TOMMER. 

The  Griflin  machine  was  in  general  form  like  a  sardine 
box ;  the  air-forcing  apparatus  consisted  of  piston,  air 
pumps  bolted  to  a  horizontal  bed-plate  which  were  operated 
by  steam-engines,  the  cylinders  of  which  were  bolted  to  the 
opposite  end  of  the  same  bed-plate ;  the  gas-generators  were 
set  in  an  apartment  in  the  cellar  of  the  building  to  be  lighted; 
the  engines  and  puAps  were  set  at  some  i)oint  adjacent 
thereto. 

The  Griffin  machine  was  made  in  another  form  which  was 
more  especially  designed  for  lighting  private  residences ; 
the  air-forcing  apparatus  consists  of  a  bellows  which  was  sup- 
ported in  square  frame- work  and  was  operated  by  a  descend^- 
ing  weight,  the  gas-generator  set  on  top  of  the  frame- work 
that  supported  the  bellows,  the  whole  apparatus  forming  the 
machine  complete  in  itself,  which  was  commonly  set  in  the 
cellar  of  the  building  lighted. 

These  two  cases  were  argued  together,  Mr.  E.  E.  Wood 
filing  a  supplemental  brief  for  appellees  in  the  latter  case. 

Messrs,  Stanley^  Brown^  and  Clarke^  for  appellants : 
The  first  claim,  which  is  the  only  ^ne  infringed,  covers 
both  the  combination  of  the  elements  specified  and  their 
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location  or  relationship.  These  elements  are :  the  carburtor, 
the  meter- wheel ;  witli  pulleys,  cord,  and  weight ;  and  the 
connecting  pii)es  ;  and  they  are  all  old.  It  is  very  notice- 
able that  a  particular  form  of  air  forcing  apparatus  is 
specified  and  daiined.  In  view  of  the  fact  that  many  other 
air-forcing  devices  were  then  in  use,  the  singular  narrow- 
ness of  this  claim  shows  that  it  was  advisedly  confined  to 
the  meter- wheel,  and  it  is  the  duty  of  the  court  to  construe 
it  narrowly,  if,  in  view  of  the  state  of  the  art,  a  narrow  con- 
struction is  necessary  to  save  the  patent. 

TurriU  v.  Railroad  Co.,  1  Wall.  491  [7  Am.  &  Eng.  202.] 

The  question  of  the  patentability  of  the  invention  set 
forth  in  the  patent  is  not  raised  by  the  answer,  and  should 
not  be  considered  by  the  court.  But,  assuming  that  the 
question  of  patentability  is  open  to  discussion,  it  must  be 
held,  that  the  arrangement  and  combination,  set  forth  in 
the  first  claim  was  patentable.  The  patent  itself  is  prima 
facie  evidence  of  this.     Many  ?).  Sizer,  1  Fish.  19. 

The  changes  patentees  made  were  certain]  y  an  improve- 
ment because  their  machine  has  entirely  superseded  all 
other  forms  of  automatic  machines.  This  is  conclusive  proof 
of  the  utility  of  the  improvement,  and  raises  a  strong  pre- 
sumption of  its  patentable  novelty. 

Smith  ?).  Goodyear  D.  V.  Co.,  93  U.  S.  486  [10  Am.  k  Eng. 
1;]  Roberts  ©.  Dickey,  4  Pish.  539  ;  Hall  z).  Niles,  2  Blatch. 
194. 

When  an  inventor  substitutes,  for  one  of  the  elements  of 
an  old  combination,  an  element  which  performs  both  the 
function  of  the  discarded  element  and  an  additional  func- 
tion besides,  he  makes  a  patentable  improvement.  Irwin  v. 
Dane,  9  O.  G.  642 ;  Foss  ?).  Herbert,  2  Fish.  31. 

None  of  the  machines  claimed  to  have  been  in  prior  use 
embraced  a  meter- wheel  pump  within  the  building,  and  a 
carburetor  in  a  vault  outside  of  the  building. 

Machines  set  wholly  outside  of  the  building  do  not  con- 
tain the  patentees'  invention.     Machines  having  the  air- 
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forcing  apparatus,  driven  by  steam  or  water  power,  do  not 
contain  tlie  patentees'  invention. 

No  device  is  the  mechanical  equivalent  of  another,  unless 
it  i)erf onus  the  same  function  and  in  the  same  way.  Gould 
V.  Bees,  16  Wall.  194  [9  Am.  &  Eng.  39;]  Eames  v.  Gk)dfrey, 
1  Wall.  78  [7  Am.  &  Eng.  158;]  Union  Sugar  Refining  Co. 
V.  Matthiessen,  2  Pish.  600 ;  Machine  Co.  v.  Murphy,  97  U. 
S.  125  [11  Am.  &  Eng.  494 ;]  Werner  v.  King  [11  Am.  & 
Eng.  419 ;]  GiU  v.  Wells,  22  WaU.  1  [9  Am.  &  Eng.  471 ;] 
Cahoon  v.  Ring,  1  Fish.  397. 

Mr.  Causten  Browne^  for  appellees : 

We  submit  that  the  pump  in  the  Meriden  factory  appa- 
ratus was  the  well-known  substitute  or  equivalent  for  the 
meter- wheel  pump,  and  well  known  as  such  substitute,  per- 
forming the  same  function  in  the  combination  and  arrange- 
ment that  the  meter- wheel  pump  is  described  in  the  patent 
as  i)erf  orming. 

In  Seymour  o.  Osborne,  11  Wall.  556  [8  Am.  &  Eng.  290,] 
this  court  said,  "  The  withdrawal  of  one  ingredient  and  the 
substitution  of  another,  which  was  well  known  at  the  date 
of  the  patent  as  a  proper  substitute  for  the  one  withdrawn, 
is  a  mere  formal  alteration  of  the  coTribinaiion^  if  the  in- 
gredient substituted  performs  substantially  the  same  func- 
tion as  the  one  withdrawn."  "  Authorities  concur  that  the 
substantial  equivalent  of  a  thing,  in  the  sense  of  the  patent 
law,  is  the  same  as  the  thing  itself  ^  Machine  Co.  v. 
Murphy,  97  U.  S.  120  [11  Am.  &  Eng.  494;]  Gould  v,  Rees, 
15  Wall.  193  [9  Am.  &  Eng.  39;]  Union  Sugar  Ref.  Co.  n, 
Matthiessen,  3  Cliflf.  639. 

The  appellants'  case  admits  that  the  meter- wheel  pump 
had  been  used  for  forcing  air  through  the  carburetor  when 
the  pump  and  carburetor  were  together  in  the  building  to 
be  lighted,  and  it  cannot  be  denied  that  the  same  pump  had 
been  used  for  the  same  purpose  when  the  pump  and  car- 
buretor were  together  in  a  vault  outside  of  the  building  to 
be  lighted  ;  and  in  each  case,  whatever  may  have  been  the 
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objection  as  to  safety ^  it  is  not  pretended  that  there  was  any 
difference  whatever,  in  kind  or  in  degree,  between  the  opera- 
tion of  the  meter- wheel  pump  in  either  of  the  cases,  and  its 
operation  when  used  under  the  arrangement  described  in 
the  patent.  See  Tufts  n.  Boston  Machine  Co.,  1  Holmes, 
461 ;  Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng. 
221 ;]  Dunbar  v.  Myers,  94  U.  S.  199  [11  Am.  &  Eng.  59;] 
Harwood  rj.  Railway  Co.,  11  H.  of  L.  Cas.  223 ;  Bean  t>. 
Small  wood,  2  Story,  411. 

On  the  face  of  the  patent,  the  invention  claimed  is  patent- 
able if  new.  Our  defence  is  that  it  is  not  substantially  dif- 
ferent from  what  is  old.  The  fault  found  with  the  early 
machines  was  that  the  carburetor  wa^  in  the  building.  This 
was  provided  for  by  the  Mansfield,  Pramingham,  and  Tren- 
ton machines,  which  had  the  carburtor  in  a  vault  outside 
of  the  building.  This  was  done  in  the  year  preceding  the 
plaintiffs'  invention,  and  entirely  met  the  objections  of  the 
underwriters. 

All  that  remained  was,  as  a  matter  of  convenience  to  put 
the  pump  of  those  machines  in  the  house,  as  the  pump  of 
the  Meriden  apx)aratus  had  been  put.  And  this  was  what 
the  patentees  did,  and  all  they  did. 

Mr,  E.  E.  Wood^  for  appellees  in  second  case : 

The  first  claim  of  complainants  is  substantially  antici- 
pated and  void  for  want  of  novelty.  Because  in  view  of  the 
state  of  the  art,  peculiar  arrangement  claimed  did  not  in- 
volve the  exercise  of  invention,  nor  produce  any  new  result. 

The  patent  is  for  a  mere  arrangement  of  old  devices  for 
convenience  simply,  which  arrangement  involves  no  change 
in  the  functions  of  the  various  parts  and  secures  no  new 
results  ;  and,  therefore,  in  the  eye  of  the  law  is  not  patent- 
able. Hailes  v.  Van  Wormer,  20  Wall.  353  [9  Am.  &  Eng. 
340;]  Kirty  /).  Beardsley,  3  Pish.  266 ;  Dane  v.  111.  Iron  Co., 
3  Biss.  374 ;  Bell  7>.  Daniels,  1  Pish.  372. 

It  is  too  clear  to  argue  that  the  use  of  an  old  device  in  a 
known  manner,  with  a  known  machine,  to  produce  obvious 
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results  is  not  patentable  under  the  law.  It  is  double  use. 
Stimpson  v.  Woodman,  10  Wall.  117  [8  Am.  &  Eng.  221;] 
Tucker  v.  Spaulding,  14  Wall.  453  [8  Am.  &  Eng.  474;] 
Bailey  Washing  Machine  Co.  v.  Lincoln,  4  Fish.  386. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court :  * 

The  decree  in  each  of  these  cases  is  affirmed. 

We  think  the  Meriden  machine  was  substantially  the 
same  as  that  of  the  complainants  except  in  respect  to  the 
air-forcing  apparatus  and  that  it  was  not  a  patentable  in- 
vention to  substitute  the  meter- wheel  pump  for  that  appa- 
ratus. 

Omitted  In  U.  8. 

Patent  In  suit  s 

No.    93,268.      Gilbert    &     Barker.       August  3,  1869.      Ap- 
paratus for  Carbureting  Air. 

Other  Suits  on  Same  Patent: 

Gilbert  &  Barker  Mfg.  Co.  v.  Tirrell,  12  Blatch,  144;  8  O.  G.  2; 

1  Ban.  &  Ard.  315. 
Gilbert  &  Barker  Co.  v.  Walworth,  2  Ban.  &  Ard.  271;  9  O.  G.  746. 
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1.  Substitution  of  a  known  equivalent  not  involving  invention. 
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Transcript  of  record.  R,  S.  698  construed.  Transmission  of  orig- 
inal papers  on  appeal,  Bill  of  review — newly-disconered 
evidence/liscretion  of  court.     Notice  of  special  matter. 

1.  In  the  court  below  a  bill  of  review  was  sustained  and  the  origi- 

nal decree  affirming  the  validity  of  the  patent  reversed.  At 
the  same  term  an  appeal  from  the  decree  to  the  Supreme  Court 
was  allowed  and  the  following  order  made:  "And  it  is  ordered 
by  the  court  that  the  clerk  of  this  court  transmit  to  the  Su- 
preme Court  of  the  United  States  the  original  exhibits,  patent 
certificates,  schedules,  drawings,  and  models  on  file  along  with 
and  as  a  part  of  the  record  and  transcript  in  this  cause."  In 
making  up  the  transcript  of  the  record  the  clerk  below  omitted 
all  the  affidavits  filed  with  the  bill  of  review  and  answer 
thereto  and  sent  up  the  originals.  In  printing  the  record  for 
the  use  of  the  court  those  affidavits  were  omitted,  and,  the 
court  declining  to  allow  them  to  be  used  at  the  hearing  on 
that  account,  the  appellant  moved  that  they  be  printed  and  the 
hearing  suspended  until  that  could  be  done  :  Held^  that  the 
original  affidavits  attached  as  exhibits  to  the  bill  of  review  and 
answer  thereto,  and  thus  sent  up  by  the  clerk  below,  were  no 
part  of  the  transcript  in  the  cause,  and  could  not  be  considered 
a  part  of  the  proof,  and  that  the  motion  to  print  them  must 
therefore  be  overruled,     (p.  307.) 

2.  Construing  section  698  of  the  Revised  Statutes  in  the  light  of 

those  from  which  it  was  taken  and  the  practice  that  had  pre- 
vailed in  the  courts,  which  it  was  intended  to  confirm,  the 
power  of  the  courts  below,  and  of  the  Supreme  Court,  over 
the  transmission  of  original  papers  on  appeal  is,  and  should  be, 
*  See  Explanation  of  Notes,  page  III.. 
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confined  to  such  as  require  actual  inspection  as  originals  in 
order  to  give  them  their  full  effect  in  the  determination  of  the 
suit.     (p.  310.) 

3.  The  Supreme  Court  will  not  undertake  to  control  the  discretion 

of  the  courts  below  in  sending  up  papers  which,  in  their  judg- 
ment, require  inspection ;  but  where  papers  come  up  that 
ought  not  to  have  been  sent,  the  language  of  the  order  will  be 
carefully  examined  to  see  whether  such  papers  are  included  in 
its  provisions,     (p.  310.) 

4.  Prudence  requires  that  papers  which  properly  belong  to   the 

files  of  a  court  should  never  be  removed,  except  in  case  of  pos- 
itive necessity,  and  anything  which  has  an  opposite  tendency 
should  be  promptly  discouraged,     (p.  310.) 

5.  There  is  no  universal  or  absolute  rule  which  prohibits  the  courts 

from  allowing  the  introduction  of  newly-discovered  evidence 
under  a  bill  of  review  to  prove  facts  which  wfere  in  issue  on  a 
former  hearing  of  a  patent  cause;  but  the  allowance  of  it  is  not 
a  matter  of  right  in  the  party,  but  of  sound  discretion  in  the 
court,  to  be  exercised  cautiously  and  sparingly,  and  only  under 
circumstances  which  demonstrate  it  to  be  indispensable  to  the 
merits  and  justice  of  the  cause,     (p.  312.) 

6.  In  the  original  answer  a  prior  invention  of  one  Young  was  set 

up  which,  it  was  said,  was  like  that  of  Craig,  and  the  public 
use  of  the  machine,  with  the  consent  and  allowance  of  Young, 
in  Mobile  and  Memphis.  The  new  matter  alleged  in  the  bill 
of  review  related  to  other  machines  used  in  other  places  :  Hdcl^ 
that  in  legal  effect  the  bill  of  review  gave  new  notice  of  prior 
knowledge  and  use  by  different  persons  and  in  different  places 
from  those  set  out  in  the  answer,  and  that,  as  it  was  filed  more 
than  thirty  days  before  the  final  submission  of  the  cause,  all 
the  requirements  of  sec.  4920  of  the  Revised  Statutes  were 
substantially  complied  with.     (p.  312.) 

[Citations  in  the  opinion  of  the  ooort :] 
Wood  17.  Mann,  2  Sumn.  317.    p.  312. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Kansas. 
The  case  is  stated  by  the  court. 
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Mr.  Charles  S,  Whitman^  for  appellant : 

The  matter  alleged  in  the  bill  of  review  existed  at  and 
prior  to  the  hearing,  and  might  have  been  produced  by  the 
nse  of  reasonable  diligence.  Dexter  v,  Arnold,  6  Mas.  312; 
Massie  v.  Graham,  3  McLean,  11 ;  Jenkins  v.  Prewitt,  7 
Blatch.  329 ;  Stevens  v.  Hey,  16  Ohio,  313 ;  Hughes  v.  Jones, 
2  Md.  Ch.  Dec.  293 ;  Robinson  v.  Sampson,  26  Maine,  11  ;• 
Bingham  v,  Dawson,  Jacob,  243 ;  Livingston  v.  Hubbs,  3 
Johns.  Ch.  124 ;  Rindleton  v.  Fay,  3  Paige,  204 ;  Ord  v. 
Noel,  6  Mad.  127 ;  Young  v.  Kerghly,  16  Ves.  348 ;  Wiser 
V.  Blachly,  2  Johns.  Ch.  488;  Barron  v.  Bhinelander,  3 
Johns.  Ch.  160. 

Messrs,  TJiormis  L  Gardner^  Jno.  Outhrie^  Jas.  Cole- 
man^ and  Matt  H.  Carpenter^  for  appellees : 

The  cause  coming  on  to  be  heard  by  the  court  upon  the 
bill  of  complaint,  answer,  and  depositions,  an  injunction 
was  awarded,  with  an  account  for  damages  and  profits.  But 
the  then  defendants  to  the  bill  of  complaint  having,  after  the 
decision  of  the  cause,  came  into  the  possession  of  newly- 
discovered  facts  and  testimony  mainly  documentary,  filed 
in  the  court  their  petitition  and  supplemental  petition  for 
rehearing.  But  the  decree  having  been  enrolled  prior  to 
the  filing  of  the  said  petitions  of  the  then  defendants  for 
rehearing,  these  petitions  were,  by  the  consent  of  the  par- 
ties, treated  as  a  bill  of  review,  and  the  decision  theretofore 
rendered  was  reversed  upon  full  consideration,  and  the  bill 
of  injunction  dismissed. 

The  devices  are  wanting  in  novelty,  having  been  in  general 
use  by  the  public.  Curtis  on  Pats.  p.  82 ;  Pennock  v  Dia- 
logue, 2  Pet.  1  [4  Am.  &  Eng.  217;]  Miller  v.  Silsbee,  4  Mas. 
108 ;  Treadwell  z).  Bladen,  4  Wash.  703. 

The  use  of  one  of  several  devices  of  a  combination  is  no 
infringement.  Curtis  on  Pats.  101  c;  Prouty  v.  Ruggles, 
16  Pet.  336  [4  Am.  &  Eng.  351;]  Silsby  v.  Foote,  14  How. 
219  [5  Am.  &  Eng.  411;]  McCormick  v.  Talcott,  20  How. 
402  [6  Am.  &  Eng.  410;]  Vance  v.  Campbell,  1  Black,  427; 
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[7  Am.  &  Eng.  117;]  Eames  v.  Godfrey,  1  Wall.  78  [7  Am. 
&  Eng.  158;]  Brooks  v.  Bicknell,  4  McLean,  30 ;  Parker  v. 
Haworth,  4  McLean,  370 ;  Latta  v.  Shawk,  1  Fish.  476;  Lee 
V.  Blandy,  2  Pish.  39 ;  Swift  v.  Whisen,  3  Pish.  343 ;  Cromp- 
ton  V.  Belknap,  3  Pish.  636 ;  Union  Sugar  Refinery  Co.  v. 
Matthiessen,  2  Pish.  600. 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court: 

(a)  Craig,  the  appellant,  on  the  2d  of  Pebruary,  1872,  filed 
a  bill  in  equity  against  the  defendants  in  the  Circuit  Court 
to  enjoin  them  from  using  an  improved  well-tube,  for  which 
he  claimed  to  have  a  patent.  The  defendants  answered, 
attacking  the  validity  of  the  patent :  1.  Because  the  pat- 
ented invention  had  been  described  in  a  certain  printed 
publication  publicly  circulated  and  distributed  prior  to  the 
supposed  discovery  by  Craig;  (J)  2.  Because  it  had  been  an- 
ticipated by  certain  other  persons  whose  names  and  places 
of  residence  were  given;  and,  3.  Because  it  had  been  in 
public  use  more  than  two  years  before  the  date  of  the  alleged 
patent.  A  replication  to  this  answer  was  filed,  and  proofs 
taken.  The  cause  was  heprd  June  6,  1873,  and  a  decree 
entered  sustaining  the  patent,  (c)  and  ordering  a  reference 
to  a  master  to  take  an  account  of  profits.  The  master  made 
his  report  December  12,  1873,  and  on  the  same  day  leave  {d) 
was  granted  the  defendants  by  the  court  (e)  to  file  a  petition 
for  rehearing  within  forty  days.  This  petition  was  filed 
January  21,  1874,  and  set  forth  that,  since  the  hearing, 

'100  U.  8.  291. 

(a)  Otto  substitutes  for  from  a  to  &,  **  Samuel  F.  Craig,  the  appellant,  on 
the  2d  of  February,  1872,  filed  in  the  Circuit  Court  a  bill  inequity  against 
Jacob  Smith  and  George  D.  Hale  to  enjoin  them  from  using  an  improved  well- 
tube,  for  which  he  claimed  to  have  letters  patent  from  the  United  Stiites,  bear- 
ing date  June  11th,  1867.  They  answered,  attacking  the  validity  of  the  letters 
patent:  1.  Because  the  patented  invention  had  been  described  in  a  certain 
printed  publication  publicly  circulated  and  distributed  prior  to  his  sappoeed 
invention  ; "  ^ 

(c)  Otto  inserts  '*  awarding  an  ii^unction.'' 

(d)  otto  omits  from  dU>e, 
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the  defendants  had  discovered  evidence  of  new  and  sub- 
stantive  facts  which  they  had  not  been  able  to  discover  be- 
fore, and  which  they  were  advised  and  believed  were  mate- 
rial and  pertinent  to  the  issues.  This  new  matter  was :  1. 
A  (/)  patent  to  Charles  Batcheller,  of  Keene,  New  Hamp- 
shire, as  early  as  December  12, 1865,  for  an  invention  alleged 
to  be  substantially  like  that  of  Craig ;  and,  2.  an  extensive 
prior  knowledge  and  use  during  the  years  1866  and  1866,  in 
various  places  throughout  the  tfnited  States,  of  well-tubes 
in  all  material  respects  like  that  in  dispute.  The  names 
and  places  of  residence  of  twenty-five  i)ersons  who  had  this 
prior  knowledge  of  the  thing  patented,  and  who  knew  of  its 
prior  use,  were  given,  and  in  addition  affidavits  of  each  one 
of  these  persons,  showing  what  they  knew  and  had  eeen, 
were  attached  to  the  petition  as  exhibits.  The  petition 
further  stated  that  the  defendants  were  general  hardware 
dealers  at  Topeka,  Kansas,  and  (g)  sold  the  well-tubes, 
claimed  to  be  an  infringement,  in  their  business;  {h)  that 
when  the  suit  was  commenced  they  employed  counsel,  nam- 
ing him,  to  conduct  their  defence ;  that,  as  they  believed, 
he  used  due  diligence  in  procuring  evidence,  but  that  not- 
withstanding his  and  their  efforts  they  never  really  obtained 
any  available  clew  to  the  facts  until  after  the  former  hear- 
ing ;  that  the  patent  to  Batcheller  was  not  found  until  Sep- 
tember, 1873,  and  it  was  after  that  date  when  they  actually 
ascertained  that  they  could  prove,  by  the  persons  named, 
the  facts  set  out  in  the  affidavits,  made  exhibits:  ''That, 
since  the  commencement  of  the  suit,  through  all  such  likely 
sources  as  they  could  discover  or  were  informed  of,  the  said 
defendants  have  made  persistent  inquiry  and  search  after 
the  facts  material  and  pertinent  to  the  issues  in  said  cause ; 
but  owing  to  the  often  uncertain  character  of  their  inf orma- 

lOO  U.  S.  397-«]iS. 

(/)  otto  Substitutes  for  ''A,"  *'  Letters  patent  issued  by  the  United  States 
to  Chas.  Batcheller." 

{g)  Otto  substitutes  for  from  ffioh  **in  the  course  of  their  businesc  sold  the 
iveU-tubes,  claimed  to  be  an  infringement.'' 
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tion,  the  scattered  situation  of  the  sources  of  information, 
and,  withal,  the  delay  and  obstacles  not  easily  surmounted, 
which  were  necessarily  attendant  upon  such  inquiry  and 
search,  they  wholly  failed  to  discover  any  of  the  evidence 
herewith  exhibited  until  long  after  the  submission,  hearing, 
and  decree  in  said  cause  aa  aforesaid."  Attached  to  the 
petition  as  an  exhibit  was  an  affidavit  of  the  counsel  show- 
ing his  diligence  in  the  premises.  The  petition  was  sworn 
to  by  one  of  the  defendants. 

On  the  24th  of  January,  1874,  a  supplemental  petition 
was  filed,  setting  forth  a  considerable  number  of  rejected 
applications  for  patents  for  improvements  in  well-tubes, 
which,  it  was  claimed,  described  the  complainant's  patented 
invention.  All  the  several  applications  were  attached  to 
the  supplemental  petition  as  exhibits.  On  the  13th  of  Feb- 
ruary, 187i,  Craig  asked  and  obtained  leave  until  April  1, 
for  the  filing  of  counter  affidavits,  and  the  defendants  were 
allowed  until  May  1,  for  such  further  steps  on  their  part  as 
they  should  be  advised  were  necessary. 

(/)  On  the  27th  of  April,  Craig  filed  his  answer  to  the 
petition  and  and  supplement.  In  this  he  insisted  (/)  that 
the  newly-discovered  matter  was  wholly  inadmissible,  in  fact 
and  in  law,  for  the  purpose  of  obtaining  a  rehearing,  because 
it  all  existed  before  the  former  hearing,  and  no  sufficient 
reason  was  shown  for  the  omission  to  procure  it,  and  because 
it  was  cumulative  only.  He  then  denied  that  the  patent 
to  Batcheller  anticipated  his  invention,  and  denied  that  the 
several  persons  named  ever  saw  in  use  well-tubes  like  his 
before  his  patent  was  granted.  He  then  took  up  the  several 
affidavits  filed  with  the  petition  as  exhibits,  and  gave  his 
reasons  in  each  case  why  they  did  not  sustain  the  claims  of 
the  defendants.  In  addition  to  this,  he  produced  a  large 
number  of  counter  affidavits,  which  he  attached  and  made 
exhibits  to  his  answer. 

100  U.  S.  S28-S99. 

(i)  otto  substitutes  for  from  iioj  '*  To  the  petition  and  supplement  Craig,  on 
the  27th  of  April,  filed  his  answer,  insisting." 
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On  the  9th  of  June,  the  defendants  filed  a  replication  to 
the  answer  of  Craig,  and  on  the  same  day  the  following 
order  was  entered  on  the  journal  of  the  court : 

"This  cause  coming  to  be  further  heard  on  a  petition  of 
the  defendants  for  a  rehearing,  and  it  appearing  that  the 
decree  had  been  enrolled  before  the  said  petition  for  a  re- 
hearing was  filed  in  this  court,  it  is  ordered  by  the  court, 
the  parties  consenting,  that  the  petition  for  rehearing  stand 
as  and  for  a  bill  of  review,  and  that  the  answer  to  said  peti- 
tion stand  as  an  answer  to  said  bill  of  review,  and  that  the  repli- 
cation stand  as  a  replication  to  the  said  answer.  It  is  further 
ordered  by  the  court,  upon  the  consent  of  the  parties  hereto, 
that  the  affidavits  taken  by  the  parties  and  filed  herein  stand 
and  be  treated  as  depositions,  and  as  such  be  read  on  the 
hearing.  And  the  said  cause  being  submitted  by  the  parties 
to  the  court  on  the  original  bill,  answer,  and  replication,  and 
the  bill  of  review,  answer,  and  replication  thereto,  and  the 
proofs,  exhibits  and  drawings  exhibited  from  the  Patent 
Office,  and  models  filed  in  the  case,  as  well  those  used  on 
the  original  bill,  answer,  and  replication  as  those  taken  and 
filed  with  the  bill  of  review,  answer,  and  reply,  was  taken 
under  advisement." 

At  the  next  term,  the  bill  of  review  was  sustained,  the 
original  decree  reversed,  and  the  bill  of  the  complainant  dis- 
missed with  costs.  At  the  same  t^rm,  an  appeal  (Ic)  from 
this  decree  to  this  court  (Z)  was  allowed,  and  the  following 
order  made : 

"Audit  is  ordered  by  the  court  that  the  clerk  of  this 
court  transmit  to  the  Supreme  Court  of  the  United  States 
the  original  exhibits,  patent  certificates,  schedules,  draw- 
ings, and  models  on  file,  along  with  and  as  part  of  the  record 
and  transcript  in  this  cause." 

In  making  up  the  transcript  of  the  record,  the  clerk  be- 
low omitted  all  the  affidavits  filed  with  the  bill  of  review 
and  answer  thereto,  and  sent  up  the  originals.     In  printing 

lOO  U.  S.  SS9-280. 

(JE^  otto  substitutes  for  from  A;  to  /  *'by  Craig  fhim  this  decree.'' 
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the  record  for  the  use  of  the  court  those  affidavits  were  omit- 
ted, and  the  court  declining  to  allow  them  to  be  used  at  the 
hearing  on  that  account,  the  appellant  moved  that  they  be 
printed,  and  the  hearing  8usi)ended  until  that  could  be  done. 

It  is  necessary  to  determine  at  the  outset  whether  the  af- 
fidavits attached  as  exhibits  to  the  bill  of  review  and  the 
answer  thereto,  and  which  have  been  brought  here  as  origi- 
nal papers  and  not  copied  into  the  transcript,  will  be  con- 
sidered as  part  of  the  proofs  in  the  case. 

In  the  act  of  1803,  2  Stat,  at  L. ,  244,  which  first  authorized 
appeals  to  this  court  in  ''cases  of  equity,  of  adminiltv,  and 
i^ritime  jurisdiction,  and  of  prize  or  no  prize,"  it  ^as  pro- 
vided  "that,  upon  such  appeal,  a  transcript  of  the  libel, 
bill,  answer,  depositions,  and  all  other  proceedings  of  what 
kind  soever  in  the  cause,  shall  be  transmitted  to  the  said 
Supreme  Court ;  and  that  no  new  evidence  shall  be  received 
in  the  said  court,  on  the  hearing  of  such  appeal,  except  in 
admiralty  and  prize  causes."  Under  this  statute  it  was 
held,  in  the  case  of  The  Elsineur,  1  Wheat.,  439,  that,  where 
an  inspection  of  original  documents  was  material  to  the 
decision  of  a  prize  cause,  this  court  would  order  the  origi- 
nal paper  to  be  sent  up  from  the  court  below.  Tliis  decision 
was  made  in  1816,  and  the  next  year  the  following  rule  was 
promulgated,  2  "Wheat.,  vii :  "Whenever  it  shall  be  neces- 
sary or  proper,  in  the  opinion  of  the  presiding  judge  in  any 
circuit  court,  or  district  court  exercising  circuit  court  juris- 
diction, that  original  loapers  of  any  kind  should  be  in- 
spected in  the  Supreme  Court  on  appeal,  such  presiding 
judge  may  make  such  rule  or  order  for  the  safe-keeping, 
transporting,  and  return  of  such  original  papers  as  to  him 
may  seem  proper,  and  this  court  will  receive  and  consider 
such  original  papers  in  connection  with  the  transcript  of 
the  proceedings."  This  rule,  with  some  slight  modifica- 
tions, not  at  all  important  to  the  present  inquiry,  is  still  in 
force  as  par.  4,  Rule  8.  In  1823,  the  following  rule  was 
adopted,  8  Wheat.,  vi :     "No  cause  will  hereafter  be  heard 

lOO  U.  S.  230-Sdl. 
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until  a  complete  record  shall  be  filed,  containing  in  itself, 
without  references  aliunde^  all  the  pajjers,  exhibits,  deposi- 
tions, and  other  proceedings  which  are  necessary  to  the  hear- 
ing in  this  court."  This  rule  is  still  in  force  as  par.  3,  Rule 
8.  The  statute  law  regulating  this  subject  remained  un- 
changed until  1864,  when  the  ''Act  to  Regulate  Prize  Pro- 
ceedings and  the  Distribution  of  Prize  money,  and  for  Other 
Purposes,"  13  Stat,  at  L.,  306,  was  passed.  Section  13  of 
that  act  provided  for  appeals  in  prize  causes  direct  from  the 
district  courts,  and  for  the  transfer,  on  proper  application, 
of  causes  then  pending  in  the  circuit  courts  to  the  Supreme 
Court.     Then  followed  this  language : 

''AH  appeals  to  the  Supreme  Court  from  the  Circuit 
Court,  in  prize  causes,  now  remaining  therein,  shall  be 
claimed  and  allowed  in  the  same  manner  as  in  cases  of  ap- 
I)eal  from  the  district  court  to  the  Supreme  Court.  In 
any  case  of  appeal  or  transfer  the  court  below,  or  the  appel- 
late court,  may  order  any  original  document  or  other  evi- 
dence to  be  sent  up,  in  addition  to  the  copy  of  the  record, 
or  in  lieu  of  a  copy  of  a  part  thereof." 

From  this  it  is  clear  to  our  minds  that  it  was  the  inten- 
tion of  Congress  to  confine  its  legislation  on  this  subject  to 
prize  causes,  leaving  the  rules  of  court  alone  in  force  as  to 
other  cases ;  but  in  the  revision  of  this  statute  this  special 
provision  of  the  act  of  1864,  was  reproduced  in  section  698, 
which  is  as  follows : 

"Upon  the  appeal  of  any  cause  in  equity,  or  of  admi- 
ralty and  maritime  jurisdiction,  or  of  prize  or  no  prize,  a 
transcript  of  the  record,  as  directed  by  law  to  be  made, 
and  copies  of  the  proofs,  and  of  such  entries  and  papers 
on  tile  as  may  be  necessary  on  the  hearing  of  the  appeal, 
shall  be  transmitted  to  the  Supreme  Court :  Provided^  That 
either  the  court  below  or  the  Supreme  Court  may  order  any 
original  document  or  other  evidence  to  be  sent  up,  in  addi- 
tion to  the  copy  of  the  record,  or  in  lieu  of  a  copy  of  a  part 
thereof.    And  on  such  appeals  no  new  evidence  shall  be  re- 

lOOU.S.  931-S39. 
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ceived  in  the  Supreme  Court,  except  in  admiralty  and  prize 
causes." 

Construing  tliis  statute  in  the  light  of  those  from  which 
it  was  taken,  and  the  practice  that  had  prevailed  in  the 
courts,  which  it  was,  undoubtedly,  intended  to  confirm,  we 
think  the  power  of  the  courts  below  and  of  this  court,  over 
the  transmission  of  original  papers  to  this  court  on  appeal, 
is  and  should  be  confined  to  such  as  require  actual  inspec- 
tion as  originals  in  order  to  give  them  their  full  effect  in 
the  determination  of  the  suit.  We  will  not  undertake  to 
control  the  discretion  of  the  courts  below  in  sending  up 
papers  which,  in  theu'  judgment,  require  inspection ;  but 
where  papers  come  up  that  ought  not  to  be  sent,  we  will 
look  closely  to  the  language  of  the  order  below  to  see 
whether  they  are  included  within  its  provisions. 

Here  the  papers  which  have  come  up  are  what  were  used 
below  as  ordinary  depositions,  and  there  certainly  appears 
to  be  no  good  reason  why  they  should  not  be  copied  into  the 
transcript.  No  complaint  was  made  of  their  authenticity, 
and,  so  far  as  any  representations  have  been  made  to  us, 
there  can  be  no  i)OSsible  necessity  for  their  inspection.  The 
order  of  the  court  was  for  the  transmission  of  "The  origi- 
nal exhibits,  patent  certificates,  schedules,  drawings,  and 
models  on  file,  along  with  and  as  part  of  the  record  and 
transcript."  It  is  true  that  the  affidavits  were  attached  as 
exhibits  to  the  bill  of  review  and  answer,  but  we  think  the 
term  "exhibit"  was  not  used  in  that  sense  in  the  order. 
Tlie  evident  purpose  of  the  court  was  not  to  send  here  the 
original  of  what  was  to  be  read  simply,  but  of  what  was  to 
be  looked  at  for  the  impression  it  was  to  produce.  Tliey 
oitlered  up  what  had  been  exJiibited  below  as  contradis- 
tinguished from  wliat  had  been  read.  In  that  sense,  the 
order  conforms  to  what  has  always  been  the  practice,  from 
which  we  are  not  inclined  to  depart.  Prudence  requires 
that  papers  which  properly  belong  on  the  files  of  a  court 
should  never  be  removed,  except  in  cases  of  positive  neces- 
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sity,  and  anything  which  has  an  opposite  tendency  should 
be  promptly  discouraged  here  and  elsewhere. 

For  these  reasons,  we  hold  that  the  original  affidavits 
which  have  been  sent  up  by  the  clerk  below  are  no  part  of 
the  transcript  in  the  cause,  and  that  the  clerk  of  this  court 
was  right  in  not  having  them  printed.  The  motion  to  print 
them  now  is  also  overruled,  because,  if  printed,  they  cannot 
be  considered  by  us  a  part  of  the  proof.  This  being  so,  we 
must,  under  the  understanding  by  which  the  hearing  was 
permitted  to  go  on,  consider  the  case  as  it  was  argued ; 
that  is  to  say,  as  upon  a  demurrer  to  the  bill  of  review,  or, 
more  properly,  perhaps,  as  if  the  allegations  made  in  the 
bill  of  review  had  been  established  by  the  evidence.  In 
this  condition  of  the  case  we  may  lay  aside  all  the  allega- 
tions in  respect  to  the  prior  undiscovered  patent  issued  to 
Batcheller,  and  all  the  newly -discovered  applications  for 
patents  on  file  in  the  Patent  Office,  rejected  for  want  of 
patentability  or  otherwise.  There  is  still  left  all  that  re- 
lates to  the  newly-discovered  evidence  of  the  prior  knowl- 
edge and  use  of  machines  like  that  patented.  The  aver- 
ments as  to  this  are  full  and  complete,  and  notice  of  the 
names  and  places  of  residence  of  the  persons  alleged  to 
have  had  such  knowledge  and  to  have  seen  the  use  is  given 
with  sufficient  particularity.  If  the  averments  in  this  re- 
8i)ect  were  true,  and  the  newly-discovered  evidence  was 
such  as  could  be  made  available  bv  bill  of  review,  there  can 
be  no  doubt  that  the  original  decree  was  wrong. 

It  is  contended,  however,  that  the  evidence  could  not  be 
used  because  it  related  to  matters  which  existed  at  and 
prior  to  the  former  hearing,  and  by  the  use  of  proper  dili- 
gence it  might  have  been  found  and  produced  at  that  time, 
and  also  because  the  evidence  was  cumulative  only.  The 
bill  avers  that  due  diligence  was  used  to  find  the  evidence, 
but  without  success.  This  is  one  of  the  facts  which,  for  the 
purposes  of  this  hearing,  we  are  to  consider  as  proved  by 
the  evidence  submitted  below,  but  not  sent  here. 

100 U.S.  ass. 
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There  is  no  universal  or  absolute  rule  which  prohibits  the 
courts  from  allowing  the  introduction  of  newly-discovered 
evidence,  under  a  bill  of  review,  to  prove  facts  which  were 
in  issue  on  the  former  hearing.  ' '  But  the  allowance  of  it  is 
not  a  matter  of  right  in  the  party,  but  of  sound  discretion 
in  the  court,  to  be  exercised  cautiously  and  sparingly,  and 
only  under  circumstances  which  demonstrate  it  to  be  indis- 
pensable to  the  merits  and  justice  of  the  cause."  Such  was 
the  language  of  Mr.  Justice  Story,  in  Wood  v.  Mann,  2 
Sumn.,  334,  and  he  stated  the  rule  none  too  strongly.  In 
the  absence  of  the  evidence  produced  below,  we  are  to  pre- 
sume that  this  case  was  brought  within  this  requirement. 
In  the  original  answer,  a  prior  invention  of  one  Young  was 
set  up,  which,  it  was  said,  was  like  that  of  Craig,  and  the 
public  use  of  this  machine  with  the  consent  and  allowance 
of  Young  in  Mobile  and  Memphis.  The  new  matter  alleged 
in  the  bill  of  review  relates  to  other  machines  used  in  other 
places.  In  legal  effect,  the  bill  of  review  gave  new  notice 
of  prior  knowledge  and  use  by  different  persons  and  in  dif- 
ferent places  from  those  set  out  in  the  answer.  That  a 
proper  case  was  made  for  the  admission  of  the  evidence 
may  fairly  be  inferred  from  the  fact  that,  without  submit- 
ting that  question  to  the  court,  all  parties  went  to  a  hear- 
ing, by  consent,  \x\yon  the  merits  of  the  case  as  presented 
under  the  original  bill  and  the  bill  of  review. 

It  is  also  contended  that,  even  though  the  review  was 
right,  it  was  wrong  to  dismiss  the  original  bill  on  the  first 
hearing,  and  without  an  answer  on  file  giving  notice  of  the 
new  matter ;  that  is  to  say,  of  the  names  and  places  of  resi- 
dence of  the  persons  alleged  to  have  been  discovered,  who 
had  knowledge  of  the  prior  invention  and  prior  use,  as  re- 
quired by  section  4920  of  the  Revised  Statutes.  It  is  a  suf- 
ficient answer  to  this  to  say  that  the  cause  was  submitted 
by  the  parties  "On  the  original  bill,  answer,  and  replica- 
tion, and  the  bill  of  review,  answer,  and  replication  thereto, 
and  the  proofs,     *    *    *    as  well  those  used  on  the  origi- 
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nal  bill,  answer,  and  replication,  as  those  taken  and  filed 
with  the  bill  of  review,  answer,  and  reply. ' '  This  was  clearly 
a  submission  of  the  whole  case  on  the  merits  after  a  review 
granted.  The  bill  of  review  contained  all  the  notice  to 
Craig  that  he  could  demand,  and  as  it  was  filed  more  than 
thirty  days  before  the  final  submission  of  the  cause,  all  the 
requirements  of  sec.  4920,  Revised  Statutes,  were  substan- 
tially complied  with. 
Decree  affi/rmed. 

100  U.  S.  234. 

Blotest 

6.  Act  1790,  see.  6;  Act  1793,  sec.  6;  Act  1836,  sec.  16;  Act  1870, 
sec.  61;  R.  S.  860.  4920. 
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THE  METROPOLITAN  WASHING-MACHINE  COM- 
PANY, APPELLANTS,  v.  JAMES  YOUNG  AND  J. 
E.  YOUNG,  APPELLEES. 

Not  reported  elsewhere,  f     Oct.  Term,  1879. 

Decided  January  6,  1 880. 

Affirming  Ibidy  14  Blatch.  46;  2  Ban.  &  Ard.  460. 

1.  Claim  1  of  Reissue  No.  6,223,  A.  H.  Page,  January  7,  187»3, 
(original  patent  No.  61,680,  January  29,  1867,)  Clothes- 
Wringer  for  "  In  a  wringer  having  a  pair  of  squeezing-roll- 
ers  and  an  operating-crank  and  two  uprights  or  standards,  the 
employment  of  clamping  means  arranged  to  take  hold  of  the  tub 
at  or  near  the  base  of  each  standard,"  construed  and  limited  to  the 
combination  of  the  machine  with  a  clamping  device  of  the  specific 
construction  described  in  the  specification  and  shown  in  the  draw- 
ings, and  held  not  infringed  by  defendants,  who  use  a  different 
device,     (p.  330.) 

This  is  an  appeal  from  a  decree  of  the  Circuit  Court  of  the 
Second  Circuit  for  the  Northern  District  of  New  York  in  a 
suit  in  equity. 

The  suit  was  brought  by  the  complainants,  a  corporation 
organized  and  established  by  and  under  the  laws  of  the  State 
of  Connecticut,  against  the  defendants,  together  with  one 
John  Young,  as  co-partners,  and  as  such  for  infringing  upon 
two  several  letters  patent  of  the  United  States,  namely,  re- 
issue No.  6,223  and  reissue  No.  5,225,  granted  to  the  com- 
I)lainants  for  new  and  useful  improvement  in  clothes- 
vmngers. 

The  original  patent  was  granted  to  the  inventor,  Alby  H. 
Page,  of  South  Boston,  Massachusetts,  August  18,  1869.  It 
was  afterwards  assigned  to  complainants,  and  they,  on  the 
7th  day  of  January,  1873,  surrendered  the  said  patent  and 
it  was  reissued  to  them  in  three  parts  or  divisions. 

In  reissue  No.  6,223,  there  are  three  claims,  the  first  of 
which  only  it  was  claimed  the  defendants  had  infringed. 

t  This  case  has  been  omitted  from  aU  reports  of  U.  S.  Supreme  Court  cases, 
and  is  here  published  for  the  first  time. 
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The  opinion  given  in  the  court  below,  and  rei)orted  14 
Blatch.  46,  from  which  this  appeal  is  taken,  is  as  follows : 

Wallace,  J. : 

The  complainants  are  owners  of  letters  patent  originally- 
issued  on  the  invention  of  Alby  H.  Page,  January  29,  1867, 
for  an  improvement  in  clothes- wringers,  and  reissued  to  the 
Metropolitan  Washing-Machine  Company,  January  7, 1873, 
in  three  divisions.  The  improvement  relates  to  a  device  for 
fastening  the  wringers  to  tubs  of  various  sizes.  Infringe- 
ment is  predicated  upon  tlie  first  claim  only  in  the  reissued 
patent,  division  A,  the  other  claims  liaving  been  abandoned 
in  the  argument.     That  claim  reads  as  follows : 

"  In  a  wringer  having  a  pair  of  squeezing-rollers  and  an 
operating-crank  and  two  uprights  or  standards,  the  employ- 
ment of  clamping  means  arranged  to  take  hold  of  the  tub 
at  or  near  the  base  of  each  standard." 

The  defendants  rely  upon  three  defences  to  the  action, 
insisting,  first,  that  Page,  the  inventor  of  the  alleged  im- 
provement, had  abandoned  it  to  the  i)ublic  ;  second,  that, 
if  the  claim  is  construed  to  cover  all  clamping  devices  for 
such  machines,  it  is  void  for  want  of  novelty  ;  and,  third, 
that,  if  the  claim  is  limited  to  clamping  devices  of  the  par- 
ticular character  described  in  the  specification  and  shown 
in  the  drawings,  the  defendants  do  not  infringe.  I  do  not 
deem  it  necessary  to  pass  upon  any  but  the  last  of  these  de- 
fences. In  my  view,  the  true  construction  of  the  patent 
limits  the  claim  to  a  combination  of  the  machine  with  a 
clamping  device  of  a  sj^ecific  construction,  which  the  de- 
fendants have  not  adopted.  Construing  the  claim  as  favor- 
ably as  its  language,  the  state  of  the  art,  and  the  extent 
and  character  of  the  actual  invention  will  permit,  it  must  be 
limited  to  a  combination  in  which  the  swivel,  or  its  equiva- 
lent, is  employed  as  one  of  the  parts  of  the  clamping  device. 
It  cannot  be  sustained  as  a  broad  claim  for  any  kind  of 
''clamping  means  arranged  to  take  hold  of  the  tub  at  or 
near  the  base  of  each  standard  "  of  the  wringing  apparatus. 
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It  is  to  be  read  with  reference  to  the  specification,  and  as 
though  the  words  ''substantially  as  described"  were  in- 
serted. It  is  conceded  that  all  that  Page  contemplated  was 
to  effect  a  new  organization  of  the  clothes- wringers  in  use, 
by  combining  wringing  appaiiitus  similar  to  that  in  the  Al- 
lendar  machine  with  a  device  for  clamping  it  to  tubs  and 
vessels,  so  that  the  wringing  apparatus  could  be  adjusted 
without  further  adaptation  to  the  tubs  and  vessels  of  differ- 
ent forms  and  sizes,  and  detached  at  pleasure.  Prior  to 
his  first  application  for  a  patent,  the  most  popular  wring- 
ing-machines  were  a  part  of  the  vessel  itself,  or  were  made 
part  of  a  bench  or  frame.  Wringers  of  various  construc- 
tion had  been  made  to  be  attached  to  a  tub  or  other  vessel, 
but  none  like  the  Allendar  machine  had  been  made  which 
could  be  adjusted  in  a  satisfactory  way  to  the  tubs  and  ves- 
sels differing  in  size  or  fonn.  It  was  the  aim  of  Page  to 
supply  this  want.  Clamping  devices  were  a  well-known 
means  of  fastening  machines  to  chairs,  benches,  platforms, 
tables,  and  other  articles.  Tlie  combination  of  a  well-known 
wringing  apparatus  with  a  tub  or  vessel,  by  means  of  a  well- 
known  clamping  device,  would  not  be  patentable,  unless 
some  new  and  useful  result  due  to  the  combination  would 
ensue.  It  is  difficult  to  see  how  any  new  result,  in  a  pat- 
entable sense,  could  follow  from  combining  the  wringing 
apparatus  with  a  device  for  fastening  it  upon  a  tub,  unless 
there  should  be  something  in  the  device  peculiarly  adapted 
to  cooperate  with  the  wringing  apparatus.  Such  a  result 
would  not  follow  from  the  employment  of  the  ordinary 
clamp,  or  of  two,  one  at  or  near  the  base  of  each  standard 
of  a  wringer  with  two  standards.  Nor  would  it  necessarily 
follow  because  the  clamping  device  might  be  such  as  to 
adapt  the  wringing  apparatus  to  tubs  of  different  sizes ;  be- 
cause the  aggregation  of  devices,  each  of  which  is  old,  so 
that  each  may  work  out  its  own  effect,  without  the  produc- 
tion of  something  novel  arising  from  the  cooperation  of  the 
devices,  is  not  a  new  result.  Clamps  are  usually  placed  at 
the  point  which  will  give  the  greatest  stability  to  the  mar 
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chine.  This  may  be  near  the  base  of  the  support  of  the  ma- 
chine. If  there  are  two  supports,  it  is  quite  possible  that  a 
clamp  on  one  may  suffice  to  attach  the  machine  sufBciently. 
If  it  does  not,  and  two  are  used,  the  result  is  but  an  aggre- 
gation of  the  results  due  to  each.  These  considerations 
lead,  in  ascertaining  the  extent  of  the  actual  invention  of 
Page,  to  search  for  it  in  some  distinctive  feature  of  his  clamp- 
ing device,  which,  from  its  peculiar  cooperation  with  the 
wringing  apparatus,  produces  the  new  result  which  renders 
his  invention  patentable.  The  description  in  the  patent  and 
the  drawing  both  exhibit  a  clamping  device  which  consists 
of  two  curved  bars  having  three  vertical  fingers,  two  of  which 
proceed  from  each  end  of  the  bar,  on  one  side  of  it,  and  one 
from  the  center,  but  on  the  opposite  side  of  the  bar.  The 
latter  finger  has  a  set-screw  passing  through  it,  with  a  small 
button  on  its  end.  Each  bar  is  pivoted  to  a  small  bracket 
by  a  stud,  and  the  brackets  are  fastened  to  an  upright  near 
its  base,  on  the  side  or  front.  When  the  bars  are  clamped 
to  the  tub  by  adjusting  the  bar  by  means  of  the  pivot,  four 
of  the  six  fingers  are  placed  on  the  outside  of  the  tub,  and 
two,  those  having  the  set-screw,  on  the  inside.  The  set-screw 
is  then  adjusted,  and  thereby  the  uprights  are  rigidly  at- 
tached to  the  tub.  The  specification  proceeds  as  follows : 
"This  construction  presents  a  swivel  or  joint,  which  allows 
each  clamping  device  to  turn,  and  thus  adapt  itself  per- 
fectly to  tubs  and  washing-machines  of  different  sizes  and 
forms.  The  employment  of  two  sets  of  clamping  devices, 
and  the  taking  firm  hold  on  the  edge  of  the  tub  at  points 
so  far  removed  from  each  other,  provides  for  very  eflfectually 
resisting  the  tortional  strain"  (caused  by  operating  the 
crank. )  Language  could  hardly  be  plainer  to  indicate  that 
the  swivel  is  deemed  an  important  part  of  the  contrivance. 
It  is  also  obvious,  from  the  whole  mechanism  of  the  clamp- 
ing device,  that  the  pivot  is  the  controlling  factor  in  the 
construction ;  and  I  am  unable  to  see  what  equivalent  could 
be  employed  in  its  place,  w^ithout  requiring  a  radical  change 
in  the  entire  device.     Without  the  pivot  there  could  be  no 
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swivel,  and  the  vertical  fingers  could  not  be  placed  in  the 
required  position. 

Turning  to  the  application  for  the  original  patent,  it  is 
clfear  that  Page  considered  the  swivel  as  the  important  fea- 
ture of  his  invention ;  for  he  concludes  his  description  by 
stating  that ' '  the  advantage  of  this  arrangement  co7iststs  in 
the  employment  of  r  swivel  or  Joints  which  allows  the  clamp- 
ing device  to  turn,  and  thus  adapt  itself  perfectly  to  tubs  of 
different  sizes  and  forms."  This  terse  statement  of  his  idea 
is  quite  ingeniously  diluted  in  the  language  of  the  reissue. 
In  the  original  he  summarizes  his  invention  as  one  wherein 
"  the  advantage  of  his  arrangement  consists  in  the  employ- 
ment of  a  swivel,"  while,  in  the  reissue  he  says :  "  This  con- 
struction presents  a  swivel. ' '  In  the  first  the  employment  of 
the  swivel  is  stated  as  the  gist  of  the  improvement.  In  the 
reissue  the  attempt  is  to  present  it  as  a  secondary  or  cumu- 
lative advantage.  I  cannot  resist  the  belief,  in  view  of  the 
decided  difference  between  the  claims  in  the  original  and  tjie 
reissue,  and  of  the  changes  in  the  description,  that  it  was 
intended  to  import  vagueness  and  generality  into  the  reissue, 
to  obscure  somewhat  the  cardinal  idea  of  the  inventor. 
Enough,  however,  remains  to  show  that  the  reissue  describes 
the  same  invention  as  did  the  original,  and  that  the  swivel 
cannot  be  discarded,  but  must  be  regarded  as  one  of  ;  the 
controlling  elements  in  the  combination. 

Assuming  that  the  patent  covers  a  combination  which  is 
the  proper  subject  of  a  patent  either  because  a  new  result  is 
produced,  or  because  the  clamping  device  is  new,  the  claim 
in  question  has  not  been  infringed  by  the  defendant's  struc- 
ture. In  their  structure,  the  wringer  is  clamped  to  the  tub 
by  two  jaws  attached  by  a  spring  connection,  one  to  either 
standard,  having  a  thumb-screw  passing  through  either  jaw 
and  screwing  into  a  piece  of  metal  imbedded  in  either  stand- 
ard. The  wringer  may  be  set  upon  the  edge  of  the  tub,  the 
jaws  at  the  base  of  each  standard  being  placed  outside  of 
the  tub,  and  the  standards  upon  the  inside  and  opposite  the 
jaws,  and  by  means  of  the  thumb-screw  the  jaws  are  moved 
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towards  tlie  standard,  thus  firmly  clamping  the  wringer 
upon  the  tub  between  the  jaws  and  the  standard.  Quite 
evidently,  this  is  a  simple  and  more  convenient  and  less  ex- 
pensive device  than  the  complainants' .  The  swivel  is  dis- 
carded, the  curved  bars  which  are  useless  without  the  pivot 
Q-re  discarded,  and  the  standards  are  utilized  to  supply  the 
place  of  four  of  the  vertical  fingers  on  the  bars.  The  con- 
trivance of  the  defendants  is  so  far  different  from  that  of 
the  complainants  that  it  amounts  to  a  substantive  invention. 
This  is  quite  conclusive  against  the  theory  of  infringement. 
Indeed,  it  was  substantially  conceded,  ux)on  argument,  that 
if  the  swivel  should  be  held  to  be  an  essential  jxart  of  the 
combination  covered  by  the  claim,  the  defendants'  structure 
is  not  an  infringement. 

A  decree  is  ordered  for  defendants,  dismissing  the  bill 
with  costs. 

The  following  are  the  specifications  and  drawings  of 
Page's  letters  patent  and  drawing  of  defendant's  machine : 


ALBY  H.  PAGE,  OP  MANCHESTER,  NEW  HAMP- 
SHIRE, ASSIGNOR,  BY  MESNE  ASSIGNMENTS, 
TO  THE  METROPOLITAN  WASHING-MACHINE 
COMPANY. 

Improvement  in  Clothes- Wringers. 

Specification  forming  part  of  Letters  Patent  No.  61,680,  dated  Jan- 
uary 29,  1867; Reissue  No.  5^223^  dated  January  7,  1873. 

Division  A. 

To  aU  wJiom  it  may  concern : 

Be  it  known  that  I,  Alby  H.  Page,  of  Manchester,  Hilis- 
borough  county.  New  Hampshire,  fonnerly  of  South  Bos- 
ton, in  the  county  of  Suffolk  and  State  of  Massachusetts, 


A.   H.   PASE. 
ClfltbM-Wringars. 
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have  invented  a  new  and  useful  invention  in  Clothes- Wring- 
ers ;  and  I  do  hereby  declare  that  the  following  ia  a  full, 
clear,  and  exact  description  thereof,  reference  being  had  to 
the  accompanying  drawing  and  to  the  letters  of  reference 
thereon,  in  which — 

Figure  1  represents  a  perspective  view  of  a  wash-tub  with 
my  improved  wringer  clamped  thereto.  Fig.  2  is  a  vertical 
transverse  section  taken  through  the  wringer,  and  showing 
the  operation  of  the  same.  Fig.  3  is  a  i)erspective  view  of 
the  clamp  removed  from  the  wringing-frame. 

Similar  letters  of  reference  indicate  like  parts  in  all  the 
figures. 

The  invention  applies  to  machines  for  the  wringing,  wash- 
ing, and  starching  of  clothes  by  passing  them  between  par- 
allel rollers  covered  with  India-rubber  or  other  elastic  mate- 
rial, and  so  arranged  and  adjusted  that  the  clothes  can  be 
passed  between  them  with  a  proper  degree  of  pressure  to 
expel  the  water  or  other  liquid.  It  relates  to  provisions  for 
attaching  the  same  to  tubs  or  analogous  vessels,  whereby 
they  are  made  more  perfectly  and  conveniently  attachable 
to  tubs  of  different  curves  or  diameters. 

A  represents  an  ordinary  wash-tub.  B  B  ani  C  C  repre- 
sent a  frame,  of  wood  or  other  suitable  material,  for  hold- 
ing the  rolls,  with  the  inclined  surface  C  to  carry  the  water 
into  the  tub.  A  projecting  shelf,  a,  inclined  in  the  opposite 
direction,  serves  as  a  clothes-guide  to  conduct  the  wrung 
clothes  over  the  sides  of  the  tub.  D  D  are  two  rollers 
which  are  parallel  to  each  other,  and  have  their  bearings  in 
the  frame  pieces  or  standards  B  B.  These  rollers  are  cov- 
ered with  white  or  light-colored  India-rubber.  The  upper 
roller  B  is  csqpable  of  adjustment  by  means  of  a  thumb- 
screw, E,  which  presses  upon  a  bridge  or  spring,  F,  which 
presses  upon  the  bearing-blocks  of  the  upper  roller. 

The  advantages  of  this  manner  of  adjusting  the  pres- 
sure by  means  of  a  single  screw  and  bridge  from  one  bear- 
ing to  the  other  are  obvious,  as  it  allows  the  roll  to  balance 
on  the  x)oint  of  pressure  and  either  end  to  rise  or  open  most 
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according  to  the  thickness  of  clothes  passing  through,  and 
only  one  screw  has  to  be  turned  to  adjust  the  roll. 

The  roller  D  is  rotated  by  crank  G  on  the  outside  of  the 
frame. 

J  J  represent  two  curved  bars  with  fingers  L  L  L,  set- 
screw  N,  brackets  P*  P"  with  studs  6,  which  constitutes  my 
devices  for  clamping  the  wringer  to  a  tub. 

This  construction  presents  a  swivel  or  joint  which  allows 
each  clamping  device  to  turn,  and  thus  adapt  itself  per- 
fectly to  tubs  and  washing-machines  of  diif  erent  sizes  and 
forms. 

The  bracket  P*  is  on  the  inner  face  of  the  framing,  while 
the  bracket  P*  is  on  the  edge. 

This  arrangement  holds  the  operating-crank  G  outboard 
of  the  tub,  so  as  to  allow  it  more  room  to  turn,  while  the 
main  body  of  the  wringer  is  held  sufiiciently  within  the 
tub  to  allow  the  water  to  be  all  led  inward. 

The  force  of  the  hand  applied  to  the  crank  tends  to  twist 
the  wringer  around  alternately  one  way  and  the  other. 

The  employment  of  the  two  distinct  sets  of  clamping  de- 
vices, and  the  taking  firm  hold  on  the  edge  of  the  tub  at 
points  so  far  removed  from  each  other,  provides  for  very 
effectually  resisting  such  torsional  strain. 

Having  thus  fully  described  my  invention,  I  will  refer 
more  particularly  to  what  I  claim  as  new  and  useful. 

I  do  not  claim  the  application  of  an  elastic  gum  to  the 
rolls  of  the  wringer-machine ;  nor  do  I  claim  the  applica- 
tion of  screws  for  adjusting  the  pressure ;  but 

What  I  claim  in  this  patent,  as  an  improvement  in 
clothes-wringers,  is — 

1.  In  a  wringer  having  a  pair  of  squeezing-roUers  and  an 
operating-crank  and  two  uprights  or  standards,  the  employ- 
ment of  clamping  means  arranged  to  take  hold  of  the  tub 
at  or  near  the  base  of  each  standard. 

2.  The  construction  of  the  clamping  devices  each  with 
three  fingers  adapted  to  apply  two  on  one  face  and  one  on 
the  other  face  of  the  tub,  as  and  for  the  purposes  specified. 


Defendants       Machine 
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3.  The  application  of  a  clamping  device  to  a  wringer  with 
a  swivel- joint  to  adapt  itself  to  tubs  of  various  forms. 

In  testimony  whereof  I  have  hereunto  set  my  name  in 
presence  of  two  subscribing  witnesses. 

ALBY  H.  PAGE. 
Witnesses : 

Thomas  D.  Stetson, 
Wm.  C.  Dey. 

Messrs.  Benj.  F.  Thurston^  Charles  Levi  Woodbury^  and 
Lioingston  Scott^  for  appellants : 

This  invention  marks  a  new  departure  in  the  history  of 
the  art.  The  stride  from  what  existed  before  to  what  Page 
accomplished  was  distinct  and  clearly  defined,  and  the  im- 
provement, though  simple  when  stated  in  common  terms, 
yet  revolutionized  the  whole  wringer  business.  The  manu- 
facturers of  the  country  saw  at  once  the  utility  and  great 
advantage  of  the  invention,  and,  while  Page  was  delayed  in 
the  Patent  Office  in  obtaining  his  patent,  they  took  it  up 
and  without  his  consent  introduced  it  into  use.  The  wring- 
ers quickly  made  their  way  into  public  favor,  and  since  1860 
portable  tub  wringers  embodying  his  invention  have  held 
the  market  almost  exclusively. 

In  the  case  of  Seymour  v.  Osborne,  11  Wall.  648  [8  Am. 
&  Eng.  290,]  it  was  held  that  if  an  old  machine  should  be 
changed  so  as  to  adapt  it  to  a  new  and  valuable  use,  to 
which  it  could  not  be  before  applied,  such  change  would 
constitute  invention,  and  such  change  might  consist  merely 
of  a  new  and  useful  combination  of  the  several  parts  of 
which  the  old  machine  is  composed,  or  of  a  material  altera- 
tion or  modification  of  one  or  more  of  the  several  devices 
which  entered  into  its  construction  See  also  Grosjean  v. 
Peck,  11  Blatch.  64;  Plastic  Roofing  Co.  v  Moore,  1 
Holmes,  167;  Cohn  v.  Corset  Co.,  93  U.  S.  366  [10  Am.  & 
Eng.  473;]  Putnam  v.  Weatherbee,  1  Holmes,  497 ;  Pitts  o. 
Wemple,  2  Pish.  10 ;  Knight  v.  The  Bait.  &  Ohio  R.  R.  Co., 
3  Fish.  1 ;   Treadwell  «.  Parrott,  3   Pish.  130 ;   Swift  v. 
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WMsen,  3  Fisli.  343 ;  Strong  n.  Noble,  3  Fish.  586 ;  Jenk- 
ins V.  Walker,  5  Fish.  347 ;  Pike  v.  Providence  &  Wor- 
cester R.  R.  Co.,  1  Holmes,  446 ;  Smith  v.  Goodyear  D.  V. 
Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1.] 

It  is  insisted  by  the  defendants,  and  held  by  the  court  below, 
that  the  proper  construction  of  the  tirst  claim  of  the  i)atent 
limits  Page  to  the  particular  form  of  clamp  shown  in  the 
drawing  and  described  in  the  specification.  But  it  is  in- 
sisted this  view  cannot  be  maintained  for  the  patent  should 
be  construed  so  as  to  give  eflfect  to  the  true  intent  of  the 
patentee,  and  to  sustain  the  claim  of  the  patentee,  if  it  can 
be  done  without  doing  violence  to  the  language  used.  The 
patentee  is  entitled  to  have  all  that  he  has  actually  invented, 
and  have  the  claim  made  commensurate  >vith  the  invention 
which  he  has  made,  if  the  language  of  the  claim  will  allow. 

The  omission  at  the  end  of  the  claim  of  ''  substantially  as 
described"  cannot  affect  the  construction  of  the  claim,  for 
those  words  are  by  the  law  always  imported  into  the  claim. 
Mitchell  V.  Tilghman,  19  Wall.  391  [9  Am.  &  Eng.  174.] 

No  change  was  made  in  the  specification  of  the  reissue, 
except  to  make  the  description  more  complet-e  and  to  set 
forth  in  terms  what  was  already  shown  in  the  model  and 
drawing.  Nothing  was  interpolated  into  the  reissue,  not  a 
syllable  in  description,  nor  a  line  in  the  dm  wing  that  is  not 
found  clearly  shown  both  in  the  original  drawing  and 
model. 

The  cross-examination  effectually  shows  that  the  clamp- 
ing means  in  the  infringing  machine,  so  far  as  the  combi- 
nation in  the  first  claim  is  concerned,  performs  the  same* 
function  in  substantially  the  same  way  and  accomplishes 
substantially  the  same  result  as  the  Page  clamps,  and  that 
they  are  consequently  the  mechanical  equivalents  of  the 
clamping  means  of  the  Page  invention.  Machine  Co.  v. 
Murphy,  97  U.  S.  125  [11  Am.  &  Eng.  494.] 

Mere  formal  alt-erations  in  a  combination  is  no  defence  to 
the  charge  of  infringement.  Seymour  v.  Osborne,  11  Wall. 
666  [8  Am.  &  Eng.  290.] 
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Page  has  been  placed  upon  the  stand  by  the  complain- 
ants and  he  has  given  a  detailed  and  graphic  account  of 
the  history  of  his  invention. 

He  states  emphatically  that  he  never  at  any  time  intended 
to  abandon  the  invention  to  the  public,  but  that  the  delay 
was  altogether  on  account  of  his  "  poverty,  his  poor  health, 
and  stagnant  trade." 

(There  is  a  long  argument  on  the  question  of  abandon- 
ment and  comparing  the  different  machines  alleged  to  antici- 
pate Page's  patent.) 

Messrs,  John  F.  Seymour  and  Edmiund  Wetviore^for 
appellees : 

In  the  case  of  Washing  Machine  Co.  v.  Tool  Co.,  20  Wall. 
342  [9  Am.  &  Eng.  306,]  this  court  has  already  had  occasion 
to  pass  upon  substantially  this  point,  with  reference  to  the 
Sergeant  patent.  In  that  case  the  court  recognizes  the 
notorious  fact  that  clamping  devices  are  old  and  well 
known  means  for  fastening  machines  of  various  kinds,  and 
it  decided  that  the  Sergeant  patent,  ' '  cannot  be  construed 
as  claiming  all  forms  of  a  portable  frame  or  support  for  a 
washing-machine,  nor  a  combination  of  a  clamping  device 
with  any  and  every  kind  of  such  support." 

The  clamping  devices  used  by  respondents  are  not  the 
same,  nor  substantially  the  same,  with  those  described  in 
Page' s  patent. 

Page' s  application  for  a  patent  was  withdrawn,  arid  his 
invention,  whatever  it  may  have  been,  was  abandoned  to  the 
j^ublic. 

The  complainants  knew  that  this  claim  of  Page  was  re- 
jected when  they  purchased  it.  The  attempt  to  revive  this 
abandoned  and  buried  invention,  for  which  no  claim  was 
made,  was  contrary  to  the  spirit  and  letter  of  our  patent 
laws,  and  this  becomes  more  apparent  when,  in  1873,  by  a 
reissue,  an  expansion  was  attempted  which  will  cover  all 
possible  clamping  devices — and  that  too  by  a  patent  under 
which  no  wringer  was  ever  made  for  sale. 
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That  claim  1  of  reissue  No.  6,223,  upon  which  this  suit 
is  brought,  is  a  gross  expansion,  is  manifest  from  the  fact 
that  it  omits  all  specification  of  clamping  devices,  and 
claims  all  clamping  means  at  or  near  the  base  of  the  stand- 
ai'ds.  Burr  n.  Duryee,  1  Wall.  631  [7  Am.  &  Eng.  224 ;] 
Case  0.  Brown,  2  Wall.  320  [7  Am.  &  Eng.  360 ;]  Carlton  v. 
Bokee,  17  Wall.  471  [9  Am.  &  Eng.  91  ;j  Railway  Co.  v. 
Sayles,  97  U.  S.  664  [p.  121  ante.^ 

Mr.  Chief  Justice  Waite  delivered  the  opinion  of  the 
court:  ' 

After  a  careful  consideration  of  this  case  we  are  entirely 
satisfied  that  the  defendants  do  not  infringe  the  patent  of 
the  complainant.  Our  views  are  so  well  expressed  by  the 
judge  who  decided  the  case  below,  that  we  deem  it  unneces- 
sary to  file  any  further  opinion. 

The  decree  is  affirmed. 

Otnitteil  in  U.  8. 

Patent  in  suit  t 

No.  61,680.  Page,  A.  H.  January  29,  186Y.  Reissues 
Nos.  5,223  and  6,225  January  7,  1873.  Clothes 
Wringer. 


Otheb  Suits  on  Same  Patent: 

Metropolitan  Wringing  Machine  Co.  v.  Young.     14  Blatch.  46; 
2  Ban.  &  Ard.  460. 
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HENRY  SAWYER,  APPELLANT,  v.  SAMUEL  M.  BIX- 
BY AND  CLARENCE  TUCKER.* 

Not  reported  elsewhere.!  Oct.  Term,  1S79. 

Affirming  Ibid^  9  Blatch.  361;  5  Fish.  283;  1  O.  G.  103. 

1.  The  claim  of  reiesued  letters  patent  No.  2,769.  Sawyer,  IL 
October  1,  1867,  (original  No.  41,097,  Januarys,  1864,)  Putting 
up  Powdcra  for  "  a  new  article  of  manufacture  *  ♦  ♦  a 
package  or  case,  which  when  made  with  distributing-holes  and 
filled  is  cemented  by  the  wax  or  wafer,  as  set  forth."  Con- 
strued to  be  for  applying  old  devices  to  a  new  use  involving 
no  new  means  and  no  new  effect,  held  not  patentable  and  want- 
ing in  novelty,     (p.  340.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  bill  of  complaint  in  this  cause  is  for  an  injunction 
and  an  accounts  of  profits,  by  reason  of  the  infringement  by 
the  defendants  of  reissued  letters  patent  for  a  new  and 
useful  improvement  in  j^utting  up  powders,  etc.,  which  were 
granted  to  Henry  Sawyer,  the  appellant  in  this  court,  Octo- 
ber 1,  1867,  original  dated  January  6,  1864. 

The  defendants  do  not  deny  making  and  selling  packages 
or  cases  of  fine  and  impalpable  powder  (bluing)  put  up  in 
the  manner  described  and  claimed  in  said  patent,  but  they 
attack  the  validity  of  the  patent  on  the  following  grounds : 

First.  That  the  invention  described  and  claimed  is  not 
patentable. 

Second.  Tliat  the  invention  is  wanting  in  novelty  by  rea- 
son of  the  prior  existence  of  boxes  with  perforated  covers. 

The  following  is  the  opinion  of  the  court  below,  reported 
9  Blatch.  361,  from  which  this  appeal  was  taken. 

Woodruff,  J.: 
Tlie  complainant  alleges  that  the  defendants  have  in- 

*See  Explanation  of  Notes,  page  III. 

t  This  case  has  been  omitted  from  aU  reports  of  U.  S.  Supreme  Court 
cases,  and  is  here  published  for  the  first  time. 
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fringed  reissued  letters  patent  granted  to  him  October  1st, 
1867,  for  an  "improvement  in  putting  up  powders,  etc." 
The  claim  contained  in  the  specification  annexed  is  in  these 
words :  "  What  I  claim  as  a  new  aiticle  of  manufacture  is, 
a  package  or  case,  wliich,  when  made  with  distributing  holes 
and  filled,  is  cemented  by  the  wax  or  wafer,  as  set  forth." 
The  specification  and  the  specimens  of  the  manufacture 
produced  show  that  what  the  plaintiff  claims  as  an  inven- 
tion is  a  small  cylindrical  box  perforated  at  the  end  after 
the  manner  of  a  pepper  or  sand  box,  for  the  purpose  of  con- 
veniently and  evenly  distributing  the  powder  contained 
within  it  when  put  to  use,  and  the  closing  of  these  perfora- 
tions by  wax,  or  wafer,  or  paper  pasted  or  made  to  adhere 
by  mucilage  or  some  glutinous  substances  for  retaining  the 
powder  sold  or  transported  by  the  manufacturer,  dealer  or 
customer,  the  wax  or  wafer  being  removed,  or  the  paper 
punctured  when  it  is  desired  to  use  the  powder.  I  am  de- 
cidedly of  the  opinion  that  in  this  device  there  is  no  pat- 
entable invention.  Pepper-boxes,  sand-boxes,  dredge-boxes 
and  spice-boxes,  either  of  which  is  exactly  adapted  to  the 
distribution  of  powder  of  any  kind,  are  not  new  and  are  not 
(*laimed  to  be  new.  In  construction  and  effect  they  are  sub- 
r.tantially  like,  and  in  mechanical  structure  identical  with 
the  plaintiff's  cylindrical  box,  perforated  at  one  end  for  the 
distribution  of  the  powder.  In  respect  of  distribution  the 
plaintiff  employs  no  new  means  and  produces  no  new  re- 
sult. The  closing  of  packages  of  various  forms,  and  of  bot- 
tles by  wax  or  wafer,  or  the  pasting  of  paper  made  to  at- 
tach itself  by  the  use  of  gum,  or  other  adhesive  material,  is 
no  more  new  than  the  other ;  and  when  these  or  either  of 
them  are  applied  to  the  openings  in  the  plaintiff's  boxes, 
they  produce  no  new  result.  They  close  the  openings  and 
that  is  all.  They  are  old  means,  and  they  produce  their 
old  and  obvious  well-known  result.  In  combination  there 
is  no  other  effect.  Each  performs  the  same  office,  in  the 
same  manner  as  it  does  when  employed  for  any  other  pur- 
pose, and  precisely  as  it  must,  whatever  be  the  form  of  the 
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package,  or  the  particular  use  to  which  the  package  is  ap- 
plied. The  employment  of  these  instrumentalities  in  put- 
ting up  packages  for  transportation  is,  therefore,  the  exer- 
cise of  judgment  in  selecting,  not  of  invention  in  devising 
or  combining.  At  most,  it  consists  in  applying  old  devices 
to  a  new  use,  which  when  it  involves  no  new  means  and  pro- 
duces no  new  effect,  is  not  patentable,  notwithstanding  it 
may  be  useful  to  combine  the  two  results  by  uniting  the  two 
instrumentalities. 

But  this  is  not  all.  The  proof  shows  that  long  before  the 
plaintiff  s  supposed  invention,  pepper-boxes  and  sand-boxes, 
with  perfoiuted  end,  were  not  only  used  for  the  convenient 
distribution  of  their  contents,  but  were  put  up  for  transpor- 
tation and  sale,  with  the  perforations  covered  by  thin  paper 
pasted  thereon,  to  be  removed  or  punctured  when  actually 
used. 

I  find  no  ground  upon  which  to  sustain  the  claim  of  the 
plaintiff  to  any  decree  herein.  The  bill  of  complaint  must 
be  dismissed,  with  costs. 

The  following  are  the  specifications  and  drawings  of  Saw- 
yer' s  letters  patent : 

HENRY  SAWYER,  OF  ROXBURY,  MASSACHUSETTS. 
Improvement  in  Putting  up  Powders,  Etc. 

Specification  forming  part  of  Letters  Patent  No.  41,097,  dated 
January  6,  1864  ;  Reissue  No.  2,769,  dated  October  1,  1867 

To  all  to  whom  these  presents  shall  come : 

Be  it  known  that  I,  Henry  Sawyer,  of  Roxbury,  in  the 
connty  of  Norfolk,  and  State  of  Massachusetts,  have  in- 
vented a  new  and  useful  Improvement  in  Packing  Powders 
and  Fluids  for  transportation  and  use ;  and  I  do  hereby  de- 
clare the  following  to  be  a  full,  clear,  and  exact  description 
of  the  same,  due  reference  being  had  to  drawings  accom- 
panying and  making  part  of  this  specification,  and  in  which — 
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Figure  1  denotes  a  side  elevation ;  Fig.  2,  a  central  and 
longitudinal  section,  and  Fig.  3,  a  cross-section  of  the  said 
invention. 

Tlie  purpose  of  my  invention  is  the  packing  of  fine  or  im- 
palpable powders  for  household  or  other  use,  in  such  manner 
that  the  cases  in  which  they  are  contained  shall  serve  alike 
for  the  convenient  transportation,  sale,  and  distribution  for 
consumption  and  use  of  the  powders;  and  the  invention 
consists  in  the  manner  of  constructing  the  package,  sub- 
stantially as  hereinafter  described. 

In  the  drawings  above  referred  to,  a  denotes  a  long  cylin- 
drical box,  provided  at  one  end  with  a  cover,  &,  and  the  op- 
posite with  delivery-holes  c  c,  A  descriptive  or  enveloping 
paper,  d^  surrounds  and  is  pasted  upon  the  sides  of  the  cyl- 
inder, one  end  or  edge  of  the  paper  extending  over  the  edge 
or  lid  of  the  cover  &,  so  as  to  confine  or  fasten  it  upon  the 
box.  Over  the  delivery-holes  dddi,  seal  or  wafer,  e,  of  wax, 
gluten,  paper,  or  other  suitable  or  analogous  material  or 
substance  \is  cemented,  so  as  to  close  the  holes  and  prevent 
the  escape  of  the  contents  of  the  box  during  transportation, 
or  when  packed  or  exposed  for  sale. 

When  wanted  for  use  it  is  only  necessary  to  break  off 
the  cement  or  seal  e^  and  without  any  manipulation  or  un- 
packing of  the  powder  it  can  be  sprinkled  or  distributed, 
as  may  be  desirable. 

I  would  remark  that  instead  of  a  cover  at  one  end  of  the 
case,  and  the  delivery-holes  at  the  opposite  end,  the  cover 
itself  may  be  perforated  and  answer  both  the  purposes. 

I  find  my  invention  particularly  useful  for  the  package, 
transportation,  and  consumption  of  the  powder  called  '^blu- 
ing," much  employed  for  domestic  use  in  washing  or  cleans- 
ing clothes,  to  prevent  their  turning  yellow.  The  powder  is 
inconvenient  to  handle,  and  hence  it  has  been  a  desideratum 
to  pack  it  at  the  place  where  manufactured,  or  put  up  in 
such  a  manner  that  it  might  not  only  be  transported  and 
sold  for  use  in  the  original  package,  but  it  might  also  be 
distributed  or  sprinkled  from  the  said  case  or  package  with- 
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out  handling.  My  invention,  as  will  be  readily  understood, 
accomplishes  this  purpose ;  the  paper  envelope  keeping  the 
powder  from  escaping  by  the  edges  of  the  cover,  and  the 
distributing  end  of  the  box  being  kept  sealed  till  the  powder 
is  wanted,  as  described. 

The  invention  is  very  useful  in  packing  all  kinds  of  pow- 
ders which  are  consumed  in  small  quantities,  either  domes- 
tically or  in  the  arts,  and  which  are  inconvenient,  unpleas- 
ant, or  dangerous  to  handle.  It  may  also,  to  some  extent, 
be  employed  for  packing  fluids  to  be  used  in  the  same  man- 
ner. 

What  I  claim  as  a  new  article  of  manufacture  is — 

A  package  or  case,  which,  when  made  with  distributing- 
holes  and  filled,  is  cemented  by  the  wax  or  wafer  e,  as  set 
forth. 

HENRY  SAWYER. 

Witnesses : 
Frederick  Ctjbtis, 
E.  C.  Griffith. 

Messrs,  A.  J,  Todd  and  George  Oiff or d,,  for  appellants : 

If  there  is  utility  and  also  novelty  (and  the  opinion  below, 
except  on  question  of  prior  use,  concedes  this)  in  the  combi- 
nation, the  court  ought  to  hesitate  long  before  saying  that 
the  patentee  takes  nothing  by  his  patent. 

The  statute  only  requires  novelty  and  utility  for  the  va- 
lidity of  the  claim. 

The  Sawyer  invention  enables  the  bluing  and  other  im- 
palpable powders  to  be  transported  to  and  used  by  the  con- 
sumer in  one  and  the  same  box,  without  any  waste.  This 
is  a  ''new  efl:'ect"  produced. 

The  "sufficiency"  of  the  invention  does  not  depend  on 
the  thought,  labor,  or  skill  which  has  been  bestowed  upon 
it,  but  upon  its  having  a  distinct  and  independent  character, 
and  leading  to  results  beneficial  to  the  manufactures  of  the 
country.  Web.  on  Sub.  Mat. ;  Curt,  on  Pats.,  2d  ©d.,  pp. 
558-560. 
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Messrs.  Tremain  and  Tyler y  for  appellees  : 

A  package  or  case,  made  as  claimed  by  the  patentee,  is 
not  a  new  or  useful  art,  machine,  manufacture,  or  compo- 
sition of  matter,  neither  is  it  any  new  and  useful  improve- 
ment on  any  art,  machine,  manufacture,  or  composition  of 
matter.  It  is  not  of  such  a  nature  as  to  be  patentable  under 
the  laws  of  the  United  States,  and  the*  patent  is  there- 
fore void.  Langdon  v,  De  Groot,  1  Robb,  433 ;  Hotchkiss 
ij.  Greenwood,  2  Robb,  730 ;  11  How.  248  [5  Am.  &  Eng. 
240.1 

The  box  or  package  of  complainant  did  not  require  in- 
vention. ' '  A  slight  alteration  in  the  structure  of  a  machine, 
or  in  the  improvement  of  it,  will  not  entitle  an  individual 
to  a  patent.  There  must  be  substantial  difference  in  the 
principle,  and  application  of  it,  to  constitute  such  an  im- 
provement as  the  law  will  protect. ' ' 

Everson  v,  Ricard,  Ex  parte  App.  Cas.  Morrel,  J.,  D.  C. 
1856  ;  Smith  tj.  Pearce,  Law's  Dig.  334,  sec.  13,  &p.  254,  sees. 
6,  7,  8,  9  ;  Cohn  v.  U.  S.  Corset  Co.,  93  U.  S.  366  [10  Am.  & 
Eng.  473 ;]  Rubber  Tip  Pencil  Co.  v,  Howard,  20  Wall. 
504 ;  Hotchkiss  v.  Greenwood,  11  How.  266  [5  Am.  &  Eng. 
240.] 

The  alleged  invention  of  the  complainant  is  precisely  an- 
ticipated in  the  boxes  or  packages  for  putting  up  writing 
sand  which  were  sold  by  Hector  Orr  and  John  C.  Newbert. 

In  Rich  V.  Lippincott,  2  Pish.  2,  Mr.  Justice  Grier  held 
that  "a  patent  may  be  defeated  by  showing  that  the  thing 
secured  by  the  patent  had  been  discovered  and  put  into 
actual  use  prior  to  the  discovery  of  the  patentee,  however 
limited  the  use  or  knowledge  of  the  prior  discovery  might 
have  been."  See  also  Cleveland  d,  Soule,  3  Fish.  525  ;  CoflSn 
V,  Ogden,  3  Pish.  641. 

Mr.  Chief  Justice-  Waite  delivered  the  opinion  of  the 
court: 
The  decree  in  this  cause  is  affirmed  for  the  reasons  stated 

Omitted  In  U.  S. 
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in  the  opinion  of  the  court  below,  relating  to  the  patenta- 
bility of  the  invention,  in  which  we  fully  concur — ^No  fur- 
ther opinion  will  be  delivered  here. 
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PATRICK  BURNS  irr  al.,   APPELLANTS,  v.  JACOB 

MEYER  ET  AL.* 

lOO  (lO  Otto)  U.  8.  071-672.    Oct.  Term,  1879. 

[Bk  25,  L:  ed.  738.] 
Argued  January  16,  1880-     Decided  March  15,  1880. 

Particular  patent  construed  and  field  not  infringed.     Construction 

of  claims. 

1.  The  claim  of  letters  patent  No.  97,236,  Grimsley  &   Shelly, 

November  23,  1869,  Saddle-tree  for  "as  a  new  article  of  man- 
ufacture, a  side-saddle  tree,  having  the  side  bars  and  seat  made 
separate  and  then  united,  substantially  as  and  for  the  purpose 
jshown  and  specified,"  Jield  not  infringed  by  the  side-saddle 
tree  made  under  letters  patent  No.  177,233,  O.  V.  Flora,  May 
9,  1876,  in  which  the  seat  cannot  possibly  be  constructed  sep- 
arately from  the  side  bars.     (p.  352.) 

2.  The  courts  should  be  careful  not  to  enlarge  by  construction  the 

claim  which  the  Patent  Office  has  admitted,  and  which  the 
.  patentee  has  acquiesced  in,  beyond  the  fair  interpretation  of 
its  terms,     (p.  352.) 

Api)eal  from  the  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Missouri. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  Grimsley  ft 
Shelly  letters  patent  and  of  the  Flora  patent  are  as  fol- 
lows: 

*  See  Explanation  of  Notes,  page  IIL 
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JOHN  SHELLY,  OF  ST.  LOUIS,  MISSOURI,  ASSIGNOR 
TO  JOHN  J.  GRIMSLEY,  OF  SAME  PLACE. 

Letters  Patent  No.  97^236,  dated  November  23,  1869. 

Improved  Side-Saddle  Tree. 

The  Schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

To  all  wTwm  it  may  concern : 

Be  it  known  that  I,  John  Shelly,  of  the  city  and  county  of 
St.  Louis,  State  of  Missouri,  have  invented  a  new  and  useful 
improved  Side-Saddle  Tree,  of  which  the  following  is  a  full, 
clear,  and  exact  description,  reference  being  had  to  the 
annexed  drawing,  making  pari;  of  this  specification,  in 
which — 

Figure  1  represents  a  top  view  of  my  tree. 

Figure  2  represents  a  longitudinal  section  of  same. 

Similar  letters  indicate  like  parts. 

The  object  of  my  invention  is  to  simplify  and  cheapen  the 
manufacture  of  side-saddles,  and  also  render  them  easier 
for  both  rider  and  horse,  by  a  change  in  the  construction  of 
the  tree. 

The  tree  A,  Fig.  1,  has  upon  it  four  projections,  a  a%  b  h\ 
Fig.  1,  a'  b\  Fig.  2,  two  on  each  side  bar  c  c\  the  latter  be- 
ing made  otherwise  in  the  ordinary  manner,  as  seen. 

The  seat  B,  Figs.  1  and  2,  is  made  separate  and  distinct 
from  the  tree,  and,  resting  on  the  supports  a  a\  b  b\  is 
securely  fastened  to  the  tree  by  screws  d  d\  Figs.  1  and  2, 
or  other  suitable  device. 

The  large  horn  h  may,  as  shown,  be  made  separate  from 
the  seat  and  screwed  on  to  it,  or  it  may  form  a  part  of  the 
seat,  as  in  practice  may  be  deemed  best. 

The  small  horn  k  may  also  either  form  part  of  the  side- 
bar or  be  separate  from  it,  as  I  do  not  desire  to  limit  myself 
as  to  the  manner  of  constructing  these  details. 

When  the  saddle  is  to  be  made,  the  tree  and  seat  are  cov- 
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ered  separately,  which,  of  course,  much  simplifies  and 
quickens  the  operation,  and  requires  a  less  skilful  work- 
man than  if  they  were  covered  together.  Then  they  are 
simply  screwed  together,  and  the  saddle  is  complete. 

Not  so  much  i)adding  will  be  required  in  the  seat,  for,  by 
reason  of  the  supports  a  a\  h  h\  it  will  have  considerable 
"spring,"  and,  indeed,  a  very  comfortable  saddle  may  be 
formed  by  a  simple  covering  of  skin  stretched  over  the  seat. 

By  this  mode .  of  covering,  a  space,  o,  is  left  between  the 
side-bai*s  and  the  seat  for  the  circulation  of  the  air,  thus 
rendering  the  saddle  much  cooler  and  less  liable  to  cause 
galling  of  the  horse. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent  is — 

As  a  new  article  of  manufacture,  a  side-saddle  tree,  hav- 
ing the  side-bars  and  seat  made  separate  and  then  united, 
substantially  as  and  for  the  purpose  shown  and  specified. 

JOHN  SHELLY. 

Witnesses : 

Saml.  S.  Boyd, 
JoHi^  J.  Grimsley. 


ORLANDO  V.  FLORA,  OF  MADISON,  INDIANA,  AS- 
SIGNOR  OF  TWO-THIRDS  HIS  RIGHT  TO  MEYER, 
BAUNERMAN  &  CO.,  OF  ST.  LOUIS,  MISSOURI. 

Improvement  in  Side-Saddle  Trees. 

Specification  forming  part  of  Letters  Patent  No.  177^233,  dated 
May  9,  1876;  application  filed  April  20,  1876. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Orlando  V.  Flora,  of  Madison,  in  the 
county  of  Jefferson  and  State  of  Indiana,  have  invented  cer- 
tain Improvements  in  Side-Saddle  Trees,  of  which  the  fol- 
lowing is  a  specification : 


0.  y.  FLORA. 

SIDE  SADDLE  TREE. 


»o.  177.233 


Patented  Xay  9,  1876 


Fig.  1 
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The  nature  of  this  invention  consists,  principally,  in  pro- 
viding a  side  tree  of  ordinary  kind  with  side  rails  to  fonn 
the  frame-work  of  a  concave  seat ;  also  in  the  method  of 
forming  the  crook. 

One  important  feature  in  my  invention  consists  in  provid- 
ing the  tree,  as  above  stated,  with  side  rails  of  wood, 
steamed  and  bent  to  the  proper  curve  and  secured  to  the 
tree,  as  shown. 

Another  important  feature  is  the  crook,  constructed  as 
will  hereinafter  be  described. 

In  the  drawings,  Figure  1  is  a  plan  of  my  invention.  Pig. 
2  is  a  front  \iew^  of  the  same.  Fig.  3  is  an  enlarged  sectional 
view  of  the  crook. 

Let  A  A  represent  the  side  bars,  and  B  the  cantle,  of  an 
ordinary  side-saddle  tree.  D  is  the  crook,  E  the  near  horn, 
and  F  the  oflf  horn. 

When  a  saddle-tree  is  constructed  with  these  elements 
simply,  it  forms  the  common  tree,  and  the  saddler  usually 
''builds  up"  to  form  a  level,  or  nearly  level,  seat,  with  hay, 
padding,  etc.  To  form  the  frame- work  for  a  concave  seat, 
I  steam  and  bend  to  the  proper  form  strips  of  tough  wood, 
to  form  the  side  rails  C  C,  and  to  secure  the  first  named  to 
the  cantle  B,  at  the  point  e,  at  one  end,  and  to  the  crook  D, 
at  the  point  d^  at  the  other  end.  This  I  call  the  oflf  rail. 
The  near  rail  C  is  attached  to  the  cantle  B,  at  the  point  a, 
at  one  end,  and  to  the  near  side  bar  A,  at  the  point  6,  at 
the  other.  These  rails  are  bent  and  trimmed  to  the  proper 
shape,  to  form  a  continuation  of  the  rim  of  the  cantle 
around  to  the  proper  point  forward,  and,  w  hen  covered  by 
the  saddler,  serve  to  produce  a  concave  seat,  exactly  fitted 
to  the  person  of  the  rider,  and  one  in  which  she  can  sit 
firmly  and  evenly  on  the  horse. 

By  the  proi)er  application  of  the  covering  to  this  form  of 
tree,  a  free  circulation  of  air  can  be  maintained  between  the 
seat  and  the  horse,  thereby  enhancing  the  comfort  of  the 
latter.  As  the  drawing  shows  the  construction  and  mode 
of  applying  the  rails  C  C,  it  will  not  be  necessary  to  de- 
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soribe  them  more  particularly,  except  to  state  that  they  may 
be  attached  at  the  ends  in  any  secure  and  rigid  manner.  I 
prefer  to  abut  them  against  the  cantle  at  the  back  end  and 
glue  them,  adding  screws  or  nails  for  additional  security. 
The  front  ends  may  be  secured  in  substantially  the  same 
manner. 

I  have  shown  in  the  drawings  a  method  of  constructing  a 
crook  that  I  think  adapted  to  my  tree,  but  I  do  not  claim  it. 

I  am  aware  that  concave  seats  have  been  applied  to  side- 
saddle trees,  built  np  of  wood,  and  scooped  out  to  fomi  the 
hollow ;  but  these  are  expensive  in  construction  and  very 
heavy.  I  am  also  aware  that  seats  have  been  made  to  be 
sold  separate  from  the  bars,  to  be  attached  by  the  saddler, 
the  said  seat  being  a  continuous  rim  bearing  the  horns.  I 
do  not  claim  a  concave  seat,  nor  do  I  claim  any  novelty  in  a 
tree  having  a  passage  for  air  between  the  rider's  seat  and 
the  horse ;  but 

What  I  claim  as  new  is — 

In  combination  with  the  side  bars  A  A,  cantle  B,  and 
horns  E  F,  of  a  common  side-saddle  tree,  the  wooden  side 
rails  C  C  steamed,  bent,  and  dressed  into  the  proper  form, 
and  rigidly  secured  to  the  said  tree,  in  the  manner  substan- 
tially m  shown  and  specified. 

ORLAXDO  V.  FLORA. 

Witnesses : 

Wm.  E.  McLeland, 

W.  H.  POGUE. 

Mr.  Samuel  S.  Bof/d,  for  appellants  : 

Our  i)atent  is  for  a  manvfacture,  not  for  a  technical  com- 
bination of  parts  constructed  in  a  specified  manner. 

"To  infringe  a  patent  it  is  not  necessary  that  the  thing 
patented  should  be  adopted  in  every  particular.  If  the  pat- 
ent is  adopted  substantially  by  the  defendants,  tliey  are 
g)iilty  of  infringement," 

Sewall  v.  Jones,  91  U.  S.  183  [10  Am.  &  Eng.  3;^6.]  See 
also,  Winans  r.  Denmead,  15  How.  342  [6  Am.  &  Eng.  107;] 
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Machine  Co.  o.  Murphy,  97  U.  S.  125  [11  Am.  &  Eng.  494.] 
Applying  these  principles  of  law  to  the  case  at  bar,  can 
there  be  any  doubt  that  defendants,  by  the  use  of  the  Flora 
patent  have  infringed  upon  the  claims  of  our  patent  for  a 
''  new  article  of  manufacture  ? " 

All  the  changes  introduced  by  defendants  are  purely  me- 
chanical, such  as  are  within  the  capacity  of  any  one  possess- 
ing ordinary  mechanical  skill  and  knowledge ;  and  even  if 
they  constitute  any  improvement  upon  our  construction 
must  nevertheless  be  held  subordinate  to  our  patent,  since 
even  if  "unlike  the  original  in  form  or  proi)ortions,"  they 
still  "copy  the  principle  or  mode  of  operation,"  described 
and  shown  in  our  patent. 
No  counsel  appeared  for  appellees. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 

The  only  question  in  this  case  is,  whether  the  defendants 
infringe  certain  letters  patent,  (No.  97,236,)  granted  23d 
November,  1869,  to  John  J.  Grimsley  and  John  SheUy,  for 
an  improved  side-saddle  tree  alleged  to  have  been  invented 
by  Shelly;  which  letters  were  afterwards  assijgned  to  the 
complainants. 

The  infringement  alleged  consists  in  making  and  using 
side-saddle  trees  according  to  a  plan  described  in  another 
patent  granted  to  Orlando  V.  Flora,  on  the  9th  of  May, 
1876,  numbered  177, 233.  According  to  the  plaintiff' s  patent, 
this  tree  composed  of  side-bars,  cantle  behind,  and  crook 
before,  is  first  made,  and  the  seat  is  constructed  separately 
on  a  properly  shaped  rim,  and  is  then  fastened  to  the  tree 
by  screws,  resting  on  the  crook  in  front,  and  on  supports  at- 
tached to  the  side-bars  in  the  middle  and  at  the  rear.  This 
construction  is  claimed  to  simplify  and  cheapen  the  manu- 
facture, and  leave  a  space  for  air  under  the  seat.  The  claim 
of  the  patent  is  as  follows : 

"What  I  claim  as  my  invention,  and  desire  to  secure  by 
letters  patent  is : — 

lOO  U.S.  671-672. 
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"As  a  new  article  of  mauafacture,  a  side-saddle  tree,  hav- 
ing the  side-bars  and  seat  made  separate  and  then  united, 
substajitially  as  and  for  the  purpose  shown  and  specified," 

The  defendants'  side-saddle  tree,  constructed  according 
to  Flora's  patent,  which  is  alleged  to  be  an  infringement, 
does  not  have  "the  side-bars  and  seat  made  separate  and 
then  united."  On  the  contrary,  toagh  strips  of  wood, 
steamed  and  bent  to  a  proper  shape,  are  attached  to  the 
tree,  as  a  part  thereof,  forming  side  rails  for  the  seat ;  that 
on  the  right  or  off  side  extending  from  the  cantle  to  the 
crook,  and  that  on  the  left  or  neai-  side  extending  from  the 
cantle  to  a  point  on  the  near  side  bar  some  distance  bacK  of 
the  crook.  The  seat  is  stretched  over  these  strips  or  side- 
rails.  It  is  obvious  that  the  seat,  in  this  case,  cannot  possi- 
bly be  constructed  separately  from  the  side  bars.  Tliey 
must  be  united  in  one  construction,  forming  a  complete  tree. 
The  advantage  of  separate  construction  which  the  plaintiffs 
claim  for  their  patented  tree  is  not  attained  by  that  of  Flora. 
It  is  true  that  room  is  left  for  the  admission  of  air  under 
the  seat ;  but  that  by  itself  is  not  claimed  as  the  invention 
of  SheUy. 

It  is  well  known  that  the  terms  of  the  claim  in  letters 
patent  are  carefully  scrutinized  in  the  Patent  Office.  Over 
this  part  of  the  siiecification  the  chief  contest  generally 
arises.  It  defines  what  the  office,  after  a  full  examination 
of  previous  inventions  and  the  state  of  the  art,  determines 
the  applicant  is  entitled  to.  The  courts,  therefore,  should 
be  careful  not  to  enlarge,  by  construction,  the  claim  which 
the  Patent  Office  has  admitted,  and  which  the  patentee  has 
acquiesced  in,  beyond  the  fair  intei'pretion  of  its  terras. 

We  think  there  was  no  infringement,  (a)  and  that  the 
decree  of  the  Circuit  Court  must  be  affirmed. 

The  decree  is  affirmed  accordingly  {b). 

100  V.  S.  STS. 

(n)  Otto  substitutes  for  ftoni  n  lo  i  "  Decree  afflrmed." 
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GEORGE  WATT,  APPELLANT,  v,  PATRICK  HENRY 

STARKE.* 

lOl  (11  otto)  U.  S.  247-266.    Oct.  Term,  1879. 

[Bk.  25,  L.  ed.  826  ;  17  O.  G.  1092.] 

Afgued  December  16,  1879.     Decided  January  5,  1880. 

BiU  of  exceptions.  Motion  for  new  friaL  Issue  out  of  chancery — 

its  purpose.     How  reviewed, 

1.  A  bill  of  exceptions  cannot  be  taken  on  a  trial  of  a  feigned 

issue  directed  by  a  court  of  equity,  or  if  taken,  can  only  be 
used  on  a  motion  for  a  new  trial,     (p.  360.) 

2.  On  a  motion  for  a  new  trial  the  complainant  might  have  had  the 

evidence  submitted  to  a  jury,  or  the  substance  of  it  stated  and 
made  part  of  the  record,  and  the  court  would  have  determined 
whether  it  had  sufficient  grounds  for  being  satisfied  with  the 
conclusions  of  the  jury.     (p.  360.) 

8.  When  a  court  in  chancery  suspends  proceedings  in  a  cause  in 
order  to  allow  the  parties  to  bring  an  action  at  law  to  try  the 
legal  right,  it  does  not  assume  to  interfere  with  the  course  of 
proceedings  in  the  court  of  law.     (p.  360.) 

4.  A  motion  for  a  new  trial,  where  a  question  of  fact  has  been  re- 
ferred to  a  court  of  law  for  determination,  must  be  made  to 
the  court  of  chancery,  and  for  that  purpose  the  party  applying 
for  a  new  trial  must  prepare  notes  for  the  proceedings  and  of 
the  evidence  given  at  the  trial  for  the  use  of  the  chancellor, 
(p.  360.) 

6.  To  bring  the  matter  before  the  chancellor  on  a  motion  for  a 
new  trial  the  party  may  have  the  proceedings  and  evidence  re- 
ported with  the  verdict,  or  by  moving  the  chancellor  to  send 
to  the  judge  who  tried  the  issue  for  his  notes  of  trial,  or  by 
procuring  a  statement  of  the  same  in  some  other  proper  way. 
The  evidence  and  proceedings  then  become  a  part  of  the  re- 
cord and  go  up  to  the  Court  of  Appeal,     (p.  360.) 

6.  The  verdict  of  a  jury  upon  an  issue  out  of  chancery  is  only  ad- 
visory, and  never  conclusive  upon  the  court.     It  is  intended 

•See  Explanation  of  Notes,  page  III. 
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to  inform  the  conscience  of  the  chancellor,  and  may  be  disre- 
garded and  a  decree  rendered  contrary  to  it.     (p.  362.) 
7.  A  bill  of  exceptions  ie  not  the  proper  mode  of  reviewing  the 
trial  of  an  iseue  out  of  chancery,     (p.  364.) 

[Citations  in  the  opinion  of  tbe  oonrt :] 

Johnson  ii.  Harmon,  S4  tJ.  S.  371.     p.  360. 

a  Smith's  Ch.  Pr.,  ch.  IX,  p.  360. 

Bootle  V.  Blmidell,  19  Vea.  4JM.     p.  361. 

Basej  V.  Gallagher.  2U  Wall.  670.     p.  36Q.  ^      , 

Barker  v.  Kay,  2  Rnaa.  63.     p.  361. 

Brockett  f.  Brockett,  3  How.  6S1.     p.  363. 

Tatham  v.  Wright,  2  Rnsa.  &  M.  1.     p.  364. 

Chancery  Practice,  Phila.  ed.,  Vol.  II,  p.  84.     p.  364. 

Salter  B.  Hite,  7  Bro.  P.  C.  169.     p.  365. 

Cleeve  v.  Gascoigne,  1  Amb.  323.     p.  365. 

Watkina  v.  Carlton,  10  Leigh.  560.    p.  366. 

BiockenbroDgh  t>.  Spindle,  17  Giatt.  22.    p.  366. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Eaatem  District  of  Virginia. 
The  case  is  sufficiently  stated  in  the  opinion  of  the  court. 

Mr.  John  A.  Meredith,  for  appellatd : 

This  being  a  trial  by  jury  of  ceitain  issues  of  fact,  the 
proceeding  is  to  be  treated  as  an  action  at  law,  and  the 
roles  applicable  to  a  trial  at  law  are  applicable  to  the  trial 
of  such  issues. 

It  is  well  settled  that  parties  defendant,  sued  as  in- 
fringers, are  not  allowed  in  an  action  at  law  to  set  up  the 
defence  of  a  prior  invention,  knowledge,  or  use  of  the  thing 
patented,  unless  they  have  given  notice  of  such  defence  in 
writing  thirty  days  before  the  trial.  Rev.  Stat.,  sec.  4920; 
Roemeru  Simon,  95  U.  S.  215  [11  Am.  &  Eng.  348;]  Sey- 
mour ».  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290  ;]  Blanch- 
ard  ».  Putnam,  8  WaU.  420  [8  Am.  &  Eng.  107.] 

This  case  is  the  trial  of  issues  out  of  chancery  but  it  is 
analogous  to  the  proceedings  in  an  action  at  law,  and  the 
notice  required  by  the  statute  in  such  an  action,  is  the 
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notice  that  should  be  required  in  the  trial  of  an  issue  out 
of  chancery. 

It  is  admitted  that  a  motion  for  a  new  trial  of  the  issue 
ordered  by  a  court  of  equity  must  be  made  in  that  court. 
Johnson  v.  Harmon,  94  U.  S.  371 ;  McLaughlin  n.  Bank,  7 
How.  227.  This  was  done  in  this  case.  The  issue  was 
tried  at  the  bar  of  the  court  of  equity.  The  court  never 
sat  as  a  court  of  law  in  any  stage  of  the  case,  but  the  whole 
case,  including  the  trial  of  the  issue  and  the  motion  for  a 
new  trial,  was  before  the  court  as  a  court  of  equity. 

Motion  having  been  made  in  the  court  of  equity  to  set 
aside  the  verdict  and  grant  a  new  trial  of  the  issue,  the 
court  erred  in  overruling  it. 

Mr.  Robert  Ouldy  for  appellee : 

The  case  was  a  suit  in  equity.  An  issue  was  directed  to 
be  tried  before  a  jury  at  the  bar  of  the  Circuit  Court.  On  the 
return  of  that  issue  to  the  equity  side  of  the  court,  no  ex- 
ceptions to  the  rulings  of  the  court  in  the  trial  of  the  issue 
were  made  and  consequently  no  opinion  on  them  has  ever 
been  rendered  by  the  Circuit  Court  sitting  in  chancery. 
Neither  was  there  any  motion  for  a  new  trial  made  to  the 
court  which  directed  the  issue.  This  appeal  being  only 
from  a  decree  on  the  equity  side  of  the  Circuit  Court  the 
exceptions  taken  at  the  trial  of  the  issue  are  not  before  this 
court.     McLaughlin  v.  Bank  of  Potomac,  7  How.  220. 

Under  the  statute  it  may  be  said  that  the  notice  is  a  part 
of  the  pleadings,  and  as  much  effect  ought  to  be  given  to 
the  filing  of  it,  as  to  the  filing  of  the  general  issue,  a  special 
plea  or  an  answer. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  case  arises  on  a  bill  in  equity  filed  in  the  court  be- 
low, setting  forth  three  certain  letters  patent  granted  to  the 
complainant,  (the  appellant  here, )  for  improvements  in  the 
construction  of  plows.     The  principal  controversy  in  the 
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case  arose  upon  the  ninth  claim  of  the  third  patent  set  out 
in  the  bill,  which  was  dated  November  26,  1867,  and  re- 
issued on  the  17th  day  of  August,  1869.  The  defendant 
filed  an  answer,  in  which,  among  other  things,  he  denied 
that  he  had  infringed  the  claim  in  question,  and  set  up  cer- 
tain patents  granted  to  himself  in  1860  and  1868,  under 
which  he  alleged  his  manufacture  of  plows  had  been  carried 
on. 

Afterwards,  by  leave  of  the  court,  he  filed  an  amended 
and  supplemental  answer,  in  which,  among  other  things, 
he  alleged  that  the  complainant  was  not  the  original  and 
first  inventor  of  the  improvements  specified  in  the  claim  re- 
lied on ;  that  it  w^as  for  a  particular  kind  of  mold-board, 
which  he  alleged  had  been  in  public  use  and  on  sale  in  the 
United  States  for  more  than  two  years  before  Watt's  ap- 
plication for  his  patent,  specifying  the  names  and  residence 
of  persons  who  had  so  made  and  used  the  same  ;  and  that 
others  had  known  and  used  it  before  Watt's  pretended  in- 
vention thereof,  naming  various  persons,  and  stating  their 
residences.  The  defendant  also,  in  due  time,  served  a  no- 
tice upon  the  complainant  that  he  would  introduce  several 
witnesses,  whose  names  and  residences  were  stated,  for  the 
purpose  of  .proving  prior  knowledge  and  use  of  the  improve- 
ments named  in  the  patents  more  than  two  years  before  the 
complainant's  application  therefor,  and  of  proving  that  he 
was  not  the  original  and  first  inventor  or  discoverer  of  said 
improvements.  The  defendant  also  filed  in  the  clerk's  office 
of  the  Circuit  Court,  long  anterior  to  the  trial,  several  no- 
tices, naming  other  persons  whom  he  intended  to  examine 
as  witnesses,  and  specifying  certain  letters  patent  w^hich  he 
intended  to  introduce  in  evidence  to  show  that  the  com- 
plainant was  not  the  original  and  first  inventor  of  the  im- 
provement claimed  by  him,  but  that  the  same  had  been 
patented  or  described  in  a  printed  publication  prior  to  his 
supposed  invention  or  discovery  thereof. 

After  the  taking  of  some  depositions  on  the  part  of  the 
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complainant,  the  court,  on  the  7th  of  April,  1876,  made  an 
order  for  the  trial  of  the  following  issues  before  a  jury  at 
the  bar  of  the  court  (other  issues  being  also  framed,  but  sub- 
sequently abandoned  by  the  complainant:) 

First.  Whether  the  complainant,  Watt,  was  the  original 
and  first  inventor  or  discoverer  of  the  improvement  claimed 
in  said  specification  nine,  or  of  any  material  and  substantial 
part  thereof. 

Secondly.  Whether  the  improvement  therein  claimed 
had  been  in  public  use  or  on  sale  in  the  United  States  for 
more  than  two  years  before  the  said  Watt's  application  for 
his  patent. 

Thirdly.  Whether  said  improvement  had  been  patented 
or  described  in  some  printed  publication  prior  to  said  Watt's 
supposed  invention  or  discovery  thereof. 

The  trial  of  these  issues  came  on  in  October,  1876,  and 
the  jury  rendered  a  verdict  in  favor  of  the  defendant  on 
each  issue.  The  complainant  thereupon  moved  for  a  new 
trial,  but  the  motion  was  overruled.  Thereupon  the  court, 
upon  the  pleadings,  proofs  and  verdict  of  the  jury,  rendered 
a  decree  dismissing  the  bill.  From  this  decree  the  com- 
plainant has  appealed ;  and  in  support  of  his  appeal  pro- 
duces two  bills. of  exceptions  taken  by  him  at  the  trial  be- 
fore the  jury : 

First.  To  the  admission  in  evidence,  on  the  part  of  the 
defendant,  of  certain  patents,  without  any  notice  having 
been  served  on  the  complainant  or  his  attorney  of  an  in- 
tention to  produce  the  same ;  such  notice  only  having  been 
filed  with  the  clerk. 

Secondly.  To  certain  instructions  given  to  the  jury  by  the 
court  at  the  request  of  the  defendant. 

Although  it  ajjpears  by  these  bills,  that  the  defendant  in- 
troduced proof  tending  to  show  that  plows  and  mold-boards, 
substantially  the  same  in  principle  and  mode  of  operation 
with  the  mold-board  of  the  plaintiflF,  had  been  in  common 
use  more  than  two  years  before  the  date  of  the  application 
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of  the  plaintiff  for  his  original  patent,  and  that  tlie  com- 
plainant introduced  rebutting  testimony  on  the  subject, 
none  of  this  evidence  is  contained  in  the  record.  The  only 
evidence  which  the  record  discloses  is  the  depositions  taken 
by  the  complainant  before  the  trial  of  the  issues. 

We  lately  held,  in  the  case  of  Johnson  b.  Hannon,  94  U. 
S.  371,  that  a  bill  of  exceptions  cannot  be  taken  on  the  trial 
of  a  feigned  issue  directed  by  a  court  of  equity,  or,  if  taken, 
can  only  be  used  on  a  motion  for  a  new  trial.  We  are  still 
of  that  opinion,  for  the  reasons  then  stated.  The  coart  be- 
low may  have  been  abundantly  satisfied,  from  the  evidence 
taken  at  the  trial,  that  the  complainant  had  no  case.  The 
complainant,  on  his  motion  for  a  new  trial,  might  have  had 
the  evidence,  or  the  snbstance  of  it,  stated  and  made  part 
of  the  record,  and  then  we  could  have  seen  whether  the 
court  below  had  before  it  sufficient  grounds  for  being  satis- 
fied with  the  conclusions  of  the  jury.  This  is  the  proper 
course  in  such  cases.  (See,  2  Smith,  Ch.  Pr.,  ch.  IX,  and 
especially  pp.  84r-88.)  The  fact  that  by  virtue  of  the  recent 
statute,  passed  February  16,  1875,  18  Stat,  at  L.  316,  sec.  2, 
the  trial  of  a  feigned  issue  may  be  had,  in  patent  cases,  at 
the  bar  of  the  court,  makes  no  difference  ;  for  it  is  expressly 
declared  that  the  verdict  of  the  jury  in  such  cases  "  Shall 
be  treated  and  proceeded  upon  inthesamemannerand  with 
the  same  effect  as  in  the  case  of  issue  sent  from  chancery 
to  a  court  of  law  and  returned  with  such  findings."  WTiere 
a  court  of  chancery  suspends  proceedings  in  a  cause,  in 
order  to  allow  the  parties  to  bring  an  action  at  law  to  try 
the  legal  right,  it  does  not  assume  to  interfere  with  the 
course  of  proceedings  in  the  court  of  law,  and  a  motion  for 
new  trial  must  be  made  to  that  court ;  but  when  it  directs 
an  issue  to  be  tried  at  law,  a  motion  for  a  new  trial  must  be 
made  to  the  Court  of  Chancery ;  and  for  that  purpose  the 
party  applying  for  a  new  triid  must  procure  notes  of  the 
proceedings  and  of  the  evidence  given  at  the  trial  for  the 
ase  of  the  ChanceUor.  This  is  done  either  by  having  the 
■oi  o.s.a49-aao. 
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proceedings  and  evidence  reported  with  the  verdict,  or  by 
moving  the  Chancellor  to  send  to  the  Judge  who  tried  the 
issue,  for  his  notes  of  trial ;  or  procuring  a  statement  of  the 
same  in  some  other  projper  way.  The  Chancellor  then  has 
before  him  the  evidence  given  to  the  jury,  and  the  proceed- 
ings at  the  trial,  and  may  be  satisfied,  by  an  examination 
thereof,  that  the  verdict  ought  not  to  be  disturbed.  The 
evidence  and  proceedings  then  become  a  part  of  the  record, 
and  go  up  to  the  court  of  appeal  if  an  appeal  is  taken.  See, 
Graham  on  New  Trials,  by  Waterman,  Vol.  Ill,  p.  1561. 
In  Bootle  v.  BlundeU,  19  Ves.  600,  Lord  Eldon  said :  "If 
this  court  thinks  proper  to  consider  the  case  upon  the  record 
as  fit  to  be  governed  by  the  result  of  a  trial,  the  review  or 
propriety  of  which  belongs  to  a  court  of  law,  the  opinion  of 
the  court  of  law  is  sought  in  such  a  form,  that  it  is  regarded 
as  conclusive,  whether  the  judgment  is  obtained  upon  a 
verdict  or  in  any  other  shape ;  but,  upon  an  issue  directed, 
this  court  reserves  to  itself  the  review  of  all  that  passes  at 
law ;  and  one  principle,  on  which  the  motion  for  a  new  trial 
is  made  here  and  not  to  the  court  of  law,  is  that  this  court 
regards  the  Judge's  report  with  a  view  to  determine  whether 
the  information  collected  before  the  jury,  together  with 
that  which  appears  upon  the  record  of  this  court,  is  suffi- 
cient to  enable  it  to  proceed  satisfactorily,  to  which  it  did 
not  consider  itself  competent  previously."  And  in  another 
case  before  the  same  Judge,  Barker  ??.  Ray,  ^2  Russell,  76,  he 
said :  "In  considering  whether,  in  such  a  case  as  this,  the 
verdict  ought  to  be  disturbed  by  a  new  trial,  allow  me  to 
say  that  this  court,  in  granting  or  refusing  new  trials,  pro- 
ceeds upon  very  different  principles  from  those  of  a  court 
of  law.  Issues  are  directed,  to  satisfy  the  judge,  which 
judge  is  supposed,  after  he  is  in  possession  of  all  that  passed 
upon  the  trial,  to  know  all  that  passed  there,  and  looking 
at  the  depositions  in  the  cause,  and  the  proceedings  both 
here  and  at  law,  he  is  to  see  whether,  on  the  whole,  they 
do  or  do  not  satisfy  him.    It  has  been  ruled  over  and  over 
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again,  that  if,  on  the  trial  of  an  issne,  a  jndge  reject  evi- 
dence which  ought  to  have  been  received,  or  receive  evi- 
dence which  ought  to  have  been  refused,  though  in  that 
case  a  coort  of  law  would  grant  a  new  trial,  yet  if  this  court 
is  satisfied,  that  if  the  evidence  improperly  received  liad 
been  rejected,  or  tlie  evidence  improperiy  rejected  had  been 
received,  the  verdict  ouglit  not  to  have  been  different,  it 
will  not  grant  a  new  trial  merely  upon  such  grounds." 

It  is  difficult  to  see  how  the  matter  could  be  made  more 
clear  than  it  is  here  put  by  Lord  Eldon,  whose  familiarity 
with  equity  practice  and  pleadings  has  probably  never  been 
surpassed.  The  remarks  above  quoted  have  a  direct  appli- 
cation to  this  case.  The  evidence  before  the  jury,  on  the 
question  of  prior  use,  may  have  been  so  overwhelming  as  to 
satisfy  the  court  below  that  no  new  trial  ought  to  be  granted, 
but  that  the  verdict  should  stand,  whatever  might  be  said 
as  to  the  technical  points  raised  by  the  bills  of  exceptions. 
That  evidence  is  not  before  us.  It  was  before  the  court  be- 
low, because  the  trial  was  had  at  the  bar  of  that  court.  It 
might  have  been  here  so  as  to  be  considered  by  us  also,  had 
the  party  who  was  dissatisfied  with  the  verdict  (in  this  case, 
the  complainant)  seen  fit  to  have  procured  a  statement  of 
the  evidence  from  the  Judge's  notes,  or  in  some  other  proper 
way.  This- was  for  him  to  do,  if  he  desired  to  question  the 
verdict  or  the  decree  rendered  by  the  court. 

The  reason  of  the  practice  is  obvious :  the  verdict  of  a 
jury  upon  an  issue  out  of  chancery  is  only  advisory,  and 
never  conclusive  upon  the  court.  It  is  intended  to  inform 
the  conscience  of  the  Chancellor.  It  may  be  disregarded, 
and  a  decree  rendered  contraiy  to  it.  See,  in  addition  to 
the  cases  cited.  Basey  ».  Gallagher,  20  Wall.  680.  If  the 
verdict  were  conclusive,  erroneous  niHngs  at  the.  time,  if 
material,  would  vitiate  it,  of  course,  and  render  a  new  trial 
necessary.  But  not  being  conclusive,  the  Chancellor  may 
be  satisfied  with  the  verdict,  notwithstanding  such  rulings ; 
or  he  may  think  a  new  trial  desirable  even  if  no  erroneous 
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rulings  be  made.  But  in  all  cases  where  the  verdict  is 
brought  in  question,  it  is  necessary  that  he  be  made  ac- 
quainted with  what  passed  at  the  trial,  including  as  well 
the  evidence  given  as  the  rulings  of  the  court,  in  order  that 
he  may  exercise  his  own  judgment  in  the  matter.  Excep- 
tions to  rulings  are  proper  to  be  taken  and  noted ;  for  upon 
a  view  of  the  whole  case,  the  mind  of  the  Chancellor  may 
be  affected  by  them  ;  just  as  it  is  proper  to  take  and  note 
objections  to  evidence  taken  by  depositions  ;  but  a  bill  of 
exceptions,  as  such,  has  no  proper  place  in  the  proceeding. 
The  verdict  can  only  be  set  aside  on  a  motion  for  a  new 
trial,  based  not  on  mere  enrors  of  the  Judge,  but  upon  re- 
view of  the  whole  case  as  submitted  to  the  jury. 

What  took  place  on  the  motion  for  trial  in  this  case  we 
arfe  not  informed  by  the  record.  But  as  the  trial  was  had  at 
the  bar  of  the  court,  even  though  no  statement  of  the  pro- 
ceeding was  made  up,  the  court  had  the  benefit  of  its  own 
notes  of  the  trial,  and  therefore  was  cognizant  of  all  that 
occurred.  Had  we  the  same  means  of  knowledge  before  us, 
we  could  then  judge  whether  the  court  decided  properly  or 
not.  But  we  have  not  these  means.  We  have  only  biUs  of 
exceptions,  which  are  taken  not  for  use  before  the  court  that 
tries  the  cause,  but  for  the  use  of  a  court  of  error  or  appeal ; 
and  are  generally  taken,  as  they  were  here,  upon  the  spe- 
cific rulings  of  the  court  of  trial,  and  not  upon  the  entire 
proceeding.  To  decide  the  case  upon  these  bills,  therefore, 
would  be  to  decide  it  upon  a  different  case  from  that  upon 
which  it  was  decided  by  the  court  below. 

Brockett  v.  Brockett,  3  How.  691,  was  an  appeal  from  a 
decree  of  the  Circuit  Court  of  the  District  of  Columbia. 
There  had  been  an  issue  directed,  which  was  tried  on  the 
law  side  of  that  court.  Exceptions  were  taken  at  that  trial ; 
and  it  was  sought  to  procure  a  reversal  of  the  decree  upon 
these  exceptions.  But  this  court  decided  that  this  could 
not  be  done.  The  court,  speaking  by  Justice  McLean, 
say:  "The  bills  of  exceptions  are  copied  into  the  record, 
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but  they  do  not  properly  constitute  a  part  of  it,  as  they 
were  not  brought  to  the  notice  and  decision  of  the  court  in 
chancery."  This  case  is  directly  to  the  point,  that  a  bill  of 
exceptions  is  not  the  proper  mode  of  reviewing  the  trial  of 
an  issue  out  of  chancery. 

Had  the  case  been  fully  presented  to  us,  as  the  court  be- 
low had  it  before  it  on  the  motion  for  new  trial,  we  do  not 
mean  to  say  that  the  objections  relied  on  by  the  appellant 
might  not  have  been  good  ground  of  reversal  of  the  decree. 
But  without  that,  we  cannot  say  that  they  are ;  for,  even 
though  they  had  been  well  taken,  they  would  not  necessa- 
rily have  been  good  ground  for  a  new  trial.  The  usual 
grounds  for  directing  a  new  trial  of  an  issue,  as  stated  in 
Smith's  Chancery  Practice,  Phila,  ed..  Vol.  II,  p.  84,  citing 
Tatham  v.  Wright,  2  Russ.  &■  Mylne,  1,  are:  "1st,  the  al- 
leged improper  summing  up  of  the  Judge;  3dly,  bec-ause 
the  weight  of  evidence  is  against  the  verdict ;  and,  3dly,  be- 
cause of  an  informality  in  the  evidence."  But,  as  we  have 
before  shown,  notwithstanding  erroneous  rulings  may  have 
been  made,  the  whole  case  as  presented  at  the  trial  may 
have  been  such  as  to  show  to  the  Chancellor's  satisfaction 
that  no  new  trial  was  necessary.  In  the  case  cited  by 
Smith,  Tatham  v.  Wright,  the  Master  of  the  Rolls,  on  the 
motion  for  new  trial,  said:  "I  have  carefully  read  every 
word  of  the  report  of  the  learned  Judge,  but  have  pur- 
posely abstained  from  reading  the  shorthand  writer's  notes 
of  the  summing  up,  in  order  that  my  judgment  might  be 
formed  upon  the  evidence  alone-  *  *  *  i  am  clearly  of 
opinion  that  the  weight  of  evidence  ia  in  favor  of  the  com- 
petence of  the  testator,  and  that  the  jury  have  come  to  a 
sound  conclusion  on  tlie  subject.  As  this  opinion  is  formed 
without  any  reference  to  the  summing  up  of  the  learned 
Judge,  and  as  I  should  have  considered  it  my  duty  to  di- 
rect a  new  trial  upon  the  evidence  alone,  whatever  the  sum- 
ming up  had  heen,  if  the  jury  had  come  to  a  diiferent  con- 
clusion, it  is  not  necessary  to  take  any  notice  of  the  obser- 
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vations  which  have  been  made  in  that  respect. ' '  On  appeal 
to  the  Lord  Chancellor,  Chief  Justice  Tindall  and  Chief 
Baron  Lyndhurst,  sitting  for  the  Chancellor  (who  had 
been  counsel  in  the  cause,)  took  no  notice  of  the  instruc- 
tions given  by  the  judge  to  the  jury  ;  but  carefully  exam- 
ined the  evidence  which  had  been  laid  before  the  jury  at 
the  trial,  and  sustained  the  verdict,  as  the  Master  of  the 
Kolls  had  done. 

We  have  examined  the  authorities  referred  to  by  the 
learned  counsel  of  the  appellant,  but  find  nothing  therein 
which  militates  against  the  views  which  we  have  expressed. 

The  case  of  Salter  n.  Hite,  1  Brown's  Pari.  Cases,  1208, 
which  is  most  relied  on,  only  confirms  these  views.  There, 
notes  of  the  evidence  were  had,  on  a  motion  for  a  new  trial, 
and  the  decision,  both  of  the  Lord  Chancellor  and  the 
House  of  Lords,  was  based  upon  a  consideration  of  the 
whole  matter.  The  case  in  Ambler,  Cleeve  v.  Gascoine, 
Amb.  323,  came  before  the  Chancellor  on  a  motion  for  a  new 
trial,  no  bill  of  exceptions  having  been  taken.  A  new  trial 
was  granted  on  two  grounds ;  first,  because  postponement 
had  been  refused  by  the  judge,  notwithstanding  the  absence 
of  a  material  witness  for  the  defendant  by  means  of  sudden 
illness.  The  materiality  of  the  witness'  testimony  was 
shown  by  a  statement  of  what  it  had  been  on  a  previous 
trial,  in  which  a  contrary  verdict  had  been  given.  The 
other  ground  was  a  clear  misdirection  of  the  judge  to  the 
jury.  Under  these  circumstances,  the  Lord  Chancellor 
deemed  the  verdict  unsatisfactory,  and  directed  a  new  trial 
to  be  had.  Misdirection  of  the  judge  is,  undoubtedly,  a 
strong  circumstance  to  be  taken  into  consideration,  when 
the  Chancellor  has  the  whole  case  before  him,  and  the  evi- 
dence is  not  so  preponderating  as  to  sustain  the  verdict  not- 
withstanding the  instructions.  Here  the  Chancellor  had 
before  him  sufficient  to  show  that  the  verdict  was  taken, 
not  only  under  a  misdirection,  but  in  the  absence  of  very 
important  evidence  which  ought  to  have  been  before  the 
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jury.  We  see  nothing  here  in  conflict  with  what  we  have 
said  above.  The  exclusion  of  material  testimony  which 
might  have  changed  the  verdict  is  quite  as  important  to  a 
just  conclusion  to  be  formed  by  the  Chancellor,  as  the  pre- 
ponderance of  testimony  actually  given  can  be  to  sustain  a 
verdict  open  to  technical  objections.  In  both  cases  the 
question  is,  whether,  in  view  of  all  the  evidence  given,as  well 
as  of  what  has  been  improperly  excluded,  the  conscience  of 
the  Chancellor  ought  to  be  satisfied. 

In  the  case  of  Watkins  v.  Carlton,  10  Leigh,  660,  the 
Court  of  Appeals  of  Virginia  held,  aa  we  do,  that  the  whole 
proceedings  in  the  court  of  law,  upon  an  issue  direct^  out 
of  chancery  for  the  purpose  of  ascertaining  a  particular  fact, 
are  part  and  parcel  of  the  chancery  cause ;  and  that  the 
court,  if  required,  must  certify  any  instructions  given  to 
the  jury  ;  inasmuch  as  the  Chancellor  has  a  right  to  see  the 
whole  proceedings-  In  that  case  a  bill  of  exceptions  was 
taken,  it  is  true ;  but  the  case  was  considered  as  upon  a 
motion  for  a  new  trial.  One  of  the  issues,  whether  or  not 
the  defendant  was  a  mulatto,  had.  under  the  instructions 
of  the  Judge,  been  ignored  or  evaded,  and  evidence  upon 
it  had  been  excluded.  All  this  was  made  to  appear  to  the 
Court  of  Appeals ;  and  that  court  very  properly  reversed 
the  decree.  As  intimated  by  us  in  Johnson  v.  Harmon, 
though  a  bill  of  exceptions  cannot  properly  be  taken  on  the 
trial  of  a  feigned  issue  out  of  chancery,  yet,  if  taken,  it  may 
be  employed  as  one  of  the  means  of  bringing  before  the 
court,  on  a  motion  for  a  new  trial,  the  proceedings  which 
took  place  at  the  trial.  This  is  all  that  was  done  in  Wat- 
kins  v.  Carlton. 

The  case  of  Brockenbrough  v.  Spindle,  in  17  Grattan,  22, 
was  a  bill  tiled  to  set  aside  a  deed  of  trust  on  account  of 
usury  in  the  loan  intended  to  be  secured  thereby,  and  the 
proceedings  were  regulated  by  statute,  which  required  that 
the  question  of  usury  should  be  tried  by  jury  at  the  bar  of 
the  court.     Apparently,  the  verdict  of  the  jury  was  to  be 
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conclnsive.  In  this  case  a  bill  of  exceptions  was  taken,  in 
which  all  the  evidence  given  on  the  trial  was  set  forth  ;  and 
the  Court  of  Appeals  went  into  a  full  consideration  both  of 
the  evidence  and  of  the  rulings  of  the  court,  and  reversed  the 
decree  and  ordered  a  new  trial,  with  instructions  that  if  the 
evidence  on  the  new  trial  should  be  substantially  the  same 
as  on  the  former  trial,  the  court  should  instruct  the  jury,  if 
they  believed  the  evidence,  that  they  ought  to  find  the  trans- 
action not  to  be  usurious.  In  view  of  the  effect  given  to 
the  verdict  by  statute  in  this  case,  we  see  nothing  in  the 
action  of  the  Court  of  Appeals  in  conflict  with  what  has 
been  laid  down  in  this  opinion ;  and  we  find  nothing  ma- 
terial to  the  question  in  the  other  cases  that  have  been  cited. 
TTie  decree  of  the  Circuit  Court  is  affi/rmed. 
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WELLS  W.  LEGGETT  et  al.,  APPELLANTS,  v.  BEN- 

JAMIN  F.  AVERY  et  al.* 

iOi  (U  otto)  U.  S.  ase-aeo.    Oct.  Term,  1870. 

[Bk.  25,  L.  ed.  865 ;  17  O.  G.  445.] 
Submitted  January  8,  1880.     Decided  February  2,  1880. 

Particular  patent  cwistrued.     Reissue  for  matter  previously  dis- 
claimed,     "  Inadvertence^  accident,  or  mistake,^^ 

1.  Letters  patent,  No.  30,357,  were  granted  to  Matthew  G.  Slemmon, 

October  9,  1860,  claiming  a  limited  combination  of  several  ele- 
ments. It  was  reissued  as  No.  3,514,  June  22,  1869,  with  six 
claims;  extended  October  9,  1874,  on  condition  of  abandoning 
all  claims  except  the  fifth,  in  accordance  with  which  a  dis- 
claimer was  filed.  On  the  same  day  an  application  for  reissue 
was  filed  and  patent  granted  thereon.  No.  6,131,  November  10, 
1874,  containing  two  of  the  claims  previously  disclaimed;  heldy 
that  no  error  had  arisen  through  inadvertence,  accident,  or  mis- 
take, but  that  the  Commissioner  had  made  manifest  error  in 
allowing  the  reissue  for  more  than  was  included  in  the  ex- 
tended patent  and  for  what  was  expressly  disclaimed  therein, 
(p.  376.) 

2.  The  allowance  of  claims  once  formally  abandoned  by  the  appli- 

cant in  order  to  get  his  patent  through  is  the  occasion  of  im- 
mense frauds  upon  the  public,  and  is  to  be  discountenanced, 
(p.  375.) 

3.  It  is  doubtful  whether  a  reissue  patent  can  be  sustained  in  any 

case  where  it  contains  claims  that  have  once  been  formally  dis- 
claimed by  the  patentee  or  rejected  with  his  acquiescence,  and 
he  has  consented  to  such  rejection  in  order  to  obtain  his  pat- 
ent. In  such  case  the  rejection  (omission)  of  the  claim  can  in 
no  just  sense  be  regarded  as  a  matter  of  inadvertence  or  mistake, 
and  even  if  it  were  such,  the  applicant  should  seem  to  be 
estopped  from  setting  it  up  on  an  application  for  a  reissue. 
(p.  376.) 

*  See  Kxplanation  of  Notes,  page  IIL 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Kentucky. 
The  case  is  stated  by  the  court. 

Mt.  M.  D.  L€ggeit,for  appellants: 

It  needs,  it  seems  to  me,  but  a  casual  inspection  of  the 
original  patent,  and  a  comparison  with  the  present  reissue, 
to  satisfy  any  intelligent  mind  that  there  has  been  no  de- 
parture from  the  invention  described  and  shown  in  the  origi- 
nal patent,  and  no  new  matter  introduced  in  the  reissue ; 
yet  in  the  court  below  an  effort  was  made  to  torture  the  de- 
cision in  Russell  v.  Dodge,  93  U.  S.  463  [10  Am.  &  Eng. 
495,]  into  a  prohibition  of  any  material  alteration  of  the 
claims  in  a  reissue.  The  statute,  §  4,916,  relating  to  re- 
issues, clearly  means  by  "new  matter,"  such  matter  as  is 
not  presented  in  the  specification,  drawing,  or  model,  of  the 
original  application.  Where  there  is  neither  model  nor  draw- 
ing, added  matter  may  be  introduced  on  proof  satisfactory 
to  the  Commissioner  that  such  matter  was  a  part  of  the  orig- 
inal invention.  The  application  for  reissue  is  accompanied 
by  the  oath  of  the  applicant,  in  which  he  swears  that  he 
invented  the  matter  he  seeks  to  claim,  and  that  he  believes 
himself  to  be  the  first  inventor,  and  that  it  was  a  part  of 
his  original  invention  omitted  by  mistake  from  the  original 
specification. 

The  right  of  reissue  remains  with  the  patentee  to  the  end 
of  the  term  for  which  the  patent  is  granted.  See  Wheeler 
V.  Clipper  Mower  &  Reaper  Co.,  6  Pish.  18  ;  Carew  t>,  Bos- 
ton Elastic  Fabric  Co.,  5  Pish.  98  ;  Seymour  v.  Osborne,  11 
Wall.  54;i  [8  Am.  &  Eng.  290;]  Middletown  Tool  Co.  v.  Judd, 
3  Fish.  142  ;  Potter  ».  Holland,  1  Pish.  337 ;  Sarven  v.  Hall, 
6  Fish.  420 ;  Bischoff  v.  Wethered,  9  Wall.814  [8  Am.  &  Eng. 
213  ;]  Providence  Rubber  Co.  v.  Goodyear,  9  Wall.  788  (8 
Am.  &  Eng.  IfiO.] 

While  I  deny  that  the  matter  disclaimed  was  restored  by 
reissue,  yet  if  such  had  been  the  fact,  it  would  not  invali- 
date the  reissue — for  it  has  been  uniformly  held  by  the 
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oonrts  that  a  mistake  in  a  disclaimer  may  be  corrected  by 
reissue  as  well  as  any  other  mistake.  So,  admitting  that 
all  the  defence  charges  should  be  true,  yet  it  could  not  in- 
validate the  reissue. 

But  it  is  not  true  as  proved  by  defendants'  own  record. 

The  first  reissue,  in  force  at  the  time  of  the  extension, 
had  six  claims,  loosely  drawn,  and  evidently  not  all  of  them 
valid  in  view  of  the  state  of  the  art  at  the  time  of  the  origi- 
nal application.  It  will  be  seen  that  the  Commissioner  re- 
quired a  disclaimer  of  five  of  the  six  claims,  but  says  that 
the  third  and  fourth  claims  contain  pat^entable  subject  mat- 
ter "which  might  receive  protection  by  properly  restricted 
claims."  So,  in  this  decision,  the  Commissioner  indicates 
what  may  be  done  by  a  reissue. 

It  will  be  seen  on  examination  of  the  disclaimer,  found  in 
full  on  page  281  of  the  record,  that  the  patentee  disclaims  the 
claims  as  worded, — introducing  the  part  disclaimed  by 
"That  is  in  the  following  words,  viz:"  At  the  close,  the 
patentee  makes  a  revservation  in  the  words,  ^'"Reserving  right 
to  reissue  in  proper  formy 

It  will,  therefore,  be  seen  that  in  this  reissue  the  patentee 
has,  first,  carefully  followed  the  suggestion  of  the  Commis- 
sioner as  made  in  his  decision  demanding  a  disclaimer,  and, 
second,  that  he  has  not  in  the  present  reissue  restored  any- 
thing that  was  disclaimed  before  extension. 

Mr,  John  E.  Hatch^  for  appellees : 

Undoubtedly,  as  to  the  matter  covered  by  the  claim  that 
remained  after  the  disclaimer,  they  had  a  right  to  reissue, 
but  not  to  include  what  was  disclaimed.  It  should  be  borne 
in  mind,  also,  that  the  patent,  as  it  existed  after  the  dis- 
claimer was  filed,  and  as  it  would  be  now  w  ith  the  first  two 
claims  declared  void,  coincides  with  the  statements  of  in- 
vention written  out  by  Slemmon  in  both  his  first  and  second 
applications,  and  before  the  patent  fell  into  the  hands  of 
speculators. 

This  court,  in  Dunbar  v.  Myers,  94  U.  S.  193  [11  Am.  & 
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Eng.  59,]  holds  that  "  a  disclaimer  when  recorded  becomes 
a  part  of  ike  originaZ  specification,  and  must  be  taken  into 
account  in  construing  the  patent." 

In  the  case  of  AVicks  v.  Stevens,  2  Woods,  312,  Mr.  Justice 
Bradlky  holds  that  when  the  application  ot  the  device  to 
stationary  as  well  as  portable  presses  had  been  first  claimed 
in  the  application,  and  then  abandoned  during  the  proceed- 
ings in  tlie  office,  the  party  could  not  afterward  legally  re- 
issue the  patent  to  cover  that  which  he  had  then  disclaimed — 
that  the  patent  having  been  reissued  so  as  to  apply  to  sta- 
tionary presses  was  void. 

After  this  disclaimer  becomes  a  part  of  the  specification 
by  the  will  of  the  party,  is  it  not  introducing  new  matter  to 
ask  in  the  reissue  for  combinations  that  have  been  expressly 
disclaimed  1    I  think  there  could  be  no  doubt  of  this. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  was  a  bill  in  equity  filed  by  the  apx)ellant8  against 
the  appellees  for  an  injiuiction  to  restrain  the  latter  from 
infringing  certain  letters  patent  for  an  improvement  in 
plows,  and  for  an  account  of  profits  and  an  assessment  of 
damages.  The  letters  patent  (a)  claimed  by  complainants 
and  set  forth  in  their  bill,  {b)  were  originally  gmnted  to 
one  Matthew  Gf.  Slemmon,  on  the  9th  day  of  October.  1860, 
surrendered  and  reissued  on  the  22d  day  of  June,  1869,  ex- 
tended for  seven  years  from  the  9th  day  of  October,  1874, 
and  again  surrendered  and  reissued  on  the  10th  day  of  No- 
vember, 1874.  One  of  the  defences  made  by  the  defendants 
was,  that  the  last  reissue  embraced  certain  claims  for  al- 
leged inventions,  which  had  been  expressly  disclaimed  by 
the  patentee  as  a  condition  of  getting  the  patent  extended, 
and  which  are  the  specific  claims  which  the  defendants  are 
charged  with  infringing.  The  fact  on  which  the  defence 
is  baaed  seems  to  be  well  founded.  In  the  original  patent, 
granted  in  1860,  the  only  thing  claimed  was,  '*  The  airange- 
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ment  of  the  two  curved  shoulder  beams,  A,  A,  a  clevis,  B, 
transverse  bar,  D,  m,  slotted  adjustable  handles,  E,  E,  6, 
and  notched  and  mortised  shovels,  C,  C,  e,  in  the  manner 
and  for  the  purpose  described."  The  specification  com- 
mences by  saying,  ' '  My  invention  consists  in  the  particular 
arrangement  of  the  several  parts  in  the  manner  and  for  the 
purpose  hereinafter  described. ' '  Of  course,  this  was  a  claim 
for  a  combination  of  a  number  of  particulars,  and  was  a 
very  narrow  patent,  for  no  one  would  infringe  it  who  did 
not  use  all  the  parts  in  the  combination  as  described.  It  is 
not  pretended  that  the  defendants  have  done  so. 

But  in  1869  the  patentee  surrendered  this  patent  and  ob- 
tained a  reissue,  embracing  six  different  claims,  which  were 
as  follows : 

''1.  The  two  converging  beams  A  A,  each  one  of  which 
has  a  shovel  standard.  A',  formed  by  bending  its  rear  end, 
substantially  as  described. 

"2.  The  converging  beams  A  A,  connected  together  and 
constructed  with  curved  shovel-standards  A'  A'  upon  them, 
substantially  as  described. 

'*  3.  The  union  of  the  front  ends  of  plow-beams,  which 
have  their  rear  ends  bent  to  form  shovel -standards,  by  m,eans 
of  a  clevis  or  device  by  which  the  team  is  hitched  to  the  im- 
plement, substantially  as  described. 

"4.  The  converging  plow-beams  A  A,  having  shovel- 
standards  A' A'  formed  on  them,  in  combination  with 
handles  P  F  and  handle  supporting  braces  E  E,  substantially 
as  described. 

''6.  In  combination  with  the  foregoing,  the  manner,  sub- 
stantially as  described,  of  adjusting  the  handles  F  F,  and 
securing  them  to  the  beams  at  any  desired  angle. 

"6.  Constructing  of  one  piece  of  metal  a  plow-beam.  A, 
and  a  curved  shovel-standard,  A',  with  a  shoulder,  d^  formed 
on  the  latter,  substantially  as  described." 

The  defendants  allege  that  most  of  these  claims  were  for 
devices  that  had  long  been  in  public  use,  and  that  the  pat- 
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entee  never  attempted  to  vindicate  his  title  to  them  by  in- 
stituting any  suits  Hgainst  those  who  used  them  ;  and  evi- 
dence on  the  subject  was  introduced  which  it  would  be  nec- 
essary for  us  to  examine,  if  the  case  depended  on  this  issue. 
But  early  in  1874  the  patentee,  on  behalf  of  the  present 
plaintiffs  and  appellants  who  had  purchased  the  patent,  ap- 
plied for  an  extension  for  another  seven  years.  Tliis  was 
opposed  by  those  who  were  interested  in  the  sub ject  matter, 
and  the  acting  Commissioner  of  Patents  refused  to  grant 
the  extension  unless  the  patentee  would  abandon  all  the 
claims  in  the  reissued  patent  of  1869,  except  the  tifth. 
Thereupon  a  disclaimer  was  filed  accordingly,  and  the  pat- 
ent was  extended  for  the  fifth  claim  only,  which  the  defend- 
ants have  not  infringed.  This  disclaimer  was  filed  on  the 
5th  of  October,  1874  ;  and  the  extension  was  granted  on  the 
9th  of  the  same  month.  On  the  same  day  another  reissue 
was  applied  for,  including  substantially  the  claims  which 
had  been  rejected  and  disclaimed.  The  examiner  refused 
to  pass  the  application;  but  itwas  persisted  in  and,  finally, 
on  the  10th  of  November,  1874,  the  reissue  was  granted  on 
which  the  present  suit  was  brought.  This  reissue  contains 
the  following  claims : 

"  1.  Two  diverging  beams,  A  A,  that  have  their  rear  ends 
bent  to  form  shovel-standards,  the  said  beams  being  fast- 
ened rigidly  together,  substantially  as  described,  at  and 
springing  from  the  point  of  attachment  for  the  draft. 

"  2.  Two  diverging  beams,  A  A,  that  have  their  rear  ends 
bent  to  form  shovel -standards,  and  their  front  ends  fastened 
rigidly  together  and  merged  into  a  device,  substantially  as 
described,  whereby  the  plow  may  be  attached  to  the  draft, 

"  3.  The  combination,  substantially  as  described,  with  the 
two  plow -beams,  A  A,  of  the  handles,  F  P,  and  adjustable 
handle  supporting  braces,  E  E." 

It  is  obvious,  on  inspection,  that  the  first  and  second  of 
these  claims  are  for  substantially  the  same  inventions  which 
were  disclaimed  before  the  extension,  and  are  for  different 
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inventions  from  that  which  was  included  in  and  secured  by 
the  letters  patent  as  extended.  The  court  below  deemed 
this,  amongst  other  things,  a  fatal  objection  to  the  validity 
of  the  reissued  patent.  We  agree  with  the  Circuit  Court 
We  think  it  was  a  manifest  error  of  the  Commissioner,  in 
the  reissue,  to  allow  to  the  patentee  a  claim  for  an  inven- 
tion different  from  that  which  was  described  in  the  surren- 
dered patent,  and  which  he  had  thus  expressly  disclaimed 
The  pretense  that  an  "error  had  arisen  by  inadvertence, 
accident,  or  mistake,"  within  the  meaning  of  the  patent  law, 
was  too  bald  for  consideration.  The  very  question  of  the 
validity  of  these  claims  had  just  been  considered  and  de- 
cided with  the  acquiescence  of  the  patentee  and  the  express 
disclaimer  on  his  part.  If,  in  any  case  where  an  applicant 
for  a  patent,  in  order  to  obtain  the  issue  thereof,  disclaims 
a  particular  inven^tion,  or  acquiesces  in  the  rejection  of  a 
claim  thereto,  a  reissue  containing  such  claim  is  valid, 
(which  we  greatly  doubt, )  it  certainly  cannot  be  sustained 
in  this  case.  The  allowance  of  claims  once  formally  aban- 
doned by  the  applicant,  in  order  to  get  his  patent  through, 
is  the  occasion  of  immense  frauds  against  the  public.  It 
not  unfrequently  happens  that,  after  an  application  has 
been  cfirefuUy  examined  and  compared  with  previous  in- 
ventions, and  after  the  claims  which  such  an  examination 
renders  admissible  have  been  settled  with  the  acquiescence 
of  the  applicant,  he,  or  his  assignee,  when  the  investigation 
is  forgotten  and  perhaps  new  officers  have  been  appointed, 
comes  back  to  the  Patent  Office  and,  under  pretense  of  inad- 
vertence and  mistake  in  the  first  specification,  gets  inserted 
into  a  reissued  patent  all  that  had  been  previously  rejected. 
In  this  manner,  witjiout  an  appeal,  he  gets  the  first  decision 
of  the  office  reversed,  steals  a  march  on  the  public,  and  on 
those  who  before  opposed  his  pretensions  (if,  indeed,  the 
latter  have  not  been  silenced  by  purchase,)  and  procures  a 
valuable  monopoly  to  which  he  has  not  the  slightest  titla 
We  have  more  than  once  expressed  our  disapprobation  of 
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this  practice.  As  before  remarked,  we  confiider  it  ex- 
tremely doubtful  whether  a  reissued  patent  can  be  sus- 
tained in  any  case  where  it  contains  claims  that  have  once 
been  formally  disclaimed  by  the  patentee,  or  rejected  witJi 
his  acquiescence,  and  he  has  consented  to  such  rejection  in 
in  order  to  obtain  his  patent.  Under  such  circumstances, 
the  rejection  of  the  claim  can,  in  no  just  sense,  be  regarded 
aa  a  matter  of  inadvertence  or  mistake.  Even  though  it 
was  such,  the  applicant  should  seem  to  be  estopped  from 
setting  it  up  on  an  application  for  a  reissue. 
The  decree  of  the  CircuU  Court  is  affirmed. 

Mr.  Justice  Hablait  did  not  alt  in  this  case. 
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UNION  WATER-METER  COMPANY,  APPELLANT,  t. 

WILLIAM  E.  DESPER  et  al.* 

101  (U  Otto)  IT.  S.  832-8d7.    Oct.  Term,  1870. 

[Bk.  26,  L.  ed.  1024.] 

Argued  March  18,  19,  1880.     Decided  April  26,  1880. 

Particular  patent  construed*  Combination,  Infringemeixt,  Omia- 
sion  of  an  dement.     Construction  of  combination  claims. 

I,  The  fourth  claim  of  reissued  letters  patent.  No.  5,806,  Ball  & 
Pitts,  March  24,  1874,  (original  No.  109,372,  November  22, 
1870,)  Water-Meter,  construed  to  be  for  a  combination  of  five 
elements  and  held  not  infringed  by  a  water-meter  in  which 
some  of  the  elements  claimed  were  omitted,     (p.  396.) 

S.  The  claim  of  a  combination  is  not  infringed  if  any  of  the  mate- 
rial parts  of  the  combination  are  omitted;  but  if  any  one  of 
the  parts  is  only  formally  omitted  and  is  supplied  by  a  me- 
chanical equivalent,  performing  the  same  office  and  producing 
the  same  result,  the  patent  is  infnnged.     (p.  398.) 

3.  Our  law  requires  the  patentee  to  specify  particularly  what  he 
claims  to  be  new,  and  if  he  claims  a  combination  of  oertain 
elements  or  parts,  the  court  cannot  declare  that  any  one  of 
these  el^ents  is  immaterial,     (p.  400.) 

Appeal  from  the  Circut  Court  of  the  United  States  for  the 
District  of  Massachusetts. 

The  case  is  stated  by  the  court 

The  specifications  and  drawings  of  the  Ball  &  Fitts  re- 
issue are  as  follows : 

*S6e  Explanation  of  Notes,  page  III. 
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PHINEHAS  BALL  AND  BENAIAH  PITTS,  OP  WOR- 
CESTER, MASSACHUSETTS,  ASSIGNORS  TO  THE 
UNION  WATER-METER  COMPANY,  OP  SAME 
PLACE. 

Improvement  in  Liquid-Meters. 

Specification  forming  part  of  Letters  Patent  No.  109,372,  dated 
November  22,  1870;  Reissue  No.  5^806^  dated  March  24,  1874; 
application  filed  February  26,  1874. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  Phinehas  Ball  and  Benaiah  Pitts, 
of  Worcester,  in  the  county  of  Worcester  and  State  of  Mass- 
achusetts, have  invented  certain  new  and  useful  Improve- 
ments in  liquid-Meters ;  and  we  do  hereby  declare  the  fol- 
lowing to  be  a  full,  clear,  and  exact  description  of  the  in- 
vention, such  as  will  enable  others  skilled  in  the  art  to 
which  it  pertains  to  make  and  use  it,  reference  being  had  to 
the  accompanying  drawings,  which  form  part  of  this  spe- 
cification. 

Pigure  1  represents  a  plan  of  a  meter  having  our  improve- 
ments applied  thereto,  a  portion  of  the  machine  being  cut 
oflf  on  the  line  of  its  length  on  one  side  to  show  the  opera- 
tive parts.  Pig.  2  represents  a  vertical  longitudinal  section 
of  the  same,  taken  through  the  line  xxot  Pig.  1,  a  portion 
of  the  parts,  however,  being  shown  in  elevation ;  and 
Pig.  3,  a  cross-section  through  the  line  y  y  ot  the  same 
figure.  Pig.  4  represents  a  sectional  elevation  along  the 
line  of  the  machine  cut-off  in  Pig.  1. 

Our  improvement  relates  to  a  new  and  improved  mode  of 
operating  that  class  of  water  or  fluid  meters  in  which  two  or 
more  cylinders,  each  provided  with  a  reciprocating  piston, 
are  combined  and  used  in  connection  with  a  single  rotary 
valve,  whose  ports  are  common  to  the  water-ways  of  the 
different  cylinders. 

Our  invention  consists,  first,  in  combining,  with  a  nJtary- 
valve  and  a  crank-shaft  to  operate  it^  a  double-acting  piston, 
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working  in  a  cylinder  suitably  constnicted  to  receive  and 
discharge  at  eacli  end  the  liquid  to  be  measured,  when  said 
piston  carries  a  rod  provided  with  a  single  cam-slot,  formed 
and  arranged  at  an  angle  to  the  path  of  motion  of  the  pis- 
ton, for  the  actuation  of  the  crank-shaft  through  which  mo- 
tion is  imparted  from  the  piston  to  the  valve,  as  the  former 
is  moved  back  and  forth  under  the  pressure  of  the  water 
being  measured. 

Our  invention  also  consists  In  combining,  with  a  ro- 
tary-valve and  a  crank-shaft  to  operate  it,  two  double- 
acting  pistons,  each  worlung  in  a  separate  cylinder,  and 
each  carrying  a  rod  provided  with  a  cam-slot  formed  and 
arranged  at  an  angle  to  the  path  of  motion  of  the  piston, 
for  the  actuation  of  the  crank-shaft  through  which  motion 
is  imparted  from  the  pistons  to  the  valve,  iis  the  pistons 
move  back  and  forth  under  the  pressure  of  the  water  being 


Our  invention  further  consists  in  combining,  with  a  rotary- 
valve  and  crank -shaft  to  operate  it,  and  with  a  double-acting 
piston,  adjusting-stops  so  arranged  that  when  used  in  con- 
nection with  a  piston-rod  provided  with  a  cam-slot  formed 
at  an  angle  to  the  path  of  motion  of  the  piston,  and  of  a 
proper  width,  the  said  slot  shall  suffice  to  permit  of  the  ad- 
justment of  the  pistons,  that  the  cylindei-s  may  dischaige 
at  each  end  alternately,  neither  more  nor  less  than  the  exact 
quantity  of  water  required ;  and  shall  also  suffice,  when 
the  further  advance  of  the  piston  shall  have  been  thus 
arrested  by  the  stops,  to  permit  the  crank  to  turn  without 
acting  on,  or  being  acted  on  by,  its  own  piston,  as,  for  in- 
stance, when  its  crank-shaft  is  acted  on  by  the  adjoining 
piston  for  the  purpose  of  opening  the  ports  to  the  other 
sides  of  the  piston  just  stopped,  and  which  it  otherwise 
conld  not  do  were  the  slot  not  widened  sufficiently  for  that 
purpose. 

Our  improvement  also  consists  in  modifying  the  form  of 
the  widened  slot  in  the  piston-rods,  by  providing  it  on 
either  side,  at  or  neax  its  middle,  with  a  curved  depression 
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or  cavity,  that  the  followmg  results  or  operations  may  be 
obtained,  to  wit :  First,  that  each  piston  may  be  stopped  a 
little  before  its  valve-ports  quite  close,  and  yet  allow  its 
crank  and  crank-pin  to  be  turned  over  past  their  dead- 
center  without  acting  on,  or  being  acted  on  by,  its  own 
piston  by  the  action  of  the  adjoining  piston,  and  so  that  the 
latter,  in  thus  turning  the  crank,  may  also  move  the  valve 
over  and  open  its  ports  to  the  other  sides  of  the  piston  just 
stopped,  and  that  before  the  crank-pin  of  the  latter  piston 
has  reached  the  point  at  which,  under  the  action  of  the 
other  piston,  it  would  compel  its  own  piston  to  move, 
thereby  preventing  the  one  piston  from  compelling  the 
other  to  move  while  its  valve-ports  are  closed ;  secondly, 
that  the  piston  just  stopped,  when  moving  on  its  return 
stroke,  may  sooner  re-enforce  the  adjoining  piston  in  its  ac- 
tion on  the  crank-shaft,  that  the  motion  of  the  valve  and 
piston  may  be  more  uniform  and  even,  the  re-enforcement 
coming  at  the  time  most  required — that  is  to  say,  at  the 
point  at  which  the  crank  of  the  then  actuating  piston  nears 
its  dead-center,  and  consequently  at  the  i)oint  in  which  the 
cam-slot  exerts  the  least  power  on  it. 

To  enable  others  skilled  in  the  art  to  make,  construct, 
and  use  our  improved  meter,  we  will  now  proceed  to  de- 
scribe it  in  detail,  omitting  a  particular  description  of  such 
parts  of  the  meter  as  are  unnecessary  to  a  full  and  perfect 
understanding  of  our  present  improvements. 

Our  improvements  are  represented  as  being  applied  to  a 
meter  having  an  outside  casing,  a,  in  which  are  arranged 
four  short  sectional  or  auxiliary  cylinders  set  in  cement,  2. 
These  cylinders  are  arranged  side  by  side,  in  pairs,  each 
pair  being  concentric,  the  one  with  the  other,  so  as  to  form 
a  single  working  cylinder,  b  or  b\  Each  sectional  cylinder 
is  provided  with  a  piston ;  and  the  two  pistons  of  each  con- 
centric pair  of  cylinders  are  so  connected  together  by  means 
of  a  piston-rod,  tf ,  as  to  form  a  single  double-acting  piston, 
c  or  &.  Each  of  the  piston  or  connecting  rods  d  is  provided 
with  a  slot,  Cj  into  which  the  wrist-pin  n  of  the  crank  m  of 
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the  shaft  ?,  that  operates  the  valve  <7,  projects  and  moves. 
It  will  be  seen,  first,  that  we  make  the  general  width  of  the 
slot  e  somewhat  greater  than  the  diameter  of  the  wrist- 
pin  n  ;  and,  secondly,  that  its  width  is  still  further  enlarged 
on  each  side,  at  or  near  its  center,  as  shown  at  zj,  being  the 
points  necessary  to  allow  the  crank  to  turn  freely  over  after 
the  piston  has  been  stopped.  This  form  is  deemed  better 
than  where  the  slot  is  made  of  an  equal  width  throughout 
its  length ;  for,  as  the  distance  between  the  straight  por- 
tions of  the  slot  is  less  than  between  the  curved  portions, 
and  as  it  at  that  point  is  so  made  as  to  be  still  sufficiently 
wide  to  allow  the  crank  to  be  turned  far  enough  over  to 
open  the  valve-ports  in  reverse  order  to  the  other  sides  of 
the  piston  without  acting  on  the  piston  so  as  to  cause  it  to 
move  on  its  return  stroke  before  its  valve-ports  are  open,  it, 
being  less  wide,  enables  the  piston  on  its  return  stroke 
sooner  to  re-enforce  the  other  piston  in  turning  the  crank- 
shaft than  it  would  were  it  of  uniform  width  throughout  its 
length.  The  shaft  i  is  provided  with  two  cranks,  m,  and 
crank-pins  n^  one  of  each  for  each  connecting-rod  d  and 
piston  c  or  c' ;  it  also  carries  a  bevel-pinion,  g,  which 
meshes  with  a  bevel-gear,  r,  formed  on,  or  otherwise  se- 
cured to,  the  valve  </,  and  thereby  imparts  rotary  motion  to 
the  latter,  as  it  itself  is  turned  by  the  action  of  the  pistons 
as  they  are  moved  back  and  forth,  through  the  medium  of 
rods  d^  slots  <?,  cranks  m,  and  crank-pins  7i,  under  the  pres- 
sure of  the  water.  The  valve  g  is  provided  with  ports,  as 
well  for  the  induction  of  the  liquid  to  be  measured  as  for 
the  discharge  of  the  same,  and  which,  for  this  purpose, 
communicate  with  suitable  channels //',  leading  to  the  in- 
terior of  the  Ineasuring-cylinders  h  V  on  the  side  of  the  pis- 
tons next  the  stops  o,  s  s  represent  the  induction-ports ; 
the  eduction-ports  are  not  shown  in  the  drawings,  nor  is 
such  deemed  necessary,  as  the  rotary-valve  itself  may  be  of 
any  suitable  construction  so  long  as  it  is  provided  with  the 
necessary  ports  through  the  channels/  and/'  to  supply  the 
liquid  to  and  discharge  it  from  the  cylinders  when  meas- 
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ured.  The  measured  liquid  escapes  from  the  machine 
through  the  channel  A,  while  the  water  to  be  measured  is 
fed  into  the  machine  through  the  channel  i.  Each  end  of 
the  pistons  c  and  &  is  provided  with  an  adjusting  stop,  o, 
with  a  view  of  abutting,  at  the  end  of  each  stroke,  against 
the  inner  face  of  the  cylinder-head,  or  head  of  the  outer 
casing.  A  projecting  point,  o\  is  represented  as  being 
formed  on  the  casing  for  this  purpose.  These  stops  are  for 
the  purpose  of  adjusting  the  length  of  the  stroke  of  the 
piston,  so  that  each  cylinder  shall  discharge,  alternately, 
for  each  stroke  of  its  double-acting  piston,  as  nearly  as  pos- 
sible, a  given  quantity  of  water,  and  no  more ;  and,  in  ad- 
dition to  this,  we  so  arrange  the  crank  and  valve-ix)rts, 
with  relation  to  each  double-acting  piston,  that  the  latter 
will  reach  the  end  of  its  stroke,  and  be  arrested  by  the 
stop  Oy  before  its  valve-ports  quite  close.  Thus  arrested, 
the  other  double-acting  piston,  through  its  crank,  and  which 
is  set  at  an  angle  of  ninety  degrees  to  the  other,  or  there- 
about, then  moves  the  valve  over,  and  oi)ens  its  ports,  but 
in  reverse  order  to  the  other  side  of  the  piston  just  stopi)ed, 
before  the  crank-pin  of  the  latter  reaches  the  point  at  which 
it  would  comi)el  its  own  piston  to  move ;  thus,  in  no  case, 
allowing  the  one  double-acting  piston  to  force  the  other  to 
move  while  its  valve-ports  are  closed.  This  peculiar  move- 
ment of  the  crank  and  valve  we  obtain  through  the  agency 
of  the  widened  slot.  The  rotary-valve  g  and  its  ports  are 
common  to  the  four  channels  or  water-ways  which  lead  to 
and  from  the  four  ends  of  the  two  cylinders  b  and  b\  and 
which  serve  alternately  to  charge  and  discharge  each  end  of 
these  cylinders,  and,  in  so  doing,  to  move  the  pistons  c  and 
&j  and  their  respective  rods  d  d\  back  and  forth — ^first 
moving  the  one,  then  the  other,  and  afterward  reversing 
the  first,  and  then  the  other,  and  so  on  alternately  and 
successively.  Two  of  these  water-ways  are  shown  at  j^  and 
/'  in  Pig.  3,  the  one,  /,  communicating  with  the  one  end  of 
cylinder  &,  at  the  point  shown  by  the  arrows  in  Fig.  2,  and 
the  other,  /',  communicating  with  the  other  cylinder,  b\  as 


890       UNION  WATER-METER  CO.  v.  DESPER    [Sop.  Ot 

statement  of  the  case. 

shown  by  the  arrows  in  Fig.  4 ;  the  two  other  correspond- 
ing water-ways  of  these  cylinders  being  arranged  at  their 
other  end,  and  resi)ectively  marked/*  and/'  in  Figs.  2  and 
4.  These  channels,  according  as  the  valve  is  moved,  are, 
through  it,  alternately  brought  into  communication  with 
the  supply-pipe  i  and  discharge-pipe  h  of  the  meter.  The 
discharge-pii)e  for  this  purpose  is  so  arranged  as  to  commu- 
nicate, through  a  suitable  oi)ening,  with  the  eduction-ports 
of  the  valve  ^.  Each  of  the  four  water-ways //and/'/' 
is  separate  and  distinct,  the  one  from  the  other,  and  all  so 
arranged,  as  before  stated,  as  to  communicate  with  the 
ports  of  the  rotary-valve,  according  as  the  latter  is  turned. 

The  adjustment  of  the  length  of  stroke  of  the  pistons,  in 
order  to  discharge  a  given  quantity  of  water,  is  effected  by 
interposing  a  greater  or  less  number  of  washers,  w^  between 
the  pistons  and  the  adjusting-stops,  as  indicated  in  the 
drawings ;  or  washers  of  different  thickness  may  be  used. 
When  the  proper  thickness  is  attained,  the  stops  are  then 
screwed  up  tight. 

Having  thus  described  our  invention,  what  we  claim  as 
new,  and  desire  to  secure  by  Letters  Patent,  is — 

1.  The  combination,  in  a  liquid-meter,  of  the  following 
instrumentalities,  to  wit :  A  rotary  valve,  g,  provided  with 
suitable  ports  or  oi)enings,  through  which  the  liquid  to  be 
measured  can  be  supplied  to  the  meter  and  discharged 
therefrom ;  a  cylinder,  b  or  h\  for  the  reception  and  meas- 
urement of  the  liquid ;  and  a  double-acting  piston,  c  or  c', 
carrying  a  rod,  d^  said  rod  being  provided  with  a  single 
cam-slot,  e,  arranged  as  described,  through  which  and  a 
crank-shaft,  i,  rotary  motion  is  communicated  to  the  valve, 
for  the  purposes  set  forth. 

2.  The  combination,  in  a  liquid-meter,  of  the  following 
instrumentalities,  to  wit :  A  rotary-valve,  g^  provided  with 
suitable  i)orts  or  openings,  through  which  the  liquid  to  be 
measured  can  be  supplied  to  the  meter  and  discharged  there- 
from ;  the  cylinders  b  and  ft',  for  the  reception  and  measure- 
ment of  the  liquid ;  and  two  double-acting  pistions,  c  and  &j 
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each  carrying  a  rod,  d^  and  each  of  said  rods  provided  with 
a  single  cam-slot,  <?,  arranged  as  described,  through  which 
and  a  crank-shaft,  t,  rotary  motion  is  imparted  to  the  valve, 
in  the  manner  and  for  the  purposes  substantially  as  set 
forth. 

3.  The  combination,  in  a  liquid-meter,  of  the  following 
instrumentalities,  to  wit :  A  rotary- valve,  g^  provided  with 
suitable  ports  or  openings,  through  which  the  liquid  to  be 
measured  can  be  supplied  to  the  meter  and  discharged  there- 
from ;  a  cylinder,  h  or  ft',  for  the  reception  and  measure- 
ment of  the  liquid ;  a  double-acting  piston,  c  or  c',  carrying 
a  rod,  d^  provided  with  a  single  cam-slot,  e,  arranged  as 
described,  and  of  a  width  greater  than  the  diameter  of  the 
wrist  n  of  the  crank-shaft,  to  permit  of  the  adjustment  of 
the  length  of  stroke  of  the  piston,  that  it  may  discharge  at 
each  stroke,  as  nearly  as  possible,  a  given  quantity  of  water, 
and  to  permit  its  crank- wrist  freely  to  pass  the  dead-center 
after  its  own  piston  has  ceased  to  act  upon  it ;  adjusting- 
stops  o,  by  means  of  which  the  adjustment  of  the  length  of 
stroke  of  the  piston  at  either  end  is  effected  ;  and,  lastly,  of 
a  crank-shaft,  i,  through  which  motion  from  the  piston  is 
imparted  to  the  valve,  the  whole  operating  in  the  manner 
substantially  as  described. 

4.  The  combination,  in  a  liquid-meter,  of  the  following 
instrumentalities,  to  wit :  A  rotary- valve,  g^  provided  with 
suitable  ports  or  oi)enings,  through  which  the  liquid  to  be 
measured  can  be  supplied  to  the  meter  and  discharged  there- 
from ;  two  cylinders,  6  and  ft',  for  the  reception  and  meas- 
urement of  the  liquid ;  the  double-acting  pistons  c  and  c', 
each  carrying  a  rod,  d^  and  each  of  these  provided  with  a 
single  cam-slot,  ^,  arranged  as  described,  and  of  a  width 
greater  than  the  diameter  of  the  wrist  n  of  the  crank-shaft, 
so  as  to  i>ermit  of  the  adjustment  of  the  pistons  that  they 
may  discharge  at  each  stroke,  as  nearly  as  possible,  the  ex- 
act quantity  of  water  required  of  them,  and  so  as  to  allow 
each  of  the  crank-wrists  n  freely  to  pass  its  dead-center 
after  its  own  piston  has  ceased  to  act  on  it ;  adjusting-stops 
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Mr.  Arid/rew  McCaUum^  for  appellant : 

On  referring  to  the  specification  of  the  patent  No.  6,806, 
we  learn  that  the  improvement  relates  to  a  new  and  im- 
proved mode  of  operating  that  class  of  water-meters  in 
which  two  or  more  cylinders,  each  provided  with  a  recipro- 
cating piston,  are  combined  and  used  in  connection  with  a 
single  rotary- valve,  whose  i)ort8  are  common  to  the  water- 
ways of  the  different  cylinders,  and  that  the  invention  con- 
sists in  combiniiig  the  rotary- valve  with  certain  other  me- 
chanical elements,  which  together  co-act  to  produce  the  de- 
sired results. 

The  principle  of  operation  is  not  broadly  claimed  in  this 
patent,  nor  are  the  mechanical  elements  or  devices  claimed 
when  separately  considered ;  but  the  combination  of  these 
devices  when  operating  together  to  produce  a  common  re- 
sult is  claimed,  and  being  the  first  to  embody  a  combina- 
tion of  devices  which  will  produce  the  required  result,  we 
claim  that  the  patent  covers  broadly  the  same  combination 
of  elements,  whether  the  construction  of  the  mechanism  or 
devices  which  constitute  the  individual  members  are  of  the 
same  or  of  different  construction.  "Equivalents  are  al- 
lowed in  an  invention  consisting  of  a  combination  of  old  in- 
gredients as  well  as  in  every  other  class  or  description  of 
inventions." 

Storrs  V.  Howe,  10  O.  G.  421 ;  Gould  t>.  Rees,  15  Wall. 
187  [9  Am.  &  Eng.  39 ;]  Robertson  t).  Blake,  94  U.  S.  728 
[11  Am.  &  Eng.  266.] 

On  comparing  the  machines  made  and  sold  by  defend- 
ants with  complainant's  patented  machine,  they  would 
seem,  on  a  casual  inspection,  to  be  of  different  construction. 
The  difference  in  appearance  arises  from  the  fact  that  the 
cylinders  of  defendant's  machine  are  arranged  at  right 
angles  to  each  other,  instead  of  being  parallel,  as  in  com- 
plaint's machine. 

That  difference  in  the  arrangement  of  the  cylinders  is  the 
only  real  difference  between  them.  The  differences  between 
the  two  machines  are,  therefore,  mere  differences  in  the  ar- 


394      UNION  WATER-METER  CO.  v.  DESPER.    [Sup.  Ct 

Argument  of  counsel. 

rangement  of  parts,  not  involving  any  new  principle  in  the 
operation  of  the  machine,  or  productive  of  any  new  or  im- 
proved result. 

If  tlie  machine  of  the  defendants,  in  its  structure  and 
operation,  is  substantially  the  same  with  the  plaintiff's  in- 
vention as  patented,  though  different  in  form  and  arrange- 
ment, it  is  an  infringement  of  his  patent. ' ' 

Wyeth  V.  Stone,  1  Story,  280 ;  Root  v.  Bait,  4  McLean, 
180  ;  Parker  /?.  Haworth,  4  McLean,  373  ;  Sickles  v.  Borden, 
3  Blatch.  541 ;  Sargent  v.  Larned,  2  Curtis,  349. 

' '  In  order  to  constitute  an  infringement,  it  is  not  neces- 
sary that  the  arrangement  and  combination  of  the  part 
charged  with  infringement  should  be  the  same  to  the  eye 
or  in  point  of  fact.  If  they  embody  the  ideas  of  the  pat- 
entee, and  the  machinery  of  the  defendant  operates  by  such 
adoption  and  appropriation,  then,  though  the  arrangement 
may  be  apparently  different,  in  reality  and  in  judgment  of 
law  an  infringement  exists." 

Smith  V,  Higgins,  Law's  Dig.  369 ;  Mason  v.  Graham,  23 
Wall.  261  [10  Am.  &  Eng.  107  ;]  Evans  v.  Eaton,  3  Wash. 
449  ;  Hamilton  v.  Ives,  3  O.  G.  30. 

Considered  in  the  light  of  these  rulings  infringement  ap- 
pears to  be  f uUy  established  by  the  proofs. 

Mr.  J,  E,  Maynadier^  for  appellees : 

The  only  real  likeness  between  the  complainant's  and  de- 
fendants' device  is  that  both  embrace  the  good  points  of  the 
meters  described  in  the  Ericsson,  and  BaU  &  Fitts'  1869  pat- 
ent ;  but  as  to  the  plan  of  combining  these  two  good  feat- 
ures, and  the  means  used  to  effect  their  combination,  the 
defendants'  and  complainant's  meters  are  radically  differ- 
ent ;  and  inasmuch  as  the  whole  invention  embodied  in 
complainant' s  meter  consists  solely  in  a  certain  plan  for  doing 
this,  by  certain  means,  i,  e.  by  retaining  the  cK|,nk-shaft 
with  its  two  crank-arms  and  wrist-pins,  and  connecting  it 
by  gears  to  the  valve,  the  complainants  have  no  just  ground 
of  complaint,  because  the  defendants  have  improved  upon 
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the  Ericsson  meter  by  discarding  a  crank-shaft  with  its  two 
crank-amis  and  wrist-pins,  and  all  mechanism  between  it 
and  the  valve,  and  by  reason  of  an  extremely  ingenious  ar- 
rangement of  the  slotted  piston-rods  caused  them  both  to 
act  upon  a  single  wrist-pin  secured  directly  to  the  valve. 

The  complainant' s  case  as  to  infringement  is  based  upon 
the  notion  that  if  their  meter  was  the  first  in  which  a 
particular  kind  of  piston-rod  was  used,  with  a  particular 
kind  of  valve,  they  are  entitled  to  cover  all  meters  in  which 
this  kind  of  rod  and  this  kind  of  valve  are  used.  The  de- 
fendants submit  most  confidently  that  the  proof  that  this 
kind  of  rod  was  old,  and  that  this  kind  of  valve  was  old, 
restricts  the  complainant  to  their  manner  of  combining 
them,  for  the  reason  that  all  that  they  invented  was  the 
manner  of  combining  them,  and  their  patent  can  be  no 
broader  than  their  invention. 

Under  this  construction  it  is  submitted  that  the  defend- 
ants' meter  does  not  infringe  either  of  the  claims,  because 
the  defendants'  meter  does  not  contain  the  crank-shaft, 
cranks,  pin,  or  gear,  or  any  equivalent  of  either ;  and  be- 
cause the  defendants'  meter  is  an  independent  invention  in 
which  there  is  not  even  a  trace  of  any  improvement  of  Ball 
&  Fitts  over  the  Ericsson  patent,  or  over  the  Ball  & 
Fitts'  1869  patent. 

Mr.  Justice  Bradley  delivered  the  opinion  of  the  court : 
This  is  a  bill  in  equity  filed  by  {a)  the  appellant  (the  com- 
plainant below)  to  restrain  the  infringement  of  a  patent  and 
for  an  account  of  profits  and  damages.  The  letters  patent 
alleged  to  be  infringed  are  a  reissue  of  letters  {b)  granted 
22d  November,  1870,  to  Phinehas  Ball  and  Benaiah  Fitts 
for  certain  improvements  in  water-meters,  the  reissue  being 
made  to  the  complainant  as  assignee,  on  the  24th  of  March, 

lOl  U.  S.  339-SSS 

(a)  otto  Bubstittites  for  ftom  a  to  ft,  "Union  Water  Meter  Gompany,  the  ap- 
pellant, tn  restrain  the  infringement  of  a  patent  and  for  an  account  of  profits 
and  damages.  The  letters  patent  alleged  to  be  infringed  are  reissued  letters 
No.  5,806,  being  a  reissue  of  original  letters  patent  No.  100,372,'' 
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1874.  The  defendants,  by  their  answer,  deny  that  the  re- 
issued patent  was  for  the  same  invention  described  in  the 
original ;  aver  that  the  invention  claimed  was  covered  by 
another  patent  granted  20th  July,  1869,  to  the  same  pat- 
entees. Ball  &  Fitts ;  deny  that  they  were  the  first  and 
original  inventors  of  the  alleged  improvement,  specifying 
various  older  patents  in  which,  as  they  allege,  it  was  de- 
scribed, and  divers  persons  who  had  known  and  used  it ; 
deny  infringement ;  and  aver  that  all  water-meters  made 
by  the  defendants  are  constructed  according  to  a  patent 
granted  18th  November,  1873,  to  Henry  A.  Desper,  one  of 
the  defendants,  except  in  the  omission  of  a  certain  adjust- 
ing screw. 

The  water-meter,  which  is  the  subject  of  the  patent,  con- 
sists  of  two  parallel  horizontal  cylinders,  each  traversed  by 
two  pistons,  connected  together  by  a  connecting-rod  of  such 
length  that  when  one  piston  is  at  one  end  of  the  cylinder 
the  other  is  at  a  suflBcient  distance  from  the  other  end  to 
leave  the  requisite  space  to  be  filled  with  the  quantity  of 
water  to  be  measured  at  each  stroke.  This  water  being  dis- 
charged, the  pistons  are  made  to  traverse  the  cylinder  and 
allow  the  opposite  end  to  be  filled  with  water,  and  dis- 
charged in  like  manner.  By  this  recipi-ocating  motion  of 
the  pistons,  regulated  quantities  of  water  are  constantly  re- 
ceived and  discharged  into  and  out  of  the  two  ends  of  the 
cylinder  alternately.  The  pressure  of  the  water  from  the 
source  of  supply,  admitted  by  means  of  proper  valves,  gives 
to  the  pistons  this  reciprocating  motion.  The  valve-gear 
between  the  two  parallel  cylinders  is  so  arranged  as  to  cause 
the  pistons  in  one  cylinder  to  move  in  an  opposite  direction 
from  those  in  the  other.  A  rotary- valve  is  used  for  both 
cylinders,  situated  between  and  below  them,  being  circular, 
or  funnel-shaped,  having  holes  or  ports  in  its  side  for  the 
induction  and  eduction  of  the  water  into  and  out  of  the 
cylinders,  and  being  crowned  with  a  bevel-gear  to  give  it  a 
circular  motion.     Across  and  over  the  valve,  extending  from 

lot  U.  8.833. 
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one  piston-rod  to  the  other,  is  placed  a  shaft,  having  a  crank 
at  each  end,  and  a  bevel-pinion  near  one  of  the  cranks, 
meshing  into  the  bevel-gear  of  the  valve ;  the  two  cranks 
are  arranged  at  right  angles  with  each  other,  and  each  has 
a  crank  -pin  which  is  inserted  in  a  slot  made  in  the  center 
of  the  piston-rod  with  which  it  is  connected — ^the  side  of 
the  cylinder  being  removed,  or  open,  between  the  end  por- 
tions that  receive  the  water.  The  slot  which  receives  the 
crank-pin  is  i)erpendicular  and  at  right  angles  with  the 
length  of  the  piston-rod,  and  is  wider  than  the  diameter  of 
the  pin  and  enlarged  in  the  middle,  in  order  to  give  the  pin 
room  and  allow  the  crank  to  turn  freely  over  after  the  pis- 
ton has  been  stopped.  The  pistons  are  prevented  from 
coming  into  contact  with  the  ends  of  the  cylinders  by  means 
of  adjusting  stops,  slightly  projecting  therefrom  inside. 
Projecting  stops  for  arresting  the  movement  of  the  pistons, 
and  much  of  the  mechanical  arrangement  between  the  crank- 
shaft and  the  slots  in  the  piston-rods,  used  for  giving  the 
proi)er  motion  to  the  crank-shaft,  are  to  be  found  described 
in  a  patent  granted  to  Mr.  Ericsson  in  1861  for  a  water-meter 
having  slide  valves  instead  of  a  rotary- valve,  but  in  which 
a  rotary  motion  was  communicated  to  the  indicator. 

The  patent  in  question  does  not  cover  any  of  the  sepa- 
rate i)arts  of  the  meter,  it  being  conceded  that  these  were 
all  known  and  used  before  the  application  for  the  patent. 
The  claim  relied  on  by  the  complainant  is  for  a  combination 
only,  being  the  fourth  claim  in  the  reissued  patent,  which 
is  in  the  following  words : 

"  4.  The  combination  in  a  liquid-meter  of  the  following 
instrumentalities,  to  wit :  A  rotary- valve,  g,  provided  with 
suitable  ports  or  openings,  through  which  the  liquid  to  be 
measured  can  be  supplied  to  the  meter  and  discharged 
therefrom ;  two  cylinders,  6  and  V  for  the  reception  and 
measurement  of  the  liquid  ;  the  double-acting  pistons,  c  and 
c',  each  carrying  a  rod,  d^  and  each  of  these  provided  with 
a  single  cam-slot,  e,  arranged  as  described,  and  of  a  width 
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greater  tlian  the  diameter  of  the  wrist  n  of  the  crank-shaft, 
60  as  to  i)ennit  of  the  adjustment  of  the  pistons,  that  they 
may  discharge  at  each  stroke,  as  nearly  as  possible,  the  ex- 
act quantity  of  water  required  of  them,  and  so  as  to  allow 
each  of  the  crank- wrists  n  freely  to  pass  its  dead-center, 
after  its  own  piston  has  ceased  to  act  on  it ;  adjusting  stops^ 
o,  by  means  of  which  the  adjustment  of  the  length  of  the 
stroke  of  the  pistons  at  either  end  is  effected ;  and,  lastly,  a 
crank-shaft, «',  through  which  motion  from  the  pistons  is  im- 
parted to  the  valves,  the  whole  operating  in  the  manner  sub- 
stantially as  described." 

The  combination  here  claimed  consists  of  five  parts  or 
elements,  viz :  1,  the  rotary- valve ;  2,  the  two  cylinders  ;  3, 
the  double-acting  pistons,  connected  by  a  rod  having  a  cam- 
slot  at  right  angles  with  the  length  of  the  rod ;  4,  the  ad- 
justing stops;  6,  the  crank-shaft  with  its  pinion,  and  cranks, 
by  means  of  which  rotary  motion  is  imparted  fram  the  pis- 
tons to  the  valve.  The  rotary- valve,  and  the  combination 
of  the  cylinders,  piston-rods,  crank-shaft  and  rotary- valve, 
where  the  subjects  of  a  previous  patent  granted  to  Ball  & 
Fitts  on  the  20th  of  July,  1869.  The  only  additional  ele- 
ments in  the  present  patent  are  the  adjusting  stops  and  the 
rectangular  positions  of  the  slots  in  the  piston-rods. 

It  is  a  well  known  doctrine  of  patent  law,  that  the  claim 
of  a  combination  is  not  infringed  if  any  of  the  material  parts 
of  the  combination  are  omitted.  It  is  equaUy  well  known 
that  if  any  one  of  the  parts  is  only  formally  omitted,  and  is 
supplied  by  a  mechanical  equivalent,  performing  the  same 
office  and  producing  the  same  result,  the  patent  is  infringed. 

The  first  question,  therefore,  is,  whether  the  defendants 
infringe  the  claim  referred  to, — whether  they  do,  in  fact,  in 
their  water-meters,  use  all  the  parts  of  the  combination 
above  specified. 

The  meter  manufactured  by  the  defendants  is  different  in 
several  respects  from  that  described  in  the  complainant's 
patent.     It  has  a  rotary-valve  like  the  latter,  but  without 
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any  bevel-gear ;  it  also  has  two  cylinders,  with  an  immate- 
rial difference  of  position,  being  placed  at  right  angles  with 
each  other  instead  of  being  parallel ;  each  cylinder  is  like- 
wise provided  with  two  double-acting  pistons,  connected  by 
a  piston-rod,  the  same  as  in  the  complainants  meter ;  the 
cylinder  heads  are  also  furnished  with  Ericsson's  stops  pro- 
jecting inside  for  arresting  the  movement  of  the  pistons, 
though  these  stops  are  fixed  and  not  adjustable.  But  the 
meter  of  the  defendants  has  no  crank-shaft,  and  no  sem- 
blance of  a  crank-shaft,  fo^  imparting  motion  from  the  pis- 
tons to  the  rotary- valve  ;  on  the  contrary,  their  valve  is  con- 
nected directly  with  the  piston-rods  in  the  following  man- 
ner :  the  piston-rods  cross  each  other  at  right  angles,  hav- 
ing transverse  slots,  and  being  halved  together,  one  lying 
immediately  on  the  other,  so  that  the  axes  of  the  pistons 
are  in  the  same  plane.  The  valve  below  is  connected  di- 
rectly with  the  piston-rods  by  a  single  crank  which  is  keyed 
onto  its  upper  solid  stem,  and  has  a  crank-pin  which  works 
in  the  two  slots  of  the  respective  piston-rods.  Thus  ar- 
ranged, the  successive  reciprocating  movements  of  the  two 
double  pistons  impart  a  circular  motion  to  the  valve,  which, 
by  duly  arranged  induction  and  eduction  ports,  alternately 
fills  and  empties  the  respective  cylinders. 

From  this  it  appears  that,  in  the  construction  of  defend- 
ants' meter,  the  crank-shaft,  with  its  two  cranks,  pinion, 
and  gearing  connection,  which  is  an  essential  feature  of  the 
complainant's  meter,  is  altogether  dispensed  with.  The  de- 
fendants effect  the  desired  result  of  communicating  rotary 
motion  to  the  valves  without  any  such  shaft,  or  anything 
equivalent  thereto.  The  entire  part,  with  all  the  appurten- 
ances, is  thrown  out  of  their  machine.  They  use  a  crank, 
it  is  true ;  but  it  is  attached  directly  to  the  rotary- valve, 
and  is  a  part  of  it.  The  use  of  a  crank  in  converting  recip- 
rocating into  rotary  motion  is  an  old  device.  It  was  applied 
to  the  steam-engine  a  century  ago,  and  has  been  applied  to 
hundreds  of  different  machines  since  that  time.  Ball  & 
Fitts  had  no  claim  to  it,  but  only  to  the  particular  method 
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and  device  by  which  they  employed  it,  in  combination  with 
the  various  other  parts  of  their  meter.  Instead  of  the  crank- 
shaft, had  they  in  their  patented  combination  claimed  every 
method  and  all  methods  of  communicating  motion  from  the 
piston-rods  to  the  rotary-valve  by  means  of  a  crank,  the  de- 
fendants' meter  would  have  been  an  infringement.  But 
such  a  claim  might  not  have  been  valid.  At  all  events,  it 
was  not  allowed. 

The  si)ecification  was  evidently  drawn  with  great  care, 
and  it  is  to  be  i^resumed  that  the  patentees  claimed  all  that 
the  Patent  Office  considered  them  entitled  to.  We  cannot 
say  that  the  crank-shaft  was  an  immaterial  part  of  their 
combination.  The  patent,  as  it  stands,  occupies  very  nar- 
row ground.  It  requires  the  presence  of  every  one  of  the 
elements  specified  in  the  combination  secured  by  it.  We 
think  that  the  defendants  do  not  use  all  of  these  elements,  but 
that  they  dispense  with  one  of  them  at  least  which  is  ma- 
terial in  the  complainant's  meter.  Our  conclusion,  there- 
fore, is,  that  they  do  not  infringe  the  complainant's  patent. 

It  may  be  observed,  before  concluding  this  opinion,  that 
the  courts  of  this  country  cannot  always  indulge  the  same 
latitude  which  is  exercised  by  English  judges  in  determin- 
ing what  parts  of  a  machine  are  or  are  not  material.  Our 
law  requires  the  patentee  to  specify  particularly  what  he 
claims  to  be  new,  and  if  he  claims  a  combination  of  certain 
elements  or  parts,  we  cannot  declare  that  any  one  of  these 
elements  is  immaterial.  The  patentee  makes  them  all  ma- 
terial by  the  restricted  form  of  his  claim.  We  can  only  de- 
cide whether  any  part  omitted  by  an  alleged  infringer  is 
supplied  by  some  other  device  or  instrumentality  which 
is  its  equivalent.  We  think  no  such  equivalent  is  supplied 
in  this  case.  The  general  construction  of  the  defendant's 
meter,  and  the  arrangement  of  its  parts,  are  so  different 
from  that  described  in  the  complainant' s  patent,  and  claimed 
therein,  that  the  defendants  are  enabled  to  dispense  with 
the  entire  part  referred  to. 

TTie  decree  of  the  Circuit  Court  is  affirmed, 
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1.  A  combination  not  infringed  by  use  of  less  than  all  its  parts — by 
omission  of  an  element: 
Prouty  V.  Ruggles,  16  Pet.  336  [4  Am.  &  Eng.  361.] 
Stimpson  v.  Railroad,  10  How.  329  [5  Am.  Sd  Eng.  129.] 
Silsby  V.  Foote,  20  How.  378  [6  Am.  &  Eng.  392.] 
McCormick  v,  Talcott,  20  How.  402  [6  Am.  &  Eng.  410.] 
Eames  v.  Godfrey,  1  Wall.  78  [7  Am.  &  Eng.  174.] 
Case  V.  Brown,  2  Wall.  230  [7  Am.  &  Eng.  360.] 
Gould  V.  Rees,  16  Wall.  187  [9  Am.  &  Eng.  39.] 
Garrett  v.  Seibert,  Bk.  21  L.  ed.  956  [9  Am.  &  Eng.  161.] 
Dunbar  v.  Myers,  94  U.  S.  187  [11  Am.  &  Eng.  59.] 
Schumacher  v.  Cornell,  96  U.  S.  649  [11  Am.  &  Eng.  443.] 
Wicke  V,  Ostrum,  103  U.  S.  461. 
Gage  V.  Herring,  107  U.  S.  640. 
Rowell  t?.  Lindsay,  113  U.  S.  97. 
Blake  v.  City  of  San  Francisco,  113  U.  S.  679. 


2.  A  combination  is  infringed  by  a  formal  substitution  consisting 
in  the  substitution  of  an  equivalent: 
Gould  w.  Rees,  16  Wall.  187  [9  Am.  &  Eng.  39.] 
Seymour  tJ.  Osborne,  11  Wall  616  [8  Am.  &  Eng.  290.] 
Fuller  V,  Yentzer,  94  U.  S.  288  [11  Am.  &  Eng.  138.] 
Imhaeuser  v,  Buerk,  101  U.  S.  647  [p.  443jpo«^] 
Rowell  V,  Lindsay,  113  U.  S.  97. 


3.  The  court  cannot  declare  an  element  claimed  in  a  combination 

immaterial: 
Fay  V,  Cordesman,  109  U.  S.  408,  and  see 
Keystone  Bridge  Co.  v.  Iron  Co.,  96  U.  S.  274  [11  Am.  & 

Eng.  364.] 
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In  Text-Books: 
Walker  on  Pats.,  1883,  p.  253. 
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WOODBURY   PATENT    PLANING-MACHINE    COM- 
PiiNY,  APPELLANT,  v.  ALLEN  W.  KEITH.* 

lOl  (11  otto)  U.  S.  470-404.     Oct.  l^erm,  1879. 

[Bk.  25,  L.  ed.  939;  17  O.  G.  1031.] 

Reversing  in  part  Ibidy  4  Ban.  &  Ard.  100. 

Submitted  January  22,  1880.     Decided  March  22,  1880. 

Particular  patent  canstrued.    Abandonment  subsequent  to  applica- 
tion.    Diligence  in  prosecuting  application.      Novelty.     Inven- 
tion,  Change  in  size.     Notice  of  prior  knowledge  and  use.   Ob- 
jection to  testimony. 

m 

1.  Woodbury  filed  a  caveat  May  28,  1846,  and  his  application  June 

3,  1848.  The  latter  was  rejected  February  20,  1849,  and  the 
fee  withdrawn  in  October,  1862.  Under  the  act  of  1870  the 
application  was  renewed,  within  the  six  months  allowed,  and 
the  patent  No.  138,462  was  granted  April  29,  1873.  No  se- 
rious attempt  having  been  made  to  procure  a  re-examination 
of  the  old  application,  or  to  renew  it,  for  a  period  of  more  than 
twenty  years,  though  during  more  than  sixteen  years  of  that 
time  the  improved  device  had  been  in  common  use  with  the 
knowledge  of  the  patentee ;  held,  that  the  invention  was 
abandoned  before  the  renewed  application  was  made.  (p.  425.) 

2.  The  action  of  the  Commissioner  of  Patents  in  granting  a  patent, 

under  sec.  35  of  the  act  of  1870,  is  not  conclusive  on  the  ques- 
tion of  abandonment,     (p.  427.) 

3.  Section  35  of  the  act  of  1870  declares  abandonment  to  be  a  ques- 

tion of  fact,  and  patents  granted  thereunder  are  just  as  im- 
peachable as  those  granted  under  sec.  24,  whereby  the  Com- 
missioner is  authorized  to  deal  with  the  question  of  abandon- 
ment as  well  as  public  use  and  sale  and  originality  of  inven- 
tion,    (p.  427.) 

4.  The  rule  of  the  Patent  Office  (Rule  123  of  1869,)  prior  to  the 

act  of  1870,  that  an  application  rejected,  or  not  prosecuted 
within  two  years  after  its  rejection  or  withdrawal,  should  be 
conclusively  presumed  to  have  been  abandoned,  though  not 
*See  Explanation  of  Notes,  page  11 L 
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always  adhered  to,  had  held  it  to  be  a  question  of  law  in  the 
cases  to  which  it  applied,  and  the  effect  of  the  statute  was 
rather  to  change  the  rule  than  to  make  the  decision  of  the 
Commissioner  granting  a  patent  an  unreviewable  decision  that 
the  invention  had  not  been  abandoned,     (p,  427.) 

5.  Abandonment,  although  a  matter  of  intention  on  the  part  of  the 

inventor,  need  not  be  expressed  in  words,  but  may  be  gathered 
from  the  acts  of  the  inventor,     (p.  428.) 

6.  Abandonment  may  occur  as  well  after  an  application  has  been 

made  and  rejected  or  withdrawn  as  before,  and  may  be  evidenced 
in  the  same  manner,     (p.  428.) 

7.  The  law  requires  and  favors  diligence  in  prosecuting  the  claims 

to  an  exclusive  right,  and  an  inventor  cannot,  without  cause, 
hold  his  application  pending  during  a  long  period  of  years, 
leaving  the  public  uncertain,  whether  he  intends  ever  to  prose- 
cute it,  and  keeping  the  field  of  his  invention  closed  against 
other  inventors,     (p.  429.) 

8.  Circumstances  may  arise  which  will  excuse  delay  in  prosecuting 

an  application,  such  as  extreme  poverty  or  protracted  sickness; 
but  in  the  absence  of  any  such  excuse,  entire  inaction  on  the 
part  of  the  inventor,  coupled  with  long-continued  public  use 
without  complaint  or  remonstrance  on  his  part,  constitute 
abandonment  to  the  public,     (p.  420.) 

9.  The  rule  of  the  Patent  Office  that  an  application  rejected  or  not 

prosecuted  within  two  years  after  its  rejection  or  withdrawal, 
should  be  conclusively  presumed  to  have  been  abandoned,  was 
not  a  statutory  rule,  nor  inflexible  in  its  application,  but  was 
frequently  departed  from  and  abolished  before  the  act  of  1870, 
and  was  no  bar  to  a  movement  on  the  applicant's  part  to  have 
his  application  re-instated  after  withdrawal,  or  to  have  it  re- 
examined, or  take  an  appeal,  or  flle  a  new  one,  and  cannot  be 
regarded  as  an  adequate  excuse  for  a  long  delay,     (p.  432.) 

10.  Woodbury's  invention,  No.  138,462,  patented  April  29,  1873, 
Planing-Machine,  held  anticipated  by  the  machine  made  by 
Alfred  Anson  in  1843,  and  in  constant  use  for  thirty  years,  in 
which  all  the  elements  claimed  for  patentee's  combination  were 
found,  differing  in  degree  only  ;  the  yielding  pressure  therein 
effected  by  weights  and  not  by  springs,  being  mechanical 
equivalents,  and  the  fact  that  Anson's  machine  was  compara- 
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lively  small  being  insufficient  to  constitute  invention  in  Wood- 
bury's,    (p.  433.) 

11.  Mere  enlargement  of  a  machine,  to  strengthen  or  increafle  its 
capacity,  is  the  work  of  the  mechanic  and  not  of  the  inventor, 
(p.  434.) 

12.  Under  sec.  4020  of  the  Revised  Statutes,  only  the  names  and 

residences  of  those  who  had  invented  or  used  the  anticipating 
machine  or  improvement,  and  not  the  names  of  those  who  are 
to  testify  of  its  invention  or  use,  are  required  to  be  pleaded, 
(p.  486.) 

13.  Where  witnesses  were  examined  and  testified  without  objec^  ! 
tion  to  their  competency,  because  of  want  of  notice,  field  that 
it  was  too  late  to  object  to  their  testimony  on  appeal,  (p.  437.) 

14.  An  objection  to  the  examination  of  a  witness  should  state  spe- 
fically  the  grounds  of  the  objection,  in  order  that  the  opposite 
party  may  have  the  opportunity  of  removing  it  if  possible, 
(p.  438.) 

[Citations  in  the  opinion  of  the  court :] 

Kendall  v.  Winaor,  21  How.  322  [7  Am.  &  Eng.  1.]    p.  428. 

Shaw  V.  Cooper,  7  Pet.  292  [4  Am.  &  Eng.  286.]    p.  42a 

Adams  v.  Jones,  1  Fish.  Pat  Cas.  527.     p.  428. 

Smith  v.  Dental  Vulcanite  Co.  93  U.  8.  486  [11  Am.  &  Eng.  1.]    p.  439. 

Graham  v.  Mason,  5  Fish.  Pat.  Cas.  6.     p.  437. 

Brown  V.  Hall,  3  Fish.  531.    p.  437. 

Phillips  V.  Page,  24  How.  164  [7  Am.  &  Eng.  »7.]    p.  437. 

Boemer  v.  Simon,  95  U.  S.  214  [11  Am.  &  Eng.  348.]    p.    437. 

Wilton  t?.  R.  S.  Co.,  1  Wall.,  Jr.  195.     p.  438. 
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Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  case  is  stated  by  tlxe  court. 

The  specifications  and  drawings  of  the  Woodbury  patent 
are  as  follows : 


I.   p.   WOODBURY. 

P 1 1  fl  i  n  g  -  ■  ft  c  h  I  ■  a  • . 


3  Shsali--Sli«atl. 


Pit«nt«d  April  29,  IS73. 


/tthtestea. 


J.  p.  WDOOBUIIY. 
Pltilvg-lltGliiiiBS. 


3Sh»ett--She«t2. 


led  April  29,1873. 


JTdHeaaea.  \    J 


Tnveiti&r. 


3Sheets--Sheel3. 
J.   P.    WOODBURY. 
Planing-Macblnes. 

No,    138,462.  Paienitd  April  29,  IB73. 


■^U.,  ^  Z.^ 


J/ 1  vat  tor. 

___    .   — _  iifuiX  v.iiJmLiAif 


Oct.,  1879.]  PLANING-MACIJINE  00.  v.  KEITH.  418 

Statement  of  the  case. 

JOSEPH  P.  WOODBURY,  OF  BOSTON,  MASSACHU- 
SETTS. 

Improvement  in  Planing-Machines. 

Specification  forming  part  of  Letters  Patent  No.  138^462^  dated 
April  29,  1873;  application  filed  December,  6,  1870. 

To  all  whom  it  Tuay  concern : 

Be  it  known  that  I,  Joseph  P.  Woodbury,  of  Boston,  in 
the  county  of  Suffolk  and  State  of  Massachusetts,  have  in- 
vented a  new  and  useful  Improvement  in  Planing-Machines, 
of  which  the  following  is  a  si)ecification : 

The  object  of  my  present  improvement  in  planing-ma- 
chines  is  to  present  the  material  to  the  cutter  in  such  a  man- 
ner as  both  to  counteract,  as  far  as  practicable,  the  ''  flutter- 
ing "  or  tremor  caused  by  the  successive  blows  of  the  knives, 
and  the  consequent  wavy  and  uneven  surface  of  the  planed 
work,  and  at  the  same  time  to  overcome  more  perfectly  than 
heretofore  the  tendency  in  the  knives  of  the  rotary  cutter  to 
loosen  and  dislodge  the  knots  and  "shakes,"  and  to  tear 
the  fibers  of  the  wood  irregularly,  instead  of  severing  them 
smoothly  along  the  exact  surface  desired.  To  effect  this 
twofold  object  I  make  use  of  a  device  which  I  style  a  "  yield- 
ing pressure-bar,"  which  possesses  the  following  character- 
istics, viz :  It  is  made  of  such  material,  and  hajs  such  mass 
as  to  be  rigid  from  end  to  end ;  its  under  face  is  made  flat, 
so  that  it  has  an  extended  bearing  upon  the  work  longitudi- 
nally of  the  machine ;  and  it  is  mounted  upon  springs,  so 
as,  within  certain  limits,  to  accommodate  itself  to  the  vary- 
ing inequalities  in  the  surface  of  the  material  being  operated 
on.  A  pressure-bar  thus  constructed  and  mounted  differs 
from  a  pressure-roller  for  holding  down  miiterial  in  planing- 
machines  in  the  following  essential  particulars :  First,  there 
is  less  liability  to  become  coated  with  the  gums  of  the  wood ; 
second,  there  is  no  danger,  as  with  the  roller,  that  chips  and 
other  small  fragments  will  be  caught  under  it  and  pressed 
down  into  the  planed  surface  of  the  wood ;  third,  by  reason 
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of  its  extended  bearing,  it  is  more  efficient  to  check  the  trem- 
ulous motion  of  the  material  under  the  rapid  and  powerful 
blows  of  the  knives  than  the  roller,  the  form  of  which  is 
such  that  its  bearing  upon  the  work  is  necessarily  along  a 
single  line  only ;  and,  fourth,  the  bar  can  be  made  to  exert 
its  pressure  at  points  much  nearer  to  the  edge  of  the  knives 
than  would  be  attainable  with  the  roller.  This  last  point  of 
difference  is  one  of  great  practical  importance.  As  the 
knives  cut  toward  the  unplaned  portion  of  the  stock,  a  large 
part  of  their  work  being  performed  during  their  ascent,  there 
is  a  constant  tendency  for  them  to  unseat  the  knots  and 
tear  out  the  shakes  and  the  loose  and  irregular  fibers  of  the 
wood  ;  hence  the  great  desirability  of  bringing  a  strong  pres- 
sure to  bear  in  immediate  proximity  to  the  line  along  ^vhich 
the  knives  are  operating — a  result  which  is  impossible  when 
the  roller  is  used,  but  with  the  bar  is  entirely  feasible. 

Besides  the  pressure-roller  for  holding  down  material  in 
planing-machines,  I  am  aware  that  it  is  proposed,  in  the 
English  patent  of  Burnett,  of  1839,  to  make  use  of  a  flat 
spring  arranged  transversely  of  the  machine,  and  supported 
along  its  upper  edge  upon  a  bar  which  has  a  vertical  adjust- 
ability. One  essential  difference  between  such  a  device  and 
my  pressure-bar  is  found  in  the  fact  that  the  latter  is  per- 
fectly rigid  from  end  to  end,  from  which  it  results  that 
when  the  knives  begin  to  lift  a  knot,  or  shake,  or  sliver,  the 
entire  force  of  the  springs  that  support  the  bar  is  concen- 
trated at  the  special  point  thus  threatened,  and  thereby  holds 
the  weakened  part  in  place.  In  like  manner  this  element 
of  rigidity  in  the  bar  causes  the  entire  strength  of  the  springs 
to  be  concentrated  upon  any  warp  that  may  occur  in  one 
edge  or  in  the  middle  of  the  material,  which  is  thus  reduced 
to  a  true  bearing  on  the  bed  or  the  carriage  of  the  machine. 
A  flat  pressure-spring,  on  the  other  hand,  having  the  same 
elasticity  in  all  directions,  will  yield  transversely  of  the 
work  as  well  as  in  a  vertical  direction,  and,  as  a  cx)nse- 
quence,  only  a  small  part  of  its  power  can  be  brought  to 
bear  at  a  particular  point,  as  with  the  stiff  bar,  to  force  the 
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warped  material  to  a  true  bearing  on  the  machine,  or  to 
(counteract  the  tendency  of  the  cutter  to  tear  out  the  knots 
and  other  weak  parts.  Another  difference  between  the  bar 
and  the  spring  is  that  the  bearing  of  the  latter  upon  the 
work,  as  in  the  case  of  the  pressure-roller,  is  only  a  line. 

The  mode  in  which  I  apply  my  invention  is  fully  illustra- 
ted in  the  accompanying  drawing,  in  which — 

Figure  1  represents  a  longitudinal  vertical  section  of  a 
planing-machine  through  the  line  yyol  Pig.  2.  Pig.  2  is  a 
plan  view  of  the  machine.  Pig.  3  represents  a  transverse  ver- 
tical section  on  the  line  x  x  oi  Pig.  1. 

As  my  present  invention  has  nothing  to  do  with  the  frame- 
work of  the  machine,  or  with  the  parts  specially  designed 
for  receiving  and  transmitting  the  j)ower,  these  parts  do 
not  require  to  be  described. 

A  represents  one  of  my  yielding  pressure-bars,  which  is 
shown  in  the  drawing  as  set  oflf  at  some  distance  from  the 
path  of  the  knives ;  but  this  is  done  in  order  to  show  it 
more  distinctly.  In  practice  it  is  to  be  brought  much  nearer 
to  the  cutter,  leaving  only  sufficient  space  between  it  and 
the  path  of  the  knives  to  give  it  the  requisite  vertical  play 
to  enable  it  to  conform  to  the  irregularities  of  the  stuff  which 
is  being  planed.  As  this  bar  is  specially  designed  to  hold 
down  the  unplaned  part  of  the  material,  it  is  provided  with 
a  spring  at  each  end,  here  nuxrked  a  a,  some  such  compen- 
sating device  being  essential  to  the  successful  working  of  a 
bar  occupying  this  position,  by  reason  of  the  varying  thick- 
ness of  the  rough  stock.  When,  however,  the  bar  is  used 
to  hold  down  the  planed  part  of  the  stuff,  inasmuch  as  the 
thickness  of  this  portion  has  been  reduced  by  the  action  of 
the  cutter  to  an  approximate  uniformity,  the  springs  may 
be  dispensed  with,  and  the  bar  supported  at  the  end  of  two 
arms  extending  out  from  the  cutter-frame.  The  elasticity 
of  the  metal  composing  these  arms  will  ordinarily  be  suffi- 
cient to  compensate  for  any  actual  variation  from  absolute 
imiformity  of  thickness  in  the  planed  material.  B  repre- 
sents a  pressure-bar  of  this  description  supported  on  the 
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axms  h  6.  These  arms,  as  well  as  the  springs  a  a  that  sup- 
port the  bar  A,  are  shown  as  attached  to  the  frame  that  car- 
ries the  cutter,  from  which  it  follows  that  both  these  bars 
will  receive  the  same  vertical  adjustment  as  the  cutter,  and 
simultaneously  with  it,  which  is  eifected  by  means  of  the 
hand -nut  C  and  the  threaded  rod  D  passing  up  through  the 
arm  E.  The  bar  B  is  made  cajyable  of  a  separate  vertical 
adjustment  by  means  of  the  screws  c  c. 

In  order  to  facilitate  the  entrance  of  the  work  beneath 
the  bars,  one  of  the  lower  edges  of  each  bar  is  slightly  bev- 
eled or  rounded,  as  sliown  at  m  and  n. 

Directly  underneath  the  cutter  is  the  traveling  bed  or 
apron,  which  rests  upon  the  solid  and  unyielding  bed-plate 
H,  which  is  designed  to  act  as  an  anvil  just  under  the  point 
where  the  successive  blows  of  the  knives  are  delivered  upon 
the  material  subjected  to  their  action,  and  which  is  so  con- 
structed as  eif  ectually  to  resist  the  springing  or  yielding  of 
the  material  in  a  downward  direction.  This  bed-plate  is 
extended  far  enough  in  front  and  in  rear  of  the  cutter  to 
serve  as  a  firm  support  under  the  pressure-bars  A  and  B. 

The  stuff  is  carried  forwaid  to  the  cutter  by  means  of  an 
endless  apron  revolving  upon  suitable  shafts  or  rollers.  This 
apron  is  composed  of  two  or  more  endless  belts  or  chains,  to 
which  are  attached  transverse  slats  or  bars  of  metal.  The 
bed-plate  is  cut  away  at  the  ix)ints  where  tliese  belts  or 
chains  pass  over  it,  so  that  the  transverse  metal  slats,  as 
they  are  carried  across  the  face  of  the  bed-plate,  may  be  in 
direct  contact  therewith. 

What  I  claim  as  my  invention  is — 

1.  The  combination  of  a  rotary-cutter  and  a  yielding 
pressure  bar  or  bars,  substantially  as  and  for  the  purpose 
described. 

2.  The  combination  of  a  solid  bed  and  a  yielding  pressure 
bar  or  bafs,  for  the  purpose  of  holding  down  the  material 
while  being  acted  on  by  the  cutter,  substantially  as  set 
forth. 


Oct.,  1879.1  PLANING-MACIIINE  CO.  v.  KEITH.  417 

Argument  of  counsel. 

3.  The  combination  of  a  solid  bed,  a  rotary-cutter,  and  a 
jdelding  pressure  bar  or  bars,  substantially  as  described. 

4.  The  combination  of  the  two  pressure-bars,  one  of  which 
is  supported  upon  arms,  and  the  other  upon  springs,  sul>- 
titantially  as  and  for  the  purpose  set  forth. 

JOSEPH  P.  WOODBURY. 

Witnesses : 

Frank  G.  Parker, 
William  Edson. 

Messrs.  A.  A,  Strout^  Oeorge  F.  HoVraes^  J,  A,  L.  WhU- 
tier^  and  Charles  M,  Reed^  for  appellant : 

The  cases  on  the  subject  of  abandonment,  as  found  in  our 
reports,  recognize  a  distinction  between  abandonment  before 
application  for  a  patent,  and  abandonment  after  a  patent 
has  been  applied  for. 

Tlie  case  at  bar  is  one  of  abandonment  after  application, 
if  abandonment  in  fact  ever  existed,  which  complainants 
deny,  for  the  record  shows  that  an  application  for  a  patent 
for  the  same  subject  matter  as  that  of  the  patent  in  contro- 
vei'sy,  was  first  made  by  the  patentee  on  the  3d  day  of 
June,  1848. 

In  Hide  &  Leather  Splitting  Co.  n.  Tool  Co.,  1  Holmes, 
/)13,  Shepley,  J.,  said:  ''The  abandonment  to  the  public, 
in  the  sense  in  which  it  is  here  used,  need  not  be  two  years 
before  the  date  of  the  application  of  the  patent ;  it  may  be 
afterwards,  although  the  presumption  is  always  against  an 
abandonment  to  the  public  by  the  patentee  after  he  has  ap- 
plied for  his  patent.  But  he  can  do  so ;  he  can  do  so 
within  two  years ;  he  can  do  so  at  any  time.  It  is  a  matter 
that  may  be  proved^  but  is  never  to  be  presumed^ 

See  also  McMillin  v.  Barclay,  5  Pish.  200,  in  this  case, 
McKents^an,  J.,  said:  "The  proof  of  actual  abandonment 
after  application  filed,  ought  to  be  indubitably  clear.  It 
ought  not  to  rest  doubtfully  or  on  disputable  inferences. 
Upon  what  reason,  should  he  be  regarded  as  having  given 
up  his  invention  to  the  public,  merely  because  a  public  offi- 
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cer  lias  repeatedly  denied  his  application  for  a  patent,  and 
the  recognition  of  his  right  has  thus  been  delayed  for  years, 
when  he  was  powerless  to  prevent  It!  'By  the  application 
liled  in  the  Patent  Office,'  says  Mr.  Justice  Grier,  in  Ad- 
ams V  Jones,  1  Pish.  527,  'the  inventor  makes  a  full  dis- 
closure of  his  invention,  and  gives  public  notice  of  hia 
claim  for  the  patent.  It  is  conclusive  evidence  that  the  in- 
ventor does  not  intend  to  abandon  it  to  the  public.  The 
delay  afterwards  interposed,  either  by  the  mistakes  of  pub- 
lic officers  or  the  delay  of  courts,  where  gross  laches  can- 
not be  imputed  to  the  applicant,  cannot  affect  his  right.' " 

That  the  evidence  to  support  the  issue  of  abandonment, 
where  a  patent  has  been  taken  out,  should  be  "clear  and 
cogent,"  has  been  strongly  held  in  Jones  v  Sewall,  6  Fish. 
343 ;  Bell  v  Daniels,  1  Fish.  378.  And  the  reason  for  this 
is  twofold:  1st.  "Because  a  forfeiture  of  an  invention  is 
not  favored  in  law."  Pitts  v.  Hall,  2  Blatch.  239.  2d.  Be- 
cause the  reliance  is  upon  the  existence  of  a  use,  and  where 
the  use  is  relied  upon  to  work  a  forfeiture,  the  evidence 
should  be  explicit  and  clear. 

Henry  v.  Francistown  Co.,  9  O.  6.  409 ;  Singer  v.  Btauns- 
dorf,  7  Blatch.  521. 

On  the  3d  of  June,  Woodbury  made  his  first  application 
for  a  patent.  This  application  embodied  the  same  subject 
matter  as  was  contained  in  the  second  application  on  which 
the  patent  at  issue  was  granted  May  29,  1873. 

This  first  application  was  rejected  April  29,  1849,  refer- 
ence  being  made  in  the  matter  of  rejection  to  the  Brown 
and  Hunt  patent  of  1845.  This  same  Brown  and  Hunt  pat- 
ent, with  others,  was  again  cited  when  a  second  applica- 
tion of  1870  was  made.  So  that  it  appears  that  a  reference 
deemed  a  good  reason  for  refusing  a  patent  in  1849,  was 
considered  again  and  found  to  be  insufficient  in  1873. 

The  next  action  of  the  Patent  Office  as  to  this  applica- 
tion, is  permitting  the  unauthorized  withdrawal  of  the 
same,  and  a  repayment  of  the  return  fee  to  one  John  J. 
Greenough,  at  that  time  a  patent  solicitor  in  Washington. 
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The  only  claim  of  authority  which  Greenough  ever  had  to 
act  in  the  matter,  is  contained  in  the  last  paragraph  of  the 
original  Woodbury  petition  for  a  patent,  as  filed  in  the 
Patent  Office,  June  3,  1848.  There  can  be  no  doubt  as  to 
the  legal  meaning  of  the  language,  it  gave  Greenough  no 
right  to  withdraw  the  application;  that  power  was  re- 
served to  the  inventor  himself.  It  provided,  and  provided 
only,  that  if  the  inventor  should  withdraw  his  applica- 
tion^ then  the  return  fee  might  be  received  and  receipted 
for  by  Greenough.  But  the  inventor  never  did  withdraw 
the  application,  and  Greenough' s  act  was  without  any  au- 
thority. It  appears  of  record  in  this  case  that  Mr.  Wood- 
bury did  not  know,  till  long  afterward,  that  Greenough 
had  withdrawn  the  application  and  had  received  the  return 
fee. 

And  the  patent  is  prisma  fade  evidence  that  there  has 
been  no  voluntary  abandonment  by  the  inventor,  either  be- 
fore or  after  his  application  for  letters  patent. 

Johnson  v,  Fassman,  1  Woods,  138 ;  Adams  «.  Jones,  1 
Fish.  630 ,  Alden  t).  Dewey,  1  Story,  341 ;  Brooks  t>.  Bick- 
nell,  3  McLean,  440 ;  Sherman  ??.  Champlain  Trans.  Co.,  31 
Vt.  176. 

The  first  objection  which  the  complainant  urges  to  the 
Norwich  machine  and  the  testimony  introduced  touching 
the  same,  is  that  the  defendant  has  not  brought  himself 
within  the  statutory  provision  enabling  him  to  set  up  the 
machine  as  an  anticipation  of  the  Woodbury  invention. 
No  mention  of  the  machine,  as  a  machine  is  made  in  the 
answer. 

O'Reilly  v.  Morse,  15  How.  62  [6  Am.  &  Eng.  483 ;]  Pitts 
u.  Edmonds,  2  Fish.  52 ;  Howe  t).  Williams,  2  Fish.  411. 

The  court  below  found  that  while  Woodbury  vras  a  meri- 
torious inventor,  and  his  invention  was  one  of  great  practi- 
cal value,  he  had  been  anticipated  by  one  Alfred  Anson, 
whose  machine  was  constructed  and  put  into  use  in  Nor- 
wich, Conn.,  about  two  years  before  Woodbury  had  made 
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it  was  SO  constructed.     And  of  this  machine,   as  before 
stated,  the  complainant  had  no  notice  whatsoever. 

Messrs.  B.  F,  Thurston  and  David  Hall  Rice^  for  ap- 
pellee : 

The  law  says  that  we  may  set  np  before  any  court  where 
a  suit  is  brought  against  us,  the  fact  that  the  api)ellant  has 
abandoned  the  invention  to  the  public,  and  it  shall  be 
heard.  Hence,  under  that  specific  clause  of  the  statute, 
this  court  has  a  right  to  inquire,  and  we  have  a  right  to  dis- 
cuss the  question  of  the  abandonment  of  this  invention  by 
Joseph  P.  Woodbury. 

We  contend  that  Woodbury  abandoned  this  invention : 
1st.  By  directing  his  solicitor  to  suspend  all  action  from  his 
application  from  February,  1849,  to  February  or  March, 
1854,  and  meantime  abandoning  all  use  or  manufacture  of 
it  for  another  of  kindred  design  from  which  he  realized  a  for- 
tune. 2d.  In  allowing  Greenough's  withdrawal  to  stand 
undisturbed  from  the  time  he  had  notice  of  it  1854  until 
1870,  having  the  benefit  of  the  return  fee  and  thereby  giv- 
ing notice  to  the  public  in  the  meantime  that  the  invention 
was  abandoned.  3d.  In  allowing  the  public  to  patent  im- 
provements upon  this  invention  and  use  such  improved  ma- 
chines, such  improvements  constituting  its  principal  value, 
and  their  sale  and  use  being  personally  known  to  him  with- 
out any  opposition  or  objection  or  claim  on  his  part  to  the 
invention ;  he  in  the  meantime  being  engaged  with  ample 
means  in  the  prosecution  and  patenting  of  other  inventions 
continuously  from  1849  to  1870. 

Surely  if  such  acts  do  not  constitute  abandonment  of  an 
invention  and  a  forfeiture  of  aU  right  to  the  protection  of  a 
patent  thereon,  abandonment  of  it  may  be  considered  well- 
nigh  impossible  and  unprovable. 

We  believe  that  an  inventor  who  slept  upon  his  rights  for 
over  twenty  years,  who  has  seen  the  public  in  the  undis- 
turbed enjoyment  of  his  invention  during  that  time  while 
he  was  devoting  his  attention  to  other  pursuits,  who  has 
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known  that  a  public  notice  stands  upon  record  purporting 
to  be  his  act  and  deed  abandoning  the  invention  should,  in 
justice  and  equity,  have  applied  to  him  those  principles  of 
law  which  govern  like  cases  in  relation  to  other  species  of 
property.  Under  such  an  interpretation  of  the  law,  Wood- 
bury and  his  assigns  have  no  interest  in  this  invention  re- 
maining, which  this  court  can  or  ought  to  recognize. 

The  only  objection  to  the  testimony  of  any  of  these  wit- 
nesses that  could  be  understood  to  refer  to  their  names  not 
being  stated  in  the  answer,  was  made  by  way  of  motion  after 
the  time  for  taking  testimony  had  expired.  None  other  can 
be  shown. 

We  contend  that  if  previous  notice  of  the  examination  of 
these  witnesses  was  not  given,  and  seasonable  objection  was 
not  made,  "it  is  well  settled  law," — in  the  exact  language 
of  the  Supreme  Court — ''that  the  failure  to  interpose  any 
such  objection  before  the  final  hearing  is  a  waiver  of  the  re- 
quired notice  in  the  equity  suit."  Filing  this  motion  a  few 
days  before  the  final  hearing,  after  the  testimony  closed, 
saves  nothing  in  the  case  more  than  to  file  it  on  the  day  of 
the  final  hearing ;  it  cannot  be  done  after  the  examination 
of  the  witnesses  has  been  gone  through  with,  and  not  a 
single  witness  has  been  objected  to  on  the  ground  alleged 
in  this  motion,  so  that  it  can  be  understood  at  the  time  he 
testifies.  The  law  on  this  point  is  well  stated  in  Brown  v. 
Hall,  3  Fish.  635,  approved  by  the  Supreme  Court,  Roemer 
V.  Simon,  95  U.  S.  214  [11  Am.  &  Eng.  348.] 

The  Anson  machine  contains  broadly  a  solid  bed,  yield- 
ing pressure-bars,  and  a  rotary-cutter,  bearing  the  same  re- 
lations to  each  olher,  within  the  scope  of  the  machine,  as 
do  Woodbury's.  It  is  idle  to  say  that  Anson's  machine 
has  not  the  scope  and  capacity  of  Woodbury's.  The  in- 
vention is  not  limited  by  anything  in  the  patent  to  any  par- 
ticular scope  or  capacity.  And  if  it  were,  judgment  cannot 
be  rendered  against  this  appellee  under  such  limitation,  be- 
cause he  is  not  shown  to  have  had  such  limited  mechanism. 

The  date  and  construction  of  the  machine  by  Anson  is 
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fully  proved.  Its  utility  in  constant  use  for  years  is  shown. 
Its  piuctical  operation  substantially  equal  to  that  of  like 
elements  claimed  in  the  patent,  is  all  testified  to  part  by 
part.  Its  exact  identity  of  these  combined  elements  in 
question,  with  their  original  construction  by  Anson,  is  over- 
whelmingly established.  It  fully  anticipates  the  invention 
here  in  dispute. 

The  Anson  machine  does  not  in  any  sense  fall  within  the 
category  of  abandoned  improvements,  or  within  the  class  of 
crude  contrivances.  The  machine  which  we  have  produced 
as  an  exhibit  in  this  case,  was  taken  from  the  shop  in  which 
it  had  been  regularly  and  successfully  at  work  for  a  period 
of -about  thirty-thi-ee  years. 

I  insist  that  all  the  testimony  in  reference  to  the  Anson 
machine  which  has  been  objected  to,  on  the  ground  of  want 
of  notice  of  the  names  of  the  witnesses,  is  admissible,  and  I 
claim  that  in  view  of  the  prior  existence  of  the  Anson  ma- 
chine, it  did  not  require  the  exercise  of  the  inventive  fac- 
ulty to  create  the  Woodbury  combination. 

Tucker  v.  Spaulding,  13  Wall.  458  [8  Am.  &  Eng.  474 ;] 
Roberts  v.  Ryer,  91  U.  S.  150  [10  Am.  &  Eng.  302 ;]  Dun- 
bar V.  Myers,  94  U.  S.  187  [11  Am.  &  Eng.  59 ;]  Phillips  v. 
Page,  24  How.  167  [7  Am.  &  Eng.  97 ;]  Stimpson  v.  Wood- 
man,  10  Wall.  121  [8  Am.  &  Eng.  221;]  Brown  v.  Piper,  91 
U.  S.  38  [10  Am.  &  Eng.  273 ;]  Smith  v.  Nichols,  21  WaJL 
115  [9  Am.  &.  Eng.  425.] 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
The  bill  in  this  case  (a)  is  founded  upon  a  patent  granted 
to  Joseph  P.  Woodbury  on  the  29th  of  April,  1873,  for  an 
alleged  ' '  new  and  useful  improvement  in  planing-machines," 
numbered  138,462.  The  specification  declares  the  object  of 
the  improvement  to  be  presenting  the  material  to  the  cutter 
in  such  a  manner  as  both  to  counteract,  as  far  as  practica- 

101  U.S.  480-481. 

(a)  otto  Bubstitates  for  ''The  biU  in  thiB  case.'*  ''  The  biU  of  the  Wood- 
bury Patent  Planlxig-Machiiie  Company,  the  appeUont." 
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ble,  the  fluttering  or  tremor  caused  by  the  successive  blows 
of  the  knives,  and  the  consequent  wavy  and  uneven  surface 
of  the  planed  work,  and  at  the  same  time  to  overcome  more 
perfectly  than  theretofore  the  tendency  in  the  knives  of  the 
rotary -cutter  to  loosen  and  dislodge  the  knots  and  shakes, 
and  to  tear  the  fibers  of  the  wood  irregularly,  instead  of 
severing  them  smoothly  along  the  exact  surface  desired. 
To  accomplish  this  twofold  object,  the  patentee  proposed  to 
make  use  of  what  he  denominated  "a  yielding  pressure- 
bar,"  made  of  such  material  and  of  such  mass  us  to  be  rigid 
from  end  to  end,  with  its  under  face  flat,  so  that  it  may 
have  an  extended  bearing  upon  the  work  longitudinally  of 
the  machine,  and  mounted  upon  springs,  so  as,  within  cer- 
tain limits,  to  accommodate  itself  to  the  varying  irregulari- 
ties in  the  surface  of  the  material  operated  upon.  The  speci- 
fication then  proceeds  to  state  the  patentee' s  supposed  ad- 
vantages of  the  alleged  invention,  and  to  describe,  by  refer- 
ence to  drawings,  the  patented  device.  The  claims  are  four, 
all  for  combinations.     They  are  as  follows : 

1.  The  combination  of  a  rotary-cutter  and  a  yielding  pres- 
sure bar  or  bars,  substantially  as  and  for  the  purpose  de- 
scribed. 

2.  The  combination  of  a  solid  bed  and  a  yielding  pressure 
bar  or  bars  for  the  purpose  of  holding  down  the  material 
while  being  acted  on  by  the  cutter,  substantially  as  set 
forth. 

3.  The  combination  of  a  solid  bed,  a  rotary-cutter,  and  a 
yielding  pressure  bar  or  bars,  substantially  as  described. 

4.  The  combination  of  the  two  pressure-bars,  one  of  which 
is  supported  uj>on  arms,  and  the  other  upon  springs,  sub- 
■tantially  as  and  for  the  purpose  set  forth. 

It  is  this  use  of  yielding  pressure-bars  in  the  combination 
which  constitutes  principally,  if  not  wholly,  the  novelty  of 
the  device  described  in  the  patent.  Planing-machines  with 
a  solid  bed,  rotary-cutter,  and  devices  for  receiving  and 
transmitting  the  power,  had  been  known  and  in  use  long 

101  v.  B.  481. 
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before  Woodbury  claimed  to  have  mad(3  his  invention.  The 
AVoodworth  planing-machine,  substantially  tlie  first  of  the 
class,  had  all  these  in  combination,  and  in  the  same  combi- 
nation as  they  are  found  in  the  machine  to  which  Wood- 
bury applied  his  yielding  bars,  but  instead  of  bars  Wood- 
worth  used  rollers  to  keep  firmly  in  position  the  wood  to  be 
planed.  Woodbury  merely  substituted  bars  for  rollers. 
No  doubt  the  substitution  was  an  improvement.  It  enabled 
the  pressure  upon  the  wood  to  be  brought  nearer  to  the  cut- 
ters than  it  could  be  in  the  Woodworth  machine.  It  had  a 
more  extended  bearing  and,  therefore,  held  the  material 
more  steady  under  the  action  of  the  knives  or  cutters,  and 
the  bars,  perhaps,  were  less  likely  to  be  clogged  by  the 
chips  cut  in  the  operation  of  the  machine. 

On  the  2d  of  March,  1874,  the  patentee  sold  and  assigned 
his  patent  to  the  complainant,  and  they  have  brought  this 
suit  against  the  defendants  for  an  alleged  infringement. 

The  answer  of  the  defendants  denies  any  infringement  and 
attacks  the  validity  of  the  Woodbury  patent  for  several 
reasons,  any  one  of  which,  if  sustained,  must  bar  the  relief 
which  the  complainant  seeks.  It  is  denied  that  Woodbury 
was  the  first  and  original  inventor  of  the  improvement 
claimed,  and  it  is  averred  that  the  invention  described  in 
his  patent  had  been  publicly  known  and  used  for  more  than 
two  years  before  his  application  for  a  patent  was  made,  and 
that  before  that  time  his  invention  had  been  abandoned  to 
the  public.  The  answer  contains  other  averments,  which 
we  think  it  unnecessary  to  set  forth,  because  the  control- 
ling questions  are,  whether  the  device  of  AVoodbury  was  the 
first  and  original  invention,  and  whether,  if  it  was,  it  was 
abandoned  to  the  public  before  he  obtained  his  patent. 

Before  proceeding  to  the  consideration  of  the  several  de- 
fences set  up,  it  will  be  convenient  to  refer  briefly  to  the 
history  of  Woodbury's  alleged  invention.  Though  the  pat- 
ent was  not  granted  until  1873,  the  earliest  application  for 
it  was  made  on  the  3d  of  June,  1848.    The  invention  ap- 

101  U.  8.  481^89. 
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peare  to  have  been  completed  in  the  latter  part  of  the  year 
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passage,  to  renew  his  application  or  to  file  a  new  one ;  and 
that,  if  he  omitted  to  do  either,  his  application  should  be 
held  to  be  abandoned  ;  and  further,  that  upon  the  hearing 
of  such  renewed  applications,  abandonment  should  be  con- 
sidered a  question  of  fact."  It  was  within  six  months  after 
the  passage  of  this  Act  that  Woodbury  renewed  his  appli- 
cation, upon  which  the  patent  was  granted.  A  ^      ^  ^   /  T ' 

In  view  of  this  history  and  of  the  other  facts  appearing  in 
the  case,  the  question  is  a  grave  one,  whether  the  invention, 
even  if  Woodbury  was  the  first  inventor,  was  not  abandoned 
by  him  before  his  renewed  application  for  a  patent  (6)  was 
made. 

It  is  quite  certain  that  the  action  of  the  Commissioner, 
granting  the  patent  in  1873,  is  not  conclusive  of  the  ques- 
tion whether  there  had  not  been  an  abandonment.  Under 
the  36th  section  of  the  Act  of  1870,  abandonment  is  declared 
to  be  a  question  of  fact.  The  rule  of  the  Patent  OflBce, 
though  not  always  adhered  to,  had  held  it  to  be  a  question 
of  law,  in  the  cases  to  which  it  was  applied,  and  the  effect 
of  the  statute  was  rather  to  change  the  rule,  than  to  make 
the  decision  of  the  Commissioner,  granting  a  patent,  an  un- 
reviewable decision  that  the  invention  had  not  been  aban- 
doned. In  fact,  the  Commissioner  may  not  be  called  ui)on 
to  pass  upon  that  question.  No  evidence  respecting  it  may 
be  before  him,  except  mere  lapse  of  time,  and  he  has  not, 
generally,  the  means  of  ascertaining  what  the  action  of  an 
applicant  for  a  patent  has  been,  outside  of  the  Patent  Office. 
It  surely  cannot  be  claimed  that  patents  obtained  under 
the  provisions  of  the  35th  section  of  the  Act  are  any  more 
unimpeachable  than  those  referred  to  in  the  24th  section. 
By  that  section  the  Commissioner  is  authorized  to  deal  with 
the  question  whether  the  invention  has  been  abandoned, 
as  well  as  with  the  question  whether  it  was  in  public  use  or 
on  sale  more  than  two  years  prior  to  the  application.  Yet, 
both  these  matters,  as  weU  as  the  originality  of  the  inven- 

101  U.  0.  4t8-4M. 
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tion,  upon  which  the  Commissioner  must  pass,  may  be  con- 
tested in  suits  brought  for  infringement  of  the  patent.  Such 
defences  are  allowed  by  the  statute.  Itmust,  then,  be  open 
to  eveiy  person,  charged  with  an  infringement,  to  show  in 
his  defence  that  the  patentee  had  abandoned  his  invention 
before  he  obtained  his  patent. 

It  has  sometimes  been  said  that  an  invention  cannot  be 
held  to  have  been  abandoned,  unless  it  was  the  intention  of 
the  inventor  to  abandon  it.  But  this  cannot  be  understood  as 
meaning  that  such  an  intention  must  be  expressed  in  words. 

■  In  Kendall  o.  Winsor,  21  How.  322  [7  Am.  &  Eng.  1,  ]  thiscourt 
said:  "  It  is  the  unquestionable  right  of  every  inventor  to  con- 
fer gratuitously  the  benefits  of  his  ingenuity  upon  the  public, 
and  this  he  may  do,  either  by  express  declaration  or  by  con- 

,  duct  equally  significant  with  language ;  such,  for  instance, 
as  an  acquiescence  with  full  knowledge  in  the  use  of  his  in- 
vention by  others  ;  or  lie  may  forfeit  his  rights  as  an  inven- 
tor by  a  wilful  or  negligent  postponement  of  his  claims," 
To  the  same  effect  ia  Shaw  v.  Cooper,  7  Pet.  292  [4  Am.  &  Eng. 
286.]  These  were  cases,  it  is  true,  where  the  alleged  dedica- 
tion to  the  public,  or  abandonment,  was  before  any  application 
for  a  patent,  but  it  is  obvious  there  may  be  an  abandonment 
as  well  after  such  an  application  has  been  made  and  rejected 
or  withdrawn,  as  before,  and  evidenced  in  the  same  manner. 
In  Adams  V.  Jones,  1  Fish.  Pat.  Cas.  527,  Judge  Grier 
said  :  "A  man  may  justly  be  treated  as  Iiaving  abandoned 
his  application  if  it  be  not  prosecuted  with  reasonable  dili- 
gence. But  involuntary  delay,  not  caused  by  the  laches  of 
the  applicant,  should  not  work  a  forfeiture  of  his  rights." 

The  patent  law  favors  meritorious  inventors  by  condition- 
ally conferring  upon  them,  for  a  Umited  period,  exclusive 
rights  to  their  inventions.  But  it  requires  them  to  be  vigi- 
lant and  active  in  complying  with  the  statutory  conditions. 
It  is  not  unmindful  of  possibly  intervening  rights  of  the 
public.  The  invention  must  not  have  been  in  public  use  or  on 
sale  more  than  two  years  before  the  application  for  a  patent 

101  V.  8. 41 
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is  made,  and  all  applications  must  be  completed  and  pre- 
pared for  examination  within  two  years  after  the  petition  is 
filed,  unless  it  be  shown,  to  the  satisfaction  of  the  Commis- 
sioner, that  the  delay  was  unavoidable.  All  this  shows  the 
intention  of  Congress  to  require  diligence  in  prosecuting  the 
claims  to  an  exclusive  right.  An  inventor  cannot,  wltJiout 
causej  hold  his  application  i)ending  during  a  long  i)eriod  of 
years,  leaving  the  public  uncertain  whether  he  intends  ever 
to  prosecute  it,  and  keeping  the  field  of  his  invention  closed 
against  other  inventors.  It  is  not  unfair  to  him,  after  his 
application  for  a  patent  has  been  rejected,  and  after  he  has 
for  many  years  taken  no  steps  to  re-instate  it,  to  renew  it  or 
to  appeal,  that  it  should  be  concluded  he  has  acquiesced  in 
the  rejection  and  abandoned  any  intention  of  prosecuting 
his  claim  further.  Such  a  conclusion  is  in  accordance  with 
common  observation.  Especially  is  this  so  when,  during 
those  years  of  his  inaction,  he  has  seen  his  invention  go  into 
common  use,  and  has  uttered  no  word  of  complaint  or  re- 
monsti'ance,  or  been  stimulated  by  it  to  a  fresh  attempt  to 
obtain  a  patent.  When,  in  reliance  upon  his  supine  inac- 
tion, the  public  has  made  use  of  the  result  of  his  ingenuity, 
and  has  accommodated  its  business  and  its  machinery  to 
the  improvement,  it  is  not  unjust  to  him  to  hold  that  he  shall 
be  regarded  as  having  assented  to  the  appropriation,  or,  in 
other  words,  as  having  abandoned  the  invention. 

There  may  be,  it  is  true,  circumstances  which  will  excuse 
delay  in  prosecuting  an  application  for  a  patent,  after  it  has 
been  rejected,  such  as  extreme  poverty  of  the  applicant,  or 
protracted  sickness.  Of  such  cases  we  are  not  now  speak- 
ing. None  of  these  ordinary  and  accepted  reasons  for 
Woodbury's  inaction  during  the  more  than  sixteen  years 
that  elapsed  between  1854  and  his  presentation  of  the  new 
petition  upon  which  his  patent  was  granted,  are  found  in 
this  case. 

His  first  application,  as  we  have  seen,  was  rejected  on  the 
20th  of  February,  1849,  and  he  was  then  informed  from  the 
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Patent  OflBice  that  he  could  "  withdraw  or  appeal."  Noth- 
ing, however,  was  done  until  October  4,  1852,  when  his  at- 
torney withdrew  the  application  and  received  back  $20. 
True,  the  attorney  was  not  empowered  to  withdraw  the  ap- 
plication, and  it  does  not  appear  that  Woodbury  was  then 
informed  it  had  been  withdrawn  :  but  he  was  informed  that 
the  application  had  been  rejected,  and  he  gave  no  instruo 
tions  to  do  anything  more  in  the  case,  though  instructions 
were  asked  and  though  he  was  frequently  in  communica- 
tion with  his  attorney,  who  obtained  for  him  another  pat- 
ent on  the  20th  of  March,  1849.  The  rejected  application 
was  suffered  to  rest  until  February  27,  1854,  when  Wood- 
bury wrote  to  Mr.  Cooper,  another  attorney,  informing  him 
that  he  had  a  rejected  application,  filed  in  June,  1848,  for 
an  improvement  in  pressure  with  the  rotary-cutter,  and  ask- 
ing him  to  call  up  the  case  and  get  a  patent  for  the  most 
he  could.  Mr.  Cooper  made  application  for  copies  of  the 
drawings  and  specification  and  for  the  letter  of  rejection, 
after  having  been  informed  that  the  application  for  the  pat- 
ent had  been  withdrawn,  but  nothing  further  was  done,  ex- 
cept that  Cooper  informed  Woodbury  the  application  had 
been  withdrawn  by  his  former  attorney.  Thus  the  matter 
rested.  Cooper's  connection  with  it  ceased  in  September, 
1854.  No  effort  was  made  in  the  Patent  Office  to  have  the 
rejected  application  re-instated,  though  such  an  effort  must 
have  been  successful  had  it  been  made  and,  apparently, 
Woodbury  acquiesced  alike  in  the  rejection  and  in  the  with- 
drawal, until  December,  1870,  when  his  new  application  was 
made.  During  all  this  time  he  was  in  frequent  communi- 
cation with  the  Patent  Office,  prosecuting,  and  successfully, 
other  applications  for  patente.  He  was  not  pressed  by  pov- 
erty to  such  an  extent  as  to  hinder  his  renewal  of  his  appli- 

.  cation.  This  is  shown  by  direct  evidence,  and  by  the  fact 
that  he  had  means  to  sue  for  and  obtain  other  patents.  Nor 
was  he  unwarned  of  the  danger  of  delay.     Very  soon  after 

'  1854,  if  not  before,  the  use  of  planing-machines  containing 
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pressure-bars  in  combination  with  rotary-cutters  and  a  solid 
bed,  was  general.  The  defendants'  answer  asserts  that  be- 
fore December  5,  1870,  and  since  the  withdrawal  of  Wood- 
bury's rejected  appUcation,  many  thousand  planing-ma- 
chines,  containing  his  invention,  had  been  constructed,  sold, 
and  used  in  the  United  States,  and  this  assertion  is  accepted 
in  the  appellant's  brief.  This  fact  must  have  been  known 
by  him.  Upon  this  subject  the  evidence  is  very  full.  As 
we  have  seen,  the  distinctive  element  of  Woodbury' s  inven- 
tion was  the  substitution  of  yielding  pressure-bars  for  the 
rollers  employed  in  the  Woodworth  patent.  A  machine 
patented  to  Joseph  E.  Andrews  in  1846  had  those  pressure- 
bars,  and  Woodbury  was  engaged  for  years  in  selling  those 
machines.  Between  1852  and  1854  three  Cornell  machines 
of  the  Woodworth  patent,  rotary-cutter,  yielding  pressure- 
bars,  combined  with  a  solid  bed  were  used  by  John  P.  Keat- 
ing in  his  shop  at  Boston.  Mr.  Woodbury  was  repeatedly 
there  while  they  were  in  use,  and  examined  them,  but  he 
never  suggested  that  he  had  any  claim  to  the  use  of  pres- 
sure-bars in  planing-machines.  '  There  is  ample  evidence 
also  that  hundreds  of  other  machines  containing  the  same 
device  were  manufactured  and  sold  in  Boston  between  the 
years  1854  and  1870,  and  were  frequently  seen  by  Mr.  Wood- 
bury, calling  forth  no  remark  from  him  indicating  that  they 
were  invasions  of  his  rights.  In  view  of  all  this,  it  is  of 
little  importance  that,  from  time  to  time,  he  expressed  a 
hope  to  his  brother  and,  perhaps,  occasionally  to  some 
others,  that  he  should  some  time  and  in  some  way  obtain  a 
patent.  Such  was  not  his  language  to  the  public.  His  in- 
action, his  delay,  his  silence,  under  the  circumstances,  were 
most  significant.  Though  not  express  avowals  of  abandon- 
ment, **to  reason's  ear  they  had  a  voice"  not  to  be  misun- 
derstood. They  spoke  plainly  of  acquiescence  in  the  rejec- 
tion of  his  application  for  a  patent.  They  encourged  the 
manufacture  and  sale  of  his  invention. 
And  there  is  no  sufficient  explanation  of  Mr.  Woodbury's 
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conduct ;  nothing  which  can  be  regarded  as  an  adequate 
excuse  for  it.  The  rule  of  the  Patent  Office  was  not  a  statu- 
tory rule.  It  was,  at  most,  only  a  rule  of  ppdctlce  in  the 
office,  and  it  waa  not  inflexible.  The  action  of  the  office  ex- 
hibits many  instonces  in  which  departures  from  it  were 
made  before  the  Act  of  Congi-ess  of  1870  was  passed,  and 
even  before  Mr.  Fisher,  the  Commissioner  of  Patents,  abol- 
ished it.— (Case  of  J.  W.  Cochran,  Comrs.  Dec.,  1869.)— If 
Woodbury  did  not  intend  to  acquiesce  in  the  rejection  of 
his  application,  the  nde  was  no  bar  to  a  movement  by  him 
to  have  it  re-instated  after  its  withdrawal-  So  he  might 
have  applied  for  a  re-examination,  or  might  have  appealed, 
or  might  have  file<l  a  new  one.  Thus,  he  would  have  given 
notice  that  he  did  not  intend  to  give  up  his  invention  to  the 
public. 

There  is  a  wide  difference  between  this  case  and  the  case  of 
Smith  B.The  Dental  Vulcanite  Co.,93U.  S.  486  [11  Am.  &  Eng. 
1.]  In  the  latter  it  appeared  that,  after  three  successive  rejec- 
tions, the  last  in  18C6,  the  application  was  never  withdrawn, 
nor  was  any  portion  of  the  fee  claimed.  Still  the  applicant  did 
not  remit  his  efforts.  He  was  in  ill-health  and  wretchedly 
poor.  But  he  continued  to  assert  his  expectations  of  ulti- 
mately obtaining  a  patent ;  made  frequent  applications  to  his 
friends  for  advances  to  enable  him  to  prosecute  his  claim  ;  at- 
tempted to  appeal ;  until  finally,  in  1864,  eight  years  after  the 
third  rejection,  the  patent  was  obtained.  The  patentee  had 
never  relaxed  his  vigilance.  He  had  left  nothing  undone 
which  he  could  do.  He  had  kept  his  flag  constancy  flying. 
Nobody  had  been  encouraged  by  any  act  or  inaction  of  his  to 
appropriate  his  invention.  His  patent  was,  therefore,  sus- 
tained, and  sustained  only  because  he  had  been  guilty  of  no 
laches.  The  conduct  of  Woodbury  was  in  striking  contrast 
with  that  we  have  described,  and  which  is  described  more 
fuUy  on  page  491  of  the  report. 

We  are  constrained,  therefore,  to  hold  that  Woodbury's 
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invention  was  abandoned  by  him  before  he  obtained  his 
patent. 

We  also  concur  in  opinion  with  the  Circuit  Court  that  the 
machine  built  by  Alfred  Anson,  at  Norwich,  Connecticut,  in 
1843,  anticipated  Woodbury's  invention.  That  machine 
was  never  patented,  though  an  attempt  was  made  to  obtain 
a  patent  for  it.  On  the  16th  of  August,  1843,  Anson  applied 
for  a  patent  for  what  his  specification  denominated  "  A  new 
and  useful  improvement  in  the  construction  of  the  stocks  of 
rotating  cutters  for  dressing  and  cutting  window-sash  stuff, 
etc."  The  specification  was  accompanied  by  a  model  and 
drawings  in  perspective  and  in  detail.  His  application, 
however,  was  rejected ;  and  on  the  20th  of  August,  1844, 
he  withdrew  it,  and  received  back  $20.  We  have  before  us 
the  si)ecification,  drawings  and  model  and,  what  is  better, 
'we  have  the  original  machine,  with  the  testimony  of  its 
builder  to  identify  it.  That  testimony,  as  well  as  that  of 
other  witnesses,  proved  clearly  that  the  machine  had  at 
first,  as  it  has  now,  aU  the  elements  in  combination  which 
comi)ose  the  combinations  claimed  in  the  Woodbury  patent. 
It  had  a  rotary-cutter.  It  had  a  solid  bed  under  the  cutter 
on  which  the  material  to  be  operated  upon  was  placed,  and 
over  which  it  was  moved  and  fed  to  the  cutters  by  an  end- 
less chain.  It  had  two  yielding  pressure-bars  instead  of 
roUers,  adjusted  by  means  of  weights,  to  keep  the  material 
down  on  the  bed,  and  so  arranged  as  to  cause  the  pressure 
to  be  felt  nearer  to  the  cutter' s  edge  than  it  could  be  brought 
to  bear  by  pressure-rollers.  The  yielding  pressure  was 
effected  by  weights,  and  not  by  springs,  as  in  the  Woodbury 
machine,  but  these  are  plainly  mechanical  equivalents  for 
each  other. 

Passing,  for  the  present,  consideration  of  the  admissibi- 
lity of  the  evidence  respecting  the  Anson  machine,  which 
we  will  notice  hereafter,  we  proceed  to  observe  what  it 
proves. 

The  machine  was  built  and  set  up  in  the  shop  of  Mr. 
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longitudinally  from  one  end  to  the  other ;  but  the  two  parts 
are  arranged  so  as  to  constitute  one  bed,  and  it  is  not  per- 
ceived why,  if  enlarged,  it  would  not  answer  all  the  pur- 
poses of  the  Woodbury  machine.  Mere  enlargement  is  not 
invention.  The  simplest  mechanic  can  make  such  a  modi- 
fication. Woodbury's  patent  claims  no  particular  form  of 
a  bed.  It  does  not  require  the  bed  to  be  of  any  specified 
thickness,  or  constructed  in  one  piece.  Its  purpose  is  to 
furnish  a  firm  and  unyielding  support  to  the  material  when 
passing  under  the  cutter,  and  that  may  be  done  as  well  by 
constructing  the  bed  of  two  parts  as  of  one.  An  anvil  com- 
posed of  two  pieces  is  not  the  less  an  anvil,  a  solid  block  to 
resist  the  blows  of  a  hammer.  A  solid  foundation  of  a 
house  may  be  comi)osed  of  more  than  one  stone.  We  can- 
not but  think  this  objection  to  the  Anson  machine  as  an 
anticipating  device  is  entitled  to  no  weight. 

Secondly,  the  appellant  contends  that  it  has  no  such 
pressure-bars  as  are  shown  and  described  in  the  Woodbury 
I)atent.  This  objection  we  have  already  considered,  "per- 
haps  as  fully  as  need  be.  There  is,  it  is  true,  a  formal  dif- 
ference, but  it  is  merely  formal.  The  distinguishing  feature 
of  the  patent  is  yielding  pressure-bars  in  combination  with 
two  other  elements.  The  Anson  machine  has  those  in  the 
same  combination.  In  both  the  machines  they  are  substi- 
tutes for  rollers,  and  intended  to  secure  like  advantages 
over  the  Woodworth  patent,  namely :  while  keeping  down 
the  stuff  on  the  bed  of  the  machine,  to  bring  the  downward 
pressure  nearer  to  the  line  of  the  cut.  If,  in  the  Woodbury 
machine;  the  bars  enable  that  pressure  to  be  brought  nearer 
than  it  is  in  the  Anson,  (which  is  not  apparent,)  the  differ- 
ence is  only  in  degree  of  approximation.  Such  a  difference 
would  be  effected  in  the  Woodworth  machine  by  simply 
changing  the  diameter  of  the  rollers. 

The  third  princijyal  objection  urged  by  the  appellant  is, 
that  the  Anson  machine  fails,  as  a  whole,  to  perform  the 
functions  of  the  Woodbury  machine.    If  by  this  is  meant 
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that  heavy  plank  cannot  be  planed  by  H,  the  objection  is 
well  taken.  For  such  a  purpose  it  would  need  enlargement 
and  strengthening ;  biit  that  all  the  elements  claimed  for 
the  patentee's  combination  are  found  in  it,  producing  the 
same  results,  differing  only  in  degree,  if  at  all,  is  to  us  very 
apparent. 

Upon  the  whole,  after  liaving  studied  carefully  the  evi- 
dence and  the  exhibits,  we  cannot  doubt  that  every  element 
found  in  the  Woodbory  machine,  everything  that  was 
claimed  by  the  patentee,  existed  In  the  same  combination 
in  the  Anson  machine,  which  was  constructed  and  in  full 
operation  more  than  two  years  before  Woodbury  claims  to 
have  made  his  invention.  Woodbury  was  not,  therefore, 
the  first  and  original  inventor. 

As  the  Anson  machine  has  been  in  use,  unchanged  in  the 
principles  of  its  construction,  from  1843  until  it  was  taken 
from  the  shop  to  be  raade  an  exhibit  in  this  case,  it  is  not 
to  be  thrown  aside  as  an  abandoned  experiment. 

We  have  considered  the  case  thus  far,  assuming  that  the 
Anson  machine  and  all  the  testimony  of  witnesses  respect- 
ing it  is  proper  to  be  considered.  The  appellant  objects, 
however,  that  most  of  the  evidence  is  inadmissible,  because 
the  names  of  the  witnesses  called  to  sustain  this  defence  of  an- 
ticipation were  not  given  in  the  answer.  Section  4920,  of 
the  Revised  Statutes  declares,  that  the  proofs  of  previous 
invention,  knowledge,  or  use  of  the  thing  patented,  may  be 
given  upon  notice  in  the  answer  of  the  defendants,  stating 
the  names  and  residences  of  the  jwrsons  alleged  to  have  in- 
vented, or  to  have  had  the  prior  knowledge  of  the  thing  i>at- 
ented,  and  where  and  by  whom  it  had  been  used.  The 
statute  does  not  declare  that  the  names  of  the  witnesses, 
who  may  be  called  to  testify  to  such  prior  invention  or  nse, 
shall  be  stated  in  the  answer.  It  is  only  the  names  and 
residences  of  the  persons  alleged  to  have  invented  or  to 
have  had  prior  knowledge  of  the  thing  patented  that  are 
required. 
loi  V.  s.  «gi-«m. 
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The  defendants'  answer  in  this  case,  as  amended,  set  out 
"  That  said  alleged  invention,  described  and  claimed  as  new 
in  the  letters  patent  mentioned  in  the  bill,  or  a  substantial 
or  material  part  thereof,  was,  before  the  alleged  invention 
thereof  by  Woodbury,  used  by  Alfred  Anson,  formerly  of 
Norwich,  and  said  use  was  known  to  Noah  L.  Cole,  of  said 
Norwich ;  said  use  being  at  said  Norwich,  in  the  State  of 
Connecticut." 

Anson  and  Cole  were  both  examined  and  testified,  with- 
out any  objection  to  their  competency  because  of  want  of 
notice.  Hence  it  is  too  late  to  object  to  their  testimony 
now.  Had  objection  been  taken  at  the  time,  the  answer 
might  have  been  amended.  Graham  v.  Mason,  6  Fish.  6, 
I)er  Clifford,  J. ;  Brown  v.  Hall,  3  Pish.  531 ;  Phillips  v. 
Page,  24  How.  168  [7  Am.  &  Eng.  97;]Roemer  v.  Simon,  96 
U.  S.  214-220  [11  Am.  &  Eng.  348.] 

A  number  of  other  witnesses  were  examined  relative  to 
the  history  of  the  Anson  machine  and  to  show  that  no  ma- 
terial change  had  been  made  in  its  organization  from  1843  to 
1876,  or  from  the  time  when  it  was  first  put  into  operation. 
Their  names  were  not  given  in  the  defendants'  answer,  and 
it  is  now  insisted  that  their  testimony  should  not  be  re- 
ceived. It  is,  however,  doubtful,  to  say  the  least,  whether 
any  objection  was  made  to  their  testifying  because  their 
names  had  not  been  given  in  the  answer.  None  was  made 
specifically  for  that  reason.  After  notice  had  been  given 
that  the  defendants  would  proceed  to  take  dei)ositions  at 
Norwich,  the  solicitors  of  the  plaintiflf  requested,  in  writing, 
to  be  informed  of  the  names  of  witnesses  proposed  to  be  ex- 
amined, asserting  a  right  to  such  information,  not  under  the 
statute,  but  under  the  English  chancery  rules.  Clearly  they 
had  no  such  right  under  our  equity  rule.  The  names  were 
not  given  in  answer  to  the  request,  and  when  the  witnesses 
were  called  the  counsel  for  the  complainant  objected  to  their 
examination  '^/or  waTit  of  notice y  Notice  of  what  ?  The 
counsel  of  the  defendants  may  well  have  understood  the  ob- 

101  U.  S.  498-49S. 


438  PLANING-MAOHINE  CO.  v.  KEITH.     [Sup.  Ct. 

Opinion  of  the  court 

jection  to  be,  that  the  names  had  not  been  famished  in  re- 
sponse to  the  application  of  the  complainant's  solicitors, 
rather  than  that  they  had  not  been  set  out  in  the  answer. 
An  objection  to  the  examination  of  a  witness  should  state 
specifically  the  ground  of  the  objection,  in  order  that  the 
opposite  party  may  have  the  opportunity  of  removing  it,  if 
possible.  Had  this  been  done  in  the  present  case,  the  de- 
fendants might  have  postponed  the  examination  and  moved 
to  amend  his  answer,  if  such  amendment  was  needed. 

But  beyond  this,  it  seems  to  be  settled  that  the  true  con- 
struction of  the  Act  of  Congress  is  that  only  the  names  of 
those  who  had  invented  or  used  the  anticipating  machine  or 
improvement,  and  not  the  names  of  those  who  are  to  testify 
of  its  invention  or  use,  are  required  to  be  pleaded.  It  was 
so  ruled  by  Grieb,  J.,  in  Wilton  v.  The  Eailroads,  1  Wall., 
Jr.,  195,  and  by  Nelson,  J.,  in  Many  v.  Jagger,  1  Blatchf. 
376;  Roemer  v.  Simon,  95  U.  S.  218  [11  Am.  &  Eng.  348.] 
This  is  all  that  is  necessary  to  protect  a  patentee  against  sur- 
prise. If,  in  regard  to  an  invention  claimed  to  have  antici- 
pated his  own,  he  is  infonned  by  the  defendants'  answer  of 
the  names  and  residences  of  the  alleged  inventors,  or  who  had 
prior  knowledge  of  the  thing  patented,  and  when  and  by 
whom  it  had  been  used,  it  is  sufiicient  to  apprise  him  of  the 
defence,  and  to  enable  him  to  make  all  needful  inquiries  re- 
specting it.  He  need  not  know  who  are  to  testify  in  regard  to 
the  invention  or  use ;  much  less  does  he  need  to  know  who 
are  to  testify  respecting  the  history  and  use  of  the  prior  in- 
vention, after  the  complainant's  patent  has  been  granted. 

We  think,  therefore,  the  testimony  of  the  witnesses  ob- 
jected to  "for  want  of  notice"  was  admissible.  And  even 
without  it,  the  testimony  of  Anson  and  of  Cole  is  sufficient 
to  show  the  construction  and  use  of  the  Anson  machine  in 
1843,  before  Woodbury's  invention  was  made. 

Ul)on  the  whole,  then,  our  conclusions  are,  that  Wood- 
bury was  not  the  original  and  first  inventor  of  the  improve- 
ment for  which  the  patent  now  owned  by  the  complainant 

101  U.  8.  493. 
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was  granted  to  him,  and  that  if  he  was,  his  invention  was 
abandoned  to  the  public  before  his  patent  was  granted. 

It  follows  that  the  decree  of  the  Circuit  Court  dismissing 
the  bill  must  be  afltened  (c.) 

Bill  dismissed,  with  costs, 

101  v.  S,  494. 

(c)  otto  adds  '*  with  costs,  and  it  is  so  ordered,''  and  omits  "  Bill  dismissed 
with  costs." 
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WILLIAM  IMHAEUSER,  APPELLANT,  v.  JACOB  E. 

BUERK.* 

101  (11  otto)  U.  8.  647-664.    Oct.  Term,  1879. 

[Bk.  25,  L.  ed.  946;  17  O.  G.  796.] 

Affirming  Buerk  v.  Imhaeuser,  1  Ban.  &  Ard.  337. 

Argued  March  8,  9,  1880.     Decided  March  22,  1880. 

JEquivalenU  defined.  Particular  patent  construed.  Novelty.  Inr 
fringement.  Combination  an  entirety.  Burden  of  proving  in- 
fringement.     JShidence  of  infringement. 

1.  Equivalents  may  be  claimed  by  a  patentee  of  an  invention  con- 

sisting of  a  combination  of  old  elements  or  ingredients  as  well 
as  of  any  other  valid  patented  improvement,  provided  the  ar- 
rangement of  the  parts  composing  the  invention  is  new  and 
will  produce  a  new  and  useful  result,     (p.  467.) 

2.  The  term  ''  equivalent "  as  applied  to  a  combination  of  old  ele- 

ments, is  special  in  its  signification  and  somewhat  different 
from  what  is  meant  when  the  term  is  applied  to  an  invention 
consisting  of  a  new  device  or  an  entirely  new  machine;  it 
means  that  the  patent  in  respect  to  each  of  the  respective  in- 
gredients comprising  the  invention  covers  every  other  ingre- 
dient which  in  the  same  arrangement  of  the  parts  will  perform 
the  same  function,  providing  it  was  well  known  as  a  proper 
substitute  for  the  one  described  in  the  specification  at  the  date 
of  the  patent,     (p.  467.) 

3.  Letters  patent  No.  48,048,  of  J.  E.  Buerk,  June  6, 1866,  reissued 

as  No.  3,869,  March  8,  1870,  Watchman's  Time-Detector,  Jield 
novel,  and  infringed  by  the  device  constructed  under  letters 
patent  No.  117,442,  A  Meyer,  July  26, 1871,  Watchman's  Time- 
Checks,     (p.  461.) 

4.  When  the  thing  patented  is  an  entirety,  consisting  of  a  single 

device  or  combination  of  old  elements  incapable  of  division  or 
separate  use,  the  respondent  cannot  escape  the  charge  of  in- 
fringement by  alleging  or  proving  that  a  part  of  the  entire  in- 

*See  Explanation  of  Notes,  page  IIL 
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vention  ia  found  in  one^prior  patent,  printed  piiblicati<Ht,  or 
machine,  and  another  part  in  another  prior  exhibit,  and  a  third 
part  in  another,  and  from  the  three  or  more  draw  the  conclu- 
sion that  the  patentee  is  not  the  orig;inaI  and  first  inventor  of 
the  patented  improvement,     {p.  462.) 

6.  The  burden  of  proving  infringement  is  upon  the  plaintiff  or 
complainant,  and  never  shifts  if  the  charge  is  denied  in  the 
plea  or  answer,     (p.  *64.) 

6.  Sufficient  proof  of  infringement  may  be  derived  from  the  com- 
parison of  that  which  is  used  by  the  defendant  with  the  de- 
scription of  the  invention  given  in  the  specification  of  the  pat- 
ent which  constitutes  the  foundation  of  the  suit.     (p.  464.) 

[{Stations  in  the  opinion  of  the  oourt;] 

GiU  c.  Welle,  22  Wall  ]  [9  Am.  A  Eng.  471.]    p.  458. 
Boerk  c.  Valentine,  9  Blatch.  479.    p.  460. 
Batea  e.  Co«,  S8  U.  8.  31  [p.  150  ante.]  p.  462. 
Curtis  Pat  (4th  ed.),  {  98.     p.  463. 

Appeal  from  the  Circait  Court  of  the  United  States  for 
the  Southern  District  of  New  York, 

The  case  is  stated  by  the  court. 

The  drawings  and  specifications  of  the  Bnerk  and  of  the 
Meyer  letters  patent  are  as  follows : 


JACOB  E.   BUEEK,  OP  BOSTON,  MASSACHUSETTS. 

Impbovement  in  Watchmen's  Time-Detectoes. 

Specification  forming  part  of  Letters  Patent  No.  48,048,  dated 
Jane  6,  1865. 

7b  all  wTtom  it  may  concern : 

Be  it  known  that  I,  Jacob  E.  Buerk,  of  Boston,  in  the 
fvinntv  of  SiifFolk.  and  Stiite  of  MaftsachnRetts.   have  in- 


J,E.BiierJc, 

Watchman'^  Time  JJchclor, 
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had  to  the  accompanymg  drawings,  forming  a  part  of  this 
specification,  in  which — 

Figure  1  represents  a  face  view  of  this  invention.  Fig.  2  is 
a  vertical  central  section  of  the  same,  the  line  x  x^  Fig.  1, 
indicating  the  plane  of  section.  Fig.  3  is  an  inverted  plan 
of  the  movement.  Fig.  4  is  a  face  view  of  the  same.  Fig. 
6  is  a  diagram  representing  the  keys  necessary  for  the  oper- 
ation of  this  invention. 

Similar  letters  of  reference  indicate  like  parts. 

This  invention  relates  to  an  improvement  in  that  class  of 
watchmen's  time-detectors  on  which  a  patent  has  been 
granted  to  John  Buerk,  January  1,  1861.  In  that  case  a 
strip  of  paper  is  used  stretched  on  the  circumference  of  a 
drum,  to  which  a  rotary  motion  is  imparted  by  a  clock  or 
watch  movement,  and  a  series  of  spring-points  serve  to  per- 
forate this  strip  according  to  the  time  when  these  points  are 
operated  by  a  series  of  keys  of  peculiar  shape.  On  the  strip 
are  marked  the  hours  corresponding  to  hours  on  the  dial  of 
the  clock  or  watch,  and  the  time  when  one  or  more  of  the 
spring-points  have  been  actuated  can  be  ascertained  after 
the  strip  has  been  taken  oif .  This  construction  necessitates 
a  drum  in  addition  to  the  ordinary  clock  or  watch  move- 
ment, whereby  the  expense  of  the  mechanism  is  increased, 
and,  furthermore,  the  operation  of  applying  and  removing 
the  strips  of  paper  is  tiresome  and  requires  much  care. 
These  difficulties  are  avoided  by  using  a  clock  or  watch  with 
a  stationary  index  and  revolving  dial.  On  this  revolving 
dial  are  fastened  removable  dials  of  paper  or  other  suitable 
material,  with  a  series  of  circles  corresi)onding  to  the  i)osi- 
tions  of  the  spring-points,  and  these  spring-points  are  con- 
cealed under  the  stationary  index.  By  inserting  one  of  the 
keys  and  turning  the  same  round,  the  paper  dial  is  pierced 
by  one  or  more  of  the  spring-points,  and  the  time  when  this 
takes  place  can  be  ascertained  by  examining  said  dial  when 
the  watch  or  clock  is  opened.  The  perforations  in  the  paper 
dial  are  made  from  below,  under  the  stationary  hand,  leav- 
ing a  slight  barb  on  the  upper  surface,  and  a  similar  perfo- 
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ration  cannot  be  produced,  even  if  the  watch  or  clock  be 
opened,  except  the  paper  dial  is  taken  off. 

A  represents  a  clock  or  watch  movement  made  in  the  or- 
dinary manner,  and  provided  with  a  revolving  dial,  B,  which 
is  mounted  on  the  center  shaft,  C,  in  place  of  the  ordinary 
hands,  and  which  rotates  under  the  stationary  index,  D. 
The  dial  is  marked  with  figures  from  1  to  12,  and  it  revolves 
once  in  twelve  hours.  From  this  dial  project  two  or  more 
I)oints,  a,  which  serve  to  retain  a  false  dial,  E,  of  paper  or 
suitable  material,  and  this  dial  is  held  in  place  by  a  disk, 
&,  which  slips  over  the  center  shaft,  and  which  is  provided 
with  little  holes  or  sockets,  to  corresi)ond  in  number  and 
position  to  the  points  a.  The  paper  dial  E  is  marked  with 
figures  from  1  to  12,  like  the  main  dial,  and  with  a  series  of 
concentric  rings,  c,  corresponding  in  number  to  the  stations 
in  the  beat.  The  paper  dial  shown  in  the  drawings  is 
marked  with  six  rings,  to  correspond  to  six  different  sta- 
tions. The  spaces  between  the  rings  c  corresi)ond  in  num- 
ber and  position  to  a  series  of  spring-points,  d^  the  points 
of  which  are  situated  under  the  index  D  and  made  to  pro- 
ject through  a  slot  in  the  dial-plate  B'.  When  left  to  follow 
their  own  elasticity,  said  spring-points  do  not  reach  above 
the  surface  of  the  dial-plate ;  but  they  are  so  arranged  that 
one  or  more  of  them  can  be  forced  up  simultaneously  and 
made  to  penetrate  the  pai)er  dial,  different  keys  K  being 
provided,  each  of  which  serves  to  raise  one  of  said  spring- 
points  or  a  combination  of  two  or  more  of  them.  One  of 
these  keys  is  intended  to  be  fastened  by  a  chain  or  other 
suitable  means  to  a  post  or  other  fixed  part  on  each  station 
in  the  beat  of  the  watchman,  and  the  watchman  carries  the 
watch.  On  arriving  at  a  station  he  inserts  the  key,  and  by 
turning  the  same  a  perforation  is  produced  which  gives  a 
record  of  the  time  when  the  watchman  has  visited  the  sta- 
tion. The  watch  of  course  is  intended  to  be  locked,  so  that 
the  watchman  cannot  get  at  the  paper  dial  in  order  to  pro- 
duce fraudulent  perforations  to  cover  a  neglect  of  his  duty, 
and  the  keys,  simple  as  they  look,  are  so  shaped  that  they 
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cannot  easily  be  imitated,  for  the  slightest  difference  in  the 
height  or  position  of  the  bit  would  produce  a  different 
action. 

Having  thus  described  my  invention,  I  claim  as  new  and 
desire  to  secure  by  Letters  Patent — 

1.  The  use  of  a  false  revolving  dial,  E,  in  combination 
with  the  stationary  index  D  and  spring-points  d^  con- 
structed and  operating  substantially  as  and  for  the  purpose 
set  forth. 

2.  Producing  the  perforations  on  the  pai)er  dial  or  its 
equivalent  from  the  inside  out  instead  of  from  the  outside 
in,  as  before. 

J.  E.  BUERK, 
Witnesses : 
J.  H.  Low, 
A.  Meisel. 


ANTON  MEYER,  OP  STUTTGART,  GERMANY. 
Improvement  in  Watchmen's  Time-Checks. 

Specification  forming  part  of  Letters  Patent  No.  117^4429  dated 

July  26,  1871. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Anton  Meyer,  of  Stuttgart,  in  the 
Empire  of  Germany,  haVfe  invented  a  new  and  useful  Im- 
provement in  Watchman's  Time-Detector ;  and  I  do  hereby 
declare  the  following  to  be  a  full,  clear,  and  exact  descrip- 
tion thereof,  which  wiU  enable  those  skilled  in  the  art  to 
make  and  use  the  same,  reference  being  had  to  the  accom- 
panying drawing  forming  part  of  this  specification,  in  which 
drawing — 

Figure  1  represents  a  face  view  of  this  invention.  Pig.  2  is 
a  similar  view  of  the  same,  the  dial-plate  being  partially- 
broken  away  to  expose  the  marking-dies.    Fig.  3  is  a  trans* 
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verse  central  section  of  the  same.    Fig.  4  is  a  detached  sec- 
tion of  the  cam-shaped  bridge. 

Similar  letters  indicate  corresponding  parts. 

This  invention  consists  in  the  arrangement  of  one  or  more 
stationary  marking-dies  in  the  face-plate  of  a  watch  or  clock 
in  combination  with  a  cam-shaped  bridge  extending  over 
the  marking  die  or  dies,  and  with  one  or  more  keys,  the  bit 
or  bits  of  which  correspond  in  position  to  the  marking-die 
or  dies  in  such  a  manner  that,  by  afliTring  a  disk  of  paper  or 
other  suitable  material  to  the  movable  dial-plate  of  the  watch 
or  clock,  and  causing  said  disk  to  revolve  between  the  sta- 
tionary marking  die  or  dies  and  the  cam-shaped  bridge,  the 
key  or  keys,  on  being  introduced  into  the  watch  or  clock 
case  and  turned  in  the  proper  direction  under  the  cam-shaped 
bridge,  will  depress  the  paper  or  other  material  on  the  mark- 
ing die  corresponding  to  the  i)osition  of  its  bit,  and  the  exact 
time  when  the  watchman  has  visited  a  certain  room  or  sta- 
tion on  his  beat  will  be  recorded  on  the  disk  of  paper  or 
other  material. 

In  the  drawing,  A  designates  the  case  of  a  watch  or  clock, 
in  which  is  firmly  secured  a  stationary  face-plate,  a,  the 
central  part  of  which  is  cut  out  to  make  room  for  a  disk,  6, 
which  is  secured  to  an  arbor,  c.  This  arbor  connects  by 
suitable  gear  with  the  clock-movement,  and  it  revolves  once 
in  twelve  hours.  The  surface  of  the  disk  b  is  flush  with  the 
surface  of  the  stationary  face-plate  a,  and  it  is  provided 
with  two  or  more  points,  d^  so  that  a  dial,  ^,  of  papey  or 
other  suitable  material  can  be  readily  attached  to  it,  and 
that,  when  such  dial  is  placed  on  the  disk,  it  will  be  com- 
pelled to  follow  the  motion  of  the  same.  From  the  face- 
plate a  project  one  or  more  stationary  dies,  /,  the  faces  of 
which  have  engraved  or  otherwise  produced  in  them  figures, 
letters,  or  other  suitable  characters,  and  which,  when  more 
than  one  such  die  is  used,  are  set  in  a  radial  direction,  as 
shown  in  Fig.  2  of  the  drawing.  These  dies  are  situated 
beneath  a  bridge,  g,  which  is  firmly  secured  to  the  case  a, 
and  which  is  x>^rf  orated  with  a  hole,  hy  to  receive  the  key 
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K.  The  under  surface  of  the  bridge  is  cam-shaped,  as  shown 
in  Pig.  4,  and  the  upper  surface  of  the  key  is  rounded,  so 
that,  when  the  key  is  inserted  into  the  key-hole  and  turned 
round  under  the  bridge,  the  projection  /  on  said  key  will  be 
depressed  toward  the  die,  and  the  dial  ^,  which  is  carried 
through  between  the  dies  and  the  bridge,  will  receive  an 
impression  to  correspond  to  the  face  of  the  die.  The  posi- 
tion of  the  projection  /  on  the  key,  of  course,  must  corres- 
pond to  the  position  of  the  die,  and  if  more  than  one  die  is 
used  several  keys  have  to  be  prepared,  one  for  each  die. 
These  keys  are  intended  to  be  secured  in  the  various  rooms 
or  stations  composing  the  beat  of  the  watchman,  the  watch- 
man carrying  the  clock  or  watch,  the  case  of  which  is  locked 
by  a  key  in  the  possession  of  the  superintendent  or  proprietor 
of  the  place.  On  reaching  a  certain  station  the  watchman 
inserts  the  key  in  his  clock  and,  by  turning  it,  a  mark  is 
produced  on  the  dial  e  indicating  the  station.  On  the  dial 
is  also  marked  a  time-table,  j\  and  the  bridge  g  may  serve 
as  the  index  i)ointing  on  the  divisions  of  the  time-table.  As 
the  dial  is  carried  around  by  the  clock-movement,  the  time 
when  a  mark  is  produced  on  the  dial  by  one  of  the  keys  can 
be  read  off  from  the  time-table  and  the  movements  of  the 
watchman  on  his  beat  can  be  controlled.  If  the  number  of 
stations  in  the  beat  exceeds  the  number  of  the  marking-dies 
in  the  clock,  keys  can  be  prepared  with  two  or  more  pro- 
jections, and  with  six  marking-dies  a  large  number  of  sta- 
tions  can  be  controlled.  If  desired  the  bridge  g  may  be 
made  yielding,  so  that  its  action  on  the  key  will  dei)end  not 
only  on  its  cam-shaped  face,  but  also  on  the  action  of  a  spring 
having  a  tendency  to  force  said  bridge  in  toward  the  mark- 
ing die  or  dies. 

I  am  aware  that  a  watchman's  time-detector  has  been 
heretofore  made  in  which  spring  marking-points  are  used  to 
indicate  the  different  rooms  or  stations  in  the  beat,  such  as 
described  in  the  patent  of  J.  E.  Buerk,  June  6,  1865.  For 
these  spring  marking-points  I  have  substituted  stationary 
dies  representing  figures  or  letters,  whereby  the  stations  of 
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a  beat  are  readily  recognized ;  and  furthermore,  the  station- 
ary dies  are  easier  made  than  the  spring  marking-points, 
they  are  less  liable  to  get  out  of  order,  and  the  impressions 
produced  by  them  cannot  be  forged  without  having  exact 
counterfeits  of  the  dies. 

I  disclaim  everything  shown  and  described  in  the  patent 
of  J.  E.  Buerk,  above  mentioned. 

What  I  claim  as  new,  and  desire  to  secure  by  Letters 
Patent,  is — 

The  stationary  marking  die  or  dies,  situated  beneath  a 
cam-shaped  bridge,  in  combination  with  a  suitable  key  or 
keys  and  with  a  dial  passing  through  between  the  marking 
die  or  dies  and  the  bridge,  substantially  as  herein  shown  and 
described. 

This  specification  signed  by  me  this  26th  day  of  April,  1871. 

ANTON  MEYER. 

Witnesses : 

Haitn, 

E.  Klauprecht. 

Mr.  A.  V,  Briesen^for  appellant: 

The  complainant' s  patent  is  void.  Mere  duplication  of  de- 
vices is  not  patentable.  "Invention,  in  the  sense  of  the 
patent  law,  is  the  finding  out,  contriving,  devising,  or  creat- 
ing something  new  and  useful  which  did  not  exist  before, 
by  an  operation  of  the  intellect." 

Ransom  v.  Mayor  of  N.  Y.,  1  Fish.  252 ;  Brown  v.  Guild, 
23  Wall.  181  [10  Am.  &  Eng.  1.] 

Taking  the  claims  of  the  patent  here  in  controversy  and 
comparing  them  with  the  Schwilgue  clock,  we  arrive  at  the 
following  result:  The  patent  claims — First,  The  use  of  a 
false  revolving  dial,  E,  in  combination  with  the  stationary 
index  D  and  spring-points  ^,  constructed  and  operating 
substantially  as  and  for  the  purpose  set  forth. 

The  Schwilgu6  clock  shows  the  use  of  a  false  revolving 
dial,  E,  in  combination  with  the  stationary  index  D  and  a 
spring-point  <^,  constructed  and  operating  substantially  as 
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and  for  tlie  purpose  set  forth  in  J.  E.  Buerk's  patent. 
What  the  complainant  has  done  was  to  take,  as  already- 
stated,  the  Schwilgue  clock  and  add  a  few  more  spring- 
points  to  the  same ;  which  change  is  not  patentable. 

The  defendant's  device  does  not  infringe.  This  court  has 
held  in  the  case  of  Werner  ??.  King,  96  U.  S.  218  [11  Am.  &  Eng. 
419,]  that  form,  when  of  the  essence  of  the  invention,  is 
necessarily  material,  or  if  it  be  inseparable  from  the  suc- 
cessful operation  of  the  machine,  the  attainment  of  the 
same  object  by  a  machine  different  in  form  is  not  an  in- 
fringement. It  has  likewise  held  in  Burr  v.  Duryee,  1 
Wall.  531  [8  Am.  &  Eng.  224,]  that  every  man  has  the  right 
to  make  an  improvement  in  a  machine  and  evade  a  previous 
patent  provided  he  does  not  invade  the  rights  of  the  pat- 
entee. 

Seymour  v.  Osborne,  11  Wall.  556  [8  Am.  &  Eng.  290;] 
Johnson  v.  Root,  1  Pish.  361 ;  Gould  v.  Rees,  15  Wall.  187 
[9  Am.  &  Eng.  39 ;]  Puller  v.  Yentzer,  94  U.  S.  297  [11  Am. 
&  Eng.  138 ;]  Carver  v.  Hyde,  16  Pet.  513  [4  Am.  &  Eng. 
367 ;]  Brooks  v.  Piske,  15  How.  219  [6  Am.  &  Eng.  15.] 

It  is  submitted  that  the  plaintiffs  device  would  be  useless 
unless  the  false  pai)er  dial  be  marked  with  such  rings  and 
such  radial  lines.  The  defendant's  dial,  where  it  is  to  be 
printed  by  the  types  in  the  case,  is  not  marked  with  any 
rings  because  the  letters  or  figures  imprinted  upon  it  show, 
without  reference  to  anything  else,  the  name  of  the  stations. 

The  defendant's  bridge  is  not  grooved  like  plaintiffs,  and, 
moreover,  is  never  at  all  in  contact  with  the  paper  dial, 
while  plaintiffs  must  be  in  contact  with  it  at  the  time  of 
action. 

In  defendant's  device  every  mechanical  means  employed 
differs  from  that  in  plaintiffs.  Both  clocks  serve  a  like 
useful  purpose,  but  the  mechanical  result  is  not  the  same, 
the  combination  is  not  the  same,  and  therefore  J.  E.  Buerk 
cannot  exclude  the  defendant  from  the  right  to  a  patent 
and  from  the  right  of  making  the  machine  Exhibit  B,  here 
in  controversy. 
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Mt.  J.  Van  SaTdnoord,  for  appellee  : 

The  time-detector  sold  by  appellant  is  in  appearance  and 
general  construction  substantially  similar  to  the  appellee's 
detector. 

Mr.  Paber  du  Paur,  the  expert  who  was  examined  by  the 
appellee,  says  of  the  infringing  detector,  Exhibit  B,  that  in 
his  opinion  it  is  substantially  the  same  in  construction  and 
operation  as  the  watchman's  time-detector  described  in  ap- 
pellee's patent,  the  only  difference  being  in  tlie  construc- 
tion of  the  marking  device  which  is  not  the  identical  device 
described  in  the  patent,-  but  is  modified  for  the  purpose  of 
evading  that  patent. 

It  was  in  view  of  the  John  Buerk  patent  of  1861,  and  of 
the  other  defences  set  up  by  the  defendant's  on  iinal  hear- 
ing, that  Judge  Woodruff  said  in  his  opinion  :  "The  in- 
vention of  the  complainant  first  brought  the  combination  of 
the  revolving  dial  on  the  watch-arbor,  the  complex  and 
greatly  varying  system  of  markers  into  immediate  connec- 
tion, in  such  form  of  convenience  and  by  such  mechanical 
devices  as  are  shown  in  his  detector. 

"It  is  claimed  that  the  parts  were  old,  and  that  his 
achievement  was  aggregation  merely.  Not  so.  The  very 
combination  itself  required  new  devices  to  make  the  combi- 
nation oi)erative ;  and  the  several  parts  when  combined, 
produce  a  result  not  before  produced  by  anyone." 

The  decision  of  Judge  Woodruff  is  in  harmony  with  the 
facts  and  the  law.  The  appellee,  in  making  his  invention, 
did  not  make  a  mere  aggregation  of  old  parts  and  use  them 
in  the  same  manner  and  combination  as  they  had  been  pre- 
viously used.  He  built  up  a  new  construction,  combining 
never».1    elements    toffether   m   n  relatinn   which    thev  hsul 
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V.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290;]  Hindmarch 
on  Pats.  95  ;  Norman  on  Pats.  25. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 

Equivalents  may  be  claimed  by  a  patentee  of  an  inven- 
tion consisting  of  a  combination  of  old  elements  or  ingredi- 
ents, as  well  as  of  any  other  valid  patented  improvement, 
provided  the  arrangement  of  the  parts  composing  the  in- 
vention is  new,  and  will  produce  a  new  and  useful  result. 

Such  a  patentee  may,  doubtless,  invoke  the  doctrine  of 
equivalents  as  against  an  infringer  of  the  patent ;  but  the 
term  equivalent,  as  applied  to  such  an  invention,  is  special 
in  its  signification,  and  somewhat  different  from  what  is 
meant  when  the  term  is  applied  to  an  invention  consisting 
of  a  new  device  or  an  entirely  new  machine. 

Pressure  in  a  machine  may  be  produced  by  a  spring  or  by 
a  weight ;  and  where  that  is  so,  the  one  is  a  mechanical 
equivalent  of  the  other.  Cases  arise  also  where  a  rod  and 
an  endless  chain  will  produce  the  same  effect  in  a  machine ; 
and  where  that  is  so,  the  constructor,  in  operating  under 
the  patent,  may  substitute  the  one  for  the  other,  and  still 
claim  the  protection  which  the  patent  confers.  Exactly  the 
same  function  in  certain  cases  may  be  accomplished  by  a 
lever  or  by  a  screw ;  and  where  that  is  so,  the  substitution 
of  the  one  for  the  other  cannot  be  regarded  as  invention. 

Patentees  of  an  invention,  consisting  merely  of  a  combi- 
nation of  old  ingredients,  are  entitled  to  equivalents ;  by 
which  is  meant  that  the  patent,  in  respect  to  each  of  the  re- 
spective ingredients  comprising  the  invention,  covers  every 
other  ingredient  which,  in  the  same  arrangement  of  the 
parts,  will  perform  the  same  function,  if  it  was  well  known 
as  a  proper  substitute  for  the  one  described  in  the  specifica- 
tion at  the  date  of  the  patent.  Hence,  it  follows  that  a 
party  who  merely  substitutes  another  old  ingredient  for 
one  of  the  ingredients  of  the  patented  combination  is  an  in- 
fringer, if  the  substitute  i)erforms  the  same  function  as  the 
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ingredient  for  which  it  is  8o  eabstituted,  and  it  appears 
that  it  was  well  known  at  the  date  of  the  patent  that  it  was 
adaptable  to  (hat  use.  Gill  v.  Wells,  22  Wall.  1,  [9  Am. 
&  Eng.  471.] 

Due  process  was  issued  against  the  present  respondent 
and  two  others,  to  wit :  Theodore  Rahnand  Charles  Keinath, 
all  of  whom  were  duly  served,  but  the  respondent  last  named 
never  filed  an  answer,  and  submitted  to  a  decree  pro  con- 
fesso.  Both  of  the  other  respondents  appeared  and  jointly 
answered,  setting  up  two  principal  defences :  (1)  That  the 
complainant  was  not  the  original  and  first  inventor  of  the 
improvement.  (2)  They  deny  in  their  answer  that  they  havo 
in  any  manner  infringed  the  patent  of  the  complainant,  or 
ever  invaded  any  of  his  rights,  as  alleged  in  the  bill  of  com- 
plaint. 

Proofs  were  taken,  the  parties  heard,  and  the  Circuit 
Court  having  overruled  both  defences,  sent  the  cause  to  a 
master  to  ascertain  what  amount  the  complatnant  was  en- 
titled to  recover.  Hearing  was  had  before  the  master,  and 
he  made  a  report,  as  required  by  the  decretal  order.  Ex- 
ceptions were  filed  ty  the  respondents  who  were  again  heard 
before  the  Circuit  Court  in  support  of  their  motion  to  set 
aside  the  master's  report.  Modifications  of  an  important 
character  were  made  by  the  Circuit  Court  in  the  report  of 
the  master,  both  in  respect  to  the  amount  adjudged  to  the 
complainant  and  in  respect  to  the  portions  to  be  paid  by  the 
respective  respondents,  the  decree  being  that  the  complain- 
ant do  recover  of  the  three  respondents  the  sum  of  $1,961 ; 
and  also  against  the  first  two  in  the  sum  of  $3,748.28,  with 
interest  and  costs,  as  therein  specified. 

"  Seasonable  appeal  was  taken  by  the  first  named  respon- 
dent, and  since  the  appeal  was  entered  here  he  has  filed  the 
,  following  assignment  of  errors :  (1)  That  the  Circuit  Court 
erred  in  holding  that  the  patent  of  the  complainant  is  good 
and  valid.    (2)  That  the  Circuit  Court  erred  in  holding  that 
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the  respondents  have  infringed  the  claims  of  the  complain- 
ant's patent. 

Patented  time-detectors  for  watchmen  were  known  in  the 
art  prior  to  tlie  date  of  the  patent  described  in  the  bill  of 
comi)laint,  and  it  appears  that  the  complainant,  at  a  certain 
period  anterior  to  that  date,  became  the  owner  of  such  a 
patent  and  that  he  surrendered  the  same,  and  that  it  was 
reissued  in  his  name  for  the  then  unexpired  portion  of  the 
term.  Certain  alterations  were  made  in  the  specification  of 
the  reissue  and,  as  there  described,  the  invention  provided 
a  watch  for  the  watchman,  which  he  carried  with  him  in  his 
rounds,  so  cx)nstructed  that,  by  the  insertion  of  a  key  kept 
at  each  of  the  stations  he  was  requii'ed  to  visit,  he  could 
make  a  record  within  the  watch  indicating  the  several  sta- 
tions visited,  with  the  precise  time  of  each  visit  and  the  order 
in  which  the  respective  visits  were  made.  Each  watch  was 
provided  with  a  lock,  so  that  the  watchman  had  no  access 
to  its  interior,  and  as  the  record  of  each  station  could  only 
be  made  by  the  peculiar  key  that  belonged  to  such  station, 
which  was  there  made  fast,  the  watchman  could  not  deceive 
his  employers  by  making  a  false  record. 

All  these  several  functions  were  effected  by  using  a  watch 
or  small  portable  clock  movement  inclosed  in  a  strong  case, 
the  lid  of  which  could  be  locked  and  the  key  kept  by  the 
employer.  like  a  watch,  it  had  an  arbor  upon  which  the 
hour-hand  was  placed,  and  a  drum  was  attached  so  as  to 
revolve  as  the  hour-hand  revolved,  the  purpose  of  which 
was  to  carry  the  roll  of  paper  to  receive  the  marks  indicat- 
ing the  time  of  each  visit.  By  marks  on  the  paper  it  was 
divided  into  spaces  corresponding  in  their  position,  rela- 
tively, as  respects  the  center  of  the  watch,  to  the  hours  and 
minutes  of  the  watch-dial ;  and  by  lines  drawn  lengthwise 
it  was  also  divided  into  spaces  corresponding  in  number  to 
the  number  of  markers  to  be  used  in  effecting  the  patented 
result. 

Exterior  to  the  watch-movement,  but  within  the  case, 
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there  were  placed  small  steel  bars  or  springs,  terminating 
each  in  a  point  bent  at  right  angles,  while  the  other  end 
was  fixed  firmly  to  the  circular  plate  or  frame  of  the  watch- 
movement.  These  springs  were  placed  and  held  in  a  gang, 
one  above  another,  so  that  the  points  were  in  a  row  perpen- 
dicular to  the  watch-face,  at  and  exterior  to  the  point  on 
the  dial  of  the  watch  indicating  the  hour  of  twelve,  and 
each  point  was  directly  opposite  one  of  the  longitudinal 
spaces  in  the  strip  of  paper  around  the  circumference  of  the 
drum. 

What  the  inventor  desired  to  accomplish  was  to  show  the 
exact  time  of  each  visit  of  the  watchman,  and  it  is  obvious 
that  if  the  point  of  one  of  the  springs  is  pressed  inward  upon 
the  revolving  drum  it  will  perforate  the  paper  within  its 
proper  longitudinal  division,  and  that  the  perforation  will 
show  the  hour  and  minute  at  which  it  was  made ;  and  in 
order  to  permit  such  perforation  without  injuring  the  steel 
point,  the  periphery  of  the  drum  was  channeled  by  narrow 
longitudinal  grooves  beneath  each  of  the  spaces  in  the  pa- 
per placed  around  the  drum  to  receive  the  marks.  Keys 
were  also  provided  varying  from  each  other  in  the  location 
and  width  of  the  bit  and  in  the  number  of  the  bits,  so  that 
when  one  was  inserted  in  the  key -hole  contiguous  to  the 
steel  spring  and  turned,  it  would  press  one  of  the  springs 
inward  upon  the  paper  and  make  the  required  perforation, 
while  another  would  press  two  springs  and  make  two  per- 
f omtions,  another  three,  and  so  on,  as  more  fuUy  set  forth 
in  the  specification.     Buerk  v,  Valentine,  9  Blatchf.  479. 

Since  the  term  of  that  patent  expired,  the  complainant 
has  obtained  a  patent  for  the  invention  in  controversy  in 
this  case,  which,  as  he  admits,  is  for  the  same  purpose  as 
the  other,  but  which  he  insists  is  a  valuable  improvement 
in  accomplishing  the  purpose  for  which  both  inventions 
were  made.  In  its  main  features,  the  new  improvement  con- 
sists in  dispensing  with  the  drum  entirely  and  the  paper 
wound  around  its  circumference.  Instead  of  that  it  attaches 
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a  circular  disk  to  the  arbor  of  the  hour-hand  to  revolve 
therewith  and  attaches  thereto  a  cii'cular  flat  paper  dial,  of 
larger  diameter,  divided  by  vertical  lines,  corresponding 
with  the  hours  and  minutes  of  a  watch-dial,  and  having  a 
portion  of  its  exterior  divided  into  spaces  by  circular  lines 
drawn  at  uniform  distances,  and  corresjionding  to  the  loca- 
tion of  certain  steel  points  as  the  paper  disk  is  revolved. 
Beneath  the  circular  plate  forming  the  support  or  frame  of 
the  wat€h-movement,  the  gang  of  steel  bars  or  springs  is 
firmly  attached  to  the  plate  in  such  position  that  the  points 
are  in  a  straight  line  radial  to  the  center,  and  over  each 
point  is  a  hole  in  the  plate  so  that  each  can  be  pushed  up- 
ward, the  point  thereof  passing  through  the  hole  suflBciently 
to  perforate  the  paper  dial  in  the  space  corresponding  to  the 
point  of  the  spring.  Over  the  row  of  holes  is  placed  a  small 
strip  of  metal,  called  a  fixed  index,  which  is  fastened  to  the 
circulai*  plate  or  frame  of  the  watch  and  extends  towards 
the  center  of  the  disk  and  is  raised  sufficiently  above  the  re- 
volving disk  to  permit  the  paper  dial  to  revolve  freely  un- 
der it  and  over  the  holes  through  which  the  spring-points 
are  to  rise ;  and  to  prevent  injury  to  these  points,  holes  are 
made  in  its  under  surface  opix)site  each  point,  into  which 
the  points  as  they  rise  may  enter,  and  then  by  the  i)ower  of 
the  spring  be  withdrawn  to  their  respective  positions  below 
the  plate.  Devices,  called  keys,  of  a  like  character  to  those 
used  in  the  prior  invention,  are  provided  to  be  inserted  in  a 
key-hole  so  located  that  the  bit  of  the  keys  when  turned 
will  force  the  springs  upwards  instead  of  inwards,  as  in  the 
other  apparatus  previously  explained.  Perforations  are 
made  by  the  combination  in  the  exterior  portion  of  the  re- 
volving paper  dial,  which  indicate  the  precise  hour  and 
minute  when  it  was  made,  and  the  particular  key  that  was 
employed,  with  all  the  variations  accomplished  by  the  de- 
vices described  in  the  specification  of  the  prior  patent. 

Attempt  is  made  in  argument  to  support  the  first  assign- 
ment of  error  chiefly  by  reference  to  three  exhibits  intro- 
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duced  in  evidence  by  the  respondents,  which  were  known 
and  used  by  the  jDublic  prior  to  the  date  of  the  patent  de- 
scribed in  the  bill  of  complaint.  They  are  the  patent  of 
Schwilgue,  the  patent  of  Bowbothani,  and  the  patent  of 
Nolet. 

Before  entering  upon  a  separate  examination  of  these 
several  patents,  it  is  proper  to  remark  that  it  is  not  pretended 
tliat  any  one  of  them  embodies  the  entii'e  invention  secured 
to  the  complainant  in  his  letters  patent.  Nothing  of  the 
kind  is  pretended,  but  it  is  insisted  that  each  contains  some 
feature,  device,  or  partial  mode  of  operation  corresponding 
in  that  particular  to  the  corresponding  feature,  device,  or 
partial  mode  of  operation  exhibited  in  the  complainant's 
patent. 

Suppose  that  is  so  ;  still  it  is  clear  that  such  a  concession 
cannot  benefit  the  respondent,  it  being  conceded  that  neither 
of  the  exhibits  given  in  the  evidence  embodies  the  complain- 
ant' s  invention  or  the  substance  of  the  apparatus  described 
and  claimed  in  his  specification.  Where  the  thing  patented 
is  an  entirety,  consisting  of  a  single  device  or  combination 
of  old  elements  incapable  of  division  or  separate  use,  the  re- 
spondent cannot  escape  the  charge  of  infringement  by  alleg- 
ing or  proving  that  a  part  of  the  entire  invention  is 
found  in  one  prior  patent,  printed  publication  or  machine, 
and  another  part  in  another  prior  exhibit,  and  still  another 
part  in  a  third  exhibit,  and  from  the  three  or  any  greater 
number  of  such  exhibits  draw  the  conclusion  that  the  i)at- 
entee  is  not  the  original  and  first  inventor  of  the  patented 
improvement.     Bates  v.  Coe,  98  U.  S.  31,  48  [p.  150  ante.] 

Authority  is  given  to  a  defendant  in  an  action  at  law  or 
to  a  resjKDndent  in  an  equity  suit  to  plead  or  set  up  in  the 
answer  that  the  patentee  is  not  the  original  or  first  inventor 
of  the  improvement ;  but  if  the  plaintiff  or  complainant  in- 
troduces his  patent  in  evidence,  the  burden  is  cast  upon  the 
defending  party  to  prove  his  defence,  which  he  may  do  by 
showing  that  the  thing  patented  had  been  invented  or  dis- 
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covered  by  some  other  person  in  this  country  prior  to  the 
alleged  invention  in  the  pending  suit,  or  that  it  had  been 
patented  or  described  in  some  printed  publication  in  this  or 
any  foreign  country.     Rev.  Stat.  sec.  4920. 

Apply  that  rule  to  the  facts  of  the  case,  and  it  is  clear,  to 
a  demonstration,  that  neither  of  the  exhibits  given  in  evi- 
dence by  the  respondents  constitutes  any  defence  to  the 
charge  contained  in  the  bill  of  complaint.  Curtis  on  Pats. 
[4th  ed.]  sec.  98.   . 

Similarities  may  doubtless  be  shown  between  certain  fea- 
tures of  the  apparatus  invented  by  Schwilgue  and  the  ap- 
paratus patented  to  the  complainant,  as  contended  by  the 
respondents ;  but  they  utterly  fail  to  point  out  the  differences, 
except  in  one  or  two  particulars.  They  differ  not  only  in 
construction  but  in  the  mode  of  operation,  and  in  almost 
every  pai-ticular  which  gives  value  to  the  device  as  a  time- 
detector  for  watchmen,  the  foreign  patent  being  much  more 
cumbrous  and  inconvenient  than  that  of  the  complainant. 
Stationary  detectors  were  employed  at  an  early  period,  to 
secure  fidelity  in  watchmen  in  making  the  rounds  of  their 
beat  in  factories  or  other  business  establishments.  Detectors 
of  the  kind  were  soon  followed  by  portable  watch-move- 
ments which  were  carried  by  the  watchman,  on  which  he 
stamped  with  ink  or  other  coloring  matter  the  proof  of  his 
visit  to  the  several  rooms  within  his  beat.  Enough  appears 
to  show  that  the  patent  of  Rowbotham  was  nothing  more 
than  an  improved  apparatus  of  that  class,  being  evidently 
so  unlike  that  of  the  complainant  as  not  to  deserve  much 
examination. 

Nor  is  it  necessary  to  enter  much  into  detail  in  disx)osing 
of  the  other  exhibit  introduced  by  the  resi)ondents,  as 
it  evidently  belongs  to  the  same  class  of  detectors  as  the 
preceding,  and  bears  little  or  no  relation  to  the  apparatus  of 
the  complainant. 

Argument  to  show  that  the  present  apparatus  of  the  com- 
plainant is,  substantially  different  from  that  described  in 
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the  expired  patent,  cannot  be  required,  as  the  comparison 
already  given  is  amply  sufficient  to  prove  that  difference  to 
everyone  not  blinded  by  self-interest  or  prejudice.  Test^ 
by  these  considerations,  it  is  plain  that  nothing  remains  for 
re-examination  but  the  question  of  infringement. 

Persons  seeking  redress  for  the  unlawful  use  of  their  in- 
ventions, must  allege  and  prove  that  they  or  those  under 
whom  they  claim  are  the  original  and  first  inventors  of  the 
improvement,  and  that  the  patent  for  the  same  has  been  in- 
fringed by  the  party  against  whom  the  suit  is  brought. 
Where  the  patent  in  suit  is  introduced  in  evidence  it 
affords  a  prima  fdcie  presumption  that  the  invention  is 
new  and  useful ;  but  the  burden  to  prove  infringement 
never  shifts  if  the  charge  is  denied  in  the  plea  or  answer. 
Sufficient  proof  of  infringement  may  be  derived  from  the 
comparison  of  that  which  is  used  by  the  defending  party  with 
the  description  of  the  invention  given  in  the  specification  of 
the  patent  which  constitutes  the  foundation  of  the  suit,  and 
where  the  invention  is  embodied  in  a  machine  or  apparatus, 
that  mode  of  conducting  the  examination  is  usually  the  most 
satisfactory.  Sufficient  explanations  of  the  complainant's 
patent  have  already  been  given,  which  need  not  be  repeated. 

None,  it  is  presumed,  will  deny  that  the  time-detector 
sold  by  the  respondents  is,  in  appearance  and  general  con- 
struction, similar  to  that  described  in  the  specification  of 
the  complainant.  Beyond  all  doubt,  the  resi)ondents  em- 
ploy a  watch-movement  with  a  series  of  keys  and  a  sin|^le 
hole,  together  with  a  revolving  dial  fastened  to  the  watch- 
arbor,  like  the  complainant,  they  dispense  with  the  hour 
and  minute  hands  of  the  watch  and  attach  the  false  or  paper 
revolving  dial  to  the  arbor  of  the  apparatus.  Their  station- 
ary index  is  exactly  the  same  as  that  of  the  complainant, 
and  they  also  employ  a  series  of  markers  arranged  radially 
to  the  center  of  the  dial ;  but  the  markers  ai-e  unyielding, 
while  the  index  is  so  constructed  as  to  enable  the  the  mark- 
ers to  perform  the  same  function  as  those  employed  in  the 
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complainant's  apparatus.  They  arrange  their  markers  un- 
der the  false  dial,  and  place  the  yielding  index  over  the 
back  of  the  false  dial,  so  that  the  marks  are  made  from  the 
inside  instead  of  from  the  outside. 

Expert  testimony  was  taken  by  the  complainant,  and  his 
witness  testified  that  the  apparatus  of  the  respondents  is 
substantially  the  same  in  construction  and  mode  of  opera- 
tion as  that  described  in  the  complainant's  si)ecification,  and 
gave  his  reasons  for  the  conclusion  in  substance  and  effect 
as  follows :  that  the  arrangement  of  the  markers  is  in  a  line 
radiating  from  the  center,  the  markers  being  made  station- 
ary, so  that  instead  of  pressing  against  the  keys  while  the 
index  supports  the  paper,  the  keys,  supported  by  the  sta- 
tionary index,  press  the  paper  against  the  markers;  the 
faces  of  the  markers,  instead  of  being  simple  points,  form 
what  is  called  small  figures,  and  the  divisions  of  the  paper 
dial,  by  concentric  circles,  is  omitted,  it  appearing  that  the 
different  figures  are  made  to  indicate  the  different  stations, 
but  the  arrangement  of  the  gang  of  markers  is  preserved. 
It  is  denied  by  the  respondents  that  the  index  in  their  ap- 
paratus yields ;  but  the  witness  testifies  that,  by  taking  a 
sight  over  the  edge  of  the  case  parallel  to  the  dial  when  the 
watch  is  open,  the  stationary  index  is  seen  to  yield,  and 
acts  as  a  spring.  Taken  as  a  whole,  he  regards  the  mark- 
ing device  as  substantially  similar  to  that  employed  by  the 
complainant. 

Unless  there  is  some  yielding,  either  of  the  markers  or  the 
index,  it  is  not  easy  to  see  how  the  key  could  be  turned 
without  tearing  the  paper  or  breaking  the  key,  from  which 
it  must  follow,  as  contended  by  the  complainant,  that  the 
respondents  have  substituted  for  his  series  of  yielding 
spring-points  and  index  a  series  of  permanent  or  unyielding 
markers  and  a  yielding  index,  retaining  the  other  necessary 
elements  of  a  false  dial  which  shall  receive  the  impressions 
by  the  use  of  the  described  keys. 

Differences  between  the  two  arrangements  undoubtedly 
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exist,  as  is  usually  the  case  where  one  is  borrowed  from  the 
other  without  consent.  Most  or  all  of  those  differences  are 
well  described  by  the  Circuit  Judge  in  the  case  to  which 
reference  has  already  been  made.  Speaking  of  the  infring- 
ing apparatus,  he  says  that  the  gang  of  steel  springs,  in- 
stead of  being  placed  beneath  the  circular  plate  or  frame  of 
the  watch-movement,  is  attached  to  the  lid  of  the  case  of 
the  instrument,  immediately  over  the  location  of  the  gang 
of  springs  in  the  complainant's  detector.  When  closed, 
the  line  or  row  of  points  is  in  the  same  straight  line  radially 
from  the  center,  and  in  oi"der  to  perforate  the  paper  dial 
they  must  be  pressed  downward  instead  of  upward.  To 
that  end  the  key-hole  is  placed  in  the  side  of  the  lid  over 
the  gang  of  springs  instead  of  being  placed  in  the  body  of 
the  case  below  the  springs.  Instead  of  the  fixed  index 
placed  over  the  holes  through  which  the  jioints  rise  to  per- 
forate the  paper,  the  respondents  have,  in  the  same  loca- 
tion, a  row  of  holes  in  the  plate  or  frame  of  the  movement, 
into  which  the  points  enter,  to  protect  them  from  injury 
when  making  the  perfomtions.  During  the  act  of  perfora- 
tion the  paper  in  the  complainant's  apparatus  is  sustained 
by  the  fixed  index,  but  the  necessity  for  that  in  the  infring- 
ing apparatus  is  obviated  by  making  the  motion  of  the 
springs  downward,  whereby  the  plate  of  the  watch  performs 
the  same  function  during  such  act. 

Other  minor  differences  exist  in  the  manner  the  paper 
disk  is  attached  to  the  revolving  disk  which  is  fastened  to 
the  arbor  of  the  watch  movement,  but  they  are  not  deemed 
to  be  of  the  substance  of  the  infringed  invention.  Exam- 
ples are  also  produced  as  exhibits  where  are  shown  watch 
dial  hands  on  the  detector  of  the  respondents  which  do  not 
apjjear  on  the  apparatus  of  the  complainant ;  but  that  is  a 
matter  not  supposed  to  be  included  in  the  infringed  patent. 

SiifBce  it  to  say,  without  entering  further  into  the  com- 
parison of  the  two  specifications,  that  we  are  all  of  the 
opinion  that  the  charge  of  infringement  is  fully  suetained, 
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both  by  the  comparison  of  the  specifications,  one  with  the 
other,  and  by  the  proofs  exhibited  in  the  transcript. 

Exceptions  were  taken  to  the  master' s  report ;  but  the 
rulings  of  the  court  in  respect  to  the  amount  adjudged  to 
the  complainant  for  the  infringement  not  having  been  as- 
signed for  error,  are  not  the  proper  subject  of  re-examina- 
tion.    Buerk  v.  Imhaeuser,  14  Blatchf.  19. 

Decree  affirmed. 
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Notes  t 

1    Equivalents  may  be  claimed  in  a  combination  of  old  elements: 
Rees  V.  Gould,  15  Wall.  187  [9  Am.  &  Eng.  39.] 
Clough  V.  Gilbert  &  Barker  Co.,  106  U.  S.  116. 


%  What  constitutes  an  equivalent  in  a  combination : 

Gill  V.  Wells,  22  Wall.  1  [9  Am.  &  Eng.  471.] 
Paper  Bag  Cases,  97  U.  S.  120  [11  Am.  &  Eng.  494.] 
Rowell  V.  Lindsay,  113  U.  S.  97;  and  see 
Dryfoos  v,  Wiese,  124  U.  S.  32. 


4.  A  combination  is  an  entirety  and  the  defence  of  want  of  novelty 
must  be  addressed  to  it  as  a  whole:     See 
Bates  V,  Coe,  98  U.  S.  31.     Note  7,  p.  183,  ante. 


5.  Burden  of  proving  infringement: 

Agawam  Co.  v,  Jordan,  7  Wall.  683  [8  Am.  &  Eng.  24.] 
Seymour  v.  Osborne,  11  Wall.  616  [8  Am.  &  Eng.  290.] 
Mitchell  V.  Tilghman,  19  Wall.  287  [9  Am.  &  Eng.  174.] 
Puller  V.  Yentzer,  94  TJ.  S.  288  [11  Am,  &  Eng.  188.] 
Fuller  V.  Goodrich,  94  U.  S.  299  [11  Am.  &  Eng.  176.] 
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Bates  V.  Coe,  98  U.  S.  31  [p.  150  ante.^ 
Price  V,  Kelly,  Bk.  26  L.  ed.  634. 
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GEORGE  PARKS,  GRANT  B.  TURNER,  WILLUM 
A.  TAYLOR,  AND  JAMES  A.  VAUGHN,  Partners, 
AS  TuBNEE,  Parks  &  Co.,  APPELLANTS,  v.  JONA- 
THAN L.  BOOTH.* 

102  <ia  Otto)  V.  8.  »e-107.    Oct.  Term,  1S70. 

[Bk.  26,  L.  ed.  54  ;  17  0.  O.  1089.] 

Aflimiiiig  Booth  t>.  Parkn,  1  Flipp.  3B1,  as  modified. 

Argued  March  31,  April  1,  1880.     Decided  April  26,  IBBO. 

Partictciar  patent  cotulrued.  Sufficient  (leecription.  Novelty. 
Prior  publication.  Joinder  of  innention.  Defetux,  Prior  pub- 
lic use  and  sale.  Pft^ita  are  unliquidated  damages.  Inlerett  on 
prq^ts. 

I.  ReiBBued  letters  patent  No.  1,826,  J.  L.  Booth,  Kovember  29, 
1864,  (original  Ko.  25,484,  September  20,  1859,)  Grain  Sepa- 
rators, construed  to  be  for  a  combination;  held  sufficiently  de- 
scribed; sustained  aa  novel;  is  for  the  same  invention  as  the 
original  patent.  It  not  appearing  that  the  complainant  was 
guilty  of  laches  in  applying  for  a  patent,  that  his  improve- 
ment ever  vent  into  public  use  or  was  on  sale  in  this  country 
before  he  applied  for  a  patent:  Seld  that  the  patent  was  valid 
and  was  infringed,     (p.  483.) 

3.  It  is  essential  to  the  validity  of  a  patent  that  the  particular  in- 
vention he  pointed  out  and  distinguished  from  what  is  old  and 
when  the  invention  consists  merely  of  a  new  combination  of 
old  elements  or  devices,  where  nothing  is  or  can  be  claimed 
except  the  new  combination,  it  is  sufficiently  described  to  con- 
stitute a  compliance  with  the  letter  and  spirit  of  the  law,  if 
the  devices  of  which  it  is  composed  are  specifically  named, 
their  mode  of  operation  given;  and  the  new  and  useful  result 
to  be  accomplished  is  pointed  out,  so  that  those  skilled  in  the 
art  and  the  public  may  know  the  extent  and  nature  of  the 
claiui  and  what  the  parts  are  which  co-operate  to  do  a  work. 
(p.  486.) 

•See  Explaiuition  of  Notes,  page  IIL 
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3.  It  is  not  necessary  to  allege  or  prove,  in  order  to  sustain  the 

defence  of  prior  patent  or  printed  publication,  that  such  patent  % 
or  publication  was  issued  or  given  two  years  earlier  than  the 
patentee's  invention,     (p.  486.) 

4.  Where  the  patent  covers  an  entirety  it  cannot  be  defeated  by 

showing  that  the  several  component  parts  are  old  in  other  con- 
nections. It  must  appear  that  they  have  existed  together  in 
the  same  relation,     (p.  488.) 

5.  More  than  one  patent  may  be  included  in  one  suit  and  more 

than  one  invention  may  be  secured  in  the  same  patent,  in 
which  cases  the  several  defences  of  prior  invention  and  public 
use  may  be  made  to  each  patent  in  the  suit  and  to  each  inven- 
tion to  which  the  charge  of  infringement  relates,     (p.  489.) 

6.  The  patent  act  allows  the  infringer  to  plead  and  prove  that  the 

invention  of  the  patentee  had  been  in  public  use  or  on  sale  in 
this  country  for  more  than  two  years  before  the  inventor  ap- 
plied for  a  patent;  but  no  question  of  priority  is  open  under 
that  defence,  nor  will  evidence  sustain  it  that  another  had 
made  or  patented  the  invention  two  years  before  the  applica- 
tion without  the  knowledge  of  the  patentee  whose  invention  is 
in  question,     (p.  480.) 

7.  Interest  on  the  profits  decreed  to  the  complainant  should  not  be 

allowed.  The  profits  in  such  case  are  to  be  regarded  in  the 
light  of  unliquidated  damages,  which  usually  do  not  draw  in- 
terest without  the  special  order  of  the  court,     (p.  491.) 

[Citations  in  the  opinion  of  the  ooort :] 

Imhaenser  v.  Bnerk,  101  U.  S.  647  [p.  443,  ante.']    p.  488, 

Bates  v.  Ooe,  98  XJ.  S.  31  [p.  150  ante.]    p.  489. 

Silsby  V.  Foote,  20  How.  378  [6  Am.  &  Eng,  392.]    p.  491. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Ohio. 
The  case  is  stated  by  the  court. 

The  specifications  and  drawings  of  the  Booth  reissue  are 
as  follows : 
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JONATHAN  L.  BOOTH,  OP  ROCHESTER,  NEW  YORK. 
Improvement  in  Grain-Separators. 

Specification  forming  part  of  Letters  Patent  No.  25,481,  dated  Sep- 
tember 20,  1859;  Reissue  No.  1,045,  dated  September  26,  1860; 
Reissue  No.  1,826,  dated  November  29, 1864. 

To  all  whom  it  may  concern : 

Be  it  known  that  I,  Jonathan  L.  Booth,  formerly  of  Cuy- 
ahoga Falls,  Ohio,  but  now  of  Rochester,  in  the  county  of 
Monroe  and  State  of  New  York,  did  obtain  Letters  Patent 
of  the  United  States  September  20,  1859,  for  Improvements 
in  Grain-Separators,  which  Letters  Patent  were  reissued 
September  25,  1860 ;  and  I  do  hereby  declare  that  the  fol- 
lowing is  a  full  and  exact  description  thereof,  reference  be- 
ing had  to  the  accompanying  drawings,  making  part  of  this 
specification. 

Figure  1  is  a  vertical  longitudinal  section  of  my  invention 
in  the  plane  of  line  rz;a?.  Fig.  2.  Fig.  2  is  a  vertical  transverse 
section  in  the  plane  of  line  y  y^  Fig.  1.  Fig.  3  is  a  diagram 
showing  the  manner  of  shaking  the  screens. 

like  letters  of  reference  indicate  corresponding  parts  in 
all  the  figures. 

This  invention  consists  in  the  employment  or  use  of  zig- 
zag screens,  and  boxes  or  passages,  having  a  proper  lateral 
shake  motion  communicated  to  them,  and  so  arranged  that 
the  grain  may  pass  consecutively  over  and  through  fhem, 
and  be  subjected  to  a  thorough  screening  operation  ;  also,  in 
using,  in  connection  with  the  zig-zag  screens  and  boxes  afore- 
said, a  revolving  fan  and  spout  so  arranged  that  the  grain 
will  be  subjected  to  an  efficient  blast  for  the  separation  of 
all  light  impurities  therefrom. 

In  the  accompanying  drawings,  A  represents  a  suitable 
rectangular  frame  in  which  a  series  of  inclined  screens,  B, 
are  secured  by  elastic  pendants  C,  or  equivalent.  The 
screens  B  may  be  formed  of  perforated  zinc  or  other  sheet 
metal  and  placed  alternately  in  reversed  inclined  x>ositions, 
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as  shown  clearly  in  Fig.  2.  Each  screen  B  is  placed  on  the 
top  of  what  may  be  termed  a  ''shallow  box,"  C,  which 
forms  a  passage  for  the  grain,  the  boxes  extending  the  whole 
length  of  the  screens  and  receiving  what  passes  through 
them,  and  discharging  the  same  on  the  elevated  ends  of  the 
succeeding  screens  immediately  below  them,  openings  a  be- 
ing made  at  the  lower  part  of  each  box  C  to  allow  the  escape 
of  the  contents  therefrom.  The  upper  or  most  elevated  part 
of  each  screen  B  is  provided  with  a  smooth  or  unperforated 
surface,  J,  said  surface  b  first  receiving  the  grain,  and  con- 
sequently their  position  is  immediately  below  the  openings 
a,  that  of  the  upi)ermo8t  screen  being  immediately  below 
the  discharge-orifice  c  of  the  hopper  D.  The  screens  and 
boxes  are  secured  in  proper  position  by  uprights  d^  which 
are  attached  to  each  end  of  them,  the  elastic  pendants  C  be- 
ing secured  to  the  lower  ends  of  the  uprights.  The  hopper 
D  is  of  the  usual  form,  about  equal  in  length  to  the  screens 
B,  and  is  secured  in  the  upper  part  of  the  frame  A.  To  the 
lower  parts  of  the  uprights  d,  I  usually  secure  inclined 
troughs  E,  said  troughs  being  so  placed  as  to  catch  the  drop- 
pings from  the  screens  and  discharge  the  same  at  the  ends 
of  the  machine.  Within  the  frame  A,  at  a  suitable  position, 
a  fan-box,  F,  is  placed  containing  a  fan,  G.  The  fan  G  is 
of  ordinary  construction,  as  well  as  the  box  F,  and  the  lat- 
ter communicates  with  an  upright  spout  or  passage,  H, 
which  receives  at  about  the  center  of  its  height  the  contents 
of  the  lowest  screen  B.  I  prefer  to  use  the  spout  F  in  the 
rear  of  the  screens,  as  shown ;  but,  if  desirable,  it  may  be 
used  on  the  opposite  side,  or  at  either  end,  at  right  angles 
to  its  present  position,  with  the  same  result. 

At  a  suitable  position  there  is  placed  a  horizontal  shaft,  I, 
from  which  the  fan  G  is  driven  by  belts  <?,  one  at  each  end. 
At  one  end  of  the  shaft  I  there  is  also  placed  a  pulley,  /, 
from  which  a  small  shaft,  g^  is  driven  by  a  belt,  g'.  The 
inner  end  of  the  shaft  g  has  a  bevel-pinion,  h,  placed  on  it, 
said  pinion  gearing  into  a  corresponding  pinion,  /,  which  has 
a  crank,  j\  at  one  end,  from  which  a  lateral  shake  motion. 
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or  a  motion  at  right  angles  to  the  passage  of  the  grain,  is 
given  the  screens  and  boxes  by  a  connecting-rod,  K. 

The  operation  is  as  follows :  The  grain  to  be  separated 
and  cleansed  from  impurities  passes  into  the  hopi)er  D  and 
through  the  opening  c  on  the  uppermost  screen,  B.  The 
grain  first  strikes  the  smooth  or  imperforated  portion  b  of 
said  screen,  and  any  oats  that  may  be  mixed  with  the  grain 
are  turned  flatwise,  and  will  pass  off  the  depressed  end  of 
the  screen.  Some  i)ortion  of  oats,  however,  will  pass 
through,  but  they  will  be  discharged  by  the  box  C  on  the 
next  screen  below,  and  will  be  subjected  to  a  like  oi)eration, 
a  majority  of  the  oats  being  separated  from  the  wheat  dur- 
ing each  passage  over  the  several  screens ;  and  when  the 
grain  reaches  the  last  or  lowermost  screen  all  the  oats  will 
be  separated  therefrom,  the  lowermost  screen  B  being  a 
cockle-screen,  the  cockle  being  discharged  from  the  lower- 
most box,  C.  The  chess  and  other  light  impurities  are  dis- 
charged with  the  wheat  from  the  cockle-screen  into  the  spout 
H,  and  the  chess  and  light  impurities  are  blown  upward  out 
from  the  spout  H,  the  grain  being  discharged  at  a*.  The 
oats  drop  into  the  troughs  E  and  are  discharged  by  them  at 
each  end  of  the  machine. 

By  the  employment  of  a  series  of  zig-zag  screens  instead 
of  a  single  set  the  grain  has  the  benefit  of  a  long  passage 
from  ingress  to  exit,  and  therefore  becomes  free  of  oats, 
which  is  a  matter  of  importance,  especially  in  the  separation 
of  seed- wheat.  At  each  reverse  passage  over  the  screens  the 
grain  is  presented  in  a  diflferent  position,  so  that  the  thorough 
agitation  it  receives  is  such  as  to  settle  the  wheat  to  the  bot- 
tom, so  as  to  pass  easily  through  the  perforations,  while  the 
oats  being  of  a  lighter  weight  pass  off  over  the  tpp. 

The  advantage  of  giving  a  lateral  shake  to  the  screens,  or 
one  at  right  angles  to  the  passage  of  the  grain  over  their 
surfaces,  is  manifest.  In  the  first  place  it  is  desirable  to 
make  the  screens  narrow  in  the  direction  that  the  grain 
runs,  inasmuch  as  the  wheat  passes  through  the  perforations 
of  the  screens  readily  in  passing  over  a  short  distance,  leav- 
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ing  the  oats  on  top,  while,  if  the  distance  is  great,  a  greater 
quantity  of  the  oats  are  also  liable  to  pass  through.  The 
narrow  screens,  therefore,  are  more  advantageous  than  wide 
ones  would  be.  But  if  these  narrow  screens  receive  a  longi- 
tudinal shake,  or  one  in  the  direction  of  the  passage  of  the 
grain,  the  grain  will  be  thrown  forward  over  the  discharge 
end  by  the  vibration  without  being  effectively  separated  ; 
and,  second,  the  lateral  agitation  distributes  the  grain  evenly 
over  the  screens  and  causes  it  to  flow  over  the  surface  uni- 
formly and  regularly ;  whereas,  if  a  longitudinal  vibration 
is  imparted,  the  grain  is  thrown  forward  and  backward  in 
jerks,  so  that  a  portion  at  least  is  thrown  over  instead  of 
passing  through. 
What  I  claim  is — 

1.  The  combination  of  the  zig-zag  screens  and  boxes  B  C 
when  the  same  have  a  lateral  shake  motion,  or  one  at  right 
angles  to  the  passage  of  the  grain,  in  such  a  manner  as  to 
have  the  grain  pass  consecutively  qver  and  through  them, 
and  arranged  relatively  with  each  other  to  operate  substan- 
tially as  and  for  the  purpose  herein  set  forth. 

2.  The  series  of  zig-zag  screens  and  boxes  B  C,  with  or 
without  the  troughs  E,  and  having  a  lateral  shake  motion, 
in  connection  with  the  fan  G  and  spout  H,  substantially  as 
herein  set  forth. 

JONATHAN  L.  BOOTH. 
Witnesses : 

R.  F.  Osgood, 
Jno.  L.  Judson. 

Messrs.  W,  BdkeweU  and  T.  B.  Kerr^  by  leave  of  courts 
for  appellants : 

The  claim  in  the  original  patent  is  in  the  following  words : 
'^  I  do  not  claim  any  of  the  UoUhin  described  parts ^  but  I 
do  claim  as  new  and  desire  to  secure  by  letters  patent  the 
inclined  zig-zag  screens  and  boxes  and  troughs  having  a 
shake  motion  given  them,  and  used  in  connection  with  the 
revolving  fan  and  spout,  the  parts  being  arranged  relatively 
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with  each  other  to  operate  as  and  for  the  purpose  set  forth." 

There  was  nothing  new  in  this  claim.  The  patentee, 
therefore,  in  order  to  obviate  the  difficulty,  reissues  his  jKit- 
ent  twice,  the  last  reissue  being  that  on  which  this  suit  is 
brought,  and  in  this  reissue  he  limits  his  claims  to  devices 
having  a  lateral  shake  motion,  as  distinguished  from  an 
end  shake.  It  remains  to  be  seen  whether  his  claims,  as  so 
limited  are  not  anticipated  by  prior  patents  and  prior  use  ; 
and  whether  the  use  of  an  old  machine  or  combination  of  de- 
vices is  rendered  patentable  merely  by  changing  the  direc- 
tion of  the  shake  motion,  even  if  such  a  change  were  new. 

Apart  entirely  from  the  question  as  to  the  novelty  of  the 
devices,  or  combination  of  devices,  claimed  in  Booth's  pat- 
ent, we  contend  that  his  patent  is  fatally  defective  by  rea- 
son of  the  absence  of  patentable  subject-matter  in  the  claims 
in  the  following  particulars :  There  is  no  new  function  per- 
formed which  is  due  to  the  zig-zag  position  of  the  screens 
and  boxes,  and  there  is  no  invention  involved,  but  solely 
mechanical  skill,  it  being  a  mere  arrangement  of  parte  ef- 
fecting economy  of  space  and  nothing  more. 

We  have  seen  that  the  zig-zag  arrangement  was  not  new 
with  the  complainant,  and  that  it  was  known  and  used  be- 
fore his  alleged  invention,  but  even  if  it  had  not  been  used 
before,  such  a  modification  is  one  of  form  and  not  of  sub- 
stance, and  .involves  no  invention  whatever  but  merely  the 
exercise  of  mechanical  skill. 

That  invention  is  necessary  to  sustain  a  patent,  as  dis- 
tinguished from  the  exercise  of  mere  mechanical  skill,  is  a 
proposition  so  well  established  as  scarcely  to  need  the  cita- 
tion of  authority. 

This  question  is  fully  considered  and  various  pertinent 
authorities  cited  in  the  case  of  Dunbar  v.  Myers,  94  U.  S. 
187  [11  Am.  &  Eng.  59.] 

There  is  nothing  patentable  in  giving  a  side  shake  to  the 
screens  and  boxes  when  they  have  before  been  used  with  an 
end  shake,  such  change  is  merely  the  exercise  of  mechanical 
skill  and  not  of  invention. 
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It  is  questionable  whether  the  appellee  was  entitled  to  a 
decree  for  either  proiits  or  damages,  for  the  reason  that 
thei^e  is  no  specific  prayer  for  either  in  his  bill. 

Our  position  that  no  more  can  be  decreed  or  awarded  to 
the  appellee  than  he  prays  for  in  his  bill,  is,  we  submit, 
fully  sustained  by  the  authorities  and  the  rules  in  equity  es- 
tablished by  this  court. 

Mr.  W.  F.  Cogswell^  for  appellee : 

The  plaintiffs  device  possesses  patentable  novelty  and  is 
not  void  for  want  thereof,  as  claimed  by  the  defendants. 
The  fact  that  all  the  parts  entering  into  a  combination  are  as 
old  as  mechanical  science,  does  not  deprive  a  combination 
of  patentability,  has  been  so  repeatedly  and  so  often  as- 
serted by  courts,  that  it  seems  strange  that  learned  counsel 
should  controvert  it. 

What  is  claimed  is,  that  the  plaintiff  has  combined  and 
co-ordinated  these  various  well-known  mechanical  devices 
into  a  single  co-operative  machine,  by  which  grain  can  be 
freed  at  one  operation  from  various  foreign  substances,  the 
removal  of  which  would  otherwise  require  the  use  of  seve- 
ral different  processes ;  that  such  combination  is  a  new  and 
useful  improvement,  and  properly  protected  by  patent. 
Cannington  v.  Nuttall,  5  H.  of  L.  Cas.  205. 

One  fact  it  is  proper  to  call  the  attention  of  the  court  to, 
that  no  witness  has  been  produced  to  show  that  any  of  the 
patents  introduced  in  evidence  by  the  defendant,  or  models 
produced  by  him,  embrace  the  principle  of  the  plaintiffs 
machine.  Without  attempting  to  discuss  in  detail  the  de- 
vices relied  upon  by  the  defendants,  I  will  say  that  they  do 
not  seem  to  me  to  present  any  of  the  features  of  the  plain- 
tiffs machine. 

The  defendants'  machine  is  a  clear  infringement  of  the 
plaintiffs  patent.  This,  indeed,  goes  almost  without  say- 
ing. They  are  formally  the  same,  with  the  exception  of  a 
slight  difference  in  the  position  of  the  fan-case,  fan,  and 
spout,  and  as  might  be  supposed  where  the  similarity  is  so 
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great,  the  evidence  shows  that  the  defendants'  machine 
was  constnicted  after  an  inspection  of  the  plaintiffs,  and  is 
a  clear  case  of  inexcusable  piracy. 

The  machine  was  a  unit.  As  such  it  was  made  and  sold 
by  the  defendants,  and  their  profit  upon  it  the  plaintiff  was 
entitled  to  recover.     This  was  what  the  master  has  allowed. 

The  case  shows  not  only  that  the  defendants  have  in- 
fringed the  plaintiffs  rights  by  pirating  his  machine,  but 
that  they  have  wantonly  injured  him  by  in  every  way  ob- 
structing him  in  his  business.  They  are  certainly  not  enti- 
tled to  any  favorable  consideration  at  the  hands  of  the 
court. 

Mr.  Justice  Clifford  delivered  the  opinion  of  the  court : 

Power  to  promote  the  progress  of  science  and  useful  arts, 
by  securing  for  limited  times  to  authors  and  inventors  the 
exclusive  right  to  their  respective  writings  and  discoveries, 
is  expressly  vested  in  Congress  by  the  Constitution.  Pur- 
suant to  the  power  there  conferred,  the  enactment  of  Con- 
gress provides  that  the  original  jurisdiction  of  patent  causes 
shall  be  exclusive  in  the  Circuit  Courts  or  the  district  courts 
exercising  circuit  court  powers.     Rev.  Stat.,  sees.  629-711. 

Provision  is  also  made  that  a  party  whose  rights,  secured 
by  valid  patent,  are  invaded  by  infringement,  may  seek  his 
remedy  in  an  action  at  law  or  by  a  suit  in  equity,  at  his 
election.  6  Stat,  at  Large,  124;  16  Stat,  at  Large,  206; 
Rev.  Stat.,  sec.  4920. 

Federal  courts  vested  with  jurisdiction  in  such  cases  have 
power,  in  their  discretion,  to  grant  injunctions  to  prevent 
the  violation  of  any  right  secured  by  a  patent,  as  in  other 
cases  of  equity  cognizance. 

Sufficient  appears  to  show  that  a  patent  in  due  form  was 
issued  to  the  complainant  on  the  20th  of  September,  1859, 
for  a  new  and  useful  improvement  in  grain-separators,  w^hich 
consisted  in  the  employment  and  use  of  a  series  of  inclined 
screens  and  boxes,  having  a  proper  shake  motion  commu- 
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nicatecl  to  tliem,  in  connection  with  a  fan  air-blast  spout, 
the  whole  being  arranged  in  a  manner  set  forth  in  the  si)eci- 
iication. 

Without  entering  much  into  details,  it  will  suffice  to  say, 
in  this  connection,  that  the  object  of  the  improvement  was 
to  subject  grain  to  a  thorough  screening  operation.  Ma- 
chines were  constructed  under  the  patent  and  were  put  in 
operation  at  various  places,  but  on  the  25th  of  September  of 
the  next  year  it  was  surrendered  and  reissued,  and  on  the 
29th  of  November,  four  years  later,  it  was  surrendered  a 
second  time,  when  the  patent  in  suit  was  issued  to  the  com- 
plainant, which  is  a  second  reissue.  Having  removed  the 
defects  in  the  prior  patents,  the  complainant  alleges  that  he 
immediately  put  the  machines  on  sale ;  and  that  he  has  ever 
since  been  in  possession  of  the  light  secured  by  the  patent ; 
and  that  he  would  have  made  large  profits  from  the  manu- 
facture and  sale  of  the  same  had  he  not  been  prevented  from 
so  doing  by  the  respondents. 

Two  claims  are  made  by  the  complainant,  and  he  charges 
that  the  respondents  have  largely  infringed  his  exclusive 
right,  and  that  they  are  still  engaged  in  making  and  selling 
machines  constructed  in  the  same  manner  as  the  patented 
improvement,  and  which  accomplish  the  same  object  and 
have  the  same  mode  of  operation. 

Service  was  made,  and  the  respondents  appeared  and  filed 
an  answer.  Their  principal  defences  are  as  follows:  (1) 
That  the  complainant  is  not  the  original  and  first  inventor 
of  the  patented  improvement.  (2)  That  the  alleged  inven- 
tion had  been  in  public  use  and  on  sale  for  more  than  two 
years  prior  to  the  application  by  the  complainant  for  a  pat- 
ent. (3)  That  the  reissued  patent  described  in  the  bill  of 
complaint  is  not  for  the  same  invention  as  the  original. 

Proofs  were  taken,  hearing  had,  and  the  Circuit  Court 
entered  a  decl^ee  in  favor  of  the  complainant,  and  sent  the 
cause  to  a  master  to  compute  the  profits,  gains,  and  advan- 
tages which  the  respondents  have  received,  or  which  have 
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arisen  or  accrued  to  them  from  the  infringements  of  the 
said  patent.  Due  report  was  made  by  the  master,  to  whose 
report  certain  exceptions  were  filed  by  the  respondents. 
Exceptions  were  also  filed  by  the  complainant,  but,  inas- 
much as  he  did  not  api)eal,  they  will  not  be  re-examined. 
Those  filed  by  the  respondents,  which  are  still  the  subject 
of  complaint,  will  receive  due  consideration. 

Both  parties  api)eared,  and  were  heard  in  support  of  theii- 
respective  exceptions,  all  of  which  were  overruled  by  the 
Circuit  Court  except  the  fourth  exception  filed  by  the  re- 
spondents. Matters  of  the  kind  being  settled,  the  Circuit 
Court  entered  a  final  decree  in  favor  of  the  complainant  in 
the  sum  of  $11,184.42,  with  costs  of  suit.  Prompt  appeal 
was  taken  by  the  respondents  to  this  court,  and  since  the 
cause  was  entered  here  they  have  filed  the  assignment  of 
errors  set  forth  in  their  brief. 

All  such  matters  as  are  deemed  material  to  th^  several 
defences  pleaded  in  the  answers  will  be  carefully  consid- 
ered, without  entering  into  the  details  of  the  argumentative 
portion  of  the  errors  assigned.  When  reduced  to  specific 
propositions,  the  errors  assigned  may  be  stated  as  follows : 
(1)  That  the  complainant  is  not  the  original  and  first  in- 
ventor of  the  patented  improvement.  (2)  That  the  sup- 
posed improvement  was  not  the  proper  subject  of  a  patent, 
because  it  did  not  involve  any  invention.  (3)  That  the  Cir- 
cuit Court  erred  in  finding  that  the  respondents  had  in- 
fringed the  reissued  patent  of  the  complainant.  (4)  That 
the  Circuit  Court  erred  in  overruling  the  exceptions  of  the 
respondents  to  the  master's  report.  (5)  That  the  Circuit 
Court  erred  in  allowing  damages  to  the  complainant  in  ad- 
dition to  profits. 

Redress  for  the  infringement  of  a  patent  may  be  sought 
by  a  suit  in  equity  as  well  as  by  an  action  at  law,  and  the 
required  allegations  and  proofs  are  substantially  the  same 
in  one  form  of  remedy  as  in  the  other.  Neither  damages 
nor  profits  can  be  recovered  unless  the  complaining  party 
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alleges  and  proves  that  he  or  the  person  under  whom  he 
claims  was  the  original  and  first  inventor  of  the  patented 
improvement,  and  that  the  same  has  been  infringed  by  the 
party  against  whom  the  suit  is  brought.  Both  of  those  al- 
legations must  be  proved  to  maintain  the  suit ;  but  the  law 
is  well  settled  that  (a)  the  patent  in  question,  (b)  if  intro- 
duced in  evidence  by  the  complaining  party,  affords  him 
priTnafdcie  evidence  that  the  patentee  was  the  original  and 
first  inventor,  and  that  presumption,  in  the  absence  of  any 
satisfactory  proof  to  the  contrary,  is  sufficient  to  entitle  him 
to  recover  if  he  proves  the  alleged  infringement. 

Evidence  to  overcome  that  presumption  may  be  introduced 
by  the  defending  party  in  case  due  notice  of  such  an  inten- 
tention  is  given  to  the  party  that  instituted  the  suit,  as  re- 
quired by  the  Act  of  Congress.  Rev.  Stat.  sec.  4920.  Notices 
of  the  kind  were  given  by  the  respondents  in  their  answers, 
and  the  assignment  of  errors  calls  in  question  the  decision 
of  the  Circuit  Court  in  that  regard,  which  is  the  first  ques- 
tion presented  for  re-examination  in  the  record. 

Questions  of  the  kind  cannot  well  be  decided  without  first 
ascertaining  what  the  patented  improvement  is  that  is  de- 
scribed in  the  first  pleading  of  the  complaining  party ;  and 
that  becomes  necessary  in  this  case,  both  in  determining  the 
issue  of  prior  invention  and  the  issue  of  infringement.  At- 
tempt having  failed  to  show  that  the  reissued  patent  is  not 
for  the  same  invention  as  the  original,  the  question  as  to 
the  nature  of  the  improvement  may  be  determined  by  the 
examination  of  the  specification  and  drawings  of  the  patent 
in  suit. 

Two  claims  are  annexed  to  the  specification,  of  which  the 
first  is  the  combination  of  the  zig-zag  screens  and  boxes,  as 
exhibited  in  the  model  and  drawings,  when  the  same  have 
a  lateral  shake  motion,  or  one  at  right  angles  to  the  passage 
of  the  grain,  in  such  a  manner  as  to  cause  the  grain  to  pass 
consecutively  over  and  through  them,  and  when  arranged 
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relatively  to  each  other,  to  operate  as  set  forth  in  the  apeci- 
fication ;  (c)  (2)  in  the  second  place  he  claims  {d)  the  series 
of  zig-zag  screens  and  boxes  with  or  withoat  the  troughs  and 
having  the  lateral  shake  motion  in  connection  with  the  fiin 
and  spout,  as  set  forth  hi  the  specitication  and  exhibited  in 
the  drawings. 

Plain  as  these  claims  are,  it  would  not  be  difficult  to  define 
their  meaning,  even  without  resort  to  the  details  of  what 
precedes  in  the  specification.  Speaking  directly  to  the  point, 
the  patentee  states  that  his  invention  consists  in  the  em- 
ployment or  use  of  zig-zag  screens  and  boxes  or  passages 
having  a  proper  lateral  shake  motion  communicated  to  them, 
and  so  arranged  that  the  grain  may  pass  consecutively  over 
and  through  them  and  be  subjected  to  a  thorough  screening 
operation.  Also  using  in  connection  with  the  zig-zag  screens 
and  boxes  a  revolving  fan  and  spout,  so  arranged  that  the 
grain  will  be  subjected  to  a  sufficient  blast  for  the  separation 
from  it  of  all  light  impurities.  Reference  is  then  made  to 
the  drawings,  which  show  the  frame  of  the  machine  and  the 
manner  in  which  the  series  of  devices  called  inclined  screens 
are  secured  by  elastic  pendants,  as  more  fully  explained  in 
another  part  of  the  sjiecification.  Explanations  follow  which 
show  that  the  screens  may  be  formed  of  perforated  zinc  or 
other  sheet  metal,  placed  alternately  in  reversed  inclined 
positions,  as  is  clearly  seen  in  Pig.  9  of  the  drawings,  each 
screen  being  placed  at  the  top  of  what  is  termed  a  shallow 
box  which  forms  the  passage  of  the  grain,  the  boxes  extend- 
ing the  whole  length  of  the  screens  in  order  to  receive  the 
grain  and  discharge  the  same  on  to  the  elevated  end  of  the 
screen  next  below,  through  openings  constructed  for  the 
purpose,  in  order  that  the  screening  operation  may  be  con- 
tinued through  the  whole  series  of  screens. 

Instructive  and  minute  explanations  are  given  in  the 
specification  of  the  entire  construction  and  mode  of  opera- 
tion of  the  apparatus  and  the  several  devices  of  which  it  ia 
loa  u.  8.  loo-ioi. 
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composed.  Beyond  all  doubt,  the  explanations  constitute  a 
full  compliance  with  requirements  of  the  Patent  Act  in  all 
respects,  and  are  amply  sufficient  to  show  that  the  inven- 
tion consists  of  the  combination  of  elements  or  ingredients, 
the  substance  of  which  is  embodied  in  the  claims  of  the  pat- 
ent annexed  to  the  specification.  None  of  the  elements  or 
ingredients  are  claimed  to  be  new,  from  which  it  follows 
that  the  invention  consists  entirely  in  the  combination,  and 
not  a  doubt  is  entertained  that  it  is  both  new  and  useful. 

Inventors  of  machines  are  required,  before  they  secure  a 
patent,  to  deliver  a  written  description  of  the  improvement 
and  of  the  manner  and  process  of  making,  constructing,  and 
using  the  same,  in  such  full,  clear,  and  exact  terms  as  to  en- 
able one  skilled  in  the  art  or  science  to  make,  construct,  and 
use  the  invention.  Drawings  are  also  required  in  certain 
cases,  and  if  the  invention  is  such  that  it  may  be  represented 
by  a  model,  the  applicant  for  a  patent  is  required  to  furnish 
a  model  of  the  improvement.  Requirements  of  the  kind, 
in  cases  where  they  apply,  may  be  regarded  as  conditions 
precedent  to  the  right  of  the  Commissioner  to  grant  such 
an  application ;  but  cases  often  arise  where  they  or  some  of 
them  do  not  apply. 

An  applicant  for  a  patent,  "  in  case  of  a  machine,"  is  re- 
quired to  explain  the  principle  thereof,  the  best  mode  of 
applying  the  same,  and  to  point  out  and  distinctly  claim  the 
part,  improvement,  or  combination  which  he  claims  as  his 
invention ;  and  the  respondents  contend  that  the  patent  of 
the  complainant  is  invalid  because  the  specification  does  not 
comply  with  that  requirement.     Rev.  Stat.,  sec.  4888. 

Inventions  sometimes  embrace  an  entire  machine,  and  in 
such  cases  it  is  sufficient  if  it  appears  that  the  claim  is  co- 
extensive with  the  patented  improvement.  Other  inven- 
tions embrace  only  one  or  more  parts  of  a  machine,  and  in 
such  cases  the  part  or  parts  claimed  must  be  specified  and 
pointed  out,  so  that  constructors,  other  inventors,  and  the 
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public  may  know  what  the  invention  is  and  what  is  with- 
drawn from  general  use. 

Patented  inventions  are  also  made  which  embrace  both  a 
new  device  or  element  and  a  new  combination  of  old  de- 
vices embodied  in  the  same  apparatus  or  machine.  Partic- 
ular description  of  the  improvement  is  required  in  such  a 
case,  as  the  property  of  the  patentee  in  such  a  case  consists 
not  only  in  the  new  device,  but  also  in  the  new  combina- 
tion. ' 

Modem  inventions  very  often  consist  merely  of  a  new 
combination  of  old  elements  or  devices,  where  nothing  is 
or  can  be  claimed  except  the  new  combination.  Such  a 
combination  is  sufficiently  described,  to  constitute  a  com- 
pliance with  the  letter  and  spirit  of  the  Act  of  Congress,  if 
the  devices  of  which  it  is  composed  are  si)ecifically  named, 
their  mode  of  operation  given,  and  the  new  and  useful  re- 
sult to  be  accomplished  is  x>ointed  out,  so  that  those  skilled 
in  the  art  and  the  public  may  know  the  extent  and  nature 
of  the  claim  and  what  the  parts  are  which  co-operate  to  do 
the  work  claimed  for  the  invention. 

Apply  those  rules  to  the  specification  in  question,  and  it 
is  clear  that  the  proposition  that  it  does  not  point  out  what 
is  claimed  as  new  is  wholly  unsupported  and  founded  in 
mistake  as  to  what  is  required  by  the  Patent  Act. 

Suppose  that  is  so  ;  still  it  is  insisted  by  the  respondents 
that  the  patentee  is  not  the  original  and  first  inventor  of  the 
improvement.  Such  a  defence  may  be  supported  by  proof 
that  the  invention  was  made  by  another  before  the  patented 
improvement  was  made  for  the  infringement  of  which  the 
suit  is  brought.  Authority  is  also  given  to  the  respondent 
in  such  a  suit  to  show  if  he  can  that  the  improvement  had 
been  patented  or  described  in  some  printed  publication  prior 
to  the  supposed  invention  set  forth  in  the  specification. 
Rev.  Stat. ,  sec.  4920.  Defences  of  the  kind  are  authorized 
by  the  Act  of  Congress,  and  it  may  be  remarked  that  it  is 
not  necessary  to  allege  or  prove,  in  order  to  sustain  such  a 
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defence,  that  the  prior  patent  or  description  was  issued  or 
given  two  years  earlier,  as  the  only  requirement  is  that  the 
patent  or  publication  was  prior  to  the  supposed  invention 
of  the  complainant. 

Enough  appears  in  this  explanation  to  show  that  the  two 
defences  may  be  considered  together,  as  it  is  settled  law 
that  if  the  jyatentee  is  not  the  original  and  first  inventor  of 
the  improvement,  or  if  it  had  been  patented  or  described  in 
any  printed  publication  prior  to  the  supposed  invention, 
then  the  complainant  cannot  recover. 

Notice  in  due  form  is  given  by  the  resi)ondents  in  their 
answer  and  amended  answer  of  twelve  patents  or  specifica- 
tions prior  in  date  to  the  patent  of  the  complainant,  and 
which,  as  the  respondents  allege,  sui)ersede  the  invention 
described  in  the  complainant's  patent.  Attempt  will  not  be 
made  to  describe  the  invention  set  forth  in  each  of  these 
publications.  Suffice  it  to  say  in  that  regard,  that  all  of 
them  have  been  carefully  examined  to  the  extent  of  the 
means  furnished  by  the  transcript,  and  the  court  is  of  the 
opinion  that  no  one  of  the  documents  is  of  a  character  to 
sustain  the  issue  that  the  complainant  is  not  the  original 
and  first  inventor  of  the  improvement. 

Most  or  all  of  the  inventions  described  in  those  publica- 
tions bear  more  or  less  resemblance  to  that  claimed  by  the 
complainant,  and  it  may  be  that  if  it  were  allowable  to  test 
the  validity  of  the  invention  in  question  by  comparing  the 
same  with  the  whole  as  if  embodied  in  a  single  exhibit,  the 
evidence  might  be  sufficient  to  support  the  views  of  the  re- 
spondents in  respect  to  the  defence  under  consideration. 
Were  that  allowable  it  might  well  be  suggested  that  the 
screen  is  found  in  one,  the  box  in  another,  and  the  means 
to  produce  the  lateral  shake  in  a  third,  and  so  on  to  the 
end  ;  but  it  would  still  be  true  that  neither  the  same  com- 
bination in  its  entirety  nor  the  same  mode  of  operation  is 
described  in  any  one  of  the  patents  or  printed  publications 
given  in  evidence, 
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Attempt  is  scarcely  made  in  argument  to  show  that  any 
one  of  these  exhibits  embodies  the  entire  invention  of  the 
complainant,  but  it  is  insisted  that  every  feature  of  the  pat- 
ented improvement  is  found  in  some  one  or  more  of  those 
publications.  Suppose  that  is  so  ;  still  it  is  clear  that  snch 
a  concession,  if  made,  could  not  benefit  the  respondents, 
unless  they  can  be  allowed  to  extend  the  same  comparison 
to  two  or  more  exhibits,  as  they  do  not  contend  that  the 
entire  invention  is  superseded  by  any  one  of  their  exhibita 

Where  the  thing  patented  is  an  entirety,  consisting  of  a 
separate  device  or  of  a  single  combination  of  old  elements  inca- 
pable of  division  or  separate  use,  the  resi)ondent  cannot  make 
good  the  defence  in  question  by  proving  that  a  part  of  the 
entire  invention  is  found  in  one  prior  patent,  printed  publica- 
tion, or  machine,  and  another  part  in  another,  and  so  on  indefi- 
nitely, and  from  the  whole  or  any  given  number  expect  the 
court  to  determine  the  issue  of  novelty  adversely  to  the 
complainant.     Imhaeuser  d,  Buerk  [p.  443  ante,] 

Common  justice  forbids  such  a  defence,  aa  it  would  work 
a  virtual  repeal  of  so  much  of  the  Patent  Act  as  gives  to  in- 
ventors the  right  to  a  patent  consisting  of  old  elements, 
where  the  combination  itself  is  new  and  produces  a  new  and 
useful  result.  New  elements  in  such  a  patent  are  not  re- 
quired, and  if  such  a  defence  were  allowed,  not  one  patent 
of  the  kind  in  a  thousand  of  modem  date  could  be  held 
valid.  Nor  is  such  a  defence  consistent  with  the  regulations 
enact-ed  by  Congress  in  respect  to  the  procedure  in  litiga- 
tions in  respect  to  patent-rights. 

Infringers  or  persons  sued  as  such  may  plead  the  general 
issue,  and  having  given  the  required  notice  may  prove  that 
the  patenteels  not  the  original  and  first  inventor  of  the  im- 
provement, or  that  it  had  been  patented  or  described  in 
some  printed  publication  prior  to  the  supposed  invention, 
or  that  it  had  been  in  public  use  or  on  sale  in  this  country 
for  more  than  two  years  before  the  patentee  applied  for  his 
patent.     Corresponding  proceedings  may  be  had  in  equity, 
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the  denial  of  infringement  and  notice  being  alleged  and 
given  in  the  answer. 

Defences  of  the  kind,  if  the  thing  patented  is  an  entirety, 
incapable  of  division  or  of  separate  nse>  must  be  addressed 
to  the  invention  and  not  to  a  part  of  it  or  to  one  or  more 
claims  of  the  patent,  if  less  than  the  entire  invention.  More 
than  one  patent  may  be  included  in  one  suit,  and  more  than 
one  invention  may  be  secured  in  the  same  patent,  in  which 
cases  the  several  defences  may  be  made  to  each  patent  in  the 
suit  and  to  each  invention  to  which  the  charge  of  infringe- 
ment relates.     Bates  v,  Coe,  98  U.  S.  31,  48  [p.  150  aifUe.'] 

Remarks  already  made,  without  more,  are  sufficient  to 
show  that  the  evidence  introduced  by  the  respondents  to 
sustain  the  proposition  that  the  complainant  is  not  the  ori- 
ginal and  first  inventor  of  the  improvement  fails  to  establish 
that  assignment  of  error,  and  that  the  defence  must  be  over- 
ruled. 

Much  discussion  of  the  next  defence  is  not  required,  be- 
yond what  is  necessary  to  state  the  true  construction  and 
meaning  of  the  provision  of  the  Patent  Act  which  allows 
that  defence. 

Evidence  of  the  want  of  novelty  arises  from  the  acts  of 
others,  the  defence  being  that  the  invention  was  constructed 
by  another  before  the  patentee  made  his  invention,  the  rule 
being  that  priority  of  right  depends  in  the  first  place  upon 
priority  of  construction.  Inventors  may,  if  they  can,  keep 
their  inventions  secret ;  but  if  they  do  not,  and  suffer  the 
same  to  go  into  public  use  for  a  period  exceeding  what  is 
allowed  by  the  Patent  Act,  they  forfeit  their  right  to  a  pat- 
ent. Hence,  the  Patent  Act  allows  the  infringer  to  plead 
and  prove  that  the  invention  of  the  patentee  had  been  in 
public  use  or  on  sale  in  this  country  for  more  than  two  years 
before  the  inventor  applied  for  a  patent.  No  question  of 
priority  is  open  under  that  defence,  nor  will  evidence  sus- 
tain it  that  another  had  made  or  patented  the  invention  two 
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BjMDndents  in  the  unlawful  use  of  the  patented  improvement, 
which  consisted  of  the  new  combination  described  in  the 
specification.  Obviously,  it  was  a  proper  case  for  reference 
to  a  master,  and  it  is  not  perceived  that  the  general  basis  of 
his  report  exhibits  any  enx)r  to  the  prejudice  of  either  party. 
Two  special  errors  are  discovered  in  addition  to  the  one 
very  properly  corrected  by  the  Circuit  Court. 

Costs  were  properly  allowed,  but  the  court  is  of  the  opin- 
ion that  the  complainant  was  not  entitled  to  an  allowance 
for  any  expenses  beyond  the  taxable  costs.  Interest  on  the 
profits  decreed  to  the  complainant  should  not  have  been 
allowed,  as  was  decided  by  this  court  many  years  ago,  the 
better  opinion  being  that  profits  in  such  a  case  are  to  be  re- 
garded in  the  light  of  unliquidated  damages,  which  usually 
do  not  draw  interest  without  the  special  order  of  the  court. 
Silsby  V.  Poote,  20  How.  378,  386  [6  Am.  &  Eng.  392.] 

Expenses  to  the  amount  of  $627.20,  including  counsel 
fees,  were  allowed  to  the  complainant  beyond  the  taxable 
costs,  which,  together  with  the  entire  interest  allowed, 
must  be  deducted  from  the  decree.  From  which  it  follows 
that  the  decree  in  favor  of  the  complainant  instead  of  being 
$11,184.42,  should  be  $9,992.09,  without  interest,  but  with 
costs  of  suit,  as  allowed  in  the  decree  of  the  Circuit  Court ; 
and  the  decree  of  the  Circuit  Court  is  modified  so  as  to  con- 
form to  that  computation,  but  without  any  injunction,  as 
the  term  of  the  patent  has  expired. 

TJie  decree^  as  Toodified^  is  affirmed  witJi(mt  interest  or 
costs y  the  costs  of  this  court  to  be  paid  by  the  appellee. 
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JParticular  patent  construed.     Lack  of  invention.     Novelty,     Im- 
provement— when  invention. 

1.  Claim  1  of  reissued  lettera  patent  No.  6,774,  Shubael  Cottle,  Feb- 

ruary 24,  1874,  (onginal  No.  147,046,  February  3,  1874,) 
Chains  for  Necklaces,  for  "  an  ornamental  chain  for  necklaces, 
etc.,  formed  of  alternate  closed  links  A  and  open  spiral  links 
B,  substantially  as  shown  and  described "  construed  and  hdd 
wanting  in  invention,  if  not  in  novelty  in  view  of  the  fact  that 
neither  the  tubing  nor  the  open  spiral  links  formed  of  tubing, 
nor  the  process  of  making  either  the  open  or  the  closed  link, 
nor  the  junction  of  closed  and  open  spiral  links  in  a  chain  was 
invented  by  the  patentee.  The  2d  claim  held  wanting  in  nov- 
elty,    (p.  601.) 

2.  All  improvement  is  not  invention  and  entitled  to  protection  as 

such.  Thus  to  entitle  it,  it  must  be  the  product  of  some  exer- 
cise of  the  inventive  faculties,  and  it  must  involve  something 
more  than  what  is  obvious  to  persons  skilled  in  the  art  to 
which  it  relates,     (p.  605.) 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  case  is  fully  stated  by  the  court. 

The  specification  and  drawing  forming  part  of  the  letters 
patent  was  as  follows : 

«  See  Explanation  of  Notes,  page  IIL 
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saUBAEL  COTTLE,  OP  NEW  YORK,  N.  Y.,  AS- 
SIGNOR TO  MULPORD,  HALE  &  COTTLE,  OF 
SAME  PLACE. 

Improvement  is  Chains  and  Chain-Links   fob  Neck- 
laces, ETC. 

Specification  formiiig  part  of  Letters  Patent  No.  147,045,  dated 
February  3, 1874  ;  ReisBue  No.  &)774,  dated  February  24, 1874; 
application  filed  February  31,  1674. 

To  all  whom  it  may  coTicem  : 

Be  it  known  that  I,  Shubael  Cottle,  of  the  city,  county, 
and  State  of  New  York,  have  invented  a  new  and  useful 
Improvement  in  Chains  for  Necklaces,  etc. ;  and  I  do  hereby 
declare  that  the  following  is  a  fuU,  clear,  and  exact  descrip- 
tion of  the  same,  reference  being  tiad  to  the  accompanying 
drawing,  forming  a  part  of  this  specilication,  in  which — 

Figure  1  is  a  side  view  of  a  portion  of  a  chain-necklace 
illustrating  my  invention.  Fig.  3  is  a  view  of  the  same 
turned  one-quarter  around.  Fig.  3  is  a  cross-section  of  the 
same,  taken  through  the  line  y  y.  Fig.  1. 

My  invention  has  for  its  object  to  furnish  an  improved 
chain  for  necklaces,  etc.,  having  links  of  peculiar  constmc- 
tion,  which  enable  all  the  links  to  be  hnished  separate,  and 
then  put  together  to  form  the  chain.  The  invention  con- 
sists in  an  ornamental  chain  whereof  the  links  are  connected 
together  by  open  spiral  links  B  finished  before  being  con- 
nected together,  the  connection  being  made  by  springing 
the  finished  links  into  each  other  in  the  manner  described. 

I  will  now  describe  the  chain  represented  in  the  drawing 
to  illustrate  my  invention. 

A  and  B  represent  tbe  links  of  the  chain.  The  links  A 
are  round  and  closed,  as  shown  in  Fig.  1,  and  are  made  and 
polished  or  colored  separately  from  the  other  links.  The 
links  B,  which  constitute  the  peculiar  feature  of  my  inven- 
tion, are  formed  of  one  or  more  coils  of  tubing  of  the  proper 
length,  so  as  to  form  a  double  spring-liiik.    Into  each  end 
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of  the  tube  forming  the  link  B  is  soldered  a  small  shot,  as 
shown  in  the  drawing,  which  shot  gives  a  finish  to  the  link. 
The  links  B  may  then  be  colored  or  polished,  and  the  chain 
is  formed  by  springing  the  links  into  each  other.  The  links 
A  B  may  be  made  the  one  kind  round  and  the  other  oval, 
or  both  may  be  made  round,  or  both  oval. 

The  first  construction  is  preferred,  as  producing  a  more 
elegant  chain.  Either  kind  of  the  links  A  B  may  be  pol- 
ished and  the  other  colored,  or  both  may  be  polished  or 
both  colored,  but  I  prefer  to  polish  the  closed  links  and 
color  the  ojpen  spiral  links,  as  producing  a  more  pleasing 
effect.  By  this  construction  the  links  may  be  made  and 
finished  in  quantities,  and  the  chain  formed  from  the  fin- 
ished links  by  springing  them  into  each  other  to  produce 
any  desired  combination  of  the  links  of  the  same  or  differ- 
ent kinds.  Finishing  the  separate  links  in  this  way  enables 
them  to  be  more  i)erfectly  polished  or  colored,  and  with  a 
greatly  diminished  expenditure  of  labor  and  time,  and  ena- 
bles the  links  to  be  put  together  without  injuring  them  in 
the  least,  however  highly  they  may  be  polished  or  colored. 

Having  thus  described  my  invention,  what  I  claim,  is — 

1.  An  ornamental  chain  for  necklaces,  etc.,  formed  of  al- 
ternate closed  links  A  and  open  spiral  links  B,  substantially 
as  shown  and  described. 

2.  The  open  spiral  link  B  formed  of  coils  of  tubing,  sub- 
stantially as  shown  and  described. 

SHUBAEL  COTTLE. 
Witnesses: 

James  T.  Graham, 
t.  b.  mosheb. 

Mr.  Henry  Baldwin^  Jr. ^  for  appellant: 

It  is  respectfully  submitted  that  the  court  below  erred  in 
not  finding  the  first  claim  of  the  patent  void  for  want  of 
novelty.  There  could  be  nothing  patentable  in  reducing  the 
size  of  the  link  so  that  it  would  form  one  link  in  a  necklace, 
as  our  laws  do  not  recognize  patentable  novelty  in  the  mere 
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enlargement  or  reduction  of  the  scale  upon  which  a  device 
is  constructed,  without  any  other  change  in  its  construction 
to  adapt  it  to  its  simple  double  use.  Phillips  v.  Page,  24 
How.  167  [7  Am.  &  Eng.  97;]  Glue  Co.  v.  Upton,  97  U.  S. 
6  [11  Am.  &  Eng.  458 ;]  Rubber  Coated  Co.  v.  Welling,  97 
U.  S.  12  [11  Am.  &  Eng.  479 ;]  Dalton  v.  Jennings,  93  U.  S. 
272  [10  Am.  in  Eng.  459;]  Rubber  Tip  Pencil  Co.  v.  Howard, 
20  Wall.  498  [9  Am.  &  Eng.  390.] 

Cottle  invented  neither  the  tubing  nor  the  open  spiral  link 
made  of  tubing,  nor  the  process  of  making  the  open  spiral 
link,  nor  the  closed  link,  and  is  not  entitled  to  a  patent  for 
making  up  a  chain  of  such  links. 

Collar  Co.  v.  Van  Deusen,  23  Wall.  663  [10  Am.  &  Eng. 
166.] 

Messrs.  Benj.  F.  Lee  and  H.  B.  Turner^  for  appellees  : 

Cottle  conceived  the  idea  that  the  elasticity  possessed  by 
coils  of  tubing  could  be  utilized  in  the  manufacture  of  chains 
so  as  not  only  to  greatly  facilitate  and  cheapen  the  process 
of  manufacture,  but  also  to  produce  an  article  which,  in  the 
hands  of  the  wearer,  would  be  capable  of  many  uses  to 
which  chains  constructed  in  the  ordinary  manner  could  not 
be  put. 

This  he  accomplished  by  forming  tubing  into  a  spiral 
link,  and  constructing  a  chain,  as  described  in  the  specificar 
tion  of  his  patent. 

Cottle  having  accomplished  in  the  manufacture  of  gold 
chains  a  new  and  useful  result,  an  increase  of  efficiency  and 
a  decided  saving  in  the  operation,  was  clearly  entitled  to  a 
patent. 

Smith  V.  (Joodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  & 
Eng.  1;]  Gayler  v.  Wilder,  10  How.  477  [6  Am.  &  Eng.  188 ;] 
Goodyear  D.  V.  Co.  v,  Willis,  7  O.  G.  41 ;  Strong  v.  Noble, 
3  Fish.  586 ;  Curtis  on  Pats.,  4th  Ed.  Prel.  Obs.  p.  xxx ; 
Walton  V.  Potter,  3  Man.  &  Gran.  p.  438 ;  Rich  t>.  Idppin- 
cott,  2  Pish.  4 ;  Dalton  «.  Nelson,  9  O.  G.  1112. 

(There  is  a  long  argument  on  measure  of  damages.) 
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Mr.  Justice  Strong  {a)  delivered  the  opinion  of  the  court : 

The  complainants  in  the  court  below  are  the  owners  of  a 
patent  for  an  alleged  "new  and  useful  improvement  in 
chains  for  necklaces,  etc.,"  granted  to  Shubael  Cottle,  on 
th3  24th  of  February,  1874,  and  numbered  C,774.  The  pat- 
ent is  a  reissue,  the  original  having  been  granted  on  the  3d 
day  of  February  in  the  same  year.  The  invention  is  de- 
scribed in  the  specification  as  consisting  of  "  an  ornamental 
chain,  whereof  the  links  are  connected  together  by  open 
spiral  links  finished  before  being  connected  together,  the 
connection  being  made  by  springing  the  finished  links  into 
each  other  in  the  manner  described."  The  patentee,  hav- 
ing thus  stated  wherein  his  invention  consists,  proceeded  to 
describe  the  chain  represented  in  the  drawing  attached  to 
the  specification,  to  illustrate  what  he  claimed  to  have  in- 
vented.    The  description  is  as  follows : 

"A  and  B  represent  the  links  of  the  chain.  The  links  A 
are  round  and  closed,  as  shown  in  Figure  1,  and  are  made 
and  polished  or  colored  separately  from  the  other  links. 
The  links  B,  which  constitute  the  peculiar  feature  of  my  in- 
vention, are  formed  of  one  or  more  coils  of  the  ring  of  the 
proper  length,  so  as  to  form  a  double  spring  link.  Into 
each  end  of  the  tube  forming  the  link  is  soldered  a  small 
shot,  as  shown  in  the  drawing,  which  shot  gives  a  finish  to 
the  link.  The  links  B  may  then  be  colored  or  polished,  and 
the  chain  is  formed  by  springing  the  links  into  each  other. 
The  links,  A  B,  may  be  made  the  one  kind  round  and  the 
other  oval,  or  both  may  be  made  round,  or  both  oval." 

After  thus  describing  this  mode  of  constructing  a  chain, 
the  specification  stated  some  advantages  supi)08ed  to  result 
from  it,  and  set  forth  the  claims  as  follows : 

1.  An  ornamental  chain  for  necklaces,  etc.',  formed  of  al- 
ternate closed  links  A  and  open  spiral  links  B,  substantially 
as  shown  and  described. 

Omitted  in  U.  8. 

(a)  Otto  adds  *' after  stating  the  case." 
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2.  The  open  spiral  link  B  formed  of  coils  of  tubing,  sub- 
stantially as  shown  and  described. 

The  bill  of  the  complainants  is  founded  upon  this  patent. 
It  charges  an  infringement  by  the  defendant,  and  it  prays 
for  an  injunction,  on  account  of  profits  and  damages.  The 
answer  admits  the  manufacture  and  sale  of  chains  thus 
made,  but  it  denies  the  novelty  and  patentability  of  the  al- 
leged invention. 

(6)  In  view  of  the  evidence  found  in  the  record,  it  cannot 
be  questioned  that  ornamental  chains  composed  of  alternate 
closed  links  and  spiral  links,  or  formed  by  spiral  links  aJone, 
had  been  known  and  in  use  long  before  Mr.  Cottle  made  his 
alleged  invention.  As  was  said  by  the  Circuit  Judge, 
' '  Chains  formed  by  split  rings  which  are  sprung  into  each 
other,  or  into  a  solid  link,  are  familiar  articles,  and  there 
can  be  no  novelty  in  the  mere  shape  or  form  of  the  chain, 
or  of  the  link  which  is  shown  in  the  drawings  of  the  patent." 
There  is  abundant  evidence,  not  only  that  split  rings  had 
been  long  in  use,  but  that  other  spiral  links  had  been  made 
and  used  before  1873,  when  the  patentee  claims  to  have 
made  his  invention.  If,  therefore,  there  be  any  novelty  in 
the  link  which  is  the  subject  of  the  second  claim,  it  mUvSt 
consist  in  the  fact  that  the  spiral  link  is  formed  of  tubing. 
Tubing  itself,  as  understood  in  the  jeweler's  art,  is  made  by 
compressing  a  strip  of  gold  around  a  brass  or  copper  wir^ 
and  then  forcing  it  through  a  draw-plate,  the  holes  in  which 
decrease  gradually  in  diameter  until  the  edges  of  the  gold 
strip  are  completely  united.  The  copper  wire  is  then  eaten 
out  by  an  acid,  and  the  tubing  is  complete.  Both  the  pro- 
duct and  process  have  long  been  well  known.  And  so  have 
been  spiral  rings  formed  of  gold  tubing.  The  tubing,  be- 
fore the  wire  is  removed,  is  wound  into  coils  around  a  man- 
drel, and  cut  into  desired  lengths.  The  coils  may  then  be 
pressed  together  by  a  wire  and  annealed,  the  wire  having 
been  removed,  or  the  compressing  and  annealing  process 

109  U.S.  115-116. 

(h)  otto  begins  opinion  here. 
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may  be  omitted.  Such  spirals  have  a  certain  degree  of 
elasticity,  which  enables  them  to  be  sprung  upon  other  links, 
and  when  thus  sprung  into  other  closed  or  open  spirals  they 
will  form  a  chain.  The  well  known  serpent  bracelet  was 
such  an  open  spiral,  such  a  double  link,  and  several  of 
them,  sprung  together  alternately  with  closed  links,  would 
have  formed  a  chain  identical  in  principle  with  that  of  the 
patentee.  There  certainly  is  nothing  patentable  in  merely 
reducing  the  size  of  the  bracelet  so  as  to  adapt  it  to  use  in  a 
necklace.  The  record  also  contains  evidence  that  other 
spiral  rings  or  links  made  of  gold  tubing,  some  of  them  oi)en 
and  some  closed,  by  soldering,  were  made  before  1873.  It 
is  to  be  observed  that  the  second  claim  in  the  patent  is  not 
for  any  process  of  making  a  link — not  for  making  tubing  or 
winding  it  into  spiral  form — not  for  tying  or  annealing  the 
coils  when  they  have  been  wound — but  for  an  open  link, 
consisting  of  one  or  more  coils  of  tubing  of  the  proper  length, 
so  as  to  form  a  double  spring  link,  into  each  end  of  which 
is  soldered  a  small  shot  to  give  the  link  a  finish.  This  is  all 
the  description  the  specification  gives  of  the  link.  It  is  not 
intimated  that  the  coils  must  be  brought  into  close  contact 
with  each  other,  or  annealed,  and  it  is  simply  said  the  links 
may  be  colored  or  polished.  The  form  of  the  link,  when 
made  of  gold  tubing,  is  all  that  is  attempted  to  be  patented. 
The  constituents  are  not.  The  patentee  has  testified  that  as 
long  as  he  had  known  anything  about  the  manufacture  of 
jewelry  he  had  known  tubing  to  be  used  in  the  art ;  that  for 
many  years  he  had  known  shot  put  into  the  ends  of  such 
tubing,  and  that  for  a  number  of  years  he  had  known  links 
formed  of  tubing  with  shotted  ends.  We  think,  therefore, 
the  evidence  sufficiently  establishes  that  the  second  claim  is 
void  for  want  of  novelty  in  the  alleged  invention. 

The  first  claim  read  in  connection  with  the  description 
given  in  the  specification  and  drawings  is  for  an  ornamental 
chain,  consisting  of  solid  links  and  open  spiral  links  made 
of  tubing,  the  latter  being  finished  before  they  are  sprung 

109  U.S.  116-117. 
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into  the  solid  links,  and  the  connection  being  made  by  thus 
springing  the  links  together.  In  considering  whether  this 
can  be  sustained,  it  is  necessary  to  observe  what  was  the 
state  of  the  art  and  what  was  known  when  Mr.  Cottle  claims 
to  have  invented  the  device  for  which  he  obtained  the  patent 
Chains  having  alternate  oi)en  and  closed  links,  the  o^n 
links  being  spiral  and  sprung  into  the  closed  links,  were 
known.  So  were  chains  made  entirely  of  spiral  links,  and 
even  of  open  spiral  links.  A  chain  had  also  been  made  and 
worn,  and  it  was  for  sale  in  the  stores,  the  links  of  which 
were  hollow.  They  were  made  solid,  with  copper  wire  in- 
side. The  copper  wire  was  then  destroyed,  leaving  the  links 
hollow,  and  they  were  then  sprung  together  to  form  a  chain. 
The  chain  was  thus  composed  of  open  spiral  links  made  of 
hollow  metal ;  that  is,  of  tubing.  It  is  true,  as  appears 
from  the  model  which  is  an  exhibit  in  the  case,  the  two  ends 
of  the  spiral  were  bent  outward  and  the  coils  were  soldered 
together  after  the  links  had  been  sprung  into  each  other. 
Still,  when  thus  sprang  into  each  other,  they  made  a  chain 
formed  of  open  spiral  links  of  tubing.  The  soldering  was  a 
distinct  and  after  process.  Omitting  that  process  and  the 
outward  deflection  of  the  ends,  and  alternating  the  links 
with  other  links  made  closed  and  solid,  the  chains  would 
have  been  substantially  the  same  as  that  of  plaintiff. 
We  cannot  think  the  advance  which  the  patentee  made  upon 
that  can  be  called  invention.  Leaving  the  links  open  after 
they  have  been  sprung  into  closed  links,  there  being  no  nov- 
elty in  the  links  themselves,  cannot  be  patentable.  It  is 
nothing  more  than  the  exercise  of  ordinary  mechanical  skiU. 
If  in  one  of  the  complainant' s  chains,  after  the  links  had  been 
joined,  a  i)erson  should  solder  the  spirals  together  or  to  the 
closed  rings,  it  could  hardly  be  maintained  that  a  new  chain 
had  been  invented.  Or  if,  when  thus  soldered,  the  solder- 
ing should  be  removed,  the  change  would  not  deserve  to  be 
regarded  as  a  product  of  invention.  Yet  this  is  substanti- 
ally what  the  patentee  has  done.    His  chain  may  have  been 
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an  improvement  on  the  chains  that  preceded  it.  In  some 
particulars  it,  doubtless,  was.  It  left  the  elasticity  of  the 
spiral  gold  tubing  more  free  by  releasing  the  link  from  the 
attachment  of  the  soldering,  and  it  enabled  the  chain  to  be 
freely  taken  in  pieces  without  injury  to  its  stnicture.  But 
all  improvement  is  not  invention,  and  entitled  to  protection 
as  such.  Thus  to  entitle  it,  it  must  be  the  product  of  some 
exercise  of  the  inventive  faculties,  and  it  must  involve  some- 
thing more  than  what  is  obvious  to  persons  skilled  in  the 
art  to  which  it  relates. 

In  this  case  neither  the  tubing,  nor  the  open  spiral  link 
formed  of  tubing,  nor  the  process  of  making  either  the  open 
or  the  closed  link,  nor  the  junction  of  closed  and  open  spiral 
links  in  a  chain,  was  invented  by  the  patentee.  We  are, 
therefore,  constrained  to  hold  that  the  first  claim  of  the 
patent,  even  if  not  void  for  want  of  novelty,  is  void  for  want 
of  patentability. 

The  decree  of  the  Circuit  Court  is^  therefore^  ret^ersed^ 
and  it  is  ordered  that  the  bill  be  dismissed. 

109  17.  S.  lis. 

Notes  I 

2.  Patentability  of  mechanical  skill:     see 

Thompson  v.  Boisselier,  114  U.  S.  1. 
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6,774.     February  24,  1874.     Chain,  etc.,  for  Necklace. 
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HOSEA  BALL  et  al.,  APPELLANTS,  v.  JUSTIN 
LANGLESAND  N.  A.  BAUMGARDEJST,  Composing 
the  Finn  of  Baumgarden  &  Langles.* 

102  (12  Otto)  U.  S.  12S-132.    Oct.  Term,  1880. 

[Bk.  26,  L.  ed.  104  ;  18  O.  G.  1405.] 

Argued  March  29,  1880.     Decided  November  15,  1880. 

Particular  patent  construed,    Heiasue /or  different  invention,   dm- 
clii8ivene88  of  Commissioner's  decision  on  granting  reissue. 

1.  Where  original  lettera  patent.  No.  15,753,  H.  Ball,  September 
23,  1866,  Oven,  described  an  interior  baking-chamber  as  pro- 
vided with  perforations  in  its  sides  and  back,  whereby  its 
interior  had  communication  with  the  fire-space  only  indirectly 
through  side  and  back  flues,  /t£ldj  that  the  reissue,  No.  4,026 
of  June  14,  1870,  removing  the  restriction  as  to  the  location  of 
the  perforations,  so  that  the  interior  of  the  chamber  may  com- 
municate directly  or  indirectly  with  the  fire-space,  was  void 
for  containing  a  different  invention,     (p.  516.) 

8.  The  Commissioner  of  Patents  is  invested  by  law  with  authority 
to  determine  whether  surrendered  patents  are  invalid  by  rea- 
son of  defective  or  insufificient  specifications  or  by  reason  of 
the  patentee's  claiming  as  his  own  invention  or  discovery  more 
than  he  had  a  right  to  claim  as  new,  and  whether  these  errors 
have  arisen  by  inadvertence,  accident,  or  mistake,  and  without 
fraudulent  intention.  His  decision  as  to  the  existence  of  these 
pre-requisites  is  conclusive,  and  not  subject  to  review  by  the 
courts.  The  Commissioner,  however,  has  no  authority  to  grant 
a  reissue  embracing  new  matter  or  a  broader  invention  than 
what  was  revealed  in  the  original  specifications,  drawings,  or 
models,     (p.  517.) 

3.  If,  on  comparing  a  reissue  with  its  original,  the  former  appears 
on  its  face  to  be  for  a  different  invention  from  that  described 
or  indicated  in  the  latter,  it  must  be  declared  invalid,     (p.  517.) 

*  See  Explanation  of  Notes,  page  IIL 
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[Citations  in  the  opinion  of  the  court :] 

Seymour  v,  Osborne,  U  Wall.  516  [8  Am.  &  Eng.  290.]    p.  518. 
Russell  V.  Dodge,  93  U.  8.  460  [10  Am.  &  Eng.  495.]     p.  518. 

Appeal  from  the  Cii-cuit  Court  of  the  United  States  for 
the  District  of  Louisiana. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  original  and  of  the 
reissued  Ball  letters  patent  are  as  follows : 


HOSEA  BALL,  OF  NEW  YORK,  N.  T. 

Letters  Patent  No.  15^753^  dated  September  23,  1856;  Reissned 
October  12,  1869,  and  June  14,  1870;  Extended  September  28, 

1870. 

The  schedule  referred  to  in  these  Letters  Patent  and  making  part 

of  the  same. 

5b  all  witom  it  may  amcern : 

Be  it  known  that  I,  Hosea  Ball,  of  the  city,  county,  and 
State  of  N^w  York,  have  invented  a  new  and  useful  im- 
provement in  Bake  Ovens,  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  con- 
struction and  operation  of  the  same,  reference  being  had  to 
the  annexed  drawing  forming  part  of  this  sx)ecification,  in 
which — 

Figure  1  is  a  vertical  section  of  the  oven  taken  perpendic- 
ular to  the  axis  of  reel. 

Pig.  2  is  a  vertical  section  through  the  axis  of  reel. 

Similar  letters  of  reference  in  the  several  figures  denote 
the  same  part  of  the  oven. 

The  nature  of  my  invention  consists  in  constructing  the 
oven  with  a  series  of  bread  receivers  swung  between  the 
ends  of  a  reel  which  is  hung  in  an  interior  perforated  cham- 
ber, and  is  capable  of  rotation  on  a  horizontal  shaft ;  an  ar- 
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rangement  being  provided  for  the  self  delivery  of  the  bread 
from  the  front  of  the  oven,  as  will  be  hereinafter  set  forth. 

In  the  drawing,  A,  is  the  fire  chamber,  B,  is  the  ash  pit. 
The  space  C,  above  the  fire  chamber  communicates  by  open- 
ings a  with  the  vertical  side  and  bacK  flues  c  and  d^  which 
communicates  with  the  interior  chamber  by  the  openings  e 
and  e\ 

Across  the  oven  runs  the  shaft,  D,  to  which  are  secured 
the  plates,  /,  so  as  to  constitute  a  reel  within  the  interior 
chamber.  Between  the  plates,  /,  are  hung  a  series  of  plat- 
forms, A,  which  will  remain  horizontal  in  all  positions  of 
the  reel ;  the  number  depending  on  the  diameter  of  the  reel. 

In  the  front  of  the  oven  is  a  chute,  G,  leading  from  the 
interior  outward,  on  the  inner  extremity  of  which  are  guides 
g  against  which  the  edges  of  the  platforms  h  will  come  in 
contact  as  the  reel  revolves. 

Above  the  chute,  G,  is  the  opening  H,  for  supplying  bread 
to  the  oven.  It  is  closed  by  a  sliding  door,  I.  The  chute 
will  also  have  a  suitable  door  for  closing  it  during  the  bak- 
ing. 

The  platforms,  A,  are  each  in  succession  brought  opposite 
opening  H,  by  the  rotation  of  shaft  D,  and  a  supply  of 
bread  placed  upon  them.  All  doors  are  then  closed,  and 
the  baking  commenced.  Owing  to  the  perforated  sides  and 
back  of  the  interior  chamber  all  parts  of  it  receive  the  full 
heat  of  the  oven,  suitable  damx)ers  regulating  the  course  of 
the  products  of  combustion  to  the  chimney. 

When  the  baking  is  completed,  the  reel  is  revolved,  caus^ 
ing  the  front  edge  of  each  platform  to  come  in  contact  with 
the  guides,  g^  and  by  the  depression  thus  produced  causing 
the  platform  to  assume  the  angle  of  the  chute  and  discharge 
its  load  thereon,  whence  it  passes  to  a  receiver  outside  of 
the  oven. 

By  this  construction  all  parts  of  the  interior  chamber  are 
rendered  available  for  baking  purposes,  the  lower  part  as 
weU  as  the  upper ;  the  construction  of  the  baking  chamber 
causing  all  parts  to  be  equally  well  heated.    The  swinging 
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platforms  moreover  favor  economy  of  space  in  the  construc- 
tion of  the  oven. 

What  I  claim  and  desire  to  secure  by  letters  patent  is  the 
perforated  interior  chamber  in  combination  with  the  rotary 
i-eel  and  the  swinging  platforms  thereon  self -discharging, 
substantially  as  set  forth. 

In  testimony  whereof  I  have  hereunto  signed  my  name 

before  two  subscribing  witnesses. 

HOSEA  BALLu 
Witnesses : 

Geo.  Patten, 

John  S.  Holungskeab. 


HOSEA  BALL,  OF  NEW  YORK,  N.  T. 

Oven.* 

Specification  forming  part  of  Letters  Patent  No.  15,753,  dated  Sep- 
tember 23,  1856;  Reissue  No.  3,666,  dated  October  12,  1869;  Re- 
issue No.  i^OSS^  dated  June  14,  1870. 

Be  it  known  that  I,  Ho  sea  Ball,  of  the  city,  county,  and 
State  of  New  York,  have  invented  a  new  and  useful  Ln- 
provement  in  Ovens,  of  which  the  following  is  a  description: 

Mature  and  Objects  of  the  InoerUion. 

My  oven  is  constnicted  with  a  series  of  bread-receiving 
tables  or  shelves  suspended  from  a  reel  revolving  within  a 
chamber,  into  or  through  which  the  direct  heat  from  the 
furnace  is  passed  and  properly  distributed. 

Description  with  Reference  to  the  Drawing. 

The  accompanying  drawing  is  a  sectional  view,  illustrat- 
ing my  invention.  Figure  1  is  a  vertical  transverse  section. 
Fig.  2  is  a  vertical  section  in  a  plane  coincident  with  the 
axis  of  the  reel. 

*  The  drawing  of  this  reissae  is  identical  with  that  of  the  original  letters  p«^ 
ent  No.  15,753.  p.  509  anie. 
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Like  letters  of  reference  indicate  corresponding  parts  in 
both  viows. 

A  represents  the  fuel-receptacle  of  furnace,  B  the  ash-pit, 
andC  the  combustion-chamber,  which  communicates  directly 
or  indirectly,  in  any  proper  manner,  with  the  chamber  in  which 
the  bread-receiving  shelves  or  platforms,  A,  are  revolved. 
D  rei)resents  the  shaft,  and/,  the  ends  or  arms  of  a  reel,  by 
which  the  shelves,  A,  are  suspended  and  revolved.  The  flues, 
c  d^  and  openings,  aee^to  i)ermit  the  passage  or  circulation 
of  gases  into  or  through  the  bread-chamber  may  be  located 
and  arranged  in  any  eiBfective  manner ;  and  any  suitable  sys- 
tem of  dampers  may  be  employed  to  regulate  the  course  or 
strength  of  the  draft.  In  front  of  the  oven  is  an  opening, 
H,  employed  for  the  introduction  of  the  bread;  and  closed 
by  a  door,  I.  A  chute,  G,  may  be  used  for  the  discharge  of 
bread,  and  the  discharge  may  be  made  automatic  by  guides, 
g,  with  which  the  edges  of  the  shelves  or  platforms,  7i  will 
come  in  contact  as  the  reel  revolves,  so  as  to  incline  the  said 
shelves  to  the  same  angle  as  the  chute. 

Tlie  chute  is  to  be  closed  by  a  suitable  door  during  the 
baking  operation. 

Operatio-n. 

The  shelves  or  platforms,  A,  are  each,  in  succession,  brought 
opposite  the  opening,  H,  by  the  rotation  of  the  shaft,  D,  and 
a  supply  of  bread  placed  upon  them.  The  doors  are  then 
closed  and  the  baking  commenced. 

The  reel  may  be  rotated  as  required  during  the  baking 
operation  to  apply  an  equal  heat  to  the  bread  upon  the  sev- 
eral shelves  or  platforms. 

When  the  baking  is  completed  the  bread  may  be  with- 
drawn from  each  platform  in  succession  through  the  oi)en- 
ihg,  H ;  or,  if  preferred,  it  may  be  discharged,  either  auto- 
matically or  otherwise,  through  the  chute,  G. 

Cflaims. 

I  claim  as  my  invention— 

1.  One  or  more  swinging  bread-holders  suspended  from 
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the  arms  or  end  plates  of  a  rotating  reel,  in  combination 
with  a  furnace  so  arranged  and  connected  that  the  products 
of  combustion  will  pass  into  or  through  the  chamber  within 
which  the  bread-holders  move. 

2.  In  combination  with  a  rotating  reel  and  swinging  bread- 
holders,  a  flue  on  one  or  more  sides  of  the  chamber  in  which 
the  reel  rotates,  communicating  with  said  chamber  through 
apertures  in  the  wall  between  them. 

3.  In  combination  with  a  swinging  bread-holder  revolving 
in  an  oven,  a  discharging  chute  and  tripping  device,  by 
which  the  bread  is  delivered  from  its  platform  and  into  the 
chute,  substantially  as  and  for  the  purposes  described. 

HOSEA  BALL. 

Witnesses : 

Edward  H.  Knight, 
Jas.  Meldrum. 

Messrs.  Durant  and  Horner  for  appellants. 
(Counsel  for  appellants  filed  no  brief  in  this  case.) 

Messrs.  Conway  Mobin^on  and  Leigh  Robinson  for  ap- 
pellees : 

Of  that  which  is  mentioned  in  the  patent  of  November  23, 
1856,  we  insist  there  was  not  such  invention  or  discovery  by 
Hosea  Ball  as  entitled  him  to  the  right  claimed  under  that 
patent.  Hotchkiss  v.  Greenwood,  11  How.  266  [5  Am.  & 
Eng.  240 ;]  Burr  v.  Duryee,  1  Wall.  670  [8  Am.  &  Eng.  224;] 
Case  V.  Brown,  2  Wall.  -320  [7  Am.  &  Eng.  360 ;]  Hicks  v. 
Kelsey,  18  Wall.  670  [9  Am.  &  Eng.  150 ;]  or  under  the  re- 
issue of  October  12,  1869,  or  June  14,  1870.  Seymour  t?. 
Osborne,  11  Wall.  544  [8  Am.  &  Eng.  290 ;]  Carlton  v.  Bokee, 
17  WaD.  463  [9  Am.  &  Eng.  91.] 

"A  mere  carrying  forward,  or  new  or  more  extended  appli- 
cation of  the  original  thought,  a  change  only  in  form,  pro- 
portion, or  degree,  the  substitution  of  equivalents,  doing  sub- 
stantially the  same  thing  in  substantially  the  same  way  by 
substantially  the  same  means  with  better  results,  is  not  such 
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inrentioaas  will  sustain  a  patent."     Swaync,  J.,  in  Smith  c. 
Nichols,  21  Wall.  118  [9  Am.  &  Eng.  426.] 

As  to  a  reissue  the  act  of  1836,  as-  well  as  that  of  1870,  re- 
stricted the  iwwer  of  the  Commissioner  to  "  the  same  inven- 
tion," which  was  the  subject  of  the  original  patent.  Reck- 
endopfer  v.  Faber,  92  U.  S.  354  [10  Am.  &  Eng.  STA]  His 
authority  being  limited  to  a  reissue  for  the  same  invention 
as  that  embraced  in  the  original  patent,  a  reissue  for  any- 
thing more  is  necessarily  inoperative  and  void.  Russell  v. 
Dodge,  93  U.  S.  469  [10  Am.  &  Eng.  495 ;]  Railway  Co.  d. 
Sayles,  97  U.  S.  563  [p.  121  aTiie.]- 

Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 
(a)  The  bill  charges  an  infringement  of  reissued  letters 
patent  for  an  alleged  new  and  useful  improvement  in  ovens, 
granted  to  Hosea  Ball  on  the  14th  day  June,  1870  (6).  The 
original  patent  was  granted  to  Ball  on  the  26th  day  of  Sep- 
tember, 1856,  for  a  period  of  fourteen  years  from  that  date. 
On  the  12th  of  October,  1869,  this  original  was  surrendered, 
and  a  reissue  was  granted,  A  second  reissue  was  granted 
on  the  14th  of  June,  1870,  numbered  4,026.  Subsequently 
an  extension  of  the  patent  was  granted  for  seven  years,  from 
September  23,  1870.  It  is  upon  the  second  reissue,  (No. 
4,026,)  thus  extended,  that  this  suit  is  founded.  The  charge 
of  the  bill  is,  that  the  defendants  have  constructed  such  an 
oven  as  that  patented,  with  intent  to  use  it.  The  circuit 
court;  dismissed  tlie  bill,  and  from  that  decree  the  complain- 
ants have  api)ealed. 

The  first  question  now  to  be  considered  under  the  plead- 
ings and  evidence  is,  whether  the  reissued  patent  (No.  4,026,) 
is  valid.     One  of  the  defences  set  up  by  the  answer  is,  that 

lOa  U.  B.  188-lSV. 

{a)  Otto  8ufastitnt«s  for  from  atoh,  "  This  is  a  bill  in  eqtdtr  filed  br  Rose* 
Bait  sad  Margaret  Hangher;  againat  Justin  Langles  and  N.  A.  Batiingarden, 
onirmwino  thft  firm  nf  Baumirardeti  and  Lanitles.     It  charges  an  inrrinaement 
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the  reissue  is  not  for  the  same  invention  as  that  described, 
claimed,  and  shown  in  the  original  letters,  and  it  is  averred 
that  the  surrender  of  those  letters  and  the  first  reissue  were 
for  the  purpose  of  introducing  new  matter  not  shown,  sug- 
gested, or  indicated  in  the  specification,  diuwings,  or  model 
filed  with  the  original  application,  and  also  for  the  purpose 
of  obtaining  a  claim  broader  than  the  invention,  and  broad 
enough  to  cover  the  invention  of  subsequent  inventors  and 
patentees.  If  these  averments  of  the  answer  are  well 
founded,  the  reissue  is  void  and  it  will  be  unnecessary  to 
consider  the  other  defences  set  up. 

When  the  reissues  of  1869  and  1870  were  granted,  the 
Commissioner  of  Patents  had  authority,  under  the  Acts  of 
Congress,  to  grant  reissues  only  in  certain  specified  cases. 
These  were  whenever  a  patent  was  inoperative  or  invalid  by 
reason  of  a  defective  or  insufficient  specification,  or  by  reason 
of  the  patentee' s  claiming  as  his  own  invention  or  discovery 
more  than  he  had  a  right  to  claim  as  new,  if  the  error  had 
arisen  by  inadvertence,  accident,  or  mistake,  without  any 
fraudulent  or  deceptive  intention.  The  Commissioner  was 
invested  with  authority  to  determine  whether  the  surren- 
dered patent  was  valid  by  reason  of  a  defective  or  insufficient 
specification,  or  because  the  patentee  had  claimed  more  than 
he  had  a  right  to  claim  as  new;  and  if  he  found  such  to  be  the 
case,  and  found  also  that  the  error  had  been  due  to  inadvert- 
ence, accident,  or  mistake,  without  fraud,  his  decision  was 
conclusive  and  not  subject  to  review  by  the  court.  But  the  law 
did  not  confer  upon  him  jurisdiction  to  grant  a  reissue  em- 
bracing new  matter,  or  a  broader  invention  than  what  was  re- 
vealed by  his  original  specification  or  drawings  or  models, 
except  in  some  cases  where  there  was  neither  model  nor  draw- 
ing. A  reissue  for  anything  more  is,  therefore,  inoperative  and 
void.  Accordingly,  this  court  has  repeatedly  held  that  if,  on 
comparing  a  reissue  with  its  original,  the  former  appears  on 
its  face  to  be  for  a  diflEerent  invention  from  that  described  or 
indicated  in  the  latter,  it  most  be  declared  invalid.     Sey- 
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monr  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290;]  Rns- 
seU  c.  Dodge,  93  U.  S.  460  [10  Am.  &  Eng.  495.] 

In  the  original  patent,  Ball  described  his  invention  as 
consisting  of  an  oven  with  a  series  of  bread-receivers  swung 
between  the  ends  of  a  rod  {c)  hung  in  an  interior  perforated 
chamber,  and  capable  of  rotation  on  a  horizontal  shaft ;  an 
arrangement  being  provided  for  the  self-delivery  of  the 
bread  from  the  front  of  the  oven,  as  afterwards  set  forth. 
Having  thus  described  it  generally,  he  proceeded  to  set  forth 
in  detail  its  construction,  including  the  mode  in  which  it 
was  heated.  This  was  done  in  part  by  explanation  of  his 
drawings.  A  fire-chamber  was  represented  below  the  oven 
with  an  a-sh-pit  beneath ;  above  the  fire-chamber,  but  be- 
neath the  oven,  a  space  through  which  the  products  of  com- 
bustion passed  on  their  way  to  the  chimney,  communicat- 
ing by  openings  with  the  vertical  side  and  back  flues.  These 
flues  were  exterior  to  the  oven  proper,  but  they  communi- 
cated with  the  interior  chamber  or  oven  by  perforations  or 
openings.  In  this  interior  chamber  the  bread  was  placed 
on  platforms  hung  on  a  revolving  rod  (e),  and  a  mode  of 
discharge  and  filling  was  described.  The  specification  then 
stated  that,  "  Owing  to  the  perforated  sides  and  back  of  the 
interior  chamber,  all  parts  of  it  receive  the  fall  heat  of  the 
oven,  suitable  dampers  regulating  the  coarse  of  the  pro- 
ducts of  combustion  to  the  chimney."  Snch  was  the  de- 
scription, so  far  as  it  is  necessary  to  state  it.  The  single 
claim  of  the  patent  was  as  follows:  "What  I  claim  and 
desire  to  secure  by  letters  patent,  is  the  perforated  interior 
chamber,  in  combination  with  the  rotary  reel  and  the  swing- 
ing platform  thereon,  self-discharging,  substantially  as  set 
forth." 

It  is  evident  from  this  description  and  from  the  attendant 
drawings,  that  the  interior  chamber  or  oven  was  so  con- 
structed, that  what  are  called  "the  products  of  combustion'* 
did  not  and  could  not  pass  directly  into  it.    The  chamber 
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was  heated  by  those  products  passing  through  the  exterior 
'flues  on  the  sides  and  back.  There  was  no  direct  communi- 
cation between  the  space  above  the  fire-chamber  and  the  in- 
terior of  the  oven,  and  no  communication  at  all  except  in- 
directly through  the  perforations  in  the  vertical  fliies  on  the 
sides  and  back  of  the  oven.  The  interior  chamber  was  heated 
for  baking  by  heat  radiating  from  its  walls,  except  the  com- 
paratively small  quantity  which  was  permitted  to  enter 
through  the  small  perforations  in  the  flues.  It  is  impossible 
to  detect  in  the  specification  or  drawings  any  intention  or 
hint  even  of  conducting  the  products  of  combustion  (what- 
ever may  have  been  meant  by  the  phrase,  whether  heat, 
gases  or  smoke,  or  all  of  them)  directly  into  the  baking 
chamber.  Not  a  single  ray  of  heat  could  enter  the  cham- 
ber, radiated  from  the  fixe.  No  passage  was  provided 
through  the  bottom,  and  even  the  perforations  in  the  sides 
must  have  been  ineffectual  to  divert  the  ascending  heat 
from  its  upward  course  through  the  flues. 

If,  now,  we  turn  to  the  reissues  of  1869  and  1870,  it  can- 
not be  doubted  that  while  they  claim  what  was  claimed  in 
the  original,  they  claim  much  more.  They  claim  an  entirely 
different  mode  of  heating  the  chamber,  necessitating  a  radi- 
cal difference  in  the  construction  of  the  oven. 

The  specification  of  the  reissue  of  1870,  as  well  as  that  of 
1869,  instead  of  representing  the  space  above  the  fire-cham- 
ber as  communicating  with  the  interior  chamber  only  indi- 
rectly through  perforations  in  the  vertical  and  back  flues, 
described  it  as  communicating  "Directly  or  indii-ectly  in 
any  proi)er  manner  with  the  chamber  in  which  the  bread 
receiving  shelves  or  platforms  are  revolved."  The  patentee 
says:  '*The  flues  and  openings  to  permit  the  passage  or 
circulation  of  gases  into  or  through  the  bread-chamber  may 
be  located  and  arranged  in  any  effective  manner."  Thus 
the  flues  and  openings  may  be  made  through  the  bottom  of 
the  oven  and  immediately  over  the  fire,  admitting  direct 
radiation  from  the  fire-chamber.    And  he  claims  ''One  or 
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more  swinging  bread-holders,  suspended  from  the  arms  or 
end  plates  of  a  rotating  rod  (c)  in  combination  with  a  fur- 
nace so  arranged  and  connected  that  the  products  of  com- 
bustion will  pass  into  or  through  the  chamber  within  which 
the  bread-holders  move."  Thus  his  reissued  patent  has  be- 
come one  for  an  oven  in  which  there  may  be  no  diaphragm  or 
partition  separating  the  compartment  in  which  the  dough 
is  placed  from  the  famace  by  which  it  is  heated,  and  which 
may  be  directly  under  it.  Thus  the  oven  is  made  a  part  of 
the  passage-way  for  the  products  of  combustion  from  the 
fire-chamber  to  the  chimney.  That  this  is  a  very  difl'erent 
invention  from  anything  exhibited  in  the  originaJ  specifica- 
tion and  drawings,  is  too  obvious  to  need  further  elucida- 
tion. We  cannot  doubt  that  the  purpose  of  the  reissues 
was  not  to  cure  defects  in  the  original  specification,  or  any 
deficiency  iu  describing  the  invention,  but  to  cover  other  de- 
vices which  the  patentee  had  not  in  mind  when  he  first  ap- 
plied for  his  patent,  and  which  may  have  sobseqnently 
come  to  his  knowledge.  Thirteen  years  after  the  patent 
was  granted  had  elapsed  before  he  applied  for  any  reissue. 
However  this  may  be,  the  reissued  letters  are  so  clearly  for 
a  different  invention  from  that  for  which  the  patentee  first 
applied,  containing  new  matter  and  so  much  broader,  that 
we  are  constrained  to  hold  that  the  Commissioner  of  Patents 
had  no  authority  to  grant  them,  and,  consequently,  that 
they  are  void. 

TTie  complainants'  bill  was,  th€r^oTe,rigktly  dismissed, 
and  the  decree  of  the  cowrt  below  is  a^rmed  with  costs. 

(c)  otto sabetitntee  "reel"  for  "rod." 
loa  u.  s.  isi-tsa. 
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GM30DYEAR  DENTAL  VULCANITE  COMPANY,  AP- 
PELLANT, V.  CHARLES  G.  DAVIS.* 

102  (12  Otto)  U.  S.  222-230.    Oct.  Term,  1880. 

[Bk.  26,  L.  ed.  149;  19  0.  G.  543.] 

Affirming  Ihid,  3  Ban.  &>  Ard.  115. 

Argued  November  16,  17, 1880.     Decided  November  29,  1880. 

Particular  patent  construed  in  view  of  prior  decision.  Infringe- 
me7it.  Construction  of  patents.  Reissue  for  matter  disc^uimed. 
Claim  ing  equ  iv  alents, 

1.  The  invention  claimed  in  reissued  letters  patent  No.  1,904,   J. 

A.  Cummings,  March  21,  1865,  (original  No.  43,009,  of  June 
7,  1864,)  Artificial  Gums  for  "  the  plate  of  hard  rubber  or  vul- 
canite or  its  equivalent,  for  holding  artificial  teeth,  or  teeth 
and  gums  substantially  as  described,"  construed  in  conformity 
with  Smith  v.  Goodyear  D.  V.  Co.,  93  TJ.  S.  486  [11  Am.  &  Eng. 
1,]  to  be  a  product  or  manufacture  made  in  a  defined  man- 
ner, and  not  a  product  alone,  separated  from  the  process  by 
which  it  is  created;  limited  to  &  substance  either  vulcanized 
or  capable  of  vulcanization ;  and  held  not  infringed  by  use  of 
a  celluloid  dental  plate,  incapable  of  being  vulcanized,  (p.  534.) 

2.  The  process  detailed  in  the  description  of  a  patent  antecedent  to 

the  claim,  and  refl^rred  to  thereby,  is  as  much  a  part  of  the  in- 
vention as  are  the  materials  of  which  the  product  is  composed. 
Both  are  necessary  elements  of  the  invention,  and  both  the 
material  of  which  the  product  is  composed  or  its  equivalent 
and  the  process  of  constructing  the  product,  or  an  equivalent 
process,  must  be  employed  to  constitute  an  infringement, 
(p.  534.) 
8.  A  patent,  like  any  other  written  instrument,  must  be  interpreted 
by  its  own  terms;  but  when  a  patent  bears  on  its  face  a  par* 
ticular  construction  it  is  reasonable  to  hold  that  this  construc- 
tion may  be  confirmed  by  what  the  patentee  said  when  he  was 

•  See  Explanation  of  Notes,  page  IIL 
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making  his  application ;  and  for  tliis  purpose  the  correspondence 
between  an  applicant  and  the  Commissioner  may  be  employed, 
although  such  con'espondence  would  not  be  allowed  to  enlarge, 
diminish  or  vary  the  language  of  the  patent,     (p.  638.) 

4.  Doubts  expressed  as  to  whether  reissued  letters  patent  can  be  sus- 
tained when  they  contain  claims  which  have  once  been  formally 
disclaimed  by  the  patentee  or  rejected  with  his  acquiescence 
and  he  has  consented  to  such  objection  in  order  to  obtain  his 
patent,     (p.  639.) 

6.  Whether  or  not  equivalents  are  claimed,  a  patentee  is  protected 
against  equivalents  of  any  part  of  his  invention.  But  when  a 
product  arrived  at  by  certain  defined  stages  or  processes  is  pat- 
ented, only  those  things  can  be  considered  equivalents  for  the 
elements  of  the  manufacture  which  perform  the  same  function  in 
substantially  the  same  way.     (p.  6  4 1 .) 

[Citations  in  the  opinion  of  the  oonrt :] 

Smith  V.  Goodyear  D.  V.  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1.]    p.  ^4. 
Leggett  V.  Avery,  101  U.  S.  256  [p.  369  ante,]     p.  539. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  District  of  Massachusetts. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  Cummings  reissue 
are  as  follows : 


JOHN  A.  CUMMINGS,  OF  BOSTON,  MASS.,  ASSIGN- 
OR, BY  MESNE  ASSIGNMENTS,  TO  THE  DENTAL 
VULCANITE  COMPANY,  OP  SAME  PLACE. 

Improvement  in  Artificial  Gums  and  Palates. 

Specification  forming  part  of  Letters  Patent  No.  43,009,  dated  June 
7, 1864;  Reissue  No.  1,848,  dated  January  10,  1865;  Reissue  No. 
1^904,  dated  March  21,  1865. 

7b  all  whom  it  Tnay  concern : 

Be  it  known  that  I,  John  A.  Cummings,  of  Boston,  in 
the  county  of  Suffolk  and  State  of  Massachusetts,  have  in- 
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vented  certain  new  and  useful  Improvements  in  Plates  for 
Artificial  Teeth  ;  and  I  do  hereby  declare  that  the  following 
description,  taken  in  connection  with  the  accompanying 
plate  of  drawings,  hereinafter  referred  to,  forms  a  full  and 
exact  specification  of  the  same,  wherein  I  have  set  forth  the 
nature  and  principles  of  my  said  improvements,  by  which 
my  invention  may  be  distinguished  from  all  others  of  a 
similar  class,  together  with  such  parts  as  I  claim  and  desire 
to  have  secured  to  me  by  Letters  Patent. 

The  method  hitherto  practiced  of  attaching  artificial  teeth 
to  a  metallic  plate  fitting  to  the  roof  of  the  mouth  is  attended 
with  many  objections  and  inconveniences,  as  the  plate,  be- 
ing hard  and  unyielding,  naturally  hurts  the  mouth,  and 
in  some  degree  impedes  mastication  and  perfect  articulation, 
while  the  expense  of  the  metal  employed  prevents  many  from 
availing  themselves  of  the  advantage  of  artificial  teeth. 

My  present  invention  consists  in  forming  the  plate  to 
which  the  teeth  or  teeth  and  gums  are  attached  of  hard 
rubber  or  "vulcanite,"  so  called — an  elastic  material  pos- 
sessing and  retaining  in  use  sufficient  rigidity  for  the  pur- 
pose ol  mastication,  and  at  the  same  time  being  pliable 
enough  to  yield  a  little  to  the  motions  of  the  mouth. 

My  manner  of  making  and  using  said  hard  rubber  plates 
is  as  follows  :  A  wax  or  plaster  impression  of  that  part  of 
tlie  mouth  which  the  plate  is  to  fit  is  first  taken,  and  from 
that  impression  a  plaster  cast  is  made  which  will  exactly 
resemble  that  part  of  the  mouth  from  which  the  fimst  im- 
pression was  taken.  A  plate  of  wax  of  the  general  form  of 
the  intended  rubber  plate  is  then  made  from  this  plaster 
cast,  and  around  the  front  of  this  wax  plate  a  vertical  ridge 
of  wax  is  fixed  about  in  the  position  which  the  teeth  are  to 
occupy,  in  the  same  manner  as  is  generally  practiced  in  the 
construction  of  gold  plates  for  artificial  teeth.  A  plaster 
mold  is  then  made  from  this  wax  plate,  fitting  it  both  on 
the  upper  and  under  side,  which  plaster  mold  is  kno%vii 
generally  as  the  ''articulator,"  and  is  constructed  so  as  to 
hold  the  wax  plate  securely  and  conveniently  for  manipti- 
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lation,  leaving  the  front  edge,  where  the  teeth  are  to  be  ap- 
plied, exposed  and  accessible. 

The  figures  of  the  accompanying  plate  of  drawings  i*epre- 
sent  my  improvements. 

Figure  1  is  a  front  elevation  of  a  set  of  artificial  teeth  and 
plate  formed  by  my  improved  method.  Pig.  2  is  a  view  of 
the  lower  side  of  the  plate  and  teeth.  Fig.  3  is  a  central 
vertical  section  of  the  same. 

The  teeth  shown  in  the  drawings  are  '^  gum-teeth,"  so 
called — that  is,  having  porcelain  gums  formed  in  one  piec^ 
with  the  teeth  and  properly  colored — ^and  they  are  shown 
each  one  separate ;  but  they  may  be  without  porcelain 
gums,  in  which  case  the  palate  and  gums  will  be  formed  in 
one  piece  of  hard  rubber,  and  if  gummed  teeth  they  may 
be  formed  in  groups  of  two  or  more,  as  desired. 

My  mode  of  operation  is  the  same  whether  gum-teeth  or 
teeth  alone  are  used,  or  separate  or  in  groups.  The  teeth 
ai'e  set  in  place  in  the  wax  plate  and  adjusted  to  the  proper 
distance  and  fullness  in  same  manner  as  is  generally  prac- 
ticed in  setting  teeth  in  gold  plates. 

In  the  drawings  the  gum-teeth  are  made  separate  and 
marked  a  a.  The  wax  plate  and  gums,  with  the  teeth  ad- 
hering thereto,  are  now  set  upon  the  original  plaster  cast  of 
the  corresponding  part  of  the  mouth,  and  plaster  is  poured 
all  around  up  to  about  the  lower  edge  (as  it  lies)  of  the  wax 
plate.  The  margin  or  outlying  surface  of  plaster  is  oiled  or 
varnished,  and  plaster  poured  over  the  whole,  forming  a 
complete  mold  of  the  plate  and  teeth.  Ui)on  tlie  opening 
of  this  mold  the  wax  is  warmed  and  removed,  so  as  to  leave 
the  teeth  adhering  in  the  plaster  mold  in  exactly  the  re- 
lative position  they  are  to  occupy  in  the  hard  rubber  plate. 
The  teeth  are  provided  with  pins,  c  c,  projecting  therefrom 
in  such  manner  that  the  rubber  which  is  to  constitute  the 
plate  will  close  around  them  and  by  means  of  them  hold 
or  secure  the  teeth  permanently  in  position.  The  plaster 
mold,  with  the  teeth  adhering  therein,  as  just  described, 
is  now  filled  with  soft  rubber,  a  little  at  a  time,  pressed  in 
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with  the  finger,  or  in  other  convenient  way,  and  care  ia  to 
be  taken  that  the  rubber  ia  made  to  completely  fit  into  the 
cavities  and  aiound  the  protuberance  (including  the  pins,) 
and  is  tilled  in  to  the  thickness  or  depth  desired  to  form  the 
plate.  I  then  lock  the  rubber  plate  in  position  by  shutting 
the  other  half  of  the  plaster  mold  over  it  to  insure  its  re- 
taining its  exact  form  while  wanning,  and  then  heat  or 
bake  it  in  an  oven,  or  in  any  other  suitable  way. 

The  soft  rubber  or  gum  so  inserted  in  the  mold  is  to  be 
compounded  with  sulphur,  rubber,  etc.,  in  the  manner  pre- 
scribed in  the  patent  of  Nelson  Goodyear,  dated  May  6,  A. 
D.  1851,  for  making  hard  rubber,  and  is  to  be  subjected  to 
sufficient  heat  to  vulcanize  or  harden  it,  substantially  as  di- 
rected in  that  patent.  It  is  also  to  be  colored  in  imitation 
of  the  natural  gums  by  mixing  it  with  vermilion,  or  other 
suitable  coloring  matter,  while  in  the  soft  state.  After  the 
plate  has  been  heated  sufficiently  to  harden  it  or  convert  it 
into  haixl  rubber  or  "vulcanite,"  so  called,  the  mold  is  re- 
moved and  the  plate  is  polished  ready  for  use. 

Having  thus  described  the  method  I  have  used  for  mak- 
ing and  using  said  hard  rubber  or  vulcanite  plates,  what  I 
claim  herein,  and  desire  to  secure  by  Letters  Patent,  is — 
'  The  plate  ol  hard  mbber  or  vulcanite  or  its  equivalent, 
for  holding  artificial  teeth  or  teeth  and  gums,  substanti^y 
as  described. 

JOHN  A.  CUMMINGS. 

Witnesses : 

Joseph  Ga vett, 
Sami.  M.  Barton. 

Messrs.  B.  F.  Lee  and  Wm.  Henry  (Tlifford^/or  appel- 
lant: 

The  only  question  involved  in  the  present  case,  not  dis- 
posed of  finally  by  this  court  in  the  Smith  case,  is  whether 
a  set  of  teeth  upon  a  base  of  "celluloid"  made  as  described 
in  the  proofs,  ia  an  infringement  of  reissued  letters  patent 
No.  1,904.    In  other  words,  is  "celluloid"  an  equivalent 
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of  vulcanite  when  used  as  a  base  for  holding  artificial  teeth 
as  described  in  the  proofs  ? 

The  Cummings  patent  describes,  (a)  a  new  process^  (b)  a 
new  producty  fully  described  by  this  court  in  its  decision  in 
the  Smith  case.     93  U.  S.  494,  497  [11  Am.  &  Eng.  1.] 

Celluloid  is  a  water-proof  substance  that  is  precisely  like 
vulcanite  in  respect  to  the  qualities  that  characterize  Gum- 
ming's  product,  viz :  lightness,  elasticity,  and  hardness,  at 
temperatures  far  above  that  of  the  human  mouth,  and  ca- 
pacity of  l)eing  formed  in  plaster  molds  so  as  to  produce 
perfection  of  fit  and  close  adaptation  to  the  teeth. 

The  celluloid  is,  for  this  purpose,  clearly  the  mechani- 
cal equivalent  of  the  vulcanite. 

To  substitute  ''celluloid"  for  vulcanite  in  this  combina- 
tion i-equired  the  exercise  of  the  merest  mechanical  judg- 
ment. It  was  the  bare  substitution  of  one  material  for  an- 
other without  any  new  result. 

"  To  infringe  a  patent,  it  is  not  necessary  that  the  thing 
patented  should  be  adopted  in  every  particular.  If  the 
patent  is  adopted  substantially  by  the  defendants,  they  are 
guilty  of  infringement.  Root  v.  Ball,  4  McLean,  177; 
Alden  v.  Dewey,  1  Story,  336. 

Messrs,  Henry  Baldwin^  Jr.y  and  Wm.  D.  Shipman^ 
for  appellee : 

The  true  construction  of  the  Cummings  patent,  restrict- 
ing it  to  a  vulcanite  product,  made  from  a  vulcanizable  com- 
pound by  a  vulcanizing  process,  is  res  adjudicala^  and  was 
so  regarded  by  the  court  below. 

Celluloid  is  not  a  vulcanizable  compound,  contains  neither 
rubber  nor  sulphur,  nor  any  equivalent  for  either  of  those 
indispensable  ingredients  of  the  Cummings  compound,  and  is 
not  an  equivalent  of  hard  rubber  or  vulcanite. 

The  effect  of  vulcanizable  compound  is  to  change  the  mix- 
ture to  a  hard  substance  designated  as  hard  rubber  or  vul- 
canite, a  hard,  brittle  material,  which  may  l>e  softened  a 
little  by  heat,  but  not  sufficiently  to  allow  it  to  be  molded 
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into  the  forms  of  seta  of  artificial  teeth,  in  which  respect  it 
differs  from  celluloid,  which  is  a  hard  and  tough  material, 
which  may  be  readily  softened  by  heat  and  moulded  into 
the  form  of  a  set  of  artificial  teeth,  or  in  any  other  de- 
sired form.  In  general  terms,  hard  rubber  cannot  be  re- 
molded tor  the  purposes  of  dentistry,  while  celluloid  can. 

Celluloid  cannot  be  packed  into  the  mold  a  little  at  a 
time  and  molded  into  the  dental  plate,  because  it  cannot 
be  sufficiently  softened  under  a  heat  that  would  allow  it  to 
be  handled,  it  requiring  a  very  heavy  degree  of  pressure 
under  a  high  degree  of  heat. 

It  is  respectfully  submitted  that  there  was  no  error  in  the 
finding  of  the  court  below,  that  celluloid  is  not  an  equiva- 
lent of  hard  rubber  or  vulcanite  in  the  sense  of  the  Cum- 
mings'  patent,  nor  in  contemplation  of  law. 

It  is  clearly  stated  in  the  opinion  of  this  courtj  delivered 
by  Mr.  Justice  Strong,  93  U.  S.  486  [11  Am.  &  Eng.  1.] 
affirming  the  judgment  of  Judge  Shepley,  that  the  patent 
is  not  for  a  new  article  of  manufacture,  pure  and  simple, 
having  a  certain  form  and  certain  mechanical  qualities,  snch 
as  hardness,  elasticity,  impenetrability  to  fluids,  etc.,  but  a 
new  manufacture,  consisting  of  a  dental  vulcanite  plate  and 
set  of  teeth  produced  by  a  certain  process,  — a  process  which, 
considered  as  a  whole,  is  new,  and  without  which  the  pro- 
duct, viz :  "the  plate  of  hard  rubber  or  vulcanite  *  *  * 
for  holding  artificial  teeth  or  teeth  and  gums,  substantially 
as  described,"  cannot  be  produced.  This  construction  was 
inevitable  if  the  patent  was  to  be  sustained.  A  patent  for 
the  product,  pure  and  simple  would  be  open  to  the  objec- 
tion that  it  was  merely  the  application  of  an  old  and  well 
known  material  to  a  new  use.  The  process  is,  therefore, 
considered  as  an  inseparable  and  int«gral  part  of  the  pro- 
duct, and  the  two  thus  merged  into  a  unit,  the  latter  is  held 
to  be  novel,  and,  therefore,  secured  to  the  inventor  by  the 
patent. 
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Mr.  Justice  Strong  delivered  the  opinion  of  the  court  : 
The  invention  described  in  the  CJummings  reissue  patent 
is  cliiimed  in  the  words  following : 

"  The  plate  of  hard  rubber  or  vulcanite,  or  it-s  equivalent, 
for  holding  artificial  teeth,  or  teeth  and  gums,  substantially 
as  described."  The  claim  cannot  be  understood  without 
reference  to  the  details  given  in  the  specification.  In  that 
it  is  said  to  consist  * '  in  forming  the  plate  to  which  the 
teeth,  or  teeth  and  gums,  are  attached,  of  hard  rubber,  or 
*  vulcanite,'  so  called — ^an  elastic  material  possessing  and 
retaining  in  use  suflScient  rigidity  for  the  purpose  of  ma.sti- 
cation  and,  at  the  same  time,  being  pliable  enough  to  yield 
a  little  to  the  motions  of  the  mouth."  The  mode  of  ''form- 
ing" the  plate  is  then  minutely  described.  The  earlier  steps 
of  the  process  need  not  be  particularly  noticed.  They  re- 
late to  the  formation  of  a  plaster  mold,  fitted  to  the  cor- 
responding part  of  the  mouth,  with  the  artificial  teeth  ad- 
hering in  the  mold  in  exactly  the  relative  position  they  are 
to  occupy  in  the  hard  rubber  plate.  The  specification  then 
proceeds  as  follows :  ''The  teeth  are  provided  with  pins 
projecting  therefrom  in  such  a  manner  that  the  rubber  which 
is  to  constitute  the  plate  will  close  around  them,  and  by 
means  of  them  hold  or  secure  the  teeth  permanently  in  po- 
sition. The  plaster  mold,  with  the  teeth  adhering  therein, 
as  just  described,  is  now  filled  with  soft  rubber,  a  little  at  a 
time,  pressed  in  with  the  finger,  or  in  any  other  convenient 
way ;  and  care  is  to  be  taken  that  the  inibber  is  made  to 
completely  fit  into  the  cavities  and  around  the  protuber- 
ances, including  the  pins,  and  is  filled  in  to  the  thickness 
or  depth  desired  to  form  the  plate."  "I  then"  (says  the 
patentee)  ^'  lock  the  rubber  plate  in  position  by  shutting  the 
other  half  of  the  plaster  mold  over  it,  to  insure  its  retain- 
ing its  exact  form  while  warming,  and  then  heat  or  bake  it 
in  an  oven,  or  in  any  other  suitable  way.  The  soft  rubber 
or  gum  so  inserted  into  the  mold  is  to  be  compounded  with 
sulphur,  rubber,  etc.,  in  the  manner  prescribed  in  the  -g^t- 
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ent  of  Nelson  Goodyear,  dated  May  6,  A.  D.  1851,  for  mak- 
ing hard  rubber,  and  is  to  be  subjected  to  sufficient  heat  to 
vulcanize  or  harden  it,  substantially  as  directed  in  that  pat- 
ent. It  is  also  to  be  colored  in  imitation  of  the  natural 
gums,  by  mixing  it  with  vermillion,  or  other  suitable  color- 
ing matter,  while  in  the  soft  state.  After  the  plate  has  been 
heated  suflSciently  to  harden  it,  or  convert  it  into  hard  nib- 
ber,  or  vulcanite,  so  called,  the  mold  is  removed,  and  the 
plate  is  polished  ready  for  use." 

Such  is  the  description,  both  of  the  material  of  which  the 
plate  is  formed  and  of  the  method  or  process  by  which  it  is 
made. 

We  had  occasion  in  Smith  v.  Goodyear  D.  V.  Co.,  93  U. 
S.  486  [11  Am.  &  Eng.  1,]  to  construe  this  patent,  and  deter- 
mine what  the  invention  claimed  and  patented  really  was. 
We  held  it  to  be  ''A  set  of  artificial  teeth,  as  a  new  article 
of  manufacture,  consisting  of  a  plate  of  hard  rubber  with 
teeth,  or  teeth  and  gums  secured  thereto  in  the  manner  de- 
scribed in  the  specification,  by  embedding  the  teeth  and 
pins  in  a  vulcanizable  compound,  so  that  it  shall  surround 
them,  while  it  is  in  a  soft  state,  before  it  is  vulcanized,  and 
so  that,  when  it  has  been  vulcanized,  the  teeth  are  iirmly 
and  inseparably  secured  in  the  vulcanite,  and  a  tight  joint 
is  effected  between  them,  the  whole  constituting  but  one 
piece."  We  said,  ''The  invention  is  a  product  or  manu- 
facture made  in  a  defined  manner.  It  is  not  a  product 
alone,  separated  from  the  process  by  which  it  is  created." 
The  process  detailed  in  the  description  antecedent  to  the 
claim,  and  referred  to  thereby,  is  as  much  a  part  of  the  in- 
vention as  are  the  materials  of  which  the  plate  or  product 
is  composed.  Both  are  necessary  elements  ot  it.  Hence, 
to  constitute  an  infringement  of  the  patent,  both  the  mate- 
rial of  which  the  dental  plate  is  made,  or  its  equivalent,  and 
the  process  of  constructing  the  plate,  or  a  process  equiva- 
lent thereto,  must  be  employed.  It  is,  therefore,  essential 
to  a  correct  determination  of  this  case  to  consider  what  was 
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the  material,  made  by  the  patentee  an  element  of  his  inven- 
tion, and  what  can  be  considered  an  equivalent  therefor. 

It  is  impossible  to  read  the  specific>ation  of  the  original 
patent,  or  that  of  the  reissue,  upon  which  this  suit  is 
founded,  without  the  conviction  that  the  patentee  had  in 
mind  primarily  a  single  substance  for  his  material,  and  that 
one  of  a  peculiar  character,  itself  a  compound  discovered 
and  patented  not  long  before.  Thus,  in  the  original,  which 
was  loosely  drawn,  the  invention  was  said  to  consist  ' '  In 
forming  the  plate  and  gums,  to  which  the  teeth  are  attached, 
of  rubber  or  some  other  elastic  material,  so  indurated  as  to 
be  rigid  enough  for  the  purpose  of  mastication,  and  pliable 
enough  to  yield  a  little  to  the  motions  of  the  mouth,  and  in 
one  piece,  the  teeth  being  embedded  in  the  elastic  material 
while  the  said  material  is  in  a  soft  condition,  and  then 
baked,  with  the  gums  and  plate,  so  that  the  teeth,  gums, 
and  plate  will  all  be  connected,  forming  as  it  were,  one 
piece."  And  again:  "The  plate  and  gums  are  formed  of 
one  piece,  and  of  rubber,  and  the  compounds  commonly  em- 
ployed therewith,  or  of  gutta-percha,  or,  in  fact,  of  any 
elastic  substance  which  can  be  reduced  to  a  soft  condition, 
and  then  vulcanized^  or  hardened  suflSciently  to  answer  the 
purpose.  The  rubber  or  other  material  used  is  first  molded 
to  fit  the  shape  of  the  mouth,  and  the  gums  formed,  and 
while  soft  and  pliable  the  teeth  are  embedded  in  the  gums. 
*  *  *  The  teeth,  gums,  and  plate,  being  thus  connected, 
are  then  baked  until  the  elastic  material  becomes  suflSciently 
vulcanized,  when  the  process  is  completed."  The  claim 
also  expressed  the  same  thought.  It  was  "foiming  the 
plate  and  gums  in  which  the  teeth  are  inserted,  in  one  piece, 
of  hard  rubber  or  vulcanite,  i.  e.  an  elastic  material  which 
can  be  hardened  sufficiently  for  mastication,  and  retain  a 
portion  of  its  elasticity,  so  as  to  yield  a  little  to  the  motion 
of  the  mouth,  as  herein  set  forth,  and  for  the  purposes  speci- 
fied." Though  the  specification  spoke  of  rubber,  or  rubber 
and  its  compounds  commonly  employed  therewith,  or  of 
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gutta-percha,  or  of  any  elastic  substance  that  can  be  reduced 
to  a  soft  condition  and  then  vulcanized,  or  hardened  suffi- 
ciently to  answer  the  puipose,  it  ia  evident  only  such  sub- 
stances were  intended  as  are  either  soft  in  theirnatural  con- 
dition and  capable  of  vulcanization,  or,  if  hard  naturally 
and  reduced  to  a  soft  state,  were  then  capable  of  being  vul- 
canized or  hardened  by  baking.  The  description  implies  an 
exclusion  of  all  substances  which  have  not  such  capabilities. 
If  not,  then  gold  plates  would  have  been  within  the  patent, 
if  the  material  only  be  considered,  for  gold  ia  elastic  when 
in  thin  plates.  It  is  capable  of  being  reduced  to  a  soft  con- 
dition, and  it  hardens  by  cooling ,  but  it  does  not  harden 
by  heat  or  baking,  nor  is  it  capable  of  vulcanization. 

If,  now,  we  turn  to  the  specification  and  claim  of  the  re- 
issued patent  (which,  of  course,  cannot  be  more  compre- 
hensive than  the  original, )  it  will  be  found  that  the  material 
is  still  more  distinctly  and  exclusively  pointed  out.  The 
material  is,  so  far  as  possible,  restricted  to  asubstance  either 
vulcanized  or  capable  of  vulcanization.  There  the  invention 
is  said  to  consist  "In  forming  the  plate  to  which  the  teeth, 
or  teeth  and  gums,  are  attached,  of  hard  rubber  or  vulcanite, 
so  called,  an  elastic  material,"  of  certain  capabilities  men- 
tioned. Not  an  intimation  is  given  thatanyothersubstance 
than  hard  mbber,  or  its  synonym,  \-ulcanite,  would  meet 
the  requirements  of  the  invention.  Throughout  the  speci- 
fication, the  patentee  si>eaks  again  and  again  of  his  inven- 
tion as  a  hard  rubber  plate,  and  he  describes  minutely  the 
process  or  mode  of  making  it  After  having  mentioned  the 
arrangement  of  the  teeth  in  a  mold,  he  says :  "The  plaster 
mold,  with  the  teeth  adhering  therein,  is  now  filled  with 
soft  rubber,  a  little  at  a  time,  pressed  in  with  the  finger,  or 
in  any  other  convenient  way,"  etc.,  etc.,  etc.  "I  then  lock 
the  rubber  plate  in  position  by  shutting  theotherhalf  of  the 
plaster  mold  over  it,  to  insure  its  retaining  its  exact  form 
while  warming,  and  then  heat  or  bake  it  in  an  oven,  or  in 
any  other  suitable  way.  The  soft  rubber,  or  gum,  so  in- 
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sorted  in  the  mold,  is  to  be  compounded  with  sulphur, 
rubber,  etc.,  in  the  manner  prescribed  in  the  patent  of  Nel- 
son Goodyear,  dated  May  6,  A.  D.  1851,  for  making  hard 
rubber,  and  is  to  be  subjected  to  suflScient  heat  to  vulcanize 
or  harden  it,  substantially  as  directed  in  that  patent ' '  Thus 
it  appears  that,  whatever  the  material  used  in  the  construc- 
tion, a  dental  plate,  according  to  the  patent,  was  required 
to  undergo  a  process  of  vulcanization  in  the  manufacture, 
and  to  be  made  what  it  is,  whether  denominated  rubber, 
hard  rubber,  vulcanite,  or  other  elastic  material,  by  that 
process.  Every  substance  not  capable  of  vulcanization  by 
that  process  was,  therefore,  necessarily  excluded  from  the 
reach  of  the  patentee's  invention.  Nothing  could  more 
plainly  show  that  a  dental  plate  made  of  any  other  material 
than  a  compound,  vulcanized  according  to  Nelson  Good- 
year' s  process,  was  not  intended  by  the  patentee  and  by  the 
Patent  OflSce  to  be  covered  by  the  patent.  By  Goodyear' s 
patent,  caoutchouc,  or  soft  rubber,  is  converted  into  hard 
rubber ;  that  is,  vulcanized,  by  mixing  sulphur  with  it  in 
about  the  proportions  of  from  four  ounces  to  a  half  pound 
of  the  former  to  a  pound  of  the  rubber,  and  then  heating 
the  compound  during  a  period  of  from  three  to  six  hours, 
to  the  temperature  of  from  two  hundred  and  sixty  to  two 
hundred  and  seventy-five  degrees  of  Fahrenheit.  The  use 
of  that  process  was  made  indispensable  to  the  invention  (a), 
and  it  was  the  product  of  that  which  (6)  was  the  material 
of  which  the  patented  plate  is  constructed.  If,  when  the 
patent  was  granted,  there  were  known  substances,  other 
than  rubber  or  caoutchouc,  gutta-percha,  or  gums,  that  could 
be  vulcanized  by  the  Goodyear  process,  and  converted  from 
a  soft  into  a  hard,  elastic  material,  any  use  of  that  material 
for  a  dental  plate  might  have  been  an  equivalent  for  the 
Cummings  material,  and  an  infringement  of  his  patent. 

This  construction  of  the  patent  is  confirmed  by  the  avowed 
understanding  of  the  patentee,  expressed  by  him,  or  on  his 

109  V.  S.  ff26-SS7. 

(a)  otto  subetitutes  for  from  a  to  &  ''and  ite  product" 


538  GOODYEAR  D.  V.  00.  v.  DAVIS.       [Sup.  Ct 

Opinion  of  the  court 

behalf,  when  his  application  for  the  original  patent  was 
pending.  We  do  not  mean  to  be  understood  as  asserting 
that  any  correspondence  between  the  applicant  for  a  patent 
and  the  Commissioner  of  Patents  can  be  allowed  to  enlarge, 
diminish,  or  vary  the  language  #f  a  patent  afterwards  issued. 
Undoubtedly,  a  patent,  like  any  other  written  instrument, 
is  to  be  interpreted  by  its  own  terms.  But  when  a  patent 
bears  on  its  face  a  particular  construction.  Inasmuch  as  the 
specification  and  claim  are  in  the  words  of  the  patentee,  it 
is  reasonable  to  hold  that  such  a  construction  may  be  con- 
firmed by  what  the  patentee  said  when  he  was  making  his 
application.  The  understanding  of  a  party  to'  a  contract 
has  always  been  regarded  as  of  some  importance  in  its  inter- 
pretation. 

In  his  letter  to  the  Commissioner,  under  date  of  July  30, 
1855,  written  by  his  attorney,  after  striking  outaU  reference 
to  gutta-percha,  he  said  :  ' '  I  beg  the  office  not  to  consider 
that  because  gutta-percha  has  been  used  heretofore  with 
artificial  teeth,  Mr.  Cummings'  invention  is,  therefore,  the 
mere  substitution  of  one  substance  for  another  and  a  similar 
one."  The  vulcanizing  process  makps  all  the  difference, 
and  changes  the  article  of  manufacture  entirely.  So  in  his 
letter  of  the  same  date  he  amended  his  specification  so  as  to 
make  it  read :  "  I  do  not  claim  the  use  of  gutta-i)ercha,  or 
of  any  material  which  is  merely  rendered  plastic  by  heat 
and  hardened  by  cooling,  in  the  manufacture  of  sets  of  arti- 
ficial teeth  ;  but  what  I  do  claim  as  my  invention,  and  de- 
sire to  have  secured  to  me  by  letters  patent,  is  the  improve- 
ment in  the  manufacture  of  sets  of  mineral  or  other  arti- 
ficial teeth,  which  consists  in  combining  them  with  a  rubber 
plate  and  gums,  which  (after  the  insertion  of  the  teeth)  are 
vulcanized  by  Goodyear' s  process,  or  any  other  process." 

On  a  renewed  application.  Dr.  Cummings  was  informed 
that  the  office  would  not  object  to  the  admission  of  a  claim 
limited  to  the  use  of  vulcanite  or  hard  rubber.  In  response 
to  this  he  amended  his  claim  by  inserting  the  word  "hard  " 
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before  ' '  rubber, ' '  and  also  by  striking  out  the  word  '  ^  other ' ' 
before  the  words  ' '  elastic  material, ' '  in  the  claim  as  previously 
made,  and  substituting  therefor  the  words  *' vulcanite,  i.  e, 
an,"  so  as  to  make  it  read,  "  forming  the  plate  and  gums  in 
which  the  teeth  are  inserted  in  one. piece  of  hard  rubber,  or 
vulcanite,  /.  e.  an  elastic  material."  Thus  the  patent  was 
granted.  In  view  of  this  there  can  be  no  doubt  of  what 
Cummings  understood  he  had  patented,  and  that  both  he 
and  the  Commissioner  regarded  the  patent  to  be  for  a  man- 
ufacture made  exclusively  of  vulcanites  by  the  detailed  pix)- 
cess.  We  think  this,  to  some  extent,  at  least,  tends  to  con- 
firm the  conclusions  at  which  we  have  arrived  in  interpret- 
ing the  patent  by  its  own  language.  Indeed,  we  have 
heretofore  expressed  doubts  whether  reissued  letters  patent 
can  be  sustained  in  any  case  where  they  contain  claims  that 
have  once  been  formally  disclaimed  by  the  patentee,  or  re- 
jected with  his  acquiescence,  and  he  has  consented  to  such 
rejection  in  order  to  obtain  his  letters  patent.  Leggett  v, 
Avery,  101  U.  S.  256  [p.  369,  ante.^  If  these  doubts  be  well 
founded  and  the  claim  of  the  reissued  letters  now  before 
us  be  what  these  complainants  insist  it  is,  a  claim  for  the 
use  of  any  other  material  than  vulcanite  or  some  substance 
capable  of  vulcanization,  another  question  might  arise  re- 
specting the  validity  of  the  reissue. 

We  have  extended  our  remarks  sufficiently  upon  this 
branch  of  the  case.  It  remains  to  inquire  whether  the  man- 
ufacture, by  the  defendant,  of  dental  plates,  out  of  the  ma- 
terial known  as  celluloid,  or  solid  collodion,  is  an  infringe- 
ment of  the  Cummings  reissue.     We  think  it  is  not. 

Celluloid  is  a  substance  of  a  comparatively  recent  discov- 
ery. Whether  it  was  known  at  the  time  Cummings  made 
his  invention,  or  even  at  the  time  when  his  original  patent 
was  granted,  we  do  not  care  now  to  inquire.  It  is  sufficient 
for  this  case  that  we  consider  what  it  is.  It  is  a  compound 
of  vegetable  fiber,  cellulose  or  gun-cotton.  Undoubtedly  it 
can  be  employed  for  manufacturing  dental  plates,  and  as 
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the  base  for  artificial  teeth.  Such  a  plate  may  have  the 
fineness,  lightness,  and  elasticity  of  a  plate  made  of  hard 
rubber  by  the  Cummings  process ;  but  it  is  a  substance 
very  different  from  hard  rubber,  and  it  is  incapable  of  the 
same  manipulation.  It  is  not  vulcanite,  and  neither  it  nor 
its  ingredients  is  capable  of  being  vulcanized.  It  contains 
no  sulphur  or  rubber.  None  of  its  constituents  are  vulcan- 
izing agents.  Camphor  does  not  perform  the  function  of 
sulphur.  Under  the  action  of  heat,  its  tendency  is  to 
soften  the  compounded  mass  rather  than  to  harden  it,  as 
sulphur  does  rubber.  When  the  ingredients  of  celluloid 
are  compounded  the  product  is  hard,  unlike  caoutchouc,  or 
gums  generally,  and  heat  softens  rather  than  hardens  it. 
When  employed  in  manufacturing  dental  plates,  the  pro- 
cess is  wholly  unlike  that  employed  in  making  hard  rubber 
or  vulcanite  plates.  It  is  put  into  a  mold,  it  is  true,  such 
as  was  known  and  in  use  before  the  Cummings  invention, 
but  it  is  put  in  in  a  hard  state,  in  its  natural  condition,  and 
not  soft  or  plastic  and  capable  of  being  pressed  around  the 
teeth.  The  mold  cannot  be  closed  until  heat  is  applied. 
When  that  is  applied,  the  jaws  of  the  mold  are  gradually 
screwed  together  as  the  celluloid  softens,  and  when  the 
jaws  come  together  the  plate  is  completed.  The  process  re- 
quires pressure  in  addition  to  heat  in  order  to  reduce  the 
plate  to  shape,  and  compress  it  around  the  teeth.  There  is 
no  heating  for  hours,  as  is  necessary  in  the  vulcanizing 
process.  Tlie  work  is  done  in  a  few  minutes.  When  al- 
lowed to  cool,  it  is  the  same  hard  and  bony  substance  it 
was  before  its  manipulation,  and  in  this  respect,  also,  it  is 
unlike  vulcanite.  It  is  obvious  from  all  this  that  neither  in 
the  nature  of  the  material  of  which  it  is  made,  nor  in  the 
process  of  manufacture,  which  is  an  essential  part  of  the 
Cummings  invention,  as  we  have  seen,  is  celluloid  plate 
substantially  the  same  as  one  made  of  hard  rubber. 

Nor  is  celluloid  an  equivalent  for  hard  rubber,  for  the 
reasons  already  suggested,  that  it  is  not  capable  of  vulcani- 
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zation,  and  that  it  cannot  be  made  into  a  plate  by  the  pro- 
cess prescribed  by  Cummings.  It  may  be  conceded  the 
patentee  is  protected  against  equivalents  for  any  part  of  his 
invention.  He  would  be,  whether  he  had  claimed  them  or 
not.  But  when  a  product  arrived  at  by  certain  defined 
stages  or  processes  is  patented,  only  those  things  can  be 
considered  equivalents  for  the  elements  of  the  manufacture 
which  i)erform  the  same  function  in  substantially  the  same 
way.  The  same  result  may  be  reached  by  different  pro- 
cesses, each  of  them  patentable,  and  one  process  is  not  in- 
fringed by  the  use  of  any  number  of  its  stages  less  than  all 
of  them. 

In  view  of  these  considerations,  we  are  constrained  to 
rule  that  a  celluloid  dental  plate  is  not  an  infringement  of 
the  Cummings  patent.  Celluloid  is  not  an  equivalent  for  the 
material  which  the  patent  makes  essential  to  the  invention, 
and  in  the  use  of  it  for  a  dental  plate,  the  process  which  is 
inseparable  from  the  invention  is  not,  and  cannot  be,  em- 
ployed. 

The  decree  of  the  Circuit  Court  iSy  therefore^  affirmed. 
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JOSEPH  GARNEAU,  APPELLANT,  v.  JAMES  DOZIER, 
AUGUSTUS  WEYL,  LEWIS  D.  DOZIER  AND  JOHN 
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Particular  patents  corhstrued,     Heissue  for  different    invention. 
Construction  of  reissues  in  view  of  state  of  art  at  date  oforigindL 

\.  Reissued  letters  patent  No.  4,026,  H.  Ball,  June  14,  1870,  Oven; 
held  to  be  for  a  different  invention  from  that  covered  by  the 
original  patent  No.  15,763,  September  23,  1866,  in' conformity 
with  Ball  V,  Langles,  102  U.  S.  128,  (p.  608  ante^)  and  is  invalid, 
(p.  666.) 

2.  Held  thzX  reissued  letters  patent  No.  6,397,  of  April  20,  1876, 
granted  to  Duncan  McEenzie,  (original  No.  28,130,  May  1, 
I860,)  Oven,  if  valid,  must  receive  a  very  limited  construction, 
in  view  of  the  state  of  the  art  as  shown  in  the  Hosea  Ball  pat- 
ent of  1866  and  the  Jennison  patent  of  February  1,  1869,  No. 
22,809.     (p.  666.) 

8.  To  determine  accurately  the  extent  of  the  invention  secured  by 
any  reissued  letters  patent  the  state  of  the  art  at  the  time  the 
original  patent  was  granted  must  be  considered,     (p.  668.) 

[Gltfttions  in  the  opinion  of  the  court:] 

Ball  V.  Langles,  102  U.  S.  128  [p.  508  ante.]    p.  656. 

Appeal  from  tlie  Circuit  Court  of  the  United  States  for 
the  Eastern  District  of  Missonri. 

The  case  is  fully  stated  by  the  court. 

For  the  specifications  and  drawings  of  the  Ball  reissue,  No. 
4,026,  June  14,  1870,  Oven,  see  BaU  v.  Langles,  102  U.  S. 
128,  [p.  608  aTVte.^  Those  of  the  McKenzie  reissue.  No.  6,3OT. 
are  as  follows : 

*S6e  Explanation  of  Notes,  page  III. 
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DUNCAN  McKENZIE,  OP  BROOKLYN,  NEW  YORK. 

Improvement  in  Bakers'  Ovens. 

Specification  forming  part  of  Letters  Patent  No.  28,130,  dated  May 
1, 1860;  Reissue  No.  3,020,  dated  April  10, 1870;  Extended  seven 
years;  Reissue  No.  6^397^  dated  April  20,  1875;  application 
filed  April  6,  1876. 

7b  all  whom  it  Tnay  concern : 

Be  it  known  that  I,  Duncan  McKenzie,  of  Brooklyn,  in 
the  county  of  Kings  and  State  of  New  York,  am  the  iirst 
and  original  inventor  of  certain  new  and  useful  Lnprove- 
ments  in  Bakers'  Ovens ;  and  I  do  hereby  declare  that  the 
following  is  a  full,  clear,  and  exact  description  of  the  same, 
reference  being  had  to  the  accompanying  drawing,  which 
forms  a  part  of  this  specification,  and  in  which — 

Figure  1  represents  a  transverse  vertical  section  of  an 
oven  embodying  my  said  invention,  the  section  being  taken 
on  the  plane  of  the  line  x  rp,  Pig.  2 ;  and  Pig.  2  is  a  i?ertical 
longitudinal  section,  taken  through  the  oven  in  the  plane 
indicated  by  the  line x xin  Pig.  1. 

This  invention  consists,  first,  in  the  combination,  in  an 
oven  for  baking  bread  and  other  substances,  of  the  following 
elements :  a  furnace  or .  fire-place,  (one  or  more, )  a  baking 
chamber  arranged  above  such  furnace  or  fire-place,  and  in 
direct  communication  therewith,  and  a  rotating  reel  located 
within  said  baking  chamber,  and  provided  with  gravitating 
pans  or  shelves,  arranged  or  hung  around  the  shaft  of  said 
reel  from  rods  attached  to  the  end  plates  or  arms  thereof, 
whereby  I  produce  a  continuously-baking  oven,  in  which 
the  bread  or  other  substances  are  subjected  to  the  direct  ac- 
tion of  the  gaseous  products  of  combustion  ascending  from 
the  lower  portion  or  bottom  of  the  oven ;  second,  in  an  ar- 
rangement of  flues  or  openings  communicating  from  the  fire- 
place or  fire-places  with  the  baking  chamber  directly 
through  the  fioor  of  the  latter ;  third,  in  certain  combina- 
tions and  arrangements  of  exit-flues,  as  will  be  hereinafter 
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described,  for  securing  a  proper  circulation  of  the  gaseous 
products  of  combustion  through  the  oven  or  baking  cham- 
ber, both  when  baking  and  when  lighting  rhe  lire.  The 
oven  represented  has  two  fire-places,  but  the  number  is  im- 
material to  the  invention. 

A  A  are  fire-places,  which  are  illustiuted  as  being  formed 
in  brick- work,  C,  with  their  grates,  B,  and  ash-pits  extend- 
ing back  a  suitable  distance  from  the  front,  as  represented 
in  dotted  lines  in  Fig.  2,  and  with  a  coal-ieceptacle,  H,  be- 
tween them.  From  the' back  of  each  fire-place  a  bed,  E,  of 
brick- work  is  built  up,  extending  to  the  rear  wall  of  the 
oven,  and  forming,  with  the  continuation  of  the  fire-place,  a 
horizontal  space  or  flue  extending  to  the  rear  of  the  oven. 
D  D  are  a  series  of  flues  or  oi)enings,  which  lead  oif  from 
the  fire-places  and  the  spaces  over  the  beds,  E,  and  communi- 
cate directly,  through  the  fioor,  C  C,  with  the  int-erior  of  the 
oven,  G,  which  is  arranged  above  the  masonry,  thereby 
establishing  direct  communication  between  the  fire-place 
and  baking  chamber.  These  short  flues  are  the  only  means 
of  escape  for  the  gaseous  products  of  combustion  from  the 
fire-places,  and  also  of  the  heat  from  the  furnace,  except 
what  little  will  be  absorbed  and  given  out  by  radiation  from 
the  brick-work  above  the  arch  in  the  oven,  and  they  (the 
flues)  are  sufficiently  numerous  to  allow  of  the  free  and 
rapid  passage  of  the  gaseous  products  of  combustion  from 
the  fire-places  directly  into  the  oven,  and  thek  diffusion 
through  the  oven.  Between  the  two  furnaces,  and  extend- 
ing from  the  front  to  the  rear  of  the  oven,  directly  under 
the  floor  thereof,  is  a  horizontal  flue,  I,  which  communicates 
with  a  vertical  flue,  I*,  extending  up  in  rear  of  the  oven, 
as  shown  by  Fig.  2,  and  forming  or  leading  to  the  chimney. 
The  horizontal  flue,  I,  communicates  with  the  oven  through 
holes  in  its  front  and  rear,  which  are  closed  by  valves,  K  K, 
Fig.  2,  which  valves  can  be  operated  from  the  front  of  the 
oven  by  means  of  dami)er-rods,  c  c.  This  flue,  I,  is  the  exit- 
flue,  by  which  the  gaseous  products  of  combustion  escape 
from  the  oven  through  the  oi)enings  of  the  valves,  K  K.   The 
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rear  end  of  the  flue,  I,  whinh  commumcates  with  the  flue,  I', 
is  enlai^ged  into  a  chamber,  and  bent  downward,  somewhat 
in  the  form  of  an  inverted  cone.  The  point  of  communica- 
tion with  the  flue,  I',  is  at  the  lower  part  of  this  chamber. 

By  this  enlargement  and  downward  projection  of  flue,  I, 
the  draft  of  flue,  I",  acta  equally  upon  the  contents  of  flue,  I, 
drawing  off  the  same  more  evenly  and  freely  than  if  the 
flue,  I,  were  continued  horizontally  out,  and  opened  directly 
into  flue,  I'. 

If  the  flue,  I,  were  extended  horizontally,  as  stated,  the 
draft  through  the  damper-opening  at  the  back  end  of  the 
flue,  I,  would  be  greater  than  the  corrt^ponding  opening  at 
the  opposite  end  ;  but,  by  the  enlargement  and  downward 
extension  of  the  rear  end  of  the  flue,  I,  the  draft  through 
both  damper-openings,  K,  is  rendered  uniform,  and  the  bak- 
ing operation  thus  improved,  and  fuel  saved. 

In  the  center  of  tbe  top  of  the  oven  is  a  valvular  opening, 
L,  which  communicates  with  the  main  flue,  I',  by  a  horizontal 
flue,  r,  as  cleai'Iy  represented  by  the  drawings.  In  the 
oven,  Q,  are  arranged  a  suitable  number  of  gravitating  pans 
or  shelves,  N,  which  are  hung  fn)m  a  reel  composed  of  rods, 
N',  extending  across  between  two  circular  revolving  plates, 
R  R,  which  are  turned  by  a  shaft,  S,  having  its  bearing  in 
each  side  of  the  oven.  The  pans  containing  the  bread  or 
other  substances  are  placed  on  these  swinging  shelves,  N, 
and  this  reel,  with  its  gravitating  pans  or  shelves,  is  caused 
to  revolve  by  turning  the  shaft,  S.  The  bread  on  all  the 
shelves  is  thus  made  to  receive  a  uniform  heat.  The  bread- 
pans  are  placed  in,  and  removed  from,  the  oven  through 
door,  P,  Pig.  2. 

When  the  fires  are  built  up  in  the  furnaces,  and  the  dam- 
pers in  the  top  of  the  oven  opened,  a  direct  ascending  draft 
will  take  place,  and  the  smoke  and  gases  of  combustion  will 
all  escape  through  the  flue,  P;  but  when  the  fires  are  well 
lighted  this  damper  should  be  closed,  and  either  or  both  of 
the  dampers, .  K  K,  in  the  lower  central  and  horizontal  flue,  I, 
may  be  opened,  or  partially  opened,  when  a  downward  draft 
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will  take  place,  and  the  heated  air  and  gaseons  products, 
which  enter  the  oven  or  baking  chamber  directly  from  the 
fire-places,  will  rise  to  the  top  of  the  oven  on  the  sides,  and 
then  descend  in  the  center  of  the  oven  to  the  central  flue,  I, 
and  escape  thence  up  the  main  flue,  V.  The  heated  air  and 
gases  will  thus  be  made  to  circulate  and  rotate  in  the  oven, 
and  diffuse  their  heat  through  the  'entire  oven  in  a  uniform 
and  rapid  manner. 

What  I  claim  as  my  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  The  combination  of  the  following  elements,  to  wit :  a 
furnace  or  fire-place,  (one  or  more, )  a  baking  chamber  ar- 
ranged above  such  furnace  or  fire-place,  and  in  direct  com- 
munication therewith,  and  a  rotating  reel  located  within 
said  baking  chamber,  and  provided  with  gravitating  pans  or 
shelves,  arranged  or  hung  around  the  shaft  of  said  reel  from 
rods  attached  to  the  end  plates  or  arms  thereof,  substanti- 
ally as  and  for  the  purpose  described. 

2.  A  system  of  flues  communicating  between  the  fire- 
places and  the  interior  of  the  oven  directly  through  the 
floor  or  bottom  of  the  latter,  substantially  as  herein  de- 
scribed. 

3.  The  combination  of  the  flues,  D,  escapes,  K  K,  and  flue, 
I,  in  the  lower  part  or  floor  of  the  oven,  C,  for  the  purpose 
herein  shown  and  described. 

4.  The  flue,  I,  having  its  rear  end  constructed  with  an  en- 
largement and  downward  extension,  in  combination  with 
the  flue,  I',  substantially  as  set  forth. 

5.  The  combination,  with  the  oven,  Q,  of  the  flues,  P  I'  I D, 
and  the  dampers,  K  K,  and  L,  as  and  for  the  purpose  herein 
shown  and  described. 

DUNCAN  Mckenzie. 

Witnesses: 
T.  J.  Keane, 
A.  J.  De  Lacy. 
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Messrs.  Robert  H.  Parkinson  a?id  John  B.  Hatch,  for 
appellant  : 

The  plan  of  the  McKenzte  oven  is  so  closely  followed  in  the 
defendants'  device  that  extrinsic  evidence  is  hardly  necessary 
to  show  that  it  was  iictnally  copied  from  it.  It  appears  that 
Hall,  who  designed  and  built  the  defendants'  oven,  had 
been  for  some  time  before  in  the  employ  of  McKenzie,  aa 
his  agent  for  the  construction  of  his  oven  ;  that  while  thus 
engaged  he  learned  its  value  and  popularity,  and  conceived 
the  idea  of  making  the  alight  changes  of  form  which  ap- 
pear in  the  defendants'  oven,  and  immediately  went  to 
building  these  ovens  on  his  own  behalf  and  as  a  competitor 
with  the  employer  from  whom  he  learned  the  principles  of 
their  construction. 

Tlie  specifications  and  claims  of  the  reissued  patents  are 
not  merely  closely  limited  to  what  is  shown  in  the  original 
or  the  accompanying  drawings  and  models.  They  both  fol- 
low almost  in  identical  terms  the  description  of  the  inven- 
tions found  in  the  original  specifications.  The  claims  do 
not  embrace  and  refer  to  any  features  not  fully  described  in 
the  original. 

In  neither  the  original  nor  the  reissued  patent  is  the  claim 
limited  by  express  terms  to  any  particular  direction  of  flues 
or  connections  between  the  baking  chamber  and  the  fur- 
nace. In  each  the  direction  of  the  connections  shown  and 
described  is  identically  the  same.  In  ea<'h  the  essential 
thing  is  the  introduction  of  the  direct  product  of  combus- 
tion into  the  baking  chamber  containing  the  reel  and  swing- 
ing platform. 

If  Ball  was  the  first  inventor  of  the  combination  he  was 
undoubtedly  entitled  in  his  reissue  to  claim  it  without  limi- 
tations as  to  the  direction  of  the  connecting  force  other  than 
that  they  extend  from  the  furnace  into  the  baking  chamber 
BO  as  to  convey  the  products  of  combustion  into  that  cham- 
ber. The  statement  in  the  reissue  that  the  invention  is  not 
confined  to  the  exact  direction  of  these  flues  cannot  vitiate 
the  patent. 
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The  reissue  does  not  claim  or  intimate  that  direct  connec- 
tion is  any  part  of  Ball's  invention.  If  it  did,  it  might  be 
objectionable  as  new  matter.  Even  then  it  would  not  viti- 
ate other  claims  for  features  fully  described  in  the  original. 

The  insertion  of  this  phrase  cannot  extend  the  Ball  pat- 
ent beyond  what  is  shown  in  the  original. 

In  Carver  v,  Springfield  Mnfg.  Co.,  2  Story,  432,  Justice 
Story  says :  "If  the  description  of  the  combination  of  the 
thickness  and  slope  of  the  front  and  back  surfaces  of  the  rib 
were  a  part  of  the  plaintiffs  original  invention,  and  were 
not  fully  stated  in  the  original  specification,  that  is  exactly 
such  an  effect  as  the  patent  acts  aUow  to  be  remedied."  This 
has  been  the  construction  put  upon  the  law  by  the  Supreme 
Court,  and  with  few  exceptions,  by  the  Circuit  Courts  ever 
since. 

Seymour  v.  Osborne,  11  Wall.  516  [8  Am.  &  Eng.  290 ;] 
Corn-Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1 ;] 
Marsh  v.  Seymour,  97  U.  S.  348  [p.  53,  arUe ;]  Rubber  Co. 
t).  Goodyear,  9  Wall.  788  [8  Am.  &  Eng.  150.] 

Messrs.  Edward  Boyd  and  E,  E.  Woody  for  appellees : 
Ball  did  not  invent  the  revolving  reel ;  nor  an  oven  with 
a  revolving  reel ;  nor  was  he  the  first  to  pass  the  products 
of  combustion  into  and  through  the  bread  chamber ;  nor 
was  he  the  first  to  provide  automatic  devices  for  the  deliv- 
ery of  the  bread  when  baked ;  but  so  far  as  we  know  he 
was  the  first  to  construct  a  double-chamber  oven,  the  inner 
one  of  which  had  three  of  its  walls  numerously  pierced  and 
its  fioor  solid,  together  with  the  tripping  device.  Hence 
his  original  claim  was  i)erfectly  legitimate,  if  useful,  as  it 
combined  the  old  elements  with  the  new. 

But  this  infinitesimally  small  and  particularly  worthless 
invention  certainly  cannot  be  the  foundation  for  rendering 
the  patent  so  elastic  as  to  suppress  the  use  of  useful  de- 
vices which  do  not  in  any  way  employ  his  perforated  walls. 
Burr  V.  Duryee,  1  Wall.  577  [7  Am.  &  Eng.  224.] 
The  practice  of  the  Patent  Office  has  been  to  give  a  very 
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liberal  construction  to  the  act  providing  for  reissues,  very 
often  allowing  claims  in  the  reissue  which  had  been  refused 
on  the  original  application,  and  the  history  of  patents  in 
courts  shows  that  nearly  every  claim  which  has  been  de- 
clared to  be  broader  than  the  invention  is  found  in  a  reis- 
sued patent,  and  ' '  it  is  through  this  door  of  new  matter 
that  so  many  frauds  have  crept  into  reissues,  and  so  much 
injustice  has  been  done  to  subsequent  inventors  of  valuable 
improvements." 

A  fair  test  of  whether  the  claim  is  not  broader  than  the 
invention,  will  be  to  read  it  in  connection  with  the  original 
specification,  model  and  drawing ;  and  this  test  we  invite, 
as  we  think  it  will  clearly  appear  that  the  words  of  the 
claim,  "  so  arranged  and  connected  that  the  products  of  com- 
bustion will  pass  into -or  through  the  chamber  within  which 
the  bread-holder  moves, ' '  are  not  resjxjnsive  to  anything  de- 
scribed in  the  specification  or  shown  in  the  model. 

Ball  and  McKenzie  seem  to  have  had  the  same  object  in 
view,  viz :  to  secure  a  uniform  temperature  throughout  the 
baking  chamber. 

The  slight  structural  difference  between  the  Ball  and  Mc- 
Kenzie ovens  is  referred  to  by  the  Commissioner  of  Patents 
on  the  extinction  of  the  patent  of  the  former,  and  the  con- 
struction of  ovens,  like  those  used  by  the  complainant,  sug- 
gested thus:  "the  application  for  extension  is  passed  by 
Duncan  McKenzie  to  whom  letters  patent  were  granted  May 
1,  1860,  for  improvement  in  bakers'  ovens,  in  which  sub- 
stantially the  same  oven  was  described,  except  that,  instead 
of  introducing  the  products  of  combustion  into  the  oven 
through  apertures  in  the  side  and  rear  walls,  sua  in  Ball's 
oven,  he  uses  short  inclined  flues,  extending  from  the  top 
of  tlie  arches  of  his  furnace  to  a  point  in  the  floor  of  the 
oven  near  the  side  walls.  So  far  as  this  arrangement  is 
shown  in  McKenzie' s  patent,  it  does  not  seem  materially  dif- 
ferent in  effect  from  the  lower  row  of  apertures  in  Ball's 
oven.    Com.  Decisions,  1870,  p.  110. 
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Mr.  Justice  Strong  delivered  the  opinion  of  the  court : 

The  bill  of  the  complainant  is  founded  upon  two  pat- 
ents, the  first  of  which  is  a  reissue  granted  to  Hosea  Ball  on 
the  14th  day  of  June,  1870,  and  extended  for  seven  years 
from  September  23d,  1870.  Tlie  original  letters  were  granted 
to  Ball  September  23d,  1866,  for  an  alleged  *'new  and 
useful  improvement  in  ovens."  This  patent  was  surren- 
dered and  reissued  October  12th,  1869,  and  again  on  the 
14th  of  June,  1870.  The  second  patent  set  forth  in  the  bill 
was  granted  to  Mary  Ann  Elizabeth  McKenzie,  on  the  1st 
of  May,  1860,  also  "for  a  new  and  useful  improvement  in 
ovens."  It  was  surrendered  and  reissued  April  19th,  1870 ; 
reissued  again  April  20th,  1875,  assigned  to  Duncan  Mc- 
Kenzie March  24th,  1874,  and  extended  for  seven  years 
from  May  1st,  1884.  By  sundry  assignments,  these  ex- 
tended reissues  have  become  the  property  of  the  complain- 
ant, and  it  is  of  alleged  infringements  of  these  latest  re- 
issues, extended  as  they  were,  that  the  plaintiff  complains. 

(a)  Among  the  defences  set  up  in  the  answer  of  the  de- 
fendants, is  one  that  strikes  at  the  validity  of  the  reissue  of 
the  Ball  patent.  It  is  insisted  that  the  reissue  is  not  for 
the  same  invention  as  that  for  which  the  original  patent 
was  granted,  but  is  ''For  more  and  other  matters  and 
things  than  those  of  which  he  was  the  original  and  first  in- 
ventor, and  more  than  were  described  or  included  in  the 
specification  attached  to  said  original  patent  granted  to 
him,  or  shown  in  the  drawing  attached  thereto,  or  in  the 
model  forming  part  of  the  application  for  said  patent." 

It  is  hardly  necessary  to  say,  that  if  the  reissue  is,  in 
fact,  what  the  answer  alleges  it#to  be,  if  it  is  not  for  the 
same  invention  as  that  described  or  shown  in  the  specifica- 
tion of  the  original  imtent,  or  in  the  drawings  or  model  ac- 
companying it,  and  if  this  clearly  appears  from  a  compari- 
son of  the  two  Intents,  the  ori^nal  and  the  reissue,  then 
the  reissue  is  invalid.    The  question  is  not  a  new  one  in  this 
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court.  It  was  before  us  in  the  recent  case  of  Ball  v.  Langles 
et  aL ,  decided  at  this  Term,  102  U .  S.  1 28  [p.  508,  ante^  ]  in  which 
we  held  the  reissue  to  be  void.  We  expressed  our  opinion 
in  that  case  that,  in  the  original  specification,  drawing,  or 
model  of  Ball's  patent,  there  was  no  hint  of  conducting  the 
products  of  combustion  from  a  fire-chamber  under  or  below 
an  oven  directly  into  or  through  the  baking-chamber,  but 
that  what  was  claimed  or  exhibited  was  conducting  the 
heat  or  other  products  of  combustion  into  fines  leading 
from  the  fire-chamber  and  exterior  to  the  baking-chamber, 
towards  the  chimney,  and  permitting  no  access  to  the  inte- 
rior chamber  or  the  oven,  except  through  perforations  in  its 
side  or  back  walls.  By  that  arrangement  the  oven  was 
principally  heated  by  radiation  from  its  sides,  and  not  at 
all  by  radiation  directly  from  the  fire-chamber.  But  the 
reissue  was  for  a  very  different  arrangement.  It  claimed 
an  invention  for  passing  the  heat  or  products  of  combustion 
directly  from  the  fire-chamber  into  the  oven,  not  by  any 
circuitous  route,  but  immediately  through  apertures  in  the 
bottom  of  the  oven,  sus  well  as  indirectly  through  perfora- 
tions in  the  side  flues.  This  we  regarded  as  radically  dif- 
ferent from  the  original  invention;  as  new  matter,  for 
wliich  the  reissue  was  unauthorized.  We  have  seen  in  this 
case  no  reason  for  changing  the  opinion.  The  Ball  reissue, 
therefore,  is  held  to  be  invalid,  and  its  further  considera- 
tion may  be  dismissed  from  the  case. 

We  pass,  then,  to  a  consideration  of  the  McKenzie  pat- 
ent, the  only  one  that  confers  any  rights  upon  the  plaintiff.  (6) 
The  original  was,  as  we  have  seen,  granted  on  the  1st  day 
of  May,  1860.  There  have  been  two  reissues,  the  first 
granted  April  19th,  1870,  and  second  April  20th,  1875,  after 
an  extension  had  been  allowed. 

The  invention,  as  described  in  the  patent,  consists,  firsts 
in  the  combination  in  an  oven  for  baking  bread  and  other 
substances,  of  the  following  elements :    ^'  A  furnace  or  fiie- 
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place,  one  or  more ;  a  baking  chamber  arranged  above  such 
furnace  or  fire-place  and  m  direct  communication  there- 
with, and  a  rotating  reel  located  within  said  baking  cham- 
ber, and  provided  with  gravitating  pans  or  shelves  arranged 
or  hung  around  the  shaft  of  said  reel  from  rods  attached  to 
the  end  plates  or  arms  thereof,"  by  which,  as  the  specifica- 
tion declares,  the  patentee  produced  a  ' '  continuously-bak- 
ing oven,  in  which  the  bread  or  other  substances  are  sub- 
jected to  the  direct  action  of  the  gaseous  products  of  com- 
bustion, ascending  from  the  lower  portion  or  bottom  of  the 
oven."  Second,  "In  an  arrangement  of  flues  or  openings 
communicating  from  the  fire-place  or  fire-places  witli  the 
baking  chamber,  directly  through  the  floor  of  the  latter;" 
and,  third,  ^^In  certain  combinations  and  arrangements  of 
exit-flues  *  *  *  for  securing  a  proper  circulation  of  the 
gaseous  products  of  combustion  through  the  oven  or  bak- 
ing chamber,  both  when  baking  and  lighting  the  fire." 
Having  thus  stated,  generally,  the  nature  and  object  of  his 
invention,  the  patentee  proceeded  to  describe  the  construc- 
tion and  arrangements  by  which  the  oven  is  heated.  From 
the  back  of  each  furnace  or  fire-place  a  flue  is  constructed 
extending  horizontally  to  the  rear  end  of  the  oven.  Prom 
the  fire-places  and  along  those  flues  a  series  of  oi)enings  is 
made  through  the  floor  of  the  oven,  communicating  with  its 
interior.  Between  the  two  furnaces  and  extending  from  the 
front  to  the  rear  of  the  oven,  directly  under  the  floor,  an- 
other flue  is  constructed  communicating  with  a  vertical  flue 
at  the  rear  of  the  oven,  which  leads  to  the  chimney.  In 
this  latter  horizontal  flue  there  are  openings  into  the  bak- 
ing chamber  at  its  front  and  rear,  which  may  be  closed  by 
valves  operated  from  the  front.  This  flue  is  the  exit-flue,  by 
means  of  which  the  gaseous  products  of  combustion  escape 
from  the  oven  through  the  valvular  openings.  In  the  cen- 
ter of  the  top  of  the  oven  there  is  also  a  valvular  opening 
communicating  by  a  horizontal  flue  with  the  vertical  flue 
that  leads  to  the  chimney,  which  is  also  an  exit  for  the  pro- 
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ducts  of  combustion.  Having  thus  described  the  arrange- 
ments for  heating  the  oven,  the  specification  next  pro- 
ceeded to  set  forth  the  arrangements  for  the  reel  with  ita 
gravitating  pans  or  shelves.  These  it  is  unnecessary  to 
notice  particularly. 

The  specification  claims  five  combinations,  the  first  of 
which  only  is  charged  to  have  been  infringed  by  the  de- 
fendants. It  is  as  follows:  "The  combination  of  the  fol- 
lowing elements,  to  wit:  a  furnace  or  fire-place  (one  or 
more,)  a  baking  chamber  arranged  above  such  furnace  or 
fire-place,  and  in  direct  communication  therewith,  and  a 
rotating  reel  located  within  said  baking  chamber  and  pro- 
vided with  gravitating  pans  or  shelves  arranged  or  hung 
around  the  shaft  of  said  reel  from  rods  attached  to  the  end 
plates  or  anus  thereof,  substantially  as  and  for  the  purpose 
described." 

To  determine  accurately  the  extent  of  the  invention  se- 
cured by  this  patent,  the  state  of  the  art  at  the  time  when 
the  original  patent  was  granted  (May  1,  I860,)  must  be  con- 
sidered. Before  that  time,  ovens  were  well  known,  and 
they  had  been  constructed  with  a  baking  chamber,  a  fire- 
place or  furnace  (one  or  more)  arranged  immediately  under 
the  chamber,  and  with  a  rotating  reel  located  within  the 
chamber,  and  revolving  around  a  horizontal  shaft,  the  reel 
provided  with  gravitating  shelves  or  pans  suspended  on 
rods  attached  to  its  arms.  Some  of  these  ovens  were  ar- 
ranged so  that  a  portion  of  the  heated  products  of  combus- 
tion should  pass  into  and  through  the  baking  chamber, 
though  indirectly  by  a  circuitous  route.  Such  was  the  Car- 
rot oven  patented  in  France  in  1840,  and  notably  the  oven 
patented  to  Hosea  Ball  in  1856.  And  the  Jennison  oven  in 
use  in  the  spring  of  1859,  and  patented  February  Ist,  1859, 
was  constructed  so  as  to  admit  the  products  of  combustion 
directly  from  the  fire  or  furnace  into  the  baking  chamber. 
It  is  obvious,  therefore,  that  if  the  McKenzie  patent  can  be 
sustained  at  all,  it  must  receive  a  very  limited  construction. 
iM  V.  a.  flsa-au. 
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The  element  of  the  combination  which  relates  to  the  com- 
munication between  the  furnace  or  fire-place  and  the  inte- 
rior of  the  oven  must  be  restricted  to  the  peculiar  structural 
arrangement  by  which  the  products  of  combustion  are  ad- 
mitted into  the  baking  chamber. 

They  are  admitted,  as  we  have  seen,  through  openings  in 
the  arch  or  top  of  the  furnace,  and  through  the  floor  of  the 
oven  along  the  flues  extending  rearward  from  the  furnace 
to  the  back  part  of  the  oven.  But  the  oven  has  a  floor 
which  separates  it  from  the  fire-chamber.  The  communica- 
tion with  the  baking  chamber  is  by  means  of  flues,  short  it 
may  be,  but  admitting  the  products  of  combustion  into  the 
baking  chamber  only  at  intervals,  and  always  near  the  side. 
Manifestly,  neither  such  an  arrangement  nor  anything  equiv- 
alent to  it  is  found  in  the  defendants'  ovens.  Iq  them 
the  bottom  of  the  baking  chamber  is  not  separated  by  any 
partition  or  diaphragm  from  the  fire-chamber  or  furnace, 
and  there  are  no  flues  to  conduct  the  generated  heat  into  the 
chamber.  The  cliarge  of  infringement  is,  therefore,  not 
sustained. 

The  decree  of  t?ie  Circuit  Court  dismissing  the  bill  is 
affirmed  with  costs. 

109  U.  S.  934-9Sff. 

Patent  in  suit  t 

No.  15,753.     Ball,  H.     September  23,  1856.     Reissue  No. 

4,026.     June  14,  1870.     Oven  a. 
No.   28,130.    McKenzie,   D.     May  1,  1860.     Reissue  No. 

6,397.     April  20,  1875.     Oven. 


Other  Surrs  on  Same  Patekt  : 

Ball  v.  Withington,  1874.  1  Ban.  ft  Ard.  549 ;  6.0.  G.  933  a. 
Ball  t;.  Langles,  1880.  102  U.  S.  128  [p.  508,  ante]  a. 
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ADDISON  C.  FLETCHER,  APPELLANT,  v.  MARSHALL 

B.  BLAKE.^ 

Bk.  20,  li.  ed.  166.    Oct.   Term,  1880. 
[19  O.  G.  221.] 
Argaed  November,  1880.     Decided  December  6,  1880. 
Particular  patent  construed  and  held  not  infringed. 

1.  Letters  patent  No.  91,108,  A.  C.  Fletcher,  June  8,  1869,  Post- 
age Stamp,  for  an  invention  consisting  of  a  postage  or  revenue 
stamp  having  a  portion  of  its  surface  composed  of  thin  or 
fragile  paper  or  other  suitable  material  loosely  attached,  and 
on  which  a  portion  of  the  design  or  other  matter  is  printed, 
held  not  infringed  by  a  stamp  composed  of  one  continuous 
piece  of  paper,  of  uniform  thickness,  upon  the  face  of  which  is 
certain  printed  or  engraved  matter,  with  blank  spaces,  in  which 
are  inserted,  at  the  appropriate  time,  certain  figures  and  names 
required  by  law  to  appear  upon  revenue  stamps,  which  blank 
spaces  are  prevented  from  adhering  to  the  barrel  by  the  inter- 
position of  a  red  slip  of  blank  paper  attached  to  the  back  and 
outside  edges  of  the  stamp,     (p.  567.) 

[CStatioiis  in  the  opinion  of  the  conrt :] 

Feather  v.  Queen,  6  Best  &  S.  257.    p.  568. 

Walker  v.  Congreye,  1  Carp.  Pat.  Cas.  356.    p.  568. 

IHzon  V.  Small  Anns  Co.,  L.  R.  10  Q.  B.  130.    p.  568. 

Barns  o.  United  States,  12  WaU.  246  [8  Am.  &  £ng.  458.]    p.  56a 

Gammeyer  v.  Newton,  94  U.  S.  225  [11  Am.  &  £ng.  9a]    p.  568. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Southern  District  of  New  York. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  Fletcher  patent  are 
as  follows : 

*See  Explanation  of  Notes,  page  IIL 
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ADDISON  C.  FLETCHER,  OF  NEW  YORK,  N.  Y. 

Improvement  in  Postage-Stamps,  etc. 

Specification  forming  part  of  Letters  Patent  Xo.  91,108,  dated 
June  8,  1869. 

7b  all  whom  U  may  coTicem : 

Be  it  known  that  I,  Addison  0.  Fletcher,  of  the  city, 
county,  and  State  of  New  York,  hare  invented  a  new  and 
useful  Improvement  in  Stamps,  applicable  to  internal  reve- 
nue and  other  purposes,  of  which  the  following  is  a  fuU, 
clear,  and  exact  description,  reference  being  had  to  the  ac- 
companying drawing,  forming  part  of  this  specification, 
and  in  which— 

Figures  1  and  2  represent  face  views  and  longitudinal 
sections  of  an  internal  revenue  stamp  made  in  accordance 
with  my  improvement,  according  to  two  modifications 
thereof. 

Similar  letters  of  reference  indicate  corresponding  parts. 

My  invention  consists  in  providing  the  stamp  with  a  flap  or 
flaps  coveringaportionof  its  face,  and  aiTanging  the  vignette, 
design,  or  printed  matter  on  said  stamp  to  extend  over  the 
flap  or  flaps  and  remaining  or  uncovered  portion  of  sjud 
face  or  body  of  the  stamp. 

By  this  application  of  my  invention  as  applied  to  an  ad- 
hesive stamp,  whether  for  internal  revenue  or  other  pur- 
poses, said  stamp  may  be  canceled  by  tearing  off  the  flap  or 
flaps,  which,  if  necessary,  may  be  preserved  as  evidence  of 
the  cancellation ;  or,  where  not  required  to  be  preserved, 
the  flap  or  flaps  may  either  be  torn  off  and  tiirown  away, 
or  be  so  mutilated  by  the  act  of  canceling,  as  heretofore 
practiced  on  postage-stamps,  (which,  and  other  adhesive 
stamps,  my  invention  is  eqnatly  applicable  to,)  as  that  it 
will  be  imix)ssible  to  use  the  same  stamp  over  again  without 
detection  of  the  fraud. 

Referring  to  the  drawing,  a  is  the  main  body  of  an  in- 
ternal revenue  stamp,  of  the  paper  ordinarily  used,  having 


'mr, 


-/A^'"^*'  •**v 


660  FLETCHER  v.  BLAKE.  [Sop.  Ct, 

Argument  of  counsel. 

Messrs.  TreadweU  Clecdand  and  Joseph  CJioate,  for  ap- 
pellant : 

The  two  stamps  are  identical.  Each  works  in  precisely 
the  same  way,  when  in  practical  use,  for  the  same  puipose, 
and  with  the  same  result. 

The  claim  of  the  patent,  a  revenue  stamp  having  a  por- 
tion of  its  surface  loosely  attached,  is  an  exact  description 
of  the  working  purts  of  both  the  complaintant's  and  defend- 
ant's stamps,  and  there  is  added  to  the  claim  the  words 
'*  substantially  as  and  for  the  purpose  set  forth, " 

The  patent  is  to  be  construed  in  a  liberal  spirit  This  is 
the  universally  accepted  law,  id  res  magis  oaleat  quam  pe- 
reat. 

Francis  v.  Mellor,  5  FHsh.  167  ;  Curtis  on  Pats.,  %  225 ;  Tay- 
lor ».  Gfarretson,  5  Fish.  124 ;  Merrill  v.  Yeomans,  94  U,  S. 
572  [11  Am.  &  Eng.  203.] 

A  search  through  the  books  has  failed  to  show,  in  any 
case  of  infringement,  two  machines  more  nearly  identical 
than  the  stamps  in  question,  and  in  Imhaeuser  v.  Buerk, 
101  U.  S,  647  [p.  443,  ante']  the  differences  between  the 
machine  held  to  be  an  infringement  and  the  complain- 
ant's machine,  were  a  thoosandfold  more  striking  than  the 
difference,  if  any  there  be,  between  the  stamps  in  question. 

Substantial  identity,  thfough  equivalent  modes  of  opera- 
tion, producing  the  same  practiiml  result,  if  established, 
must  sustain  the  bill ;  and  though  tlie  defendant's  stamp 
should  be  held  to  be  an  improvement  over  that  of  the  com- 
plainant, still,  if  the  mechanical  constnictlon  is  the  same  in 
all  that  constitutes  the  principles  or  modes  of  operation  of 
the  machine,  and  gives  it  efficiency,  it  is,  nevertheless,  an 
infringement. 

Smith  V.  Nichols,  21  Wall.  118  [9  Am.  A  Eng.  425  ;]  Mason 
B.  Grabam,  23  Wall.  275  [10  Am.  &  Eng.  107;]  Corn-Planter 
Patent,  23  Wall.  181  (10  Am.  &  Eng.  1 ;]  Sewall  v.  Jones, 
91  U.  S.  183  [10  Am.  &  Eng.  836 ;]  Adams  ».  Joliet  Mnfg. 
Co.,  12  O.  G.  93 ;  Hart,  Bliven  &  Co.  n.  Sergeant  &  Co.,  14 
O.  G.  46  ;  Union  Metallic  Cart.  Co.  v.  U.  S.  Cart.  Co.,  11  O. 
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G.  1113 ;  Ketcham  v.  Darling,  14  O.  G.  673 ;  Water-Meter 
Co.  z).  Desper,  101  U.  S.  332  [p.  380,  ante.} 

Mr.  S.  F.  Phillips^  Solicitor -OeTieral^  for  appellee : 
Appellant's  schedule  did  not  include  a  flap  secured  to  the 
back  of  the  stamp.  It  may  be  that  the  same  result  might 
be  obtained  by  securing  a  flap  to  the  back  of  the  stp,mp,  but 
results  are  not  patentable ;  and,  moreover,  it  appears  from 
the  record  that  the  result  of  cancellaiion  of  stamps^  which 
is  the  purpose  of  Fletcher's  patent,  is  not  the  result  aimed 
at  by  the  device  in  question,  but  that  such  result  is  only 
identificaiion  of  packages  of  taxable  articles. 

I.  There  was  no  infringement. 

II.  Patents  for  inventions  do  not  exclude  the  United 
States  from  the  use  of  the  thing  protected,  because  the 
United  States  is  not  named  in  the  patent  law  as  being  ex- 
cluded. 

R.  S.,  sec.  4884 ;  U.  S.  v.  Herron,  20  Wall.  251 ;  Lewis  Z). 
U.  S.,  92  U.  S.  618 ;  see.  Green  n.  U.  S.,  9  Wall.  655 ;  Walker 
t).  Congreve,  1  Carp.  Pat.  Cas.  366 ;  Feather  v.  Queen,  6 
Best  &  S.  267 ;  Dixon  t).  SmaU  Anns  Co.,  L.  R.,  10  Q.  B., 
130. 

It  is  admitted  that  U.  S.  n.  Bums,  12  Wall.  246  [8  Am. 
&  Eng.  458,]  is  to  the  contrary ;  but  as  this  was  not  urged 
there,  it  may  not  be  improper,  in  view  of  the  late  English 
cases  above  cited,  to  bring  it  again  to  the  attention  of  the 
court. 

Mr.  Justice  Harlan  delivered  the  opinion  of  the  court : 
This  is  an  appeal  from  a  decree  in  the  Circuit  Court  of  the 
United  States  for  the  Southern  District  of  New  York,  dis- 
missing a  bill  in  equity,  based  upon  an  alleged  infringement 
of  letters  patent  issued  to  the  plaintiff  in  error  on  8th  of 
June,  1869,  for  an  improvement  in  stamps  used  for  revenue 
and  other  purposes. 
At  the  time  of  such  alleged  infringement,  the  defendant 
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was  a  Collector  of  Internal  Rev^enne.  The  revenue  stamps, 
the  sale  and  use  of  which  by  him  constitutes  the  basis  of 
the  claim  herein  for  damages,  were  sold  and  used  in  pur- 
suance of  directions  by  the  Commissioner  of  Internal  Reve- 
nue, and  in  discharge  of  defendant's  duties  as  such  col- 
lector, and  for  no  other  purpose.  The  action  is  further  de- 
fended upon  the  ground  that  the  stamps  so  sold  and  used 
by  the  defendant,  known  as  tax  paid  sijecial  stamps,  recti- 
fied spirit  stamps,  and  wholesale  liquor  dealers'  stamps, 
were  not  constructed  in  accordance  with  the  specifications, 
claims,  and  drawings  of  the  letters  patent ;  that  there  has 
been  no  infringement  upon  any  right  or  privilege  secured 
to  plaintiff  by  his  letters  patent ;  and  lastly,  that  the  al- 
leged improvement  was  neither  useful  nor  valuable. 

The  Solicitor-General,  in  both  his  oral  and  printed  argu- 
ments, claims  that,  although  the  grant  to  the  patentee,  his 
heirs,  and  assigns,  was  of  an  exclusive  right  for  a  prescribed 
term  to  make,  use,  and  vend  his  invention  or  discovery,  the 
United  States  are  at  liberty  to  use  the  thing  protected  with- 
out making  compensation  to  the  patentee.  This,  upon  the 
ground  that  the  government  is  not  named  in  the  patent  law 
as  being  excluded  from  using  the  invention  or  discovery 
which  may  be  patented.  To  support  that  position,  refer- 
ence is  made  to  several  adjudged  cases  in  the  English  courts. 
Feather  v.  Queen,  6  Best  &  S.  267 ;  Walker  v.  Congreve,  1 
Carp.  Pat.  Cas.  356 ;  and  Dixon  v.  Small  Arms  Co.,  L.  R., 
10  Q.  B.  130.  In  view  of  those  decisions,  we  are  invited, 
notwithstanding  what  was  said  in  Bums  v.  U.  S.,  12  Wall, 
246  [8  Am.  &  Eng.  458,]  repeated  in  Cammeyer  v.  Newton, 
4  Otto,  235  [11  Am.  &  Eng.  98,]  to  re-examine  the  question 
as  to  the  right  of  the  United  States,  without  the  consent  of 
the  patentee  and  without  making  compensation,  to  use  in 
the  public  business  any  invention  or  discovery  for  which 
'  letters  patent  may  have  been  issued. 

It  has  also  been  suggested  that,  since  the  Collector,  in 
using  the  stamps  in  question,  acted  in  accordance  with 
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orders  of  his  superior  officers,  he  can  in  no  event  be  held 
individually  liable  to  the  plaintiff,  and  that  the  claim  of 
the  latter,  if  any  he  has,  should  be  asserted  directly  against 
the  United  States. 

We  deem  it  unnecessary  to  pass  upon  either  of  the  fore- 
going propositions,  because  we  are  all  of  opinion,  passing 
by  all  other  questions  in  the  case,  that  the  8tami)s  used  by 
the  Collector  are  not  included  in  the  patent  of  the  plaintiff. 

That  which  plaintiff  claimed  and  desired  to  be  secured 
was  described  in  the  schedule,  referred  to  in  the  letters  pat- 
ent, as  ''A  postage  or  revenue  stamp  having  a  portion  of 
its  surface  composed  of  thin  or  fragile  pai)er,  or  other  suit- 
able material,  loosely  attached,  and  on  which  a  portion  of 
the  design  or  other  matter  is  printed,  substantially  as  and 
for  the  purposes  set  forth."  Referring  to  the  descriptive 
portion  of  the  schedule,  the  invention  is  declared  to  consist 
"  Li  providing  the  stamp  with  a  flap  or  flaps  covering  a  por- 
tion of  its  face,  ftnd  arranging  the  requisite  design  or  printed 
matter  on  such  stamp  to  extend  over  the  flap  or  flups  and 
remaining  or  uncovered  portion  of  said  face  or  body  of  the 
stamp.  By  this  application  of  my  invention  as  applied  to 
an  adhesive  stamp,  whether  for  internal  or  other  purposes, 
said  stamp  may  be  canceled  by  tearing  off  the  flap  or  flaps, 
which  if  necessary  may  be  preserved  as  evidence  of  the  can- 
cellation ;  or  where  not  required  to  be  preserved,  the  flap 
or  flaps  may  either  be  torn  off  and  thrown  away  or  be  so 
mutilated  by  the  act  of  canceling  as  heretofore  practiced  on 
postage  stamps  (which,  and  other  adhesive  stamps,  my  in- 
vention is  equally  applicable  to,)  as  that  it  will  be  impossi- 
ble to  use  the  same  stamp  over  again  without  detection  of 
the  fraud." 

Upon  comparing  the  stamp,  sua  thus  described,  with  the 
stamp  used  by  the  defendant,  we  are  satisfled  that  the  latter 
is  not  covered  by  the  plaintiff's  i^^i^nt.  It  is  a  different 
article  altogether  from  that  described  in  the  specifications 
and  claim  of  the  plaintiff.    The  stamp  used  by  the  govern- 
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ment  ia  composed  of  one  continuous  piece  of  paper,  of  uni- 
form thickness,  npon  the  face  of  which  is  certain  printed  or 
engraved  matter,  with  blanks,  in  which  are  inserted  at  the 
appropriate  time,  certain  figures  and  names  required  bylaw 
to  appear  upon  revenue  stamps.  No  separate  paper  is  at- 
tached, loosely  or  otherwise,  to  the  face  of  that  stamp. 
Upon  the  back  of  the  body  of  the  government  stamp,  at- 
tached to  its  outside  edges,  is  a  slip  of  red,  blank  paper, 
of  less  width  tlian  the  stamp.  When  the  stamp  is  pasted 
upon  the  barrel,  that  portion  of  it  immediately  over  the  red 
slip  does  not  adhere  to  the  barrel.  It  is  protected  from  the 
paste  on  the  barrel  by  the  intervening  red  slip,  so  that  when 
the  portion  thus  protected  is  cut  or  torn  out  for  preservation 
or  for  any  other  purpose,  the  slip  underneath,  with  the  re- 
maining portion  of  the  stamp,  adheres  to  the  barrel.  An 
essential  characteristic  of  plaintifFs  stamp  is  a  flap,  origin- 
ally a  distinct  piece  of  paper,  but  when  used,  to  be  loosely 
attached  to  the  face  of  the  body  of  the  stamp.  A  farther 
characteristic  is,  that,  upon  the  piece  thus  loosely  attached 
must  appear  a  portion  of  the  vignette,  design,  or  printed 
matter  required  to  be  engraved  or  printed  on  the  face  of 
revenue  stamps.  The  government  stamp  has  no  such  char- 
acteristics. It  is,  as  we  have  said,  one  continuous  paper, 
containing  upon  it  the  required  printed  matter,  with  no  flap 
loosely  attached  to  its  face,  which  may  be  subsequently 
torn  off.  Neither  the  red  slip  of  unprinted  paper  across  the 
back  of  the  government  stamp,  and  which  adheres  to  the 
barrel,  nor  that  portion  of  the  stamp  which  does  not  adhere 
to  the  barrel,  answers  the  same  purposes  as  the  flap  of 
plaintifFa  stamp.  The  present  claim  by  the  plaintiff  is, 
manifestly,  broader  than  his  claim  and  specifications,  as  set 
out  in  the  schedule  to  his  letters  patent.  We  oonctir  with 
the  court  below  in  the  opinion  that  the  whisky  stamp  is  a 
modification  of  the  inventor's  idea,  that  had  not  occurred 
to  him  when  he  drew  his  8i)ecification6,  which  were  so  lim- 
ited in  their  terms  as  not  to  include  the  stamps  used  by  the 
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government.     It  is  clearly,  not  a  mere  colorable  contrivance 
or  imitation  for  evading  that  which  had  been  done  before. 
Decree  affirToed. 

Omitted  In  U.  S. 
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JAMES  DENSMORE  et  al.,  APPELLANTS,  v.  WIL- 
LIAM C.  SCOFIELD  irr  al.* 

102  (la  Otto)  U.  S.  87S-37a    Oct.  Term,  188a 

[Bk.  26,  L.  ed.  214  ;  19  O.  G.  289.] 
Argued  December  10, 1880.     Decided  December  20,  1880. 

Particular  patent  construed  and  held  wanting  in  novelty^  utility ^ 
and  patentability,     ^ivolous  invention.     Patents  are  property. 

1.  Reissued  letters  patent  No,  2,261,  J.  &  A.  Densmore,  May  29, 
1866,  (original  No.  53,794,  April  10,  1866,)  Petroleum  Car, 
held  wanting  in  novelty,  utility,  and  patentability  and  is  frivol- 
ous,    (p.  579.) 

S.  When  the  claims  of  the  patent  present  neither  novelty  nor  utility 
they  will  be  considered  as  frivolous  and  not  within  the  sphere 
of  what  is  properly  patentable,     (p.  582.) 

3.  Patents,  when  rightfully  issued,  are  property,  and  are  sur- 
rounded, by  the  same  rights  and  sanctions  which  attend  all 
other  property,     (p.  682.) 

[Citation  m  the  opinion  of  the  Oonrt:] 

Brown  t?.  Piper,  91  U.  S.  37  [10  Am.  &  Eng.  272.]    p.  582. 

Appeal  from  the  Circuit  Court  of  the  United  States  for 
the  Northern  District  of  Ohio. 

The  case  is  fully  stated  by  the  court. 

The  specifications  and  drawings  of  the  Densmore  reissued 
letters  patent  are  as  follows : 

•See  Explanation  of  Notea,  page  IIL 
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JAMES  DENSMORE  AND  AMOS  DENSMORE,  OF 
MEADVILLE,  PENNSYLVANIA. 

Improved  Car  for  Transporting  Petroleum. 

Specification  forming  part  of  Letters  Patent  No.  63,794,  dated 
April  10,  1866.     Reissue  No.  S^SGl^  dated  May  29,  1866. 

To  all  whom  it  may  concern : 

Be  it  known  that  we,  James  Densmore  and  Amos  Dens- 
more,  of  Meadville,  Crawfotd  county,  Pennsylvania^  have 
invented  a  new  and  Improved  Oil-Tank  Car,  for  canying 
petroleum  and  other  like  liquid  substances  in  bulk  in  tank 
on  railway  cars ;  and  the  following  full,  clear,  and  exact  de- 
scription will  show  the  construction  and  operation  thereof. 

On  the  accompanying  drawings,  Figure  1  is  a  side  view, 
and  Fig.  2  a  top  view,  of  our  invention ;  and  the  letters 
marked  thereon  refer  to  and  correspond  with  the  same 
letters  in  the  description. 

On  the  platform  of  an  ordinary  railway  car,  A  A,  erect 
two  large,  light,  tight,  firm,  stout  tanks,  B  B,  of  wood 
staves  hooped  or  of  sheet-iron  riveted  and  calked,  or  of  other 
material,  and  put  each  tank  directly  over  one  of  the  trucks, 
so  that  the  strain  of  the  weight  of  the  load  will  be  upon 
those  parts  of  the  car  that  are  stronger  and  better  able  to 
bear  it.  On  the  top  of  each  tank  put  a  frame  of  four  bars, 
C  C  C  C.  Through  the  comers  of  the  frame,  close  to  and 
outside  of  the  tank,  and  down  through  the  platform  of  the 
car,  pass  the  bolts,  12  3  4.  On  the  ends  of  the  bolts,  above 
the  frame  and  below  the  platform,  put  screws  and  nuts  and 
washers,  and  fasten  and  press  the  tank  down  upon  the  car 
firmly  by  means  of  the  frame  and  bolts  and  screws.  Be- 
sides attaching  and  fastening  the  tank  and  car  together, 
the  frame  and  bolts  will  act  as  guys  or  braces  and  tend  to 
prevent  any  shock  or  jar  from  the  swaying  of  the  car. 
Upon  the  platform,  close  to  the  outside  and  bottom  of  the 
tank,  bolt  the  cleats  or  stops,  H  H  H  H,  to  keep  the  tank 
firmly  in  its  place  and  prevent  any  jar  or  moving  from  any 
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Freight  Car. 
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sndden  stopping  or  starting  of  the  car.  In  the.  top  head  of 
each  tank  make  a  man-hole,  through  which  t>o  pour  in  the 
substance  to  be  carried,  also  for  a  man  to  get  into  the  tank 
for  any  purpose.  Around  the  man-hole  put  a  casing,  and 
over  the  casing  and  man-'hole  put  a  man-head  or  cover,  D, 
to  prevent  rain,  snow,  or  anything  from  leaking  or  falling 
into  the  tank.  At  the  bottom  of  each  tank  put  in  a  faucet, 
E,  by  which  to  draw  off  the  contents.  Up  the  side  of  each 
tank,  next  the  end  of  the  car,  put  the  steps,  P,  to  enable 
one  to  get  on  and  off  the  tank  readily;  and  across  from  one 
tank  to  the  other  put  the  runway,  G,  to  enable  brakemen 
and  others  to  pass  over  the  cars  with  facility. 

The  nature  of  our  invention  consists  in  combining  two 
large,  light,  tight,  firm,  stout  tanks  with  an  ordinary  rail- 
way-car and  making  the  tanks  practically  a  part  of  the  car, 
so  as  to  carry  the  desired  substance  in  bulk  in  the  car  itself, 
or  in  a  permanent  fixture  and  part  thereof,  instead  of  in 
barrels,  casks,  hogsheads,  tierces,  or  other  movable  vessels 
or  packages,  as  is  now  universally  done  on  railway -cars, 
and  thereby  save  carrying  the  weight  of  the  barrels,  casks, 
hogsheads,  tierces,  or  other  movable  vessels  or  packages. 

What  we  claim  as  our  invention,  and  desire  to  secure  by 
Letters  Patent,  is — 

1.  The  two  tanks,  B  B,  or  their  equivalent,  when  con- 
structed and  operating  in  combination  with  an  ordinary 
railway-car,  substantially  as  and  for  the  purposes  set  forth. 

2.  TTie  two  tanks,  B  B,  or  their  equivalent,  when  set  di- 
rectly, or  nearly  so,  over  the  car-trucks,  and  when  con- 
structed and  operating  in  combination  with  an  ordinary 
railway-car,  substantially  as  and  for  the  purposes  set  forth. 

3.  The  frames,  C  C  C  C,  the  bolts,  1,  2,  8,  and  4,  and  the 
cleats,  H  H  H  H,  when  constructed  and  oi)erating  in  combi- 
nation with  tanks,  B  B,  and  an  ordinary  railway -car,  sub- 
stantially as  and  for  the  purposes  set  forth. 

4.  The  steps,  F  P,  the  man-holes,  and  man-heads,  D  D,  the 
faucets,  E  E,  and  the  runway,  G,  when  constructed  and  ar- 
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ranged  in  combination  with  tanks,  B  B,  and  an  ordinary 
railway-car,  substantially  as  herein  set  forth  and  described. 
JAMES  DENSMORE. 
AMOS  DENSMORK 
Witnesses : 

C.  M.  BousH, 
M.  ScHuuxr. 

Messrs.  J.  C.  Clayton  and  A.  Q.  Keashey,  for  appellants : 

It  was  earnestly  and  successf nlly  contended  by  the  defend- 
ants that  this  invention,  although  it  produced  instantly  a 
complete  revolution  in  the  vast  business  of  ttunsporting 
petroleum,  was  nevertheless  so  simple  and  self  evident  to 
exclude  the  idea  of  invention. 

We  respectfullly  submit  that  thb  was  not  a  valid  groaud 
for  I'efusing  relief — 

That  the  patent  itself  is  prima  facte  evidence  of  the  valid- 
ity of  the  grant. 

Pitts  V.  Hall,  2  Blatch.  229 ;  Potter  v.  Holland,  1  Fish. 
388;  Bates  v.  Coe,  98  U.  S.  31  [p.  150,  ante-^  Winans  c. 
Erie  R.  R.  Co.,  1  Fish.  213. 

That  the  defence  must  make  out  their  case  on  this  point 
beyond  all  reasonable  doubt. 

That,  however  simple  the  contrivance,  however  obvions  to 
persons  engaged  in  the  pursuit,  after  it  haa  once  been  pointed 
out — and  however  old  the  parts  or  instrumentalities  com- 
bined— yet  if  the  i)laintiffs  did  so  combine  old  parts  in  a 
new  way  to  produce  a  machine  which  caused  a  revolution 
in  the  business,  and  led  to  the  most  beneficial  results,  then 
the  law  presumes  that  he  has  something  that  is  patentable 
and  gives  him  its  protection. 

WTienever  the  utility  is  proved  to  exist  in  any  great  de- 
gree, a  sufficiency  of  invention  to  support  the  patent  must 
be  presumed. 

Roberts  v.  Dickey,  4  FLsh.  632;  Woodcroft's  Patent, 
Web.  Pat  Gas.,  30  ;  Woodward  v,  Densmore,  4  Fish.  163. 
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Mr.  Oeo.  Willey^  for  appellees : 

First — we  submit  that  the  first  two  claims  of  the  reissue 
are  void  because  they  are  not  in  law  authorized  by  anything 
in  the  original  patent. 

A  comparison  of  the  reissue  with  the  original  patent,  and 
application  of  the  doctrines  laid  down  by  this  court  in  Gill 
V.  Wells,  22  WaU.  1  [9  Am.  &  Eng.  471,]  wiU,  we  submit, 
maintain  this  proposition. 

Russell  0.  Dodge,  93  TJ.  S.  460  [10  Am.  &  Eng.  495 ;] 
Powder  Co.  v.  Powder  Works,  98  TJ.  S.  126  [p.  201,  ante.l^ 

Second — our  second  proposition  is,  that  the  first  two 
claims  are  absolutely  void  for  want  of  invention.  In  other 
words,  that  they  do  not  in  view  of  the  state  of  the  art  pre- 
sent any  patentable  subject  matter,  but  merely  a  matter  of 
obvious  mechanical  construction,  entirely  open  to  the  world 
at  large. 

Mr.  Justice  Swayne  delivered  the  opinion  of  the  court : 

{a)  This  is  an  appeal  in  equity  by  the  complainants.  The 
bill  was  brought  upon  a  reissued  patent  (6).  The  summation 
and  claims,  as  set  forth  in  the  reissue,  are  as  follows : 

' '  The  nature  of  our  invention  consists  in  combining  two 
large,  light,  tight,  firm,  stout  tanks  with  an  ordinary  rail- 
way-car, making  the  tank  practically  a  part  of  the  car,  so 
as  to  carry  the  desired  substance  in  bulk  in  the  car  itself, 
or  in  a  permanent  fixture  or  part  thereof,  instead  of  in  bar- 
rels, casks,  hogsheads,  tierces,  or  other  movable  vessels  or 
packages,  as  is  now  universally  done  on  railway-cars,  and 
thereby  save  carrying  the  weight  of  the  barrels,  casks,  hogs- 
heads, tierces,  or  other  movable  vessels  or  packages. 

* '  What  we  claim  as  our  invention,  and  desire  to  secure 
by  letters  patent,  are, 

"  First,  The  two  tanks,  B,B,  (or  their  equivalent,)  when 

108  V.  8.  375-376. 

(a)  otto  snbstitntes  for  from  a  to  &  **  This  is  an  appeal  from  a  decree  dismim- 
ing  the  complainants'  bill,  brought  npon  a  reissued  patent  iasned  to  James 
Bensmore  and  Amos  Densmore,  May  29,  1866.'' 
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constructed  and  operating  in  combination  with  an  ordinary 
railway-car,  substantially  as  and  for  the  purposes  set  forth. 

' '  Second,  The  two  tanks,  B,  B,  (or  their  equivalent, )  when 
set  directly  (or  nearly  so)  over  the  car- trucks,  and  when 
constructed  and  operating  in  combination  with  an  ordinary 
railway-car,  substantially  as  and  for  the  purposes  set  forth. 

''Third,  The  frames,  C,  C,  C,  C,  the  bolts,  1,  2,  3,  and  4, 
and  the  cleats,  H,  H,  H,  H,  when  constructed  and  operating 
in  combination  with  tanks,  B,  B,  the  man-holes,  and  man- 
heads,  D,  D,  and  the  faucets,  E,  E,  and  the  runway,  G,  when 
constructed  and  arranged  in  combination  with  tanks,  B,  B, 
and  an  ordinary  railway-car,  substantially  as  and  for  the 
purposes  set  forth  and  described." 

The  bill  alleges  infringement,  and  prays  for  an  account  of 
profits  and  a  decree  for  a  perpetual  injunction,  and  for  such 
further  relief  as  may  be  deemed  proper. 

Among  other  defences,  the  answer  sets  up  that  the  reissued 
patent  is  too  broad  and  is,  therefore,  void,  and  denies  in- 
fringement 

We  pass  by  these  topics,  because  we  deem  it  proper  to 
dispose  of  the  case  ui)on  a  more  radical  and  comprehensive 
objection. 

A  witness,  called  by  the  appellees,  testified  that  he  was 
largely  engaged  in  shipping  petroleum,  from  1861  to  1872. 
His  language  is : 

"In  1863,  and  prior  to  this  and  after,  I  shipped  large 
quantities  of  it  in  old  whaling  casks  holding  from  one  and 
one-half  to  eight  and  ten  barrels  each.  I  shipped  a  great 
many  thousands  of  barrels  in  said  casks,  which  were  sent 
forward,  returned  empty,  refilled,  and  forwarded  again. 

''  I  attach  two  leaves  of  my  shipping-book,  showing  some 
shipments  in  casks  and  return  casks  in  1863 ;  they  are  cor- 
rect. 

''  My  practice  was  to  spike  down  cleats  to  prevent  the 
casks  from  shifting.  In  nearjy  every  shipment  there  were 
small  and  large  casks  as  above.     The  casks  would  go  to  and 

109  U.  S.  876-877. 
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fro  on  the  railroad  many  times,  canying  oil,  and  returning 
in  the  same  cars  empty  to  be  filled  and  shipped  again  by 
me." 

Another  witness  testifies  ' '  That  he  has  been  general  freight 
agent  on  the  Lake  Shore  and  Southern  Michigan  Railway 
and  its  predecessors  for  about  twenty  years.  That  all  this 
time  he  has  been  familiar  with  the  practice  and  usage  in 
railways  as  to  loading,  and  that  it  has  always  been  their 
practice  or  usage  to  place  or  distribute  loads  so  that  they 
should  rest,  as  far  as  possible,  over  the  trucks." 

A  third  witness,  speaking  of  wooden  tanks  like  those  of 
the  complainants,  says : 

*' During  the  year  1871,  their  use  was  discontinued,  be- 
cause of  the  large  i)ercentage  of  leakage,  and  their  conse- 
quent liability  to  be  burned  up ;  and,  in  case  of  accident  on 
the  railroad,  if  a  tank  was  thrown  off  a  car  and  it  was  de- 
stroyed, a  fire  was  almost  certain  to  result  from  the  accident. 
A  single  iron  tank  built  in  boiler  shape,  and  nearly  as  long 
as  a  car,  and  placed  horizontally  on  the  car,  was  substituted 
then. 

^'  Q.  State  whether  they  used  that  description  of  tank 
down  to  the  present  time. 

^^A.  That  kind  of  tank-car  is  still  in  use,  and  is  giving 
universal  satisfaction  because  of  being  tight,  little  or  no 
leakage,  and  the  liabilities  to  fire  are  less ;  and,  in  case  of 
accident,  the  tank  ia  of  sufficient  strength  to  even  be  thrown 
off  a  car  without  injury. 

*'Q.  State  whether  or  not  tanks  of  the  kind  described 
in  the  defendants'  patent  have  gone  into  disuse  in  the  car- 
rying of  petroleum  generally  ? 

*'A.  So  far  as  I  know,  they  have. 

^'Q.  In  loading  freight  cars,  what  has  always  been  the 
practice  and  custom  in  reference  to  loading  over  the  trucks 
where  the  weight  can  be  thus  distribul^ed  1 

''A.  It  is  the  universal  custom,  so  far  as  is  possible,  to 
place  the  weight  over  the  trucks." 

!©•  U,  B.  877-878. 
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These  witnesses  are  unimpeached  and  uncontradicted. 

This  testimony  leaves  nothing  of  the  substance  of  thd 
plaintiffs'  alleged  invention.  No  one,  we  apprehend,  would 
seriously  contend  for  a  moment  that  what  is  left  is  sufScient 
to  constitute  the  basis  of  a  valid  patent.  See  Brown  v.  Piper, 
91  U.  S.  37  [10  Am.  &  Eng.  272,]  and  the  authorities  there 
cited.  But,  irrespective  of  this  testimony  and  of  any  testi- 
mony, upon  looking  this  reissue  in  the  face  and  examining 
its  several  claims  by  their  own  light,  we  find  nothing  that 
brings  any  of  them  within  the  sphere  of  what  is  properly 
patentable.  There  is  no  novelty  and  no  utility.  It  does 
not  appear  (to  use  the  language  of  appellants'  brief,)  that 
there  was  ''a  flash  of  thought"  by  which  such  a  result  as 
to  either  was  reached,  or  that  there  was  any  exercise  of  the 
inventive  faculty,  more  or  less  thoughtful,  whereby  any- 
thing entitled  to  the  protection  of  a  patent  was  produced. 
It  strikes  us  that  the  entirety  and  all  the  particulars  of  the 
summary  and  the  claims  are  frivolous,  and  nothing  more. 

Patents  rightfully  issued  are  property,  and  are  sur- 
rounded by  the  same  rights  and  sanctions  which  attend  aU 
other  property.  Patentees  as  a  class  are  public  benefactors, 
and  their  rights  should  be  protected.  But  the  public  has 
rights  also.  The  rights  of  both  should  be  upheld  and  en- 
forced by  an  equally  firm  hand,  wherever  they  come  under 
judicial  consideration. 

The  decree  of  the  Circuit  Court  is  affirmed. 

Ip5e  U.  S.  378. 

Notes  s 

Frivolous  claim: 

Corn-Planter  Patent,  23  Wall.  181  [10  Am.  &  Eng.  1.] 
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No.  53,794.     Densmore,  J.  &  A.     April  10,  1866.     ReiBsne 
No.  2,261,     May  29,  1866.     Petroleum  Car. 


Other  Suits  on  Samb  Patent: 
Densmore  v.  Scofield,  1868.     4  Fifih.  148. 
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DECISIONS  OF  THE  SUPREME  COURT  OF  THE  UNITED 
STATES  IN  PATENT  CASES  REPORTED  IN 

THIS  VOLUME. 


Paob. 
Abandoned  Experiment. 

See  Particalar  Patents,  9. 

Abandonment. 

1.  Abandonment,  although  a  matter  of  intention  on  the  part 

of  the  inventor,  need  not  be  expresBed  in  words,  bat 
may  be  gathered  from  the  acts  of  the  inventor.  Plan- 
ing-Machine  Co.  v.  Keith 404 

2.  Abandonment  may  occur  as  well  after  an  application  has 

been  made  and  rejected  or  withdrawn  as  before,  and 
evidenced  in  the  same  manner.  Planing-Machine  Co. 
V.  Keith 404 

See  Claims,  2 ;  Construction  of  Statutes,  1,  2,  9  ;  Delay,  1,  2  ; 
Particular  Patents,  27  ;  Beiasue,  7,  9 ;  Rules  of  Pat- 
ent Office,  1,  2. 
Subaequent  to  application. 

See  Particular  Patents,  8. 

Amendments  to  Application. 

1.  The  original  application  for  a  patent^  (with  its  accompany- 
ing drawings  and  model,)  filed  by  an  inventor,  should 
possess  great  weight  in  showing  what  his  invention 
really  was,  especially  where  it  remains  unchanged  for 
a  considerable  period,  and  is  afterward  amended  so  as 
to  have  a  broader  scope.  Amendments  embracing  any 
material  variation  from  the  original  application — any- 
thing new,  not  comprised  in  that— cannot  be  sustained 
on  the  original  application,  and  should  not  be  allowed ; 
otherwise,  great  injustice  might  be  done  to  others  who 
might  have  invented  or  used  the  same  thing  in  the 
meantime.    Kailway  Co.  v.  Sayles 121 

See  Particular  Patents,  1. 

I 

I  Appeal. 

1.  No  appeal  lies  from  a  mere  decree  respecting  costs  and  ex- 
penses.    Elastic  Fabrics  Co.  v.  Smith 977 

See  Construction  of  Statutes,  4. 
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Paob. 
Application. 

See  Amendment  to  Application.  1. 
Withdrawal  of  Application, 

See  Abandonment,  2. 
M^eeted  Application. 

See  Rule  of  Patent  Office,  2. 

Article  of  ManufcM^ture. 

See  Particular  Patents,  5,  IS. 

» 

Assiffninent. 

1.  An  assignment  of  an  invention  may  be  made  before  tbe 

patent  is  obtained  and  the  patent  when  granted  is 
vested  as  a  legal  estate  in  the  assignee.  Hendrie  v. 
Sayles 235 

2.  When  the  patentee  assigns  the  patent  to  a  purchaser,  the  as- 

signee acquires  only  the  exclusive  right  to  make,  use, 
and  vend  the  patented  improvement  for  the  term  dur- 
ing which  the  patent  was  granted,  unless  the  assign- 
ment contains  words  showing  that  it  was  intended  to 
include  the  extended  term.     Hendrie  v.  Sayles    .   .   .    235 

3.  A  conveyance  of  the  described  invention  carries  with  it  all 

its  incidents,  and  the  inchoate  right  to  obtain  a  re- 
newal or  extension  of  tlie  patent  is  as  much  an  inci- 
dent of  the  invention  as  the  inchoate  right  to  obtain 
the  original  patent,  and  both  are  included  in  the  in- 
strument which  conveys  the  described  invention  with- 
out limitation  or  qualification.     Hendrie  v.  Sayles    .    235 

Assi^rnznent  of  Error. 

1.  Since  a  paten^  may  be  invalid  for  several  reasons  under 

the  law,  an  assignment  of  error  which  gave  no  more  ex- 
plicit cause  than  *^that  the  patent  is  invalid,''  was 
overruled.     Marsh  r.  Seymour 53 

2.  Defences  not  set  up  in  the  answer,  cannot  serve  as  grounds 

for  an  assignment  of  error.     Bates  v,  Ooe 150 

Bill  of  Bzoeptioxis.  . 

1.  A  bill  of  exceptions  cannot  be  taken  on  a  trial  of  a  feigned 

issue  directed  by  a  oonrt  of  equity,  or  if  taken,  can  only 

be  used  on  a  motion  for  a  new  trial.    Watt  v.  Starke.  355 

2.  A  bill  of  exceptions  is  not  the  proper  mode  of  reviewing 

the  trial  of  an  issue  out  of  chancery.    Watt  v.  Starke.  355 

BUI  of  Beyiew. 

See  Construction  of  Statutes,  7  ;  Evidence,  1. 
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Burden  of  Proof. 


1.  Infringement  being  denied  in  the  answer,  the  harden  of 
proof  is  upon  the  complainant,  and  the  court  decided 
that  the  charge  in  this  case  was  fully  proved.  Bates 
V.  Coe 150 

S.  'Where  the  defence  set  up  was  that  the  patentee  was  not 
the  first  and  original  inventor  of  his  described  improve- 
ment, held^  that  the  introdnction  of  the  reissued  patent 
established  a  jtrima  facie  presumption  that  he  was,  and 
cast  on  defendants  the  burden  of  proving  that  he  was 
not     Bates  v.  CJoe 160 

8.  The  burden  of  proving  infringement  is  upon  the  plaintiff 
or  complainant,  and  never  shifts  if  the  charge  is  de- 
nied in  the  plea  or  answer.     Imhaeuser  v.  Buerk    .   .    443 

Ohange  in  Size. 

1.  Mere  enlargement  of  a  machine,  to  strengthen  or  increase 
its  capacity,  is  the  work  of  the  mechanic  and  not  of  the 
inventor.     Planing-Machine  Ck>.  v.  Keith 404 

Bee  Particular  Patents,  7. 

Chancre  of  Material. 

Bee  Particular  Patents,  24. 

OlaimB. 

1.  The  courts  should  be  carefVil  not  to  enlaige  by  construction 

the  claim  which  the  Patent  Office  has  admitted,  and 
which  the  patentee  has  acquiesced  in,  beyond  the  &ir 
inteipietation  of  its  terms.     Bums  v.  Meyer    ....    342 

2.  The  allowance  of  claims  once  formally  abandoned  by  the 

applicant  in  order  to  get  his  patent  through,  is  the  oc- 
casion of  immense  fhiuds  upon  the  public,  and  is  to  be 
discountenanced.     Leggett  r.  Avery 369 

3.  When  the  claims  of  the  patent  present  neither  novelty  nor 

utility  they  will  be  considered  as  frivolous  and  not 
within  the  sphere  of  what  is   properly   patentable. 

Bensmore  v.  Boofield «...    CT3 

Bee  Estoppel,  1,  2. 

Combination. 

1.  The  claim  of  a  combination  is  not  infringed  if  any  of  the 
material  parts  of  the  combination  are  omitted  ;  but  if 
any  one  of  the  parts  is  only  formally  omitted  and  is 
supplied  by  a  mechanical  equivalent,  performing  the 
same  office  and  producing  the  same  result,  the  patent 
is  infringed.    Water-Meter  Ck>.  v.  Deeper  ,,,...    380 
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See  Equivalents,  1,  2  ;  £8topi>el,  2 ;  Joinder  of  InyentionB, 
1 ;  Novelty,  2,  5 ;  Particular  Patents,  12,  23,  26  ; 
Specification,  1. 

OomxxiiaBioner's  Deoiaion. 

1.  The  Commissioner  of  Patents  is  inTested  by  law  with  an- 
thority  to  determine  whether  sonendered  patents  are 
invalid  by  reason  of  defective  or  insufficient  specifica- 
tions or  by  reason  of  the  patentee's  claiming  as  his  own 
invention  or  discovery  more  than  he  had  a  right  to 
claim  as  new,  and  whether  these  errors  have  arisen  by 
inadvertence,  accident,  or  mistake,  and  without  fraud- 
ulent intention.  His  decision  as  to  the  existence  of 
these  pre-requisites  is  conclusive,  and  not  subject  to 
review  by  the  courts.  The  Commissioner,  however, 
has  no  authority  to  grant  a  reissue  embracing  new  mat- 
ter or  a  broader  invention  than  what  was  revealed  in 
the  original  specifications,  drawings,  or  model.  Ball 
V.  Langles <   .    508 

See  Construction  of  Statutes,  2. 

CknnpoBltion  of  Matter. 
See  Reissue,  3,  4. 

CtoxMduBlveness  of  Commissioner's  Deoisiom. 

See  Commissioner's  Decision,  1 ;  Construction  of  Statates,  2,  3; 
Rule  of  Patent  Office,  1. 

Ckmstniction  of  Patents. 

1.  Where  one  iuTentor  precedes  all  others  in  a  particular  de- 

partment, and  invents  a  new  machine  never  used  be- 
fore, and  procures  a  patent  for  the  same,  he  acquires-a 
monopoly  as  against  all  merely  formal  variations  there- 
of ;  but  if  the  advance  towards  the  thing  desired  is 
gradual,  and  proceeds  step  by  step  so  that  no  one  can 
claim  the  complete  thing,  each  inventor  is  entitled  only 
to  his  ovm  specific  form  of  device.  Railway  Co.  v. 
Sayles 121 

2.  The  law  does  not  permit  enlargements  of  an  original  speci- 

fication, any  more  than  it  does  in  the  case  of  reissues 
of  patents  already  granted.  It  regards  with  jealousy 
and  disfavour  any  attempt  to  enlarge  the  scope  of  an 
application  once  filed,  or  of  a  patent  once  granted,  the 
effect  of  which  would  be  to  enable  the  patentee  to  ap- 
propriate other  inventions  made  prior  to  such  altera- 
tion or  imprrivements  which  have  gone  into  public  use. 
Railway  Co.  v,  Sayles  .   ,   , 121 
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3.  A  pfttent,  like  any  other  written  instmment,  must  be  in- 
terpreted by  its  own  terms;  but  when  a  patent  bears 
on  its  face  a  particular  construction  it  is  reasonable  to 
hold  that  this  ct)nstruction  may  be  conllrmed  by  what 
the  patentee  said  when  he  was  making  his  application; 
and  for  this  purpose  the  correspondence  between  an  ap- 
plicant and  the  Commissioner  may  be  employed, 
although  such  correspondence  would  not  be  allowed 
to  enlarge,  diminish,  or  vary  the  language  of  the  patent. 
Goodyear  D.  V.  Go.  v.  Davis 534 

See  Amendments  to  Application,  1;  Disclaimer,  1 ;  Kei88ne,10. 

GtoHBtmotlon  of  Statutes. 

1.  Section  35  of  the  act  of  1870  declares  abandonment  to  be  a 

question  of  fact,  and  patents  granted  thereunder  are 
just  as  impeachable  as  those  granted  under  sec.  24, 
whereby  the  Commissioner  is  authorized  to  deal  with 
the  question  of  abandonment  as  well  as  public  use  and 
sale  and  originality  of  invention.  Planiug-Machine 
Co.  V.  Keith 404 

2.  The  action  of  the  Commissioner  of  Patents  in  granting  a 

patent,  under  sec.  35  of  the  act  of  1870,  is  not  conclu- 
sive on  the  question  of  abandonment.  Planing-Bia- 
chine  Co.  v.  Keith 404 

3.  The  last  clause  of  section  53,  act  of  1870,  (sec.  4916,  Rev. 

Stat.,)  *'  But  where  there  is  neither  model  nor  drawing, 
amendments  may  be  made  upon  proof  satisfactory  to 
the  Commissioner  that  such  new  matter  or  amendment 
was  a  part  of  the  original  invention  and  was  omitted 
fix>m  the  specification  by  inadvertence,  accident,  or 
mistake '' — relates  merely  to  the  evidence  to  which  the 
Commissioner  may  resort ;  but  does  not  increase  his 
power  as  to  the  invention  for  which  a  reissue  may  be 
granted.  Whether  said  claim  relates  to  any  other 
than  machine  patents,  not  considered  in  this  case. 
Powder  Co.  r.  Powder  Works 201 

4.  Construing  section  698  of  the  Revised  Statutes  in  the  light 

of  those  from  which  it  was  taken  and  the  practice  that 
had  prevailed  in  the  courts,  which  it  was  intended  to 
confirm,  the  power  of  the  oonrts  below,  and  of  the 
Supreme  Court,  over  the  transmission  of  original 
papers  on  appeal  is,  and  should  be,  confined  to  such  aa 
require  actual  inspection  as  originals  in  order  to  give 
them  their  fVill  effect  in  the  determination  of  the  suit. 

Craig  V.  Smith 301 

6.  "New  matter.''     R.  S.,  sec.  4916,  signifies  new  snbstan- 

Uve  matter.    Powder  Co.  v.  Powder  Works 201 
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6.  Tlie  defence  of  public  nse  or  sale  in  this  oountiy  for  more 

than  two  years  before  the  application  for  patent.  Re> 
yised  Statutes,  J  4920,  considered  and  compared  with 
prior  patent  acts.     Bates  r.  Ck)e 150 

7.  In  the  original  answer  a  prior  invention  of  one  Young  was 

set  up  which y  it  was  said,  was  like  that  of  Craig,  and 
the  public  use  of  the  machine,  with  the  consent  and  al- 
lowance of  Young,  in  Mobile  and  Memphis.  The  new 
matter  alleged  in  the  bill  of  review  related  to  other 
machines  used  in  other  places:  Held^  that  in  legal  effect 
the  bill  of  review  gave  new  notice  of  prior  knowledge 
and  use  by  different  per&ons  and  in  different  places  from 
those  set  out  in  the  answer,  and  that,as  it  was  filed  more 
than  thirty  days  before  the  final  submission  of  the 
cause,  all  the  requirements  of  sec.  4920  of  the  Revised 
Statutes  were  substantially  complied  with.  Craig  v. 
Smith 301 

8.  Under  sec.  4920  of  the  Revised  Statutes,  only  the  names  and 

residences  of  those  who  had  invented  or  used  the  antici- 
pating machine  or  improvement,  and  not  the  names  of 
those  who  are  to  testify  of  its  invention  or  use,  are  re- 
quired to  be  pleaded.     Planing-Machine  0>.  v.  Keith  404 

9.  The  patent  act  (R.  S.  I  4920)  allows  the  infringer  to  plead 

and  prove  that  the  invention  of  the  patentee  had  been 
in  public  use  or  on  sale  in  this  country  for  more  than  two 
years  before  the  inventor  applied  for  a  patent;  but  no 
question  of  priority  is  open  under  that  defence,  nor 
will  evidence  sustain  it  that  another  had  made  or  pat- 
ented the  invention  two  years  before  the  application 
without  the  knowledge  of  the  patentee  whose  invention 
is  in  question.     Parks  v.  Booth «...    470 

Act  1870.  See  Rules  of  Office,  1,  2. 

**       "      {  58.  See  Particuhir  Patents,  6,  a 

R.  S.  J  4918.      See  Particular  Patents,  6. 

See  State  Law,  1,  2. 


Ctontraot. 


OOBtB. 


1.  Where  the  contract  had  been  iMirtly  performed,  Tield  that  it 
could  only  be  rescinded  by  mutual  agreement  or  by  the 
decree  of  a  court  of  jostioe.    Hartell  t?.  Tllghman    .   .    250 

See  Jurisdiction,  1. 

See  Appeal,  1;  Reissae,  6. 

1.  Damages  of  a  compensatory  character  may  be  allowed  to  a 
complainant  in  an  equity  suit  where  it  appears  that  the 
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Page. 
bnBinefls  of  the  infringer  ^ras  so  improvidently  conducted 
that  it  did  not  yield  any  snbstantial  profits.     Marsh  r. 

Seymonr 53 

2»  Interest  on  the  profits  decreed  to  the  complainant  should 
not  be  allowed.  The  profits  in  such  case  are  to  be  re- 
garded in  the  light  of  unliquidated  damages,  which 
asually  do  not  draw  interest  without  the  special  order 
of  the  court.     Parks  v.  Booth 470 


1.  When  there  is  a  demurrer  to  the  whole  bill,  and  also  to 
part,  and  the  latter  only  is  sustained,  the  regular  de- 
cree is  to  dismiss  so  much  of  the  bill  as  seeks  relief  in 
reference  to  the  matters  adjudged  bad,  and  to  overrule 
the  demurrer  to  the  residue,  and  direct  the  defendant 
to  answer  thereto.     Powder  Co.  v.  Powder  Works   .    .    201 

Delay. 

1.  The  law  requires  and  favors  diligence  in  prosecuting  the 

claims  to  an  exclusive  right,  and  an  inventor  cannot, 
without  cause,  hold  his  application  pending  during  a 
long  period  of  years,  leaving  the  public  uncertain 
whether  he  intends  ever  to  prosecute  it,  and  keeping 
the  field  of  his  invention  closed  against  other  inventors. 
Planing-Machine  Ck).  r.  Keith 404 

2.  Circumstances  may  arise  which  will  excuse  delay  in  prose- 

cuting an  application,  such  as  extreme  poverty  or  pro- 
tracted sickness;  but  in  the  ahsence  of  any  such  excuse, 
entire  inaction  on  the  part  of  the  inventor,  coupled  with 
long-continued  public  use  without  complaint  or  remon- 
strance on  his  part,  constitute   abandonment  to  the 

public.     Planing-Machine  Co.  v.  Keith 404 

Bee  Notice,  2;  Particular  Patents,  12;  Rule  of  Patent  Office,  2. 

Demurrer. 

See  Decree,  1. 

DllUrenoe. 

See  Delay,  1,  2. 

Dlaolaimer. 

See  Reiasue,  6. 
Diadamer  in  Foreign  Patent, 

1.  Where  in  the  English  patent  corresponding  to  the  domes- 
tic one  upon  which  suit  was  brought,  a  disclaimer  to 
certain  general  features  of  the  invention  was  entered, 
kMy  that  it  was  made,  presumably,  in  view  of  the  fact 
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that  such  featares  bad  already  been  discloeed  by  an  an- 
tecedent patentee,  and  that  the  American  patent,  to 
be  valid,  must  be  likewise  limited  to  the  particnlar 
means  set  forth,  even  though  it  did  not  contain  the  re- 
stricting disclaimer.  Ashcroft  v.  Boston  and  Lowell 
R.  R.  Co 1 

See  Particular  Patents,  18. 
Beiasuefor  Matter  Disclaimed. 

See  Particular  Patents,  27  ;  Reissue,  7,  9. 

Dtvisional  Reissue. 

See  Reissue,  5. 

Double  Use. 

See  Particular  Patents,  Id. 

Bnfirlish  Patent. 

Disclaimer  in  English  Patent. 
See  Disclaimer,  1. 

Bquivalents. 

1.  Equivalents  may  be  claimed  by  a  XMitentee  of  an  inyention 

consisting  of  a  combination  of  old  elements  or  ingre- 
dients as  well  as  of  any  other  valid  patented  improve- 
ment, provided  the  arrangement  of  the  parts  compos- 
ing the  invention  is  new  and  will  produce  a  new  and 
useful  result.     Imhaeuser  v.  Buerk 443 

2.  The  term  ''equivalent "  as  applied  to  a  combination  of  old 

elements,  is  special  in  its  signification  and  somewhat 
different  from  what  is  meant  when  the  term  is  applied 
to  an  invention  consisting  of  a  new  device  or  an  en- 
tii^ly  new  machine ;  it  means  that  the  patent  in  re- 
spect to  each  of  the  respective  ingredients  comprising 
the  invention  covers  every  other  ingredient  which  in 
the  same  arrangement  of  the  parts  will  perform  the 
same  function,  providing  it  was  well  known  as  a  proper 
substitute  for  the  one  described  in  the  specification  at 
the  date  of  the  patent.     Imhaeuser  v.  Buerk    ....    443 

3.  Whether  or  not  equivalents  are  claimed,  a  patentee  is  pro- 

tected against  equivalents  of  any  part  of  his  invention. 
But  when  a  product  arrived  at  by  certain  defined  stages 
or  processes  is  patented,  only  those  things  can  be  con- 
sidered equivalents  for  the  elements  of  the  manufacture 
which  perform  the  same  function  in  substantially  the 

same  way.     Goodyear  D.  Y.  Oo.  v.  Davis 534 

See  Ck>mbinatioD,  1 ;  Particular  Patents,  17. 
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1.  Where  the  actual  inveDtion  descrihed  in  the  specification 

is  larger  than  the  claims  of  the  patent,  patentee  must 
be  limited  to  what  is  claimed  ;  but  the  claims  must  be 
reasonably  construed,  and  in  cases  of  doubt  or  ambig- 
uity, it  is  proper  to  refer  to  the  specification  for  their 
construction.     Bates  v.  Coe 150 

2.  Our  law  requires  the  patentee  to  specify  particularly  what 

he  claims  to  be  new,  and  if  he  claims  a  combination  of 
certain  elements  or  parts,  the  court  cannot  declare  that 
any  one  of  these  elements  is  immaterial.     Water-Meter 

Co.  V.  Despef 380 

See  Reissue,  7. 

Bvldenoe. 

1.  There  is  no  universal  or  absolute  rule  which  prohibits  the 
courts  from  allowing  the  introduction  of  newly-discov- 
ered evidence  under  a  bill  of  review  to  prove  facts 
which  were  in  issue  on  a  former  hearing  of  a  patent 
cause  ;  but  the  allowance  of  it  is  not  a  matter  of  right 
in  the  party,  but  of  sound  discretion  in  the  court,  to 
be  exercised  cautiously  and  sparingly,  and  only  under 
circumstances  which  demonstrate  it  to  be  indispensable 
to  the  merits  and  justice  of  the  cause.     Craig  v.  Smith  301 

S.  Sufficient  proof  of  infringement  may  be  derived  from  the 
comparison  of  that  which  is  used  by  the  defendant  with 
the  description  of  the  invention  given  in  the  specifica- 
tion of  the  patent  which  constitutes  the  foundation  of 
the  suit.    Imhaeuser  v.  Buerk 443 

See  Burden  of  Proof,  2 ;  Reissue,  2. 

Bxteiiflioxi. 

See  Assignment,  3. 

File  "Wrapper  and  Ctontents. 

See  Construction  of  Patents,  3. 

Frivolous  OlaixxL 

See  Claims,  3  ;  Particular  Patents,  14. 

Identity. 

1.  A  thing  is  substantially  the  same  as  another  if  it  performs 
substantially  the  same  function  or  office  in  substan- 
tially the  same  way  to  obtain  substantially  the  same 
results.     Bates  v.  Coe 160 

See  Process  and  Product,  1. 
Of  Original  and  Seitaue. 

See  Particular  Patents,  16,  20,  21 ;  Bdasae,  2,  8. 
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1.  All  improYement  is  not  invention  and  entitled  to  protec- 
tion as  such.  Thns  to  entitle  it,  it  must  be  the  product 
of  some  exercise  of  the  inventive  faculties,  and  it  must 
involve  something  more  than  what  is  obvious  to  per- 
sons skilled  in  the  art  to  which  it  relates.  Pearoe  v. 
f  Mulford 495 

"InadTertenoe,  Aocident/ or  Mistake." 

S^  Particular  Patents,  27;  Keissue,  7. 

TnfrlTigement. 

See  Burden  of  Proof,  1,  3 ;  Combination,  1 ;  Evidence,  2 ; 
Novelty,  5 ;  Particular  Patents,  3,  6,  9,  10,  11,  15,  17, 
19,  23,  26  ;  Process  and  Product,  2. 

Intorsst. 

See  Damages,  2. 

InterferinfiT  Patents. 

See  Particular  Patents,  6. 

Invention. 

See.  Improvement,  1. 
Assignment  of  Invention. 

See  Assignment,  1. 
Change  in  Size. 

See  Change  in  Size,  1. 
Substitution  of  Equivalent 

See  Particular  Patents,  4. 

Inventor. 

First  in  the  Art. 

See  Construction  of  Patents,  1 

Joinder  of  Inventions. 

1.  Combination  patents  may  be  mentioned  as  examples  where 

more  than  one  invention  may  be  secured  by  a  sin^e 
patent.     Bates  v.  Coe 150 

2.  More  than  one  patent  may  be  included  in  one  suit  and  more 

than  one  invention  may  be  secured  in  the  same  patent, 
in  which  cases  the  several  defences  of  prior  invention 
and  public  use  may  be  made  to  each  patent  in  the  suit 
and  to  each  invention  to  which  the  chaige  of  inMnge- 
ment  relates.     Parks  v.  Booth 470 

Judicial  Notice. 

See  Notice,  3. 
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Juriadlotion. 

1.  A  Bait  bet\v«6n  dlisens  of  the  flatne  State  cannot,  be  sns- 
talned  in  a  Circuit  Court  of  the  United  States,  as  aris- 
ing under  the  patent  laws,  where  there  is  no  denial  of 
the  validity  of  plaintifiTs  patent,  where  its  use  is  ad- 
mitted and  where  a  subsisting  contract  is  shown  govern- 
^'jl  ing  the  rights  of  the  parties  in  the  use  of  the  invention. 

Relief  in  such  an  action  is  founded  on  the  contract,  and 
not  on  the  patent  laws  of  the  United  States.  Hartell 
V.  Tilghman 260 

Moohanioal  Skill. 

See  Change  in  Size,  1 ;  Improvement,  1 ;  Particular  Patents, 
10,  25. 

Motion  for  New  Trial. 

1.  On  a  motion  for  a  new  trial  the  complainant  might  have 

had  the  evidence  submitted  to  a  jury,  or  the  substance 
of  it  stated  and  made  part  of  the  record,  and  the  court 
would  have  determined  whether  it  had  sufficient 
grounds  for  being  satisfied  with  the  oonclnsions  of  the 
jury.     Watt  v.  Starke a55 

2.  A  motion  for  a  new  trial,  where  a  question  of  fact  has  been 

referred  to  a  court  of  law  for  determination,  must  be 
made  to  the  court  of  chancery,  and  for  that  purpose  the 
party  applying  for  a  new  trial  must  prepare  notes  for 
the  proceedings  and  of  the  evidence  given  at  the  trial 
for  the  use  of  the  chancellor.     Watt  v.  Starke  ....    355 

3.  To  bring  the  matter  before  the  chancellor  on  a  motion  for  a 

new  trial  the  party  may  have  the  proceedings  and  evi- 
dence reported  with  the  verdict,  or  by  moving  the  chan- 
,  oellor  to  send  to  the  judge  who  tried  the  issue  for  his 
notes  of  trial,  or  by  procuring  a  statement  of  the  same 
in  some  other  proper  way.  The  evidence  and  proceed- 
ings then  become  a  part  of  the  record  and  go  up  to  the 

Court  of  Appeal.     Watt  v.  Starke 355 

See  Bill  of  Exceptions,  1. 

New  Matter. 

See  Construction  of  Statutes,  5.      i 

Notice. 

1.  Persons  sued  as  infringers  may,  if  they  comply  to  the  statu- 
tory condition  as  to  notice,  give  the  special  defences 
mentioned  in  the  patent  act  in  evidence,  under  the  gen- 
eral issue.  Such  notices  in  a  suit  in  equity  may  be 
given  in  the  answer  and  the  provision  is  that  if  any  one- 


INDEX  DIGEST. 

of  those  defenctfl  is  proved,  the  judgment  ordecree  shall 
be  in  favor  of  the  defending  party  withcostii.  Bst«8  r. 
Coe 150 

2.  iDTcntors  may,  if  they  can,  keep  their  invendons  Hecret 

and  if  they  do,  no  neglect  to  petition  for  a  p«t«nt  will 
forfeit  their  right  to  apply  to  the  Commiaeioner  fbr  that 
pnrpcwe.  Mer«  delay  is  not  a  good  defence,  bat  the  re- 
spondent in  a  snjt  for  infringement,  if  he  gives  the  re- 
qaired  notioe,  may  allegeand  prove  that  the  inTention 
embodied  in  the  patent  in  suit,  had  been  in  pohlie  nse 
or  on  sale  for  more  than  two  years  prior  to  the  com- 
plainant's application  Ibr  n  patent,  and  if  he  allegros 
and  proves  that  defence  he  is  entitled  to  prevail  in  the 
snit.  Thoee  reqairementa  constitnte  conditions  to  the 
snfBdenc.v  of  the  defence  and  the  court  held  that  the 
rcepoodenta  bad  not  complied  with  either  to  any  effec- 
tual extent.     Bates  n.  Coe 150 

3,  Judicial  notice  taken  by  the  coart  that  the  thing  patented 

was  known  and  in  general  use  long  before  the  issning 

of  the  patent.     Terhnner.  PhilliiM 270 

Bee  Construction  of  StAtutea,  7,  S;  Novelty,  3;  Witnees,  1. 

1.  Where  thedefenceset  np  is  that  the  improvement  baa  been 

patented  ordeacrihed  in  some  printed  pnblication  prior 
to  the  supposed  invention,  it  cannot  be  proved  that  the 
inventiiin  descrilted  in  the  prior  patent  or  pnblication 
was  made  prior  to  the  date  of  each  patent  or  pnblica- 
tioo.     Bates  o.  Coe 150 

2.  Defences  that  patentee  is  not  the  firatand  original  inventor 

of  the  thing  patented  and  that  it  has  been  described  in 
a  prior  patent  or  printed  publication,  wher^  the  inven- 
tion consists  in  a  combination  of  old  elements,  incapa- 
ble of  diviiuon  or  separate  use,  mnst  be  addressed  to 
the  entire  invention  and  not  merely  to  the  separate 
parte  of  the  thing  patented.    "Bates  o.  Coe I&O 

3.  Where  two  of  the  defences  presented,  but  not  set  np  iuthe 

assignment  of  errors,  were  that  the  Circuit  Court  erred 
in  holding  that  the  patentee  was  the  original  and  first 
inventor  of  the  respective  Improvements  specified  in  the 
second  and  fourth  claims  of  the  patwit,  Aetd,  'Qiat  they 
could  not  he  snatained.  1,  Because  they  were  not  set 
np  in  answer.  2.  Becanse  tbej  were  addressed  to  a 
separate  claim  of  the  patent  (part  only  of  an  undivisi- 
ble  improvement,)  and  not  to  the  entire  invention,  as 
required  by  act  of  Congress.     Bates  r.  Coe 160 

4.  Where  the  thing  patented  is  an  entirety,  consisting  of  > 
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single  deTioe  or  combination  of  old  elements  incapable 
of  division  or  separate  ufle^  the  defence  that  paten- 
tee is  not  the  first  or  original  inventor,  mast  be  ad- 
dressed to  the  invention  and  cannot  be  established  by 
proving  that  a  part  is  found  in  one  prior  patenter  pub- 
lication and  another  part  in  another.     Bates  v.  Coe  .    .    150 

5.  When  the  thing  patented  is  an  entirety,  consisting  of  a 

single  device  or  combination  of  old  elements  Incapable 
of  division  or  separate  use,  the  respondent  cannot  escape 
the  charge  of  infringement  by  alleging  or  proving  that 
a  part  of  the  entire  invention  is  found  in  one  prior  pat- 
ent, printed  publication,  or  machine,  and  another  part 
in  another  prior  exhibit,  and  a  third  part  in  another, 
and  from  the  three  or  more  draw  the  conclusion  that 
the  patentee  is  not  the  original  and  first  in  venter  of 
the  patented  improvement.     Imhaeuser  v,  Buerk    .    .    443 

6.  Where  patent  covers  an  entirety  it  cannot  be  defeated  by 

showing  that  the  several  component  parts  are  old  in 
other  connections.     It  must  appear  that  they  have  ex- 
isted together  in  the  same  relation.     Parks  v.  Booth  .    470 
See  Notice,  3;  Particular  Patents,  7,  9,  12,  14,  15,  16. 


Parttoular  Patents. 


1.  The  original  application  for  letters  patent,  No.  9,109,  Gar 

Brake,  made  by  Thompson  and  Bachelder,twa8  filed  in 
June,  1847;  being  r^ected,  it  lay  unaltered  in  the  Pat- 
ent Office  until  1852,  when  it  was  considerably  amended, 
and  a  patent  was  granted  thereon  to  Tanner  on  the  6th 
of  July,  1852.  Held,  that  no  material  alterations  in- 
troduced by  such  amendments  could  avail  as  against 
parties  who  had  introduced  other  brakes  prior  thereto. 
Heidj  that  the  patent  was  limited  to  the  specific  im- 
provement made  in  view  of  the  public  use  of  double 
brakes  prior  to  his  invention,  which  though  perhaps 
less  periect  were  operative,  and  that  it  was  not  in- 
fringed by  the  Stevens'  brake,  which  though  subse- 
quently invented,  is  of  a  different  specific  form,  and 
that  each  was  entitled  to  the  specific  improvement  in- 
vented by  him,  provided  the  latter  does  not  include 
the  earlier.     Railway  Co.  v.  Sayles 121 

2.  The  decree  in  the  Circuit  Court  adjudging  the  validity 

and  infringement  by  defendants  of  letters  patent,  No. 
10,965,  Myers  &  Eunson,  May  23,  1854,  Sawing  Ma- 
chine, affirmed.     Tyson  v.  Myers 101 

3.  Letters  patent,  No.  91,108,  A.  C.  Fletcher,  June  8,  1869, 

Postage  Stamp,  for  an  invention  consisting  of  a  post- 
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age  or  revenue  stamp  having  a  portion  of  its  snilace 
compoeed  of  thin  or  fragile  paper  or  other  suitable  ma- 
terial looeelj  attached,  and  on  which  a  portion  of  the 
design  or  other  matter  is  printed,  held  not  infringed  by 
a  stamp  composed  of  one  continuous  piece  of  paper,of  uni- 
form thickness,  upon  the  face  of  which  is  certain  printed 
or  engraved  matter,  with  blank  spaces,  in  which  are  in- 
6erted,at  the  appropriate  time,  certain  figured  and  names 
required  by  law  to  appear  upon  revenue  stamps,  which 
bhink  spaces  are  prevented  from  adhering  to  the  barrel 
by  the  interpoution  of  a  red  slip  of  blank  paper  attached 
to  the  back  and  outside  edges  of  the  stamp.  Fletcher  v. 
Blake 561 

4.  Claim  1  of  letters  patent,  No.  93,268,  Gilbert  &  Barker, 
Augusts.  1869,  Apparatus  for  Carbureting  Air,  for  "  the 
arrangement  of  the  carburetor  with  a  meter- wheel,  said 
wheel  being  driven  by  a  descending  weight,  or  other 
equivalent  mechanical  power,  applied  to  force  the  air 
through  the  carburetor  to  the  burners.  Said  carburetor 
being  placed  within  a  vault  by  itself,  separate  from 
the  building  to  be  lighted,  the  whole  arranged  and  con- 
nected with  pipes,  substantially  as  herein  described 
and  set  forth.''  Construed  and  heltf^  in  view  of  the  prior 
existence  of  a  machine  substantially  the  same,  except 
in  respect  to  the  air-forcing  apparatus,  that  it  was  not 
a  patentable  invention  to  substitute  the  meter-wheel 
pump  for  that  apparatus  (an  air-pump  and  air-reoeiver, 
a  well-known  equivalent  for  the  meter- wheel  pump. ) 
Mnfg.  Co.  V,  Mnfg.  Co 281 

6.  The  claim  of  letters  patent,  No.  97,236,  Grimsley  &  Shelly, 
November  23,  1869,  Saddle-tree,  for  *' as  a  new  article 
of  manufacture,  a  side-saddle  tree,  having  the  side  bars 
and  seat  made  separate  and  then  united,  substantially 
as  and  for  the  purpose  shown  and  specified, '*  heldy  not 
infringed  by  the  side-saddle  tree  made  under  letters 
patent,  No.  177,233,  O.  V.  Flora,  May  9, 1876,  in  which 
the  seat  cannot  possibly  be  constructed  separately  from 
the  side  bars.     Bums  v.  Meyer 343 

6.  Where  complainant,  N.  Seibert,  in  the  case  of  his  letters 
patent,  No.  111,881,  February  14,  1871,  Lubricator, — 
sought  relief  under  Act  1870,  sec.  58,  re-enacted  in  the 
B.  S.,  sec.  4918,  against  W.  T.  Garratt,  patentee  of  the 
interfering  reissued  patent,  No.  5,328,  March  18,  18T3, 
(original  No.  133,217,  November  19, 1872,)  Lubricator; 
and  by  the  pleadings  an  interference  of  the  patents  was 
Bubstantially  admitted  \  held,  that  even  if  not  so  ad- 
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mitted  still  the  patente  were  for  the  same  invention, 
the  arrangement  of  devices  producing  the  same  results 
in  substantially  the  same  manner;  that  the  only  re- 
maining question  was  which  of  the  j^tentees  was  the 
prior  inventor;  and  ruled  upon  the  evidence,  that  Seibert 
was  the  first  and  original  inventor,  and  that  conse- 
quently, the  patent  of  Garratt  was  invalid.  Garratt  v, 
Seibert 187 

7.  Woodbury's  invention.  No.  138,462,patented  April  29,1873, 
Planing-Machine,  held  anticipated  by  the  machine 
made  by  Alfred  Anson  in  1843,  and  in  constant  use  in 
thirty  years,  in  which  all  the  elements  claimed  tor 
patentee's  combination  were  found,  differing  in  degree 
only;  the  yielding  pressure  therein  effected  by  weights 
and  not  by  springs,  being  mechanical  equivalents,  and 
the  fact  that  Anson's  machine  was  comparatively  small 
being  insufficient  to  constitute  invention  in  Wood- 
bury's.    Planing-Machine  G6.  v.  Keith 404 

&  Woodbury  filed  a  caveat  May  28, 1846,  and  his  application, 
June  3,  1848.  The  latter  was  rejected  February  20, 
1849,  and  the  fee  withdrawn  in  October,  1852.  Under 
the  act  of  1870  the  application  was  renewed,  within  the 
BIX  months  allowed,  and  the  patent,  No.  138,462  was 
granted  April  29,  1873.  No  serious  attempt  having 
been  made  to  procure  a  re-examination  of  the  old  ap- 
plication, or  to  renew  it,  for  a  period  of  more 
than  twenty  years,  though  during  more  than  sixteen 
years  of  that  time  the  improved  device  had  been  in 
common  use  with  the  knowledge  of  the  patentee; 
hMf  that  the  invention  was  abandoned  before  the  re- 
newed application  was  made.  Planing-Machine  Go.  9. 
Keith 404 

&  The  construction  given  reissued  letters  patent^  No.  1,177, 
granted  W.  H.  Seymour,  May  7, 1861,  (No.  72,  origmal 
No.  8,212,  July  8,  1851,)  Harvester,  in  Seymour  v,  Os- 
borne, 11  Wallace,  616  [8  Am.  &  Eng.  290,]  viz :  A 
quadrant  or  sector  shaped  platform  for  a  reaping  ma- 
chine placed  just  behind  the  cutting  apparatus,  and  In 
such  relation  to  the  main  i^me  that  the  cut  grain  is 
swept  round  on  the  arc  of  a  circle  and  dropped  heads 
foremoston  the  ground,  at  such  distances  from  the  stand- 
ing grain  as  to  avoid  taking  up  the  gavels  between 
swaths — approved  ;  held,  novel  and  not  anticipated  by 
indefinite  evidence  of  prior  machines,  nor  by  abandoned 
experiments  ;  is  for  the  same  invention  as  the  original 
patent,  and  ia  infringed.     Marsh  v,  Seymour  ....     63 
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10.  Held,  that  it  was  not  invention  to  improve  the  efficient 
operation  of  the  mechanism  described  in  reissued  letters 
patent  No.  1,682,  I>almer  &  Williams,  May  31,  1864, 
(original  No.  8,192,  July  1,  1H51,)  Hanester,  by  the 
addition  of  a  spring,  but  was  the  simple  exercise  of 
mechanical  skill.  The  patent  is  for  a  practical  and 
nsefnl  invention,  although  the  particular  improvement 
is  not  suggested,  and  is  infringed,  notwithstanding  the 
described  mechanism  is  used  uuly  in  connection  with 

such  improvement.     Marsh  r.  Seymour 53 

^  11.  Reissued  letters  patent.  No.  1,683,  ^Y.  H.  Seymour,  granted 
May  31,  1864,  (original  No.  8,212,  July  8, 1851,)  for  im- 
provement in  Harvesting-machines,  examined  and  sus- 
tained, and  held,  that  it  was  an  infringement  where  the 
sweep-rake  operates  in  combination  with  the  quad- 
rant platform  to  remove  the  cut  grain  in  substantially 
the  same  way  and  for  the  same  purpose  as  in  the  com- 
plainant's patents,  even  though  the  mode  of  attaching 
the  rake-arm  to  the  machine,  and  the  meansemployed 
for  retaining  it  in  position  for  another  sweep  are  differ- 
ent.    Marsh  v,  Seymour 53 

12.  Reissued  letters  patent,  No.  1,826,  J.  L.  Booth,  November 

29,  1864,  (original  No.  25,484,  September  20,  1859,) 
Grain  Separators,  conelrued  to  be  for  a  combination  ; 
held,  sufficiently  described  ;  sustained  as  novel ;  is  for 
the  same  invention  as  the  original  patent.  It  not  ap- 
pearing that  the  complainant  was  guilty  of  laches  in  ap- 
plying for  a  patent,  that  his  improvement  ever  went 
into  public  use  or  was  on  sale  in  this  country  before  he 
applied  for  a  patent :  Held,  that  the  patent  was  valid 
and  was  infringed.     Parks  v.  Booth 470 

13.  The  invention  claimed  in  reissued  letters  patent,  No. 

1,904,  J.  A.  Cummings,  March  21,  1865,  (original  No. 
43,009,  of  June  7,  1864,)  Artificial  Gums  for  '*the  plate 
of  hard  rubber  or  vulcanite  or  its  equivalent,  for  hold- 
ing artificial  teeth,  or  teeth  and  ^ums  Kui)stantially  jus 
described,"  construed  in  ccmformity  with  Smith  v.  Good- 
year D.  V.  Co.,  93  U.  S.  486  [11  Am.  &  Eng.  1,]  to  be 
a  product  or  mann&cture  made  in  a  defined  manner, 
and  not  a  product  alone,  separated  from  the  process  by 
which  it  is  created  ;  limited  to  a  substance  eitlier  vul- 
canized or  capable  of  vulcanization  ;  and  held,  not  in- 
fringed by  use  of  a  celluloid  dental  plate,  incapable  of 
being  vulcanized.     Goodyear  D.  V.  Co.  r.  Davis,      .   .    524 

14.  Reissued  letters  i>atent.  No.  2,261,  J.  Sc  A.  Densmore, 

May  29,  1866,  (original  No.  53,794,  April  10,  1866,) 
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Petrolenm  Car,  held^  wanting  in  novelty,  utility,  and 
patentability  and  is  frivoloas.     Densmore  v.  Scofield  .    573 

15.  Reissued  letters  patent,  No.  2,487,  C.  W.  Coe,  February 

19,  1867,  (original  No.  37,433,  January  20,  1863,) 
Drilling  and  Screw  Cutting  Machine,  considered.  Held, 
that  the  invention  was  sufficiently  described  in  the 
specification  and  claims ;  that  the  reissue  is  for  the 
same  invention  as  the  original,  the  original  not  having 
been  introduced  in  evidence ;  that  the  patentee  was 
the  first  and  original  inventor  ;  that  the  invention  was 
not  described  in  any  prior  patent  or  printed  publica- 
tion ;  that  it  was  not  in  public  use  or  on  sale  for  more 
than  two  years  prior  to  his  application  ;  and  is  in- 
fringed.    Bates  V,  Coe 150 

16.  The  claim  of  reissued  letters  patent,  No.  2,769,  Sawyer, 

H.,  October  1,  1867,  (original  No.  41,097,  January  5, 
1864  J  Putting  up  Powders,  for  ''a  new  article  of  man- 
ufacture *  *  *  a  package  or  case,  which  when 
made  with  distributing  holes  and  filled,  is  cemented  by 
the  wax  or  wafer,  as  set  forth.''  Construed  to  be  for 
applying  old  devices  to  a  new  use  involving  no  new 
means  and  no  new  efi^Mst,  hdd  not  patentable  and  want- 
ing in  novelty.     Sawyer  r.  Bixby 332 

17.  The  validity  of  reiBSued  letters  patent  No.  3,570,  granted 

P.  H.  &  F.  M.  Roots,  July  27,  1869,  (original  No.81,- 
010,  August  11,  1868,)  for  a  Rotary  Blower,  sustained. 

Claims  2  and  3  for  surface-coating  the  interior  of  a 
blower  case — i.  r.,  its  end  pieces  or  head-plates  and  the 
concaves — with  plaster-of-paris  or  equivalent,  so  that 
the  revolving  pistons  will  work  true  and  air-tight,  held, 
clearly  infringed  by  the  substitution  in  letters  patent 
No.  106,166,  W.  G.  Hyndman,  August  9,  1870,  Rotary 
Blower — of  a  composition  of  litharge  and  glycerine  for 
the  plaster,  which  for  the  purposes  of  the  invention  is 
the  substantial  equivalent  of  the  blaster,  and  its  use  a 
palpable  evasion  of  the  patent. 

Claim  4  wherein  the  concave  arcs  of  the  blower  are 
made  of  a  certain  size,  and  located  in  certain  relation 
to  the  axes  of  the  revolving  piston-sweeps,  so  that  the 
entire  casing  might  be  cast  in  one  piece,  and  yet  per- 
mit the  ready  removal  of  the  abutments  and  pistons : 
held,  infringed  by  copying  the  pro]x>rtions  and  relative 
position  of  the  arcs  even  though  the  respondent  did 
not  make  his  casing  in  one  piece.     Hyndman  v.  Roots    29 

18.  Reissued  letters  patent.  No.  3,727,  Wm.  Naylor,  Novem- 

ber 9,  1869,  (original  No.  58,962,  October  16,  1866,) 
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Steam  Safety- Valve,  congtmedy  in  view  of  a  disclaimer 
made  in  his  prior  English  patent  for  the  same  inven- 
tion, although  sach  disclaimer  was  not  embodied  in 
the  domestic  patent,  limited  to  the  particular  devices 
shown  in  the  specification  and  drawings  and  not  in- 
fringed by  the  device  constructed  under  letters  pat- 
ent No.  58,294,  G.  W.  Richardson,  September  25, 1866, 
Steam  Safety- Valve,  in  which  the  means  employed  by 
the  respondent  to  accomplish  the  common  object  differ 
both  in  construction  and  mode  of  operation  from  those 
of  the  patentee.  Aahcroft  v,  Boston  and  Lowell  R.  R. 
Ck) 1 

19.  Letters  patent.  No.  48,048,  of  J.  £.  Buerk,  June  6,  1^, 

reissued  as  No.  3.869,  March  R,  1870,  Watchman's 
Time-Detector,  heldy  novel,  and  infringed  by  the  device 
constructed  under  letters  patent.  No.  117,442,  A.  Meyer, 
July  25,  1871,  Watchman's  Time-Checks,  imhaeuser 
V.  Buerk 443 

20.  Reissued  letters  patent,  No,  4,026,  H.  Ball,  June  14, 1870, 

Oven ;  held,  to  be  for  a  different  invention  from  that 
covered  by  the  original  patent,  No.  15,753,  September 
23,  1856,  in  conformity  with  Ball  v.  Langles,  102  U. 
8.  128  (p.  508  antey )  and  is  invalid.     Gameau  v.  Dozier  546 

21.  Where  original  letters  patent.  No.  15,753,  H.  Ball,  Sep- 

tember 23,  1856,  Oven,  described  an  interior  baking- 
chamber  as  provided  with  perforations  in  its  sides  and 
back,  whereby  its  interior  had  communication  with 
the  firenspaoe  only  indirectly  through  side  and  back 
flues.  Held,  that  the  reissue.  No.  4,026,  of  June  14, 
1870,  removing  the  restriction  as  to  the  location  of  the 
perforations,  so  that  the  interior  of  the  chamber  may 
communicate  directly  or  indirectly  with  the  fire-space, 
was  void  for  containing  a  different  invention.  Ball  v. 
Langles 508 

22.  Where  the  original  letters  patent.  No.  50,617,  A.  Nobel, 

October  24,  1865,  was  construed  to  be  for  processes  of 
exploding  nitro-glyceriue  and  two  of  its  reissues,  Nos. 
4,818  and  4,819,  March  9,  1872,  were  construed  to  be 
for  compounds  of  nitro-glycerine  with  several  other 
substances.  The  decision  of  the  Circuit  Court  of  Cali- 
fornia was  sustained  as  to  the  validity  of  the  two  re- 
issued patents  for  compounds  of  nitro-glycerine  and 
gun-powder  and  other  substances  in  the  case  of  The 
Giant  Powder  Co.  v.  The  California  Works  and  otbeis. 
Powder  Co.  v.  Powder  Works 201 

23.  Claim  1  of  Reiasue,  No.  5,223,  A.  H.  Page,  January  7, 
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1873,  (original  patent  No.  61,  680,  January  29,  18G7,) 
Clothes- Wringer  for  **In  a  wringer  having  a  pair  of 
squeezing  rollers  and  an  operating  crank  and  two  up- 
rights or  standards,  the  employment  of  clamping  means 
arranged  to  take  hold  of  the  tab  at  or  near  the  base  of 
each  standard,^'  construed  and  limited  to  the  combina- 
tion of  the  machine  with  a  clamping  device  of  the  spe- 
cific construction  described  in  the  specification  and 
shown  in  the  drawings,  and  heldy  not  infringed  by  de- 
fendants who  use  a  different  device.  Washing-Machine 
Co.  17.  Toung 316 

34.  BeisBued  letters  patent,  No.  6,748,  J.  W.  Truby,  January 
27,  1874,  (original  No.  117,831,  Augusts,  1871,)  Show- 
case Sockets,  claimed  the  ^'metallic  comer-piece,  D, 
provided  with  the  sockets  (f,  ^,  and  /,  adapted  to  re- 
ceive the  members  A,  B,  and  C  of  a  show-case  frame, 
as  specified  ; "  held,  that  the  substitution  of  metal  for 
wood  was  destitute  both  of  patentable  invention  and 
utility.     Terhune  v.  Phillips 270 

26.  Claim  1  of  reissued  letters  x>atent.  No.  6,774,  Shubael  Cot- 
tle, February  24,  1874,  (original  No.  147,045,  February 
3,  1874,)  Chains  for  Necklaces,  for  **an  oinamental 
chain  for  necklaces,  etc..  formed  of  alternate  closed 
links  A  and  open  spiral  links  B,  substantially  as  shown 
and  described  ' '  conttrued  and  hcld^  wanting  in  inven- 
tion, if  not  in  novelty,  in  view  of  the  fact  that  neither 
the  tubing  nor  the  open  spiral  links  formed  of  tubing, 
nor  the  process  of  making  either  the  open  or  the  closed 
link,  nor  the  junction  of  closed  and  open  spiral  links 
in  a  chain  was  invented  by  the  patentee.  The  2d 
claim  held,  wanting  in  novelty.    Pearce  v.  Mulford    .    496 

26.  The  fourth  claim  of  reissued  letters  patent.  No.  5,806, 

Ball  &  FittB,  March  24,  1874,  (original  No.  109,372, 
November  22,  1870, )  Water-Meter,  construed  to  be  for 
a  combination  of  five  elements  and  held,  not  infringed 
by  a  water-meter  in  which  some  of  the  elements  claimed 
weie  omitted.     Water-Meter  Co.  v.  Desper 380 

27.  Letters  patent,  No.  30,367,  were  granted  to  Matthew  G. 

Slemmon,  €k;tober  9,  1860,  claiming  a  limited  combina- 
tion of  several  elements.  It  was  reissued  as  No.  3,514, 
June  22,  1869,  with  six  claims ;  extended  October  9, 

1874,  on  condition  of  abandoning  all  claims  except  the 
fifth,  in  accordance  with  which  a  disclaimer  was  filed. 
On  the  same  day  an  application  for  reissue  was  filed 
and  patent  granted  thereon.  No.  6,131,  November  10, 
1874,  containing  two  cf  the  claime  previously  dii^ 
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claimed  ;  hddy  that  no  error  had  ariaen  through  inad- 
vertence, accident,  or  mistake,  but  that  the  Ck>mmi5- 
fiioner  had  made  manifest  error  in  allowing  the  reissue 
for  more  than  was  incladed  in  the  extended  patent  and 
for  what  was  expressly  disclaimed  therein.     Liggett  v. 

Avery 369 

28.  Held  that  reissued  letters  patent,  No.  6,397,  of  April  20, 
1875,  granted  to  Duncan  McKenzie,  (original  No.  28,- 
130,  May  1,  I860,)  Oven,  if  valid,  must  receive  a  very 
limited  construction,  in  view  of  the  state  of  the  art  as 
shown  in  the  Hosea  Ball  patent  of  1856  and  the  Jenni- 
son  patent  of  February  1,  1859,  No.  23,809.  Gameaa 
V.  Dozier 54S 

Patentability. 

See  Claims,  3  ;  Particular  Patents,  14. 

Prefanixnption. 

See  Burden  of  Proof,  2. 

Prior  Know^led^  and  Use. 

See  Construction  of  Statatee,  7. 

Prior  Pablio  Use  and  Sale. 

See  Construction  of  Statutes,  1. 

Prior  Public  Use  or  Sale. 

See  Construction  of  Statutes,  6,  7,  8,  9 ;  Notice,  2 ;  Partien- 
lar  Patents,  12,  15. 

Prior  Publication. 

1.  It  is  not  necessary  to  allege  or  prove,  in  order  to  snstain 
the  defence  of  prior  x>atent  or  printed  publication,  that 
such  patent  or  publication  was  issued  or  given  two 
years  earlier  than  the  patentee's  invention.  Parks  v. 
Booth 470 

See  Novelty,  1. 


Priority. 


Construction  of  Statutes.  9. 


Private  Property. 

1.  Patents,  when  rightfully  issued,  are  property,  and  are 
surrounded  by  the  same  rights  and  sanctions  which  at- 
tend all  other  property,    Densmore  v.  Scofleld     .   .  .    573 


See  Particular  Patents,  22. 
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ProoeBs  and  Product. 

.   Interrelation  of  Process  and  Product. 

1.  Whether  a  xtatent  is  for  a  process  or  a  composition  is  espe- 

cially a  question  of  oonstxnction  and  is  for  the  coart  to 
decide ;  and  whether  a  patent  for  a  process  is  the  same 
invention  as  a  patent  for  a  composition  is  certainly  a 
mere  question  of  law.     Powder  Co.  v.  Powder  Works.  201 

2.  The  process  detailed  in  the  description  of  a  patent  antece- 

dent to  the  claim,  and  referred  to  thereby,  is  as  much 
a  part  of  the  invention  as  are  the  materials  of  which  the 
product  is  composed.  Both  are  necessary  elements  of 
the  invention,  and  both  the  material  of  which  the  pro- 
duct is  composed  or  its  equivalent  and  the  process  of 
constructing  the  product,  or  an  equivalent  process,  must 
be  employed  to  constitute  an  infiingement.    Goodyear 

D.  V.  Co.  r.  Davis 524 

See  Particular  Patents,  13,  22;  Beissue,  3,  4. 


Produot. 


Profits. 


Reissue. 


See  Equivalent,  3. 


See  Damages,  2. 


1  The  reissue  patent  must  be  for  the  same  invention  as  the 
original  patent,  else  the  reissue  is  Invalid;  but  the  pat- 
entee may  redescribe  his  invention,  and  include  in  the 
description  and  claims  of  the  specification  not  only 
what  was  well  described  before,  but  whatever  else  was 
suggested  or  substantially  indicated  in  the  old  specific 
cation,  drawings,  or  Patent  Office  model,  which  properly 
belonged  to  the  invention  as  actually  made  and  per- 
fected.    Marsh  v.  Seymour 63 

2.  Where  the  defence  set  up  was  that  the  reissue  was  not  for 

the  same  invention  as  the  original  patent,  and  the 
original  patent  was  not  given  in  evidence,  held,  that 
the  defence  could  not  be  sustained.     Bates  v.  Coe   .   .    150 

3.  A  patent  granted  for  certain  processes  of  exploding  nitro- 

glycerine will  not  support  a  reissue  for  a  composition 
of  nitro-glycerine  and  gunpowder  or  other  substances  ; 
even  though  the  original  application  claimed  the  inven- 
tion of  both  process  and  compound.  Tliey  are  distinct 
inventions.     Powder  Co.  v.  Powder  Works 201 

4.  An  original  patent  for  a  process  will  not  support  a  reissued 

patent  fi>r  a  composition,  unless  the  composition  is  the 
result  of  the  process  and  the  invention  of  one  involves 
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the  invention  of  the  other.  Powder  CJo.  v.  Powder 
Works 301 

5.  A  reiasued  patent  most  he  for  the  same  invention  as  that 

which  formed  the  subject  of  the  original  patent;  or  for 
a  part  thereof  when  divisional  reiasnes  are  granted.  It 
must  not  contain  anything  substantially  new  or  differ* 
ent     Powder  Co.  v.  Powder  Works 201 

6.  Where  the  question  presented  for  decision  was  whether, 

notwithstanding  a  dldclaimer  to  one  divisional  reissue, 
the  other  divisions  of  the  reiasne  should  be  sustained, 
held  that  the  disclaimer  had  no  efiect  on  the  costs  in 
the  case.     Elastic  Fabrics  Co.  v.  Smith 377 

7.  It  is  doubtful  whether  a  reissue  patent  can  be  sustained  in 

any  case  where  it  contains  claims  that  have  once  been 
formally  disclaimed  by  the  patentee  or  r^ected  with 
his  acquiescence,  and .  he  has  consented  to  such  rejec- 
tion in  order  to  obtain  his  patent.  In  such  case  the 
r^ection  (omission)  of  the  claim  can  in  no  just  sense 
be  regarded  as  a  matter  of  inadvertence  or  mistake,  and 
even  if  it  were  such,  the  applicant  should  seem  to  be 
estopped  from  setting  it  up  on  an  application  for  a  re- 
issue.    Leggett  V.  Avery 369 

8.  If,  on  comparing  a  reissue  with  its  original,  the  former  ap- 

pears on  its  face  to  be  for  a  different  invention  fit>m 
that  described  or  indicated  in  the  latter,  it  must  be 
declared  invalid.     Ball  v.  Laugles 508 

9.  Doubts  expressed  as  to  whether  reissued  letters  patent 

can  be  sustained  when  they  contain  claims  which  have 
once  been  formally  disclaimed  by  the  patentee  or  re- 
jected with  his  acquiescence  and  he  has  consented  to 
such  objection  in  order  to  obtain  his  patent.  Good- 
year D.  V.  Co.  V.  Da\is 534 

10.  To  determine  accurately  the  extent  of  the  invention  se- 

cured by  any  reissued  letters  patent,  the  state  of  the  art 
at  the  time  the  original  patent  was  granted  must  be 
considered.     Garneau  v.  Dozier 545 

* 

Co7idtmvene88  of  Commissioners^  Decision. 

See  Burden  of  Proof,  2;  Commissioner's  Dedsion,  1;  Constructioii 

of  Statutes,  3;  Particular  Patents,  9-28. 
See  Construction  of  Statutes,  5. 

Bole  of  Patent  Offloe. 

1.  The  rule  of  the  Patent  Office  (Rule  123  of  1809,)  prior  to 
the  act  of  1870,  that  an  application  rejected,  or  not 
prosecuted  within  two  years  after  its  rejection  or  with- 
drawal, should  be  conclusively  presumed  to  have  been 


INDEX  DIGEST.  607 

Paqb. 
abandoned,  though  not  always  adhered  to,  had  held  it 
to  be  a  qnestion  of  law  in  the  cases  to  which  it  applied, 
and  the  effect  of  the  statute  was  rather  to  change  the 
rule  than  to  make  the  decision  of  the  Commissioner 
granting  a  patent  an  unreviewable  decision  that  the  in- 
vention had  not  been  abandoned.  Planing-Machine 
Co.  V.  Keith 404 

2.  The  rule  of  the  Patent  Office  that  an  application  rejected 
or  not  prosecuted  within  two  years  after  its  rejection  or 
withdrawal,  should  be  conclusively  presumed  to  have 
been  abandoned,  was  not  a  statutory  rule,  nor  inflexible 
in  its  application,  but  was  frequently  departed  from 
and  abolished  before  the  act  of  1870,  and  was  no  bar  to 
a  movement  on  the  applicant's  part  to  have  his  appli- 
cation re-instated  after  withdrawal,  or  to  have  it  re- 
examined, or  take  an  appeal,  or  file  anew  one,  and  can- 
not be  regarded  as  an  adequate  ezcofle  for  a  long  delay. 
Planing-Machine  Co.  v.  Keith 404 

See  Construction  of  Statutes,  5. 

Speoifloation. 

1.  It  is  essential  to  the  validity  of  a  patent  that  the  particular 
invention  be  pointed  out  and  distinguished  from  what 
is  old,  and  when  the  invention  consists  merely  of  a  new 
combination  of  old  elements  or  devices,  where  nothing 
is  or  can  be  claimed  except  the  new  combination,  it  is 
sufficiently  described  to  constitute  a  compliance  with 
the  letter  and  spirit  of  the  law,  if  the  devices  of  which 
it  is  composed  are  specifically  named,  their  mode  of 
operation  given ;  and  the  new  and  useful  result  to  be 
accomplished  is  pointed  out,  so  that  those  skilled  in  the 
art  and  the  public  may  know  the  extent  and  nature  of 
the  claim  and  what  the  parts  are  which  co-operate  to 
do  a  work.     Parks  v.  Booth 470 

See  Particular  Patents,  12,  15. 

Etote  Law. 

1.  A  statute  of  the  State  of  Kentucky,  of  February  21,  1871, 

regulating  the  inspection  and  ganging  of  oils  and  fluids 
hc!d  to  be  a  police  regulation  within  the  jMwer  of  the 
State  which  in  the  sense  of  the  Constitution  does  not 
intrench  upon  any  authority  confided  to  the  national 
government.     Patterson  v.  Kentucky 106 

2.  Hdd  that  the  right  of  the  patentee  and  his  assigns  to  use 

and  vend  the  corporeal  thing  or  article,  a  burning  fluid, 
brought  into  existence  by  the  application  of  the  pat- 
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en  ted  disoovery  mast  be  exerciaed  in  Bnbordination  to 
the  police  regalationa  which  the  State  has  established 
by  the  statute  of  1874.     Patterson  v,  Kentucky  .   .    .    1U6 

State  of  the  Art 

See  Beiflsues,  10. 

SuspeDsioxi  of  Prooeedixiffs. 

1.  When  a  court  in  chancery  suspends  proceedings  in  a  cause 
in  order  to  allow  the  parties  to  bring  an  action  at  law 
to  try  the  legal  right,  it  does  not  assume  to  interfere 
with  the  course  of  proceedings  in  the  court  of  law. 
Watt  V.  Starke 355 

Term. 

See  Assignment,  3. 

Tranaoript  of  Reoord. 

1.  In  the  court  below  a  bill  of  review  was  sustained  and  the 

original  decree  affirming  the  validity  of  the  patent 
reversed.  At  the  seme  term  an  appeal  from  the  de- 
cree to  the  Supreme  Court  was  allowed  and  the  follow- 
ing order  made:  ^'  And  it  is  ordered  by  the  court  that 
the  clerk  of  this  court  transmit  to  the  Supreme  Court 
of  the  United  States  the  original  exhibits,  patent  certi- 
ficates, schedules,  drawings,  and  models  on  file  along 
with  and  as  a  part  of  the  record  and  transcript  in  this 
cause.''  In  making  up  the  transcript  of  the  record  the 
clerk  below  omitted  all  the  affidavits  filed  with  the  bill 
of  review  and  answer  thereto  and  sent  up  the  originals. 
In  printing  the  record  for  the  use  of  the  court  those 
affidavits  were  omitted,  and,  the  court  declining  to  al- 
low them  to  be  used  at  the  hearing  on  that  account, 
the  appellant  moved  that  they  be  printed  and  the  hear- 
ing suspended  until  that  could  be  done:  Held,  that  the 
original  affidavits  attached  as  exhibits  to  the  bill  of 
review  and  answer  thereto,  and  thus  sent  up  by  the 
clerk  below,  were  no  part  of  the  transcript  in  the  cause, 
and  could  not  be  considered  a  part  of  the  proof,  and 
that  the  motion  to  print  them  must  therefore  be  o\'er- 
ruled.    Craig  v.  Smith 301 

2.  Prudence  requires  that  papers  which  properly  belong  to 

the  files  of  a  court  should  never  be  removed,  except  in 
case  of  poeltive  necessity,  and  anything  which  has  an 
opposite  tendency  should  be  promptly  discouraged. 
Craig  V,  Smith 301 

3.  The  Supreme  Court  will  not  undertake  to  control  the  dis- 
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.     cretion  of  the  conrts  below  in  seDding  up  papers  which, 

in  their  judgment,  require  inspection;  but  where  pa- 

'. '  pers  come  up  that  ought  not  to  have  been  sent,  the 

language  of  the  order  will  be  carefully  examined  to  see 
whether  such  papers  are  included  in  its  provisions. 

Craig  r.  Smith 301 

See  Construction  of  Statutes,  4. 

Trial  Out  of  Bquity. 

See  Bill  of  Exceptions,  1,  2. 

Validity. 

See  Specification,  1. 

Verdict. 

1.  The  verdict  of  a  jury  upon  an  issue  ont  of  chancery  is 
only  advisory,  and  never  conclusive  upon  the  court.  It 
is  intended  to  inform  the  conscience  of  the  chancellor, 
and  may  be  disregarded  and  a  decree  rendered  contrary 
to  it     Watt  V,  Starke 355 

Void  Patent. 

See  ParticuUr  Patents,  6,  7,  6,  20,  21,  24,  2&;  Heissue,  8. 

WitneBB. 

1.  Where  witnesses  were  examined  and  testified  without  ob- 

jection to  their  competency^  because  of  want  of  notice, 
hefd  that  it  was  too  late  to  object  to  their  testimony  on 
appeal.     Planing-Machine  Co.  t^.  Keith 404 

2.  An  objection  to  the  examination  of  a  witness  should  state 

specificially  the  grounds  of  the  objection,  in  order  that 
the  opposite  party  may  have  the  opportunity  of  re- 
moving it  if  poBBible.    Planing-Machine  Co.  v,  Keith.  404 
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Abandonxnentw 

Intent  of  parties  in  relation  to  the  question  of  abandonment  439 

Abandonment  sabsequent  to  application 439 

Delay  for  purposes  of  experiment  will  not  constitute  abandon- 
ment     439 

Commissioner's  action  on  question  of  abandonment  inoon- 
elusive 439 

AfiTgregation. 

Aggregation 340 

Amendments. 

Amendments  to  original  application,  their  effect 145 

Effect  of  amendment  to  application  on  contract  made  prior  to 

grant  of  patent 146 

Amended  substitute  specification  not  sworn  to 146 

Application. 

Withdrawal  and  renewal  of  application  ;  continuing  applica- 
tion   440 

Amendments  to  original  application,  their  effect 145 

Effect  of  amendment  to  application  on  contract  made  prior  to 
grant  of  patent 146 

Abandonment  subsequent  to  application 439 

Assifirnment. 

Inchoate  right — assignment  of 247 

Assignment  of  the  invention 247 

Burden  of  Proof. 

Burden  of  proving  infringement     .    .   .   .  ' 183,  467 

Change  in  Size. 

Mere  change  in  sise  not  invention 440 

Olaim. 

Frivolous  claim 582 

Combination  claims  in  one  patent  considered  as  joinder  of  dis- 
tinct inventions 183 
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Ambigaons  claim  oonstmed  to  be  for  a  machine  and  not  for  a 

process 231 

Obflcare  claim  construed  to  be  for  a  process 231 

Mechanical  claims  cannot  be  oonstmed  to  be  for  a  process  .  231 
The  ooort  cannot  declare  an  element  claimed  in  a  combina- 

Hon  immaterial 401 

Ck>inbination. 

What  constitutes  an  equivalent  in  a  combination 467 

Equivalents  may  be  claimed  in  a  combination  of  old  elements  467 
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